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APPELLEE'S  BRIEF. 


Jurisdictional  Statement. 

The  jurisdictional  statement  set  forth  in  the  Appellant's 
Opening-  Brief,  on  pages  1  and  2  thereof,  is  substantially 
correct  and  the  Appellee  incorporates  the  same  herein  by 
reference  as  fully  as  if  set  forth  in  detail  herein. 

Statement  of  the  Case. 

The  Appellant's  Statement  of  the  Case  set  forth  on 
pages  3  and  4  of  the  Appellant's  Opening  Brief,  is  also 
substantially  correct,  however,  the  Appellee  is  of  the  opin- 
ion that  it  lacks  sufficient  detail  and  the  Appellee  will 
supplement  the  same  herein  without  repeating  the  facts 
recited  by  the  Appellant,  which  the  Appellee  repeats  and 
incorporates  herein  by  reference  as  fully  as  if  set  forth  in 
detail  herein. 
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Prior  to  the  filing  of  the  individual  bankruptcy  of  the 
bankrupt,  the  bankrupt,  who  was  the  president,  sole  share- 
holder, sole  director  and  managing  officer  of  a  California 
corporation  named  "Zipco,  Inc.,"  caused  to  be  filed  the 
bankruptcy  of  Zipco,  Inc.  [See  Finding  of  Fact  No.  1, 
Referee's  Findings  of  Fact,  Conclusions  of  Law  and 
Order  Denying  Discharge  of  the  Bankrupt,  dated  Febru- 
ary 25,  1958;  and  see  Tr.  pp.  128-156]  and  in  the  initial 
proceedings  before  Referee  Head  on  May  2,  1957  at  2:00 
P.M.  as  set  forth  in  the  Supplemental  Transcript  of 
Record,  the  proceedings  were  continued  solely  for  the  pur- 
pose of  producing  an  original  of  the  financial  statement 
involved.  [See  Supp.  Tr.  pp.  200-201.]  At  no  time  dur- 
ing the  entire  proceedings  before  Referee  Head,  did  the 
bankrupt  or  his  counsel  make  any  objections  as  to  the 
sufficiency  of  the  pleadings  before  the  Court,  and  on  the 
contrary  proceeded  on  the  merits.  [See  Supp.  Tr.  of  Rec. 
pp.  156-202.] 

Issues  Involved. 

The  Appellee  is  of  the  opinion  that  the  only  issue  in- 
volved is  as  follows : 

(a)  Whether  or  not  the  Findings  of  the  Referee  and 
of  the  District  Court  are  unsupported  by  the  evidence  and 
clearly  erroneous. 
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ARGUMENT. 

The  Findings  of  the  Referee  and  of  the  District 
Court  Should  Not  Be  Reversed  Unless  Clearly 
Erroneous. 

See: 

Gold  V.  Gerson,  225  F.  2d  859  (C  A.  9,  1955). 

The  facts  in  this  case  were  so  flagrant  that  the  District 
Court  on  review  in  its  Memorandum  Opinion  (see  Desig- 
nation of  Contents  of  Record  on  Appeal)  states: 

"It  is  the  opinion  of  this  Court  that  if  this  bank- 
rupt is  entitled  to  a  discharge,  that  everyone  who  files 
a  petition  should  automatically  receive  a  discharge. 
It  is  true  that  the  denial  of  a  discharge  always  works 
a  hardship  upon  the  bankrupt.  This  is  one  of  the 
most  flagrant  cases  of  this  type  that  has  been  called 
to  my  attention.     .     .     ." 

The  Order  of  the  District  Court  affirming  the  Referee 
on  Review,  approves  and  incorporates  the  Findings  of 
Fact,  Conclusions  of  Law  and  Order  of  the  Referee.  A 
portion  of  the  Appellant's  brief  is  devoted  to  arguments  on 
the  facts  and  it  is  submitted  that  the  record  is  replete  with 
evidence  upon  each  and  every  element  necessary  to  the 
Trustee's  cause  in  sustaining  the  Specifications  of  Objec- 
tion to  the  Discharge  of  this  bankrupt. 

The  bankrupt  admitted  that  he  executed  the  financial 
statement  and  that  he  transmitted  it  over  his  signature  to 
Mr.  Stemmler  of  Vanadium  Alloys  Steel  Co.  This  docu- 
ment was  duly  admitted  into  evidence.  [See  Tr.  pp.  61- 
62.]  The  bankrupt  also  admitted  that  he  did  not  own 
$166,559.00  worth  of  listed  stocks  and  bonds  listed  in  the 
financial  statement.  [See  Tr.  p.  63,  lines  12-16  and  23- 
25.]      The   bankrupt    further   admitted   that   he    and    his 
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wife  did  not  own  the  stocks  and  bonds  in  question.  [See 
Tr.  p.  63,  line  27,  to  p.  64,  line  215^;  p.  65,  lines  1-4.] 
The  bankrupt  further  admitted  that  the  unlisted  stocks 
and  bonds  listed  in  the  financial  statement  were  not  of 
the  value  set  forth  in  the  financial  statement.  [See  Tr. 
pp.  65-67,  where  the  bankrupt  admitted  that  various  cor- 
porations became  defunct  and  in  particular  see  p.  67, 
lines  1-13.]  The  bankrupt  admitted  that  he  did  not  own 
the  house.     [See  Tr.  p.  67,  lines  14-21.] 

There  was  adequate  evidence  that  Vanadium  Alloys 
Steel  Co.  relied  upon  the  financial  statement  of  the  bank- 
rupt, and  further  relied  upon  his  personal  guarantee  of 
the  obligations  of  Zipco,  Inc.,  when  advancing  credit  in 
connection  with  Zipco,  Inc.  [See  testimony  of  Mr.  Stemm- 
ler  commencing  Tr.  p.  14,  and  see  p.  19,  fines  1-17], 
wherein  it  is  testified  that  Turner  was  clearly  notified  that 
Vanadium  Alloys  Steel  Co.  would  not  furnish  credit  to 
Zipco,  Inc.,  without  Turner's  personal  financial  statement 
and  guarantee.  [See  Tr.  pp.  21-41,  pp.  32-35,  pp.  48- 
52.]  In  short,  the  record  is  replete  with  evidence  sus- 
taining the  various  Findings  of  the  Referee  and  of  the 
District  Court. 

The  Bankrupt's  Testimony  Was  Impeached  and  It  Is 
Elemental  That  the  Testimony  of  a  Witness  Who 
Gives  False  Testimony  in  Part,  IVTay  Be  Dis- 
believed as  to  the  Whole. 

At  numerous  places  in  the  record  the  bankrupt  gave 
conflicting  testimony  and  was  thoroughly  and  completely 
impeached  by  contradictory  testimony  given  on  December 
17,  1956.  [See  Tr.  pp.  129-152,  and  see  Referee's  Opin- 
ion, set  out  at  p.  153],  wherein  the  Referee  finds: 

"the  Court's  opinion  and  conclusion  is  that  the  bank- 
rupt's recollection  was  certainly  as  good,  if  not  better. 
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on  December  17,  1956,  when  he  testified  in  the  matter 
of  Zipco,  Inc.,  and  certainly  at  that  particular  time 
the  bankrupt  was  not  testifying  in  his  own  behalf 
and  confronted  by  objections  to  his  discharge  as  he 
is  in  the  present  matter,  and  therefore  he  would  have 
no  motive  at  that  time  to  favor  his  testimony  to  the 
extent  that  he  might  possibly  have  at  this  particular 
date." 

The  Bankrupt  Waived  Any  Objections  He  Might 
Have  to  the  Sufficiency  of  the  Pleadings  by  Par- 
ticipating in  the  Hearing  on  the  Merits. 

The  Supplemental  Transcript  of  Record  setting  out  the 
proceedings  of  May  2,  1957,  found  at  pages  156  to  203, 
will  reveal  that  the  only  objections  made  by  the  bankrupt 
in  a  proceedings  on  the  merits  in  this  matter,  were  objec- 
tions to  an  oral  motion  made  to  amend  the  Specifications 
of  Objection  to  Discharge.  It  is  submitted  that  the  bank- 
rupt participated  in  a  full  scale  hearing  on  the  merits  in 
the  matter,  and  cannot  at  the  late  date  of  a  stipulated  re- 
hearing of  the  matter,  then  raise  objections  as  to  the  suf- 
ficiency of  the  pleadings  and  argue  the  same  on  appeal. 

Specification  2-a  of  the  Specifications  in  question  read 
as  follows : 

"That  the  bankrupt  made  various  financial  state- 
ments, in  writing,  upon  (underscoring  supplied) 
which  he  obtained  money  for  property  on  credit,  or 
an  extension  or  renewal  of  credit,  and  that  the  said 
financial  statements  were  false,  and  among  said 
financial  statements  were  the  false  in  the  following 
particulars:  (a)  Financial  Statement  of  October  27, 
1955     .     .     ." 

While  the  language  used  in  the  said  Specification  is  not 
the  exact  language  contained  in  Section   14-c(3)    of  the 
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Bankruptcy  Act,  it  would  stretch  one's  imagination  to 
believe  that  the  language  ''upon  which  he  obtained  money 
or  property  on  credit"  does  not  fairly  imply  both  that  the 
money  was  advanced  upon  the  representations  contained 
in  the  financial  statement  and  that  the  bankrupt  actually 
obtained  credit  based  upon  the  financial  statement.  Cases 
cited  by  the  Appellant  and  the  encyclopedia  cited  at  pages 
2  and  3  of  the  Appellant's  Opening  Brief  relate  to  matters 
which  must  be  proved  and  do  not  rule  that  each  and  every 
element  must  be  pled  in  the  language  or  elements  outlined 
in  the  Appellant's  Opening  Brief  or  in  his  Points  and 
Authorities.  A  reading  of  each  and  every  of  the  cases 
cited  by  the  Appellant  at  this  point  will  reveal  that  none 
of  these  cases  go  so  far  as  to  hold  that  a  pleading  which  is 
substantially  in  the  language  of  the  Bankruptcy  Act  is 
insufficient. 

If  the  trial  court  had  been  of  the  opinion  that  the 
pleadings  were  insufficient,  it  is  certain  that  the  pleadings 
were  sufficient  to  grant  a  motion  to  amend  the  pleadings. 
It  will  be  noted  that  on  page  122  of  the  Transcript  the 
Trustee  made  an  oral  Motion  to  Amend  to  proof,  and  the 
Motion  was  denied  on  the  basis  that  the  pleadings  were 
adequate. 

If  a  Rule  Exists  That  Any  Doubts  in  the  Interpreta- 
tion of  Evidence  Should  Be  Resolved  in  Favor 
of  the  Bankrupt,  Such  Rule  Would  Not  Apply 
to  the  Facts  in  the  Instant  Case. 

The  Appellant  makes  the  startling  observation  at  page 
10  of  the  Appellant's  Brief,  that  the  amount  of  evidence 
necessary  to  deny  a  discharge  is  the  same  degree  neces- 
sary to  sustain  a  conviction  in  a  criminal  matter.  Con- 
veniently, the  Appellant  fails  to  cite  any  cases  to  substan- 
tiate this  rather  startling  proposition.    The  argument,  that 
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to  deny  a  discharge  of  a  bankrupt  works  great  hardship 
and  that  without  a  discharge  a  bankrupt  cannot  Hve,  etc., 
as  found  on  pages  10  and  11  of  the  Appellant's  Brief,  is 
the  sort  of  an  argument  directed  to  appeal  to  the  emotions 
of  the  Court  rather  than  to  elucidate  upon  and  elaborate 
upon  the  law  as  it  exists.  This  type  of  argimient  needs 
no  answer  as  the  very  cases  cited  by  the  Appellant  hold 
that  the  Bankruptcy  Act  is  designed  to  relieve  an  honest 
debtor  from  the  weight  of  his  debts.  See  the  very  quote 
on  page  11  of  the  Appellant's  Brief,  quoting  Local  Loan 
Co,  V.  Hunt,  292  U.  S.  234,  54  S.  Ct.  695,  7^  L.  Ed. 
1230,  is  to  the  effect:  "One  of  the  primary  purposes  of  the 
Bankruptcy  Act  is  to  relieve  the  honest  debtor  from  the 
weight  of  oppressive  indebtedness  and  to  permit  him  to 
start  afresh,  free  from  the  obligations  and  responsibilites 
consequent  upon  business  misfortunes."  The  same  applies 
to  Williams  v.  U.  S.  Fidelity  and  Guarantee  Co.,  236 
U.  S.  549,  35  S.  Ct.  289,  59  L.  Ed.  713,  which  likewise 
holds  that  the  Bankruptcy  Act  gives  the  honest  but  un- 
fortunate debtor  an  opportunity  to  start  life  again,  un- 
hampered by  the  pressure  and  discouragement  of  pre- 
existing debts. 

One  has  but  to  examine  the  Specifications  of  Objection 
to  the  Discharge  of  the  Bankrupt,  wherein  it  is  specifically 
alleged  that  the  bankrupt  obtained  credit  upon  a  financial 
statement  which  was  materially  false,  to  discover  that  the 
cause  of  this  discharge  being  barred,  was  that  the  bank- 
rupt was  not  an  honest  bankrupt.  In  the  various  exam- 
inations of  the  bankrupt  his  answers  were  evasive,  and  his 
demeanor  on  the  witness  stand  was  not  such  as  to  impress 
the  Court.  As  heretofore  stated,  supra,  the  bankrupt's 
testimony  was  impeached  by  contradictory  testimony  given 
on  December  17,  1956.  The  principal  witness  of  the 
bankrupt  was  his  own  wife  and  it  is  submitted  that  even 
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her  testimony  was  unbelievable.  See  further  contradic- 
tory testimony  of  the  bankrupt  at  pages  70,  71  and  72 
of  the  Transcript  of  the  Record  wherein  the  bankrupt 
contradicts  prior  sworn  testimony  given  on  May  2,  1957, 
at  2:00  P.  M.  At  page  84  of  the  Transcript  Mrs. 
Turner  testifies  that  she  purchased  all  of  the  furniture 
and  furnishings  prior  to  the  time  that  she  married  Mr. 
Turner.  At  page  85  Mrs.  Turner  was  asked  whether  or 
not  linens  and  personal  effects  had  not  worn  out  in  the 
period  of  some  years  which  had  expired  since  they  were 
purchased,  and  on  page  86  she  testified  that  none  of  her 
linens  had  worn  out  between  1949  and  1956.  [See  Tr. 
p.  86,  lines  9-19.]  It  is  submitted  that  it  is  simply  un- 
believable that  in  a  period  of  some  seven  years  none  of  the 
linens  of  the  bankrupt's  wife  wore  out  or  were  replaced, 
and  it  is  further  submitted  that  the  entire  record  amply 
demonstrates  that  this  was  not  a  so-called  honest  bank- 
rupt. 

The  entire  argument  found  on  pages  12,  13  and  14  of 
the  Appellant's  Opening  Brief  is  simply  that  the  testimony 
of  the  bankrupt  and  of  his  witnesses  should  be  believed, 
and  the  testimony  of  Mr.  Stemmler  should  be  disbelieved. 
Even  if  the  stipulated  testimony  of  Stanley  Sorenson  were 
believed  by  the  Court,  it  is  merely  to  the  efifect  that  in  the 
first  meeting  the  bankrupt  stated  that  he  had  invested  the 
assets  in  Zipco,  Inc.,  and  that  the  remaining  assets  be- 
longed to  Mrs.  Turner.  This  was  proven  to  be  false 
when  the  bankrupt  admitted  that  Mrs.  Turner  did  not 
own  the  assets  but  that  a  trust  fund  in  favor  of  her 
mother  owned  the  assets.  The  entire  stipulation  at  no 
place  conflicts  with  the  testimony  of  Mr.  Stemmler  in  that 
none  of  the  various  meetings  are  identified  in  relation  to 
the  time  at  which  the  financial  statement  and  personal 
guarantee  of  the  bankrupt  were  executed.     The  stipula- 
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tion  would  be  irrelevant  if  the  various  discussions  occurred 
after  the  credit  were  advanced  in  reliance  upon  the  finan- 
cial statement  and  personal  guarantee  of  Turner.  The 
stipulation  is  inconsistent  in  that  although  Sorenson  re- 
peats various  conversations  he  allegedly  heard,  yet  the 
stipulation  admits  that  at  no  time  did  Sorenson  hear 
Sorenson  and  Stemmler  discuss  the  account  being  person- 
ally guaranteed  by  Turner,  This  would  seem  to  indicate 
that  all  of  the  discussions  took  place  long  after  the  fur- 
nishing of  the  financial  statement  and  the  guarantee  by 
Turner,  and  in  this  event  the  entire  stipulation  would  be 
irrelevant. 

No  Error  Was  Committed  When  the  Court  Refused 
to  Introduce  the  Contract  Between  Vanadium 
Alloys  Steel  Co.  and  Stemmler. 

At  page  36  of  the  Transcript  the  attorney  for  the  bank- 
rupt begins  cjuestioning  Mr.  Stemmler  regarding  his  con- 
tract or  agreement  with  Vanadium  Alloys  Steel  Co.,  and 
on  page  38  at  line  6,  testimony  is  given  that  this  is  not 
an  executed  copy  but  a  true  copy  of  an  executed  copy  of 
the  document.  Commencing  at  line  21  of  page  38  the 
Trustee's  Objection  is  interposed: 

"I  will  object  to  the  introduction  of  that  document 
as  no  sufficient  foundation.  It  has  not  been  shown 
that  the  original  is  not  available.  This  constitutes  a 
copy  which  is  unsigned.  The  signature  has  not  been 
verified,  and,  in  short,  there  has  been  no  sufficient 
foundation  for  the  introduction  of  this  in  evidence." 

At  line  5  of  page  39  the  objection  to  the  document  is 
sustained  by  the  Referee.  At  page  13,  commencing  at  line 
9  of  the  Appellant's  Brief,  the  Appellant  now  argues  that 
there  was  error  in  the  non-admission  of  the  agreement 
into  evidence.     Conveniently,  the  Appellant  cites  no  au- 
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thority  to  demonstrate  that  any  error  whatever  was  com- 
mitted by  the  Referee  and  on  the  contrary  argues  the 
relevancy  of  the  document.  It  is  submitted  that  the  objec- 
tion was  well  taken  under  the  Best  Evidence  Rule,  that 
the  document  was  neither  signed  nor  was  it  a  ribbon  copy 
of  the  original,  that  the  signature  was  not  verified  and 
the  document  was  definitely  inadmissible  under  the  Best 
Evidence  Rule,  and  for  the  reason  that  no  sufficient  foun- 
dation had  been  laid  for  the  introduction  of  the  document. 

There  Was  No  Variance  Between  the  Pleadings  and 
the  Proof  and  if  Such  a  Variance  Existed  the 
Same  Was  Waived  by  the  Appellant. 

Under  the  heading  "the  bankrupt  waived  any  objections 
he  might  have  to  the  sufficiency  of  the  pleadings  by  par- 
ticipating in  the  hearing  on  the  merits"  the  Appellee  has 
amply  demonstrated  that  on  May  2,  1957,  the  bankrupt 
wholly  participated  in  a  hearing  on  the  merits,  allowed 
testimony  to  come  in  regarding  all  matters  which  he  now 
objects  to  as  a  variance,  that  no  objections  were  made  as 
to  any  variance  from  the  pleadings  at  that  time,  and  that 
having  once  participated  on  the  merits,  the  bankrupt  has 
waived  any  objections  as  to  a  variance  or  to  the  form  of 
the  pleadings.  During  the  long  time  which  expired  sub- 
sequent to  the  filing  of  the  pleadings  and  service  thereof, 
and  the  stipulated  rehearing  before  Referee  Rifkind,  after 
once  participating  on  the  merits,  the  bankrupt  made  no 
attempt  to  object  to  the  pleadings  or  to  object  to  the  in- 
troduction of  testimony  upon  the  pleadings  as  drawn.  It 
is  submitted  that  the  bankrupt  should  now  be  estopped  to 
raise  any  objections  to  the  sufficiency  of  the  pleadings  or 
in  connection  to  variances,  if  any,  from  the  pleadings. 

It  has  been  demonstrated  above,  and  in  the  Statement 
of   Facts,   that   the   bankrupt   was   the   sole   shareholder, 
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managing  officer,  sole  officer  and  director  of  Zipco,  Inc., 
at  the  time  the  credit  was  furnished  by  Vanadium  Alloys 
Steel  Co,  In  addition,  it  has  been  demonstrated  that 
Vanadium  Alloys  Steel  Co.  requested  the  personal  guar- 
antee of  the  bankrupt  and  clearly  informed  that  bankrupt 
that  credit  would  not  be  extended  unless  her  personally 
guaranteed  the  account.  It  was  further  demonstrated 
that  the  bankrupt  did  execute  a  written  guarantee  of  the 
account  and  in  connection  therewith  furnished  his  personal 
financial  statement.  This  placed  the  bankrupt  in  substan- 
tially the  same  position  as  a  co-signer  of  a  note  as  by  his 
guarantee  he  was  personally  liable  for  the  debt  which 
arose  by  the  furnishing  of  credit  to  Zipco,  Inc.  Once 
again,  the  Appellant  fails  to  cite  any  case  authority  for  the 
reason  that  it  is  probable  that  none  exists  in  his  favor, 
when  he  argues  that  it  was  not  proven  that  any  credit 
was  furnished  to  the  bankrupt  personally.  We  submit 
that  the  record  amply  demonstrates  that  the  credit  was 
furnished  solely  upon  the  personal  guarantee  of  Mr, 
Turner  and  that  this  is  tantamount  to  selling  the  goods 
directly  to  Turner. 

At  page  15  of  the  Appellant's  Brief,  the  Appellant  cites 
Section  469  of  the  Code  of  Civil  Procedure  of  the  State 
of  California  but  overlooks  the  portion  thereof  which 
reads  "has  actually  mislead  the  adverse  party  to  his 
prejudice  .  .  ,"  In  the  rehearing  of  the  matter,  how 
could  the  Appellant  have  been  misled  when  he  had  already 
tried  the  entire  matter  once  on  May  2,  1957  [see  Tr.  pp. 
156-202],  and  the  Appellee's  theory  of  the  case  had  been 
presented  to  the  Court,  We  submit  that  under  these  cir- 
cumstances a  variance,  if  any,  would  have  been  immaterial 
under  the  very  code  sections  cited  by  the  Appellant, 

At  page  16,  commencing  at  line  eight  and  one-half, 
the  Appellant  argues  that  it  is  necessary  under  the  law  to 
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establish  not  only  that  credit  was  extended,  but  to  estab- 
lish that  the  bankrupt  received  a  benefit  directly  or  in- 
directly as  an  officer,  director  and  shareholder  of  the  cor- 
poration concerned,  and  that  a  finding  must  be  made  of 
the  nature  and  extent  of  his  shareholder  interest.  Again, 
conveniently,  no  case  authority  is  cited  for  the  simple 
reason  that  this  simply  is  not  the  law.  This  argument 
furthermore  overlooks  the  fact  that  the  credit  extended 
here  was  clearly  credit  extended  upon  the  personal  guar- 
antee of  the  bankrupt,  and  this  credit  was  extended  di- 
rectly to  the  bankrupt  rather  than  merely  furnished  to  a 
corporation  in  which  he  had  an  interest.  We  know  of  no 
reason  in  the  law  why  the  bankrupt  must  have  received  a 
benefit  directly  or  indirectly  under  the  facts  of  the  instant 
matter.  In  addition,  as  hereinbefore  argued,  it  was  amply 
demonstrated  that  the  sole  party  in  interest  in  the  bank- 
rupt corporation  was  the  bankrupt  himself,  and  the  rec- 
ord will  show  that  the  reviewing  District  Court  Judge 
remanded  the  matter  for  the  purpose  of  conducting  an 
additional  hearing  relating  to  the  specific  point  of  the 
interest  of  the  bankrupt  in  Zipco,  Inc. 

In  re  Lcichter,  197  F.  2d  955  (C.  A.  3,  1952),  cert, 
den.  344  U.  S.  914,  cited  by  the  Appellant  on  page  17  of 
the  Appellant's  Brief,  has  no  application  to  the  instant 
case  as  that  was  a  case  where  the  financial  statement  re- 
garding the  corporation's  assets  was  furnished  by  the 
president  of  the  corporation  to  a  creditor.  No  personal 
guarantee  by  the  president  was  involved,  nor  was  there 
any  sufficient  proof  as  to  the  interest  which  the  president 
had  in  the  corporation.  In  the  within  case  the  financial 
statement  involved  was  a  financial  statement  relating  to 
individual  assets  of  the  bankrupt  and  not  to  the  assets  of 
the  corporation  of  which  he  was  a  part  owner,  and  the 
financial  statement  in  the  Leichter  case  was  furnished  as 
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an  officer  of  the  corporation,  as  distinguished  from  the 
personal  financial  statement  of  the  bankrupt.  No  findings 
were  made  regarding  the  stock  ownership  of  the  bankrupt 
for  the  very  reason  that  any  such  Findings  would  have 
been  immaterial  under  the  facts  of  this  case  where  the 
bankrupt  made  a  personal  financial  statement  and  person- 
ally guaranteed  the  account  when  in  reliance  upon  his  per- 
sonal guarantee  and  personal  financial  statement  the  credit 
was  extended  to  the  corporation. 

No  Error  Was  Committed  in  Connection  With  the 
Remanded  Hearing. 

On  page  18.  commencing  at  line  11,  the  Appellant  makes 
the  unfounded  statement  "that  the  sole  evidence  of  the 
Trustee  at  the  hearing  on  remand  .  .  ."  and  on  page 
17  intimates  that  the  Order  on  Remand  was  not  complied 
with.  At  pages  17  and  18  of  the  Transcript  may  be  found 
the  Referee's  Additional  and  Supplemental  Findings  of 
Fact  which  were  signed  and  entered  on  May  16,  1958, 
which  the  Appellee  will  hereinafter  demonstrate  were  com- 
pletely supported  by  many  items  of  evidence. 

The  very  application  for  the  issuance  of  stock  which 
was  introduced  by  the  Appellant  as  an  exhibit  in  connec- 
tion with  the  remanded  hearing,  as  set  forth  in  the  Find- 
ings of  the  Referee  on  page  18  of  the  Transcript  of  the 
Record,  sets  out  in  paragraph  2  thereof  that  Milo  M. 
Turner  was  the  president  of  the  bankrupt,  and  was  the 
real  party  in  interest  and  in  active  charge  of  the  business 
at  the  time  of  the  application  for  the  issuance  of  the  stock. 
At  Transcript  page  129,  line  8,  Turner  admits  that  he 
was  the  president  of  the  corporation,  and  at  line  9  admits 
that  from  October  27,  1955,  to  the  date  of  the  filing  of 
the  Petition  in  Bankruptcy  he  was  the  president.  That  on 
page   130  of  the  Transcript,  commencing  at  line   3  and 
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continuing  through  Hne  20,  Turner  admits  that  he  was  the 
president  and  carried  out  the  administration  of  the  con- 
cern and  that  he  signed  all  of  the  checks  that  were  issued 
by  the  corporation.  Commencing  at  page  131  and  con- 
tinuing to  page  133,  the  bankrupt  admits  that  on  Decem- 
ber 17,  1956,  he  testified  that  he  was  the  president  of 
Zipco,  Inc.,  that  he  was  in  active  charge  of  the  manage- 
ment of  the  company,  that  all  of  the  stock  of  the  corpora- 
tion was  issued  to  him  and  that  no  stock  was  issued  to 
any  other  person,  and,  commencing  at  line  25  of  page  135 
and  continuing  on  page  136  the  bankrupt  exhibits  an 
amazing  lack  of  memory  concerning  the  affairs  of  the 
bankrupt,  and  on  page  137,  Transcript,  admits  that  he 
was  the  president  on  October  27,  1955.  At  page  139, 
Transcript  reference  is  made  to  the  application  for  issu- 
ance of  stock,  and  on  page  143,  Transcript,  and  page  144. 
the  application  is  ofifered  and  received  into  evidence  at 
page  146,  Transcript;  commencing  at  line  23^  and  con- 
tinuing on  to  pages  147  et  seq.,  the  bankrupt  admits  that 
no  stock  was  issued  to  his  mother-in-law  Anna  Stoffregen, 
that  the  prospective  investors  objected  to  the  issuance  of 
stock  to  his  mother-in-law,  that  any  investments  were  set 
up  as  notes  with  a  right  to  convert  to  stock,  and  that  none 
of  the  prospective  investors  ever  elected  to  exercise  an 
option  to  convert  to  stock.  In  short,  the  record  is  replete 
with  testimony  which  would  tend  to  show  that  at  the  time 
of  the  making  of  the  financial  statement  Turner  was  the 
president,  sole  director,  sole  managing  officer,  and  sole 
shareholder  of  the  bankrupt  corporation. 
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Conclusion. 

We  respectfully  submit  that  while  the  Appellant  sets 
forth  some  eight  Specifications  of  Errors,  he  fails  to  sus- 
tain any  one  of  the  same.  A  reading  of  the  Appellant's 
Brief  leaves  one  with  the  impression  that  he  proposes  sev- 
eral novel  theories  of  law,  concluding  that  the  burden  of 
proof  in  connection  with  objections  to  discharge  of  a  bank- 
rupt is  the  same  as  that  required  in  criminal  matters,  and 
that  when  credit  is  advanced  to  a  bankrupt  or  to  a  cor- 
poration which  he  owns,  based  on  his  personal  financial 
statement  and  personal  guarantee  of  the  corporation's 
obligations,  he  receives  no  benefit  from  the  furnishing  of 
credit,  and  each  of  these  various  arguments  conveniently 
is  unsupported  by  case  authority  for  the  reason  that  no 
such  authority  exists.  The  Appellant  also  argues  that 
the  testimony  of  the  bankrupt  should  be  believed  for  the 
reason  that  a  stipulated  statement  might  tend  to  corrobo- 
rate him.  This  is  purely  and  simply  an  argument  on  the 
sufficiency  of  the  evidence  and  we  respectfully  submit  that 
the  evidence  as  demonstrated  by  the  Transcript  of  the 
Record  clearly  demonstrates  that  each  and  every  Finding 
of  the  Referee  and  of  the  District  Court  is  amply  and 
abundantly  supported  by  the  record. 

We  therefore  respectfully  submit  that  no  error  has  been 
demonstrated  by  this  Appellee,  and  that  the  Orders,  Find- 
ings of  Fact  and  Conclusions  of  Law  of  the  District  Court 
and  Referee  in  Bankruptcy  should  be  affirmed. 

Respectfully  submited, 

Craig,  Weller  &  Laugharn, 
Frank  C.  Weller, 
Hubert  F.  Laugharn, 
Andrew  F.  Leoni, 
Joseph  J.  Potts, 

Attorneys  for  Appellee, 
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United    States    District    Court,    Southern 
District  of  California,  Central  Division 

Civil  Action  No.  1045-57  TC 

VAN  ERODE  MILLING  CO.,  INC., 

Plaintiff, 
vs. 

COX  AIR  GAUGE  SYSTEM,  INCORPORATED, 

Defendant. 

COMPLAINT 

For  Infringement  of  United  States  Letters  Patent 
No.  2,710,660  and  For  Unfair  Competition 

Plaintiff  comiDlains  of  the  defendant  and  alleges: 

For  A  First  Count 

1.  Plaintiff  is  a  corporation  of  the  State  of  Mas- 
sachusetts, having  its  principal  place  of  business  at 
Clinton,   Massachusetts. 

2.  Upon  information  and  belief  defendant  is  a 
corporation  of  the  State  of  California,  having  its 
principal  place  of  business  at  2207  South  Main 
Street,  Los  Angeles  7,  California. 

I      3.    This  cause  of  action  arises  under  the  patent 
laws  of  the  United  States. 

4.    On  Jime  14,  1955,  United  States  Letters  Pat- 

I    ent  No.  2,710,660  was  duly  and  legally  issued  to 

plaintiff  as  assignee  of  Sidney  Coleman  of  May- 

nard,  Massachusetts,  for  an  invention  in  "Battery 
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Hold-Down  Frame  of  Synthetic  Rubber  Resin  Ma- 
terial".  [2] 

5.  Plaintiff  is  the  owner  hy  assignment  of  all 
right  and  title  to  United  States  Letters  Patent  No. 
2,710,660  aforesaid. 

6.  For  some  time  past  defendant  has  been  and 
still  is  infringing  said  Letters  Patent  No.  2,710,660 
by  selling  in  the  Southern  District  of  California 
and  elsewhere  in  the  United  States  battery  hold- 
down  frames  em]}odying  the  patented  invention, 
and  will  continue  said  infringement  imless  en- 
joined by  this  Court. 

7.  Plaintiff  has  placed  the  required  statutory 
notice  on  all  battery  hold-down  frames  manufac- 
tured and  sold  by  it  imder  said  Letters  Patent. 

8.  Plaintiff  has  been  damaged  and  defendant  has 
profited  hy  said  infringement,  and  plaintiff  will  be 
irreparably  injured  unless  this  infringement  is  en- 
joined. 

For  A  Second  Count 

9.  Plaintiff  repeats  and  realleges  each  and  every 
allegation  contained  in  paragraphs  "1"  and  "2"  of 
this  complaint  with  the  same  force  and  effect  as  if 
herein  set  forth  at  length. 

10.  This  cause  of  action  is  for  unfair  competi- 
tion and  constitutes  a  substantial  and  related  claim 
of  unfair  comx:)etition  to  the  claim  of  patent  in- 
fringement set  forth  in  the  First  Coimt  herein, 
and  the  Court  has  jurisdiction  of  this  cause  of  ac- 
tion under  §  1338  of  Title  28  of  the  United  States 
Code. 

11.  The  matter  in  controversy  exceeds,  exclusive 
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of  interest  and  costs,  the  sum  of  Three  Thousand 
Dollars  ($3,000.00).  Accordmgly,  the  Court  has 
jurisdiction  of  this  cause  of  action  additionally 
under  §  1332  of  Title  28  of  the  United  States  Code. 

12.  Plaintilf  has  for  a  number  of  years  been  and 
still  is  engaged  in  the  business  of  manufacturing 
and  selling  battery  hold-down  frames,  and  said 
product  of  plaintiff  has  been  continuously  sold 
throughout  the  United  States  of  America,  and 
plaintiff  has  built  up  a  large  and  valuable  good 
will  and  [3]  business  in  said  product  as  being  of 
superior  workmanship  and  design. 

13.  Plaintiff  has  extensively  sold  battery  hold- 
down  frames  embodying  the  invention  of  Patent 
No.  2,710,660  aforesaid  continuously  for  a  number 
of  years  in  the  Southern  District  of  California  and 
elsewhere  in  the  United  States,  said  frames  being 
sold  in  packages  having  a  distinctive  get-up  and 
color  scheme  and  said  frames  themselves  having  a 
distinctive  red  color  in  consonance  with  the  domi- 
nant color  of  plaintiff's  said  packages,  all  of  which 
have  come  to  be  associated  by  the  trade  and  the 
purchasing  pul^lic  with  the  product  of  plaintiff 
and  plaintiff  only. 

14.  In  connection  Math  the  sale  of  the  battery 
hold-down  frames  aforesaid,  plaintiff  has  employed 
advertising  materials  having  distinctive  legendary 
matter  which  has  come  to  be  associated  by  the  trade 
and  purchasing  public  with  the  product  of  plain- 
tiff and  plaintiff  only. 

15.  The  battery  hold-down  frames  sold  by  de- 
fendant are  identical  in  appearance  to  plaintiff's 


6  Van  Erode  Milling  Co.,  Inc.,  vs. 

hold-down  frames  and  the  packages  and  advertising 
materials  employed  by  defendant  in  the  sale  of 
said  battery  hold-down  frames  are  substantially 
the  same  in  get-up,  appearance,  color  scheme  and 
legendary  matter  as  plaintiff's  aforesaid  packages 
and  advertising,  and  the  battery  hold-down  frames 
sold  by  defendant  are  of  the  identical  color  as 
plaintiff's,  so  that  said  battery  hold-down  frames 
sold  hy  defendant  and  said  selling  and  advertising 
materials  are  calculated  to  confuse,  and,  upon  in- 
formation and  belief,  have  caused  confusion  in  the 
trade  and  of  the  general  public,  and,  upon  infor- 
mation and  belief,  said  battery  hold-down  frames 
sold  by  defendant  have  been  and  are  being  passed 
off  by  defendant  and  its  customers  as  and  for  plain- 
tiff's well-known  [4]  product,  all  to  the  imlawful 
profit  of  defendant  and  to  plaintiff's  irreparable 
damage  and  injury. 

16.  Upon  information  and  belief  defendant  has 
made  substantial  profits  from  said  unfair  competi- 
tion with  plaintiff  and  has  caused  substantial  dam- 
age to  plaintiff. 

17.  Plaintiff  has  no  adequate  remedy  at  law  and 
cannot  obtain  any  adequate  relief  save  in  this  Court 
by  injunction  accounting  and  damages. 

Wherefore,  plaintiff  demands  judgment  that: 
(1)  The  defendant,  its  agents,  servants  and  em- 
ployees and  those  acting  in  privity  or  concert  with 
it,  be  pendente  lite  and  forever  enjoined  and  re- 
strained from  further  infringement  of  United 
States  Letters  Patent  No.  2,710,660  and  against 
further  competition. 
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(2)  All  sul^stantially  identical  and/or  confusingly 
similar  packages  and  advertising  materials  in  the 
possession  or  control  of  defendant  used  in  connec- 
tion with  the  sale  or  offering  for  sale  of  battery 
hold-down  frames  be  impounded  or  destroyed  or  so 
radically  altered  as  not  to  embody  the  distinctive 
appearance  of  plaintiff's  packages  and  advertising 
materials  for  its  battery  hold-down  frames. 

(3)  The  plaintiff  recover  from  the  defendant 
general  damages  because  of  defendant's  infringe- 
ment of  said  United  States  Letters  Patent  No. 
2,710,660  and  unfair  competition  with  plaintiff.  [5] 

(4)  The  defendant  be  ordered  to  account  for  and 
pay  over  to  the  plaintiff  all  profits  realized  by  it 
upon  sales  of  the  said  battery  hold-down  frames 
in  infringement  of  plaintiff's  aforesaid  patent  and 
from  said  unfair  competition. 

(5)  Costs,  disbursements  and  attorneys'  fees  be 
assessed  against  defendant. 

(6)  The  plaintiff  have  such  other  and  further 
relief  as  the  Court  may  deem  just  and  proper  in 
the  premises. 

VAN  ERODE  MILLING  CO.,  INC., 
By   LYON  &  LYON, 
/s/  REGINALD  E.  CAUGHEY, 

Attorneys  for  Plaintiff. 

KIRSCHSTEIN,  KIRSCHSTEIN  & 
OTTINGER, 

Of  Counsel  for  Plaintiff.   [6] 

[Endorsed]  :    Filed  September  3,  1957. 
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[Title  of  District  Court  and  Cause.] 

ANSWER 

The  defendant  answers  the  complaint  as  follows: 

First  Defense 
The  complaint  fails  to  state  a  claim  against  de- 
fendant upon  which  relief  can  be  granted. 

Second  Defense 
Defendant  admits  the  allegations  stated  in  para- 
graphs 1,  2,  3,  5,  and  9  of  the  complaint;  denies 
knowledge  or  information  sufficient  to  form  a  belief 
as  to  paragraiohs  7  and  12  of  the  complaint;  denies 
the  allegations  of  paragraphs  6,  8,  10,  11,  13,  14,  15, 
16,  and  17;  and  denies  the  allegations  in  paragraph 
4  of  the  complaint  in  so  far  as  they  assert  that 
United  States  Letters  Patent  No.  2,710,660  were 
duly  and  legally  issued  to  plaintiff. 

Third  Defense 
Defendant,  further  answering,  avers  that  said 
United  States  Letters  Patent  No.  2,710,660  and  the 
claims  in  suit  thereof  are  invalid  and  void  and  of 
no  effect  in  law  for  the  following  reasons,  [9] 
among  others: 

(1)  That  the  patentee  thereof  was  not  the  orig- 
inal and  first  inventor  or  discoverer  of  the  alleged 
invention  therein  set  forth  and  claimed,  or  of  any 
material  or  substantial  part  thereof,  but  on  the 
contrary,  long  prior  to  the  alleged  invention  or  dis- 
covery by  said  patentee,  said  invention  was  known. 
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discovered  and  invented  by  others;  and/or  the  al- 
leged invention  and  all  material  or  substantial  parts 
thereof  were  in  public  use  and/or  on  sale  in  the 
United  States  for  more  than  one  year  prior  to  pat- 
entee's application  for  letters  patent;  and/or  all 
material  or  substantial  parts  thereof  were  published 
and/or  patented  by  others  in  the  United  States 
and/or  foreign  countries  for  more  than  one  year 
prior  to  his  application  for  letters  patent,  by  the 
persons,  and  at  the  places,  as  showai  in  and  by  the 
patents  and  publications  as  follows: 

Patentee  Patent  No.  Date  of  Issue 

Mabey  1,677,789  July  17, 1928 

Heitshu  2,360,056  Oct.  10,  1944 

Leuvelink  2,382,426  Aug.  14,  1945 

Publication 
Technical  Bulletin  C-4 
Date:    May,  1949 

Dewey  and  Almy  Chemical  Company 
Cambridge  40,  Mass. 

Subject:    Darex  Copolymer  No.  3 

and  ])y  other  persons,  prior  inventors,  public  users, 
patents  and  hj  other  persons  and  publications  notv 
known  to  defendant,  which  defendant  begs  leave 
to  insert  by  amendment  when  discovered. 

(2)  The  alleged  invention  does  not  constitute  a 
patental^le  invention,  improvement  or  discovery 
within  the  meaning  of  the  patent  law  in  view  of 
the  prior  state  of  the  art  as  disclosed  in  the  vari- 
ous patents  and  publications  and  in  view  of  what 
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was  common  knowledge  of  those  skilled  in  the  art 
at  the  time  of  the  alleged  invention  by  said  paten- 
tee.  [10] 

(3)  In  view  of  the  prior  art  and  the  wording  of 
the  claims  of  said  Letters  Patent  and  of  the  pro- 
ceedings in  the  Patent  Office  in  connection  there- 
with, said  Letters  Patent  is  of  such  limited  scope 
that  it  does  not  cover  any  of  the  battery  hold-down 
frames  as  made  and  sold  by  the  defendant. 

(4)  The  composition  and  production  of  the  plain- 
tiff's patent  was  a  common  and  well-known  com- 
position and  production  at  the  time  of  the  alleged 
invention  purported  to  be  patented  in  the  aforesaid 
patent.  If,  therefore,  any  claim  of  said  Letters 
Patent  would  be  construed  to  cover  any  of  the 
defendant's  compositions  and  productions,  such 
claim  is  invalid  for  want  of  novelty  over  previous 
patents,  publications  and  prior  uses. 

(5)  The  said  Letters  Patent  in  suit  is  invalid 
because  it  is  ambiguous,  incomplete  and  imcertain 
and  because  the  disclosures  and  claims  therein  of 
the  alleged  invention  are  not  in  such  full,  clear, 
concise  and  exact  terms  as  to  enable  persons  skilled 
in  the  art  to  practice  the  alleged  invention  as  re- 
quired by  law. 

(6)  While  the  application  for  said  Letters  Pat- 
ent was  pending,  the  applicant  so  limited  and  con- 
fined the  claims  of  his  application  that  the  plaintiff 
cannot  seek  for  nor  obtain  constructions  for  such 
claims  sufficiently  broad  to  cover  any  composition 
or  production  made  and  sold  by  the  defendant. 
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(7)  The  said  Letters  Patent  in  suit  is  invalid 
because  for  the  purpose  of  deceiving  the  public,  the 
description  of  the  alleged  invention  filed  in  the  Pat- 
ent Office  was  made  to  contain  less  than  the  whole 
truth  relative  to  the  alleged  invention,  or  more  than 
was  necessary  to  produce  the  desired  effect;  and 
because  such  description  was  designed  to  mislead 
the  public  as  to  the  character  of  the  alleged  inven- 
tion; and  because  of  the  misstatements  presented 
or  made  by  the  patentee  to  the  Patent  Office  for 
the  purpose  of  inducing  the  Patent  Office  to  with- 
draw its  rejection  of  the  claims  of  the  application 
for  said  patent.  [11] 

(8)  The  said  Letters  Patent  in  suit  was  issued 
without  adequate  appreciation  and  understanding 
of  the  state  of  the  art  by  the  United  States  Patent 
Office  and  important  parts  of  relevant  prior  art 
were  overlooked;  wherefore,  the  Commissioner  of 
Patents  exceeded  his  legal  authority  in  granting 
said  Letters  Patent,  and  the  same  is,  therefore,  void 
for  lack  of  originality. 

(9)  Said  Letters  Patent  in  suit  is  void  and  in- 
valid because  the  invention  claimed  in  said  patent 
is  substantially  different  from  any  invention  indi- 
cated, suggested  or  described  in  the  original  appli- 
cation. 

(10)  Each  of  the  claims  of  said  Letters  Patent 
in  suit  is  invalid  and  void  because  the  disclosure 
upon  which  the  claim  or  claims  are  based  is  inop- 
erative. 

(11)  The  said  Letters  Patent  is  void  and  invalid 
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because  the  invention  or  discovery  alleged  to  have 
been  the  sole  invention  was,  in  fact,  a  joint  inven- 
tion. 

(12)  The  said  Letters  Patent  in  suit  is  void  and 
invalid  because  the  plaintiff  and  the  patentee  un- 
justly obtained  the  patent  and  had  claims  allowed 
for  that  which  they  knew  was  the  invention  of 
another  (if  there  was  any  patentable  invention  in 
the  thing  purported  to  be  patented  by  said  Letters 
Patent)  or  was  known  in  the  prior  art. 

(13)  The  alleged  invention  and  improvement 
purported  to  be  covered  by  said  Letters  Patent  in 
suit  was  not  proper  patentable  subject  matter  and 
was  not  new  and  useful  at  the  time  of  the  alleged 
invention  thereof  by  the  patentee,  and  is  wholly 
devoid  of  value  and  utility  and  is  not  the  subject 
matter  of  valid  letters  patent. 

(14)  Because  said  Letters  Patent  sets  forth  and 
describes  an  old  and  familiar  device  which  was 
known  to  others  and  which  was  in  extensive  public 
use  long  prior  to  the  alleged  invention  or  discovery 
thereof  by  the  patentee  and  for  more  than  one 
year  prior  to  the  filing  of  its  application  thereon, 
and  within  reach  and  at  the  disposal  of  any  person 
familiar  with  the  art  to  which  said  alleged  [12] 
invention  or  discovery  belongs,  and  analogous  arts, 
at  the  time  of  and  many  years  before  the  alleged  in- 
vention or  discovery  by  the  patentee,  and  said  de- 
vice as  claimed  in  said  Letters  Patent  involved 
nothing  more  than  mere  mechanical  skill  and  did 
not  involve  invention. 
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(15)  Because  plaintiff  is  estopped  to  assert  and 
is  not  entitled  to  assert  that  the  subject  matter 
of  the  claims  of  said  Letters  Patent  of  the  United 
States  No.  2,710,660  may  validly  be  claimed  or  law- 
fully enforced. 

Counterclaim  For  Declaratory  Judgment  As  To 
The  Validity  and  Infringement  of  United 
States  Letters  Patent  No.  2,710,660 

(1)  This  cause  of  action  arises  out  of  an  actual 
controversy  between  the  parties  hereto,  namely, 
plaintiff's  assertion  of  Letters  Patent  No.  2,710,660 
against  defendant  and  the  charge  that  Battery  Hold- 
Down  frames  being  sold,  made  and  used  by  defend- 
ant infringe  said  patent. 

(2)  Jurisdiction  is  conferred  upon  this  Court 
with  respect  to  this  cause  of  action  by  the  Patent 
Laws  of  the  United  States  and  by  Title  28,  United 
States  Code,  Sections  1338,  2201  and  2202. 

(3)  The  United  States  Letters  Patent  No.  2,710,- 
660  are  invalid  and  void  for  the  reasons  specifically 
set  forth  in  the  Third  Defense  hereinabove,  the  alle- 
gations of  which  are  set  forth  herein  by  reference. 

(4)  Defendant  further  avers  that  it  has  not 
committed  acts  of  infringement  of  rights  of  plain- 
tiff or  of  United  States  Patent  No.  2,710,660. 

Wherefore,   defendant   prays: 

(a)  That  the  complaint  be  dismissed. 

(b)  That  this  Court  grant  a  declaratory  judg- 
ment that  said  Letters  Patent  No.  2,710,660  is  in- 
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valid,  void  and  of  no  effect  and  not  infringed  by 
defendant.  [13] 

(c)  That  this  court  grant  to  defendant  its  costs, 
legal  expenses  and  attorneys'  fees  in  this  action. 

(d)  That  this  court  grant  defendant  such  other 
relief  as  may  be  proper. 

/s/  I.   STEPHEN  BRENT, 

Attorney  for  Defendant.   [14] 

Affidavit  of  Service  by  Mail  Attached.  [15] 

[Endorsed] :     Filed  October  18,  1957. 
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REPLY 

Plaintiff  answering  defendant's  counterclaim  for 
Declaratory  Judgment  alleges  as  follows: 

1.  Plaintiff  denies  the  allegations  of  paragraphs 
"3"  and  "4"  of  the  counterclaim. 

Wherefore  plaintiff  demands  judgment  that  the 
defendant's  counterclaim  herein  be  dismissed. 

VAN  ERODE  MILLING  CO.,  INC., 
By   LYON  &  LYON, 
/s/  REGINALD  E.   CAUGHEY, 
Attorneys  for  Plaintiff. 

KIRSCHSTEIN,  KIRSCHSTEIN  & 
OTTINGER, 

Of  Counsel  for  Plaintiff.  [16] 

Affidavit  of  Service  Attached.  [17] 
[Endorsed]  :     Filed  October  28,  1957. 
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OPINION 

Yankwich,  Chief  Judge: 

Involved  in  this  litigation  are  validity  and  in- 
fringement^ of  Coleman  Patent  No.  2,710,660  filed. 
December  10,  1951  and  issued  June  14,  1955,  for 
"a  battery  hold-down  frame  of  synthetic  rubber 
resin  material".  The  chief  objects  of  the  invention 
are  stated  in  the  specifications  in  this  manner: 

"The  main  object  of  the  present  invention  is  to 
provide  a  hold-down  frame  made  of  a  material 
strong  enough  to  resist  deformation  under  tension 
of  the  bolts  by  means  of  which  the  hold-down  frame 
is  clamped  against  the  battery  top,  and  possessing 
sufficient  resiliency  effectively  to  prevent  cracking 
of  the  battery  top. 

"Another  object  of  the  invention  is  the  provision 
of  a  battery  hold-down  device  which  is  made  of  a 
material  that  has  good  electrical  insulating  proper- 
ties and  is,  thus,  especially  suited  for  use  in  comiec- 
tion  with  electrical  batteries. 

"A  further  aim  of  the  invention  is  to  obtain  a 
hold-down  device  of  the  character  mentioned  which 
has  a  relatively  high  heat  resistance,  and  which  is 
non-corrodible,  being  thus  able  to  withstand  def- 
ormation by  the  heat  of  the  engine,  near  which  it  is, 
of  necessity,  located,  and  not  being  subject  to  attack 
by  the  electrolyte  of  the  battery. 

"Still  another  object  of  the  invention  is  to  pro- 


'  28  U.S.C.A.,  §  1338. 
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vide  [117]  a  battery  hold-down  device  of  a  material 
which  will  not  adhere  to  the  battery,  thereby  per- 
mitting convenient  removal  thereof  from  the  bat- 
tery." 

The  Claims  are  four  in  number.  They  are  printed 
in  the  margin.'' 

Plaintiff's  complaint  put  in  issue  the  infringe- 
ment of  Claim  3,  and  also  charged  unfair  competi- 
tion. However,  the  defendants,  by  answer  and 
counterclaim,   have   challenged  the   validity   of   all 


^  AVhat  I  claim  is : 

1.  A  one-piece  open  battery  hold-down  frame 
formed  of  plastic  material,  comprising  sides,  ends 
connecting  said  sides,  and  diagonal  clamping  mem- 
bers being  disposed  above  the  top  faces  of  said 
ends  and  sides,  the  plastic  material  of  which  said 
frame  is  formed  comprising  polystyrene  the  me- 
chanical and  physical  properties  of  which  have  been 
modified  by  the  addition  of  a  Bima  S  with  a  high 
styrene  content,  the  latter  imparting  to  the  poly- 
styrene improved  heat  resistance,  building  strength 
and  toughness  sufficient  to  withstand  pressure  to 
which  the  frame  is  subjected  in  its  function  to  hold 
the  battery  on  its  support,  and  also  imparting  to  the 
polystyrene  enough  flexibility  to  prevent  breakage 
of  the  battery  top  against  which  said  diagonal  mem- 
bers bear  in  the  holding  down  operation. 

2.  A  one-piece  battery  hold-down  frame  accord- 
ing to  claim  1,  including  an  inorganic  filler  added 
to  the  modified  polystyrene  to  increase  the  elasticity 
of  the  compound. 

3.  A  one-piece  open  battery  hold-down  frame 
formed  of  plastic  material  and  including  elements 
bearing  against  the  sides  and  top  of  the  battery, 
the  plastic  material  of  which  said  frame  is  formed 
comprising  polystyrene  the  mechanical  and  physical 
properties  of  which  have  been  [137]  modified  by 
the  addition  of  a  Buna  S  with  a  high  styrene  con- 
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the  Claims  and,  in  addition  to  non-infringement, 
have  pleaded  anticipation,  invention  by  others  and 
lack  of  patentability.' 

I. 
The  Unfair  Competition  Claim 
Plaintiff's  pendant  claim  of  imfair  competition  * 
may  be  disposed  of  summarily  by  stating  that  the 
only  alleged  act  of  unfair  competition  is  similarity 
of  the  frames  of  the  defendant  and  of  the  boxes  in 
which  they  are  kept.  The  frames  are  of  the  same 
size,  because  they  must  fit  standard  ])atteries.  They 
are  both  red.  But  the  plaintiff  has  no  exclusive 
right  to  the  size  of  a  hold-down  w^hich  must  fit 
standard  batteries.  Nor  can  he  appropriate  the 
color  red  for  the  making  of  a  plastic  hold-down 
frame  and, — in  the  al^sence  of  any  imitative  decej^- 
tive  devices  vx^hich  tend  to  mislead  the  public  as 
to  source  and  sponsorship  of  the  goods, — claim  un- 
fair competition  on  the  part  of  another  device  sim- 
ilarly made  of  plastic  and  colored  red.^ 

tent,  the  latter  imparting  to  the  polystyrene  im- 
proved heat  resistance,  building  strength  and  tough- 
ness sufficient  to  withstand  pressure  to  which  the 
frame  is  subjected  in  its  function  to  hold  the  battery 
on  its  support,  and  also  imparting  to  the  polysty- 
rene enough  flexibility  to  prevent  breakage  of  the 
battery  top  against  which  elements  of  said  frame 
bear  in  the  holding  down  operation. 

4.  A  one-piece  batteiy  hold-down  frame  accord- 
ing to  claim  3,  including  an  inorganic  filler  added  to 
the  modified  polystyrene  to  increase  the  elasticity 
of  the  compound." 

'  35  U.S.C.A.,  ^  102(a)  (b)(e)  and  (f). 

^28  U.S.C.A.,  §  1338_(b). 

^  See  the  writer's  opinion  in  Chun  King  Sales  v. 
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No  evidence  has  been  offered  as  to  actual  confu- 
sion or  tendency  to  confuse.  The  evidence  in  the 
record  shows  that  the  [118]  frames  are  not  stacked 
on  shelves  where  a  customer  might  see  them.  They 
are  boxed  in  cartons  of  the  same  size,  depending 
upon  the  size  of  the  batteries.  As  batteries  are 
standard,  the  size  of  the  devices,  by  whomever  man- 
ufactured and  the  boxes  in  which  they  are  kept, 
must  of  necessity,  be  similar.  The  boxes  of  the 
plaintiff  emphasize  a  solid  red  background  with 
letters  and  symbols  in  white.  Those  of  the  defend- 
ant combine  yellow  and  red,  with  yellow  as  the  back- 
ground. The  legends  are  different.  So  are  the 
symbols.  And,  even  if  a  customer  were  to  pick 
one  from  the  shelf,  as  in  the  case  of  canned  goods, 
there  would  be  no  likelihood  of  confusion.  As  it  is, 
they  are  not  sold  by  trade  name.  They  are  sold, 
as  testified  to  without  contradiction,  at  the  trial, 
by  gas  station  attendants  when  asked  by  an  auto- 
mobile owner  to  replace  the  hold-down  frame  made 
of  steel  which  all  standard  automobiles  carry.  In 
most  instances,  the  evidence  is  that  it  is  the  supplier 
who  suggests  the  plastic  article  in  lieu  of  the  equip- 
ment to  be  replaced  and  is  priced  higher  than  the 
steel  replacements.  Automotive  retailers  supply 
them  to  the  gas  stations. 

There  is  nothing  in  the  record  to  indicate  that, 
in  the  trade,  the  color  red  on  the  frame,  or  the 
colors  red  and  white  on  the  boxes  have  become  asso- 

Oriental  Foods,  D.C.  Cal.,  1955,  136  Fed.  Supp. 
659,  662-666;  Oriental  Foods  v.  Chun  King  Sales, 
9  Cir.,  1957,  244  F.  2d  909,  915-916. 
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ciated,  in  the  minds  of  either  prospective  customers 
or  suppliers  with  the  plaintiff's  product,  or  that 
either  have  acquired  a  secondary  meaning  which 
identifies  their  source  and  sponsorship  with  the 
plaintiff.  So  the  case  is  lacking  absolutely  in  the 
essentials  which  go  to  constitute  unfair  competi- 
tion.  [119] 

II. 
The  Patent  In  Suit 
The    application    originally    sought   two    claims, 
reading : 

"1.  A  one-piece  open  battery  hold-down  frame 
formed  of  plastic  material,  comprising  sides,  ends 
connecting  said  sides,  and  diagonal  clamping  mem- 
bers at  the  juncture  of  said  sides  and  ends,  said 
clamping  members  being  disposed  above  the  top 
faces  of  said  ends  and  sides,  the  plastic  material 
of  which  said  frame  is  formed  possessing  strength 
and  toughness  sufficient  to  withstand  pressure  to 
which  the  frame  is  subjected  in  its  function  to  hold 
the  battery  on  its  support  but  having  enough  flexi- 
bility to  prevent  breakage  of  the  battery  top  against 
which  said  diagonal  clamping  members  bear  in  the 
holding  down  operation. 

"2.  A  one-piece  battery  hold-down  frame  accord- 
ing to  claim  1,  including  lugs  for  engagement  with 
means  which  force  said  clamping  members  into  en- 
gagement with  the  battery  top." 

They  were  rejected  fiiually  by  the  Examiner  on  July 
2,  1953.  On  appeal  taken  by  the  patentee  to  the 
Board  of  Appeals  the  action  of  the  Examiner  was 
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approved  on  March  16,  1955.  On  April  2,  1955,  the 
applicant  filed  a  proposed  amendment  to  the  speci- 
fications and  new  claims  by  which  he  claimed  the 
original  two  claims  and  the  fonr  claims  which  are 
now  in  the  patent.  The  Examiner  disallowed  the 
original  two  claims  but  allowed  the  claims  now  in 
[120]  suit.  These  facts  are  very  significant,  be- 
cause they  indicate  clearly  that  what  the  patentee 
originally  sought  was  a  monopoly  for  the  construc- 
tion of  a  hold-down  frame  of  plastic. 

The  Examiner,  in  his  first  rejection,  stated  that 
such  a  claim  was  anticipated: 

"The  further  fact  that  applicant  uses  a  dif- 
ferent material  than  either  of  these  patentees 
does  not  produce  an  article  meriting  patent- 
ability. Moreover  the  use  of  plastic,  the  mate- 
rial adopted  by  applicant,  in  forming  a  hold- 
ing device,  is  shown  to  be  old  in  Leuvelink — 
see  page  2,  column  2,  lines  49-54  and  page  3, 
column  2,  lines  6-8." 

His  final  rejection  included  this  ground.  So  what 
came  out  of  the  Patent  Office  was  a  patent  for  an 
article,  in  itself  not  patentable,  made  of  a  particular 
plastic  material. 

What  the  patentee  now  seeks  is  to  monopolize 
the  field  by  claiming  that  he  taught  the  art  the 
combination  by  interpolymerization  of  the  two 
chemical  elements,  butadiene  and  styrene,  to  secure 
a  plastic  frame  of  this  durability.^ 


^  See  the  writer's  opinion  in  Joyce,  Inc.  v.  Solnit, 
D.C.  Cal.,  1939,  29  Fed.  Supp.  787;  and  see,  Ander- 
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The  inventor,  Coleman,  is  not  a  chemist.  The 
patent  in  snit,  while  claiming  the  combination  of 
butadiene  and  styrene  to  produce  a  Bmia  S  with 
a  "high  styrene  content"  does  not  specify  the  pro- 
portions to  be  used.  Nor  do  the  specifications.  The 
copolymer  referred  to  as  "Darex  copolymer  No.  3" 
is  manufactured  by  Dewey  &  Almy  Chemical  Com- 
pany and  its  formula  is  known.  "Buna  S"  is  a 
synthetic  rubber-resin  made  by  polymerization  of 
butadiene  and  styrene,  invented  by  the  Germans 
during  World  War  I.  The  [121]  use  of  the  name 
has  disappeared,  because  later  chemistry  has  dis- 
placed the  catalyst  used  in  such  synthetic  materials. 
The  term  in  the  trade  for  the  ordinary  synthetic 
rubber-resin  now  used  is  GR-S  (Government  Rubber 
Styrene). 

There  is  nothing  in  the  patent  to  indicate  to  any- 
one skilled  in  the  art  what  the  words  "high  styrene 
content"  mean. 

It  is  a  well-known  rule  that  an  inventor  will  be 
given  the  benefit  of  his  invention,  even  though  he 
may,  himself,  not  imderstand 

"the  exact  nature  of  the  physical  or  chemical 
changes  involved  or  resulting  from  his  process, 
if  the  product  and  the  process  are  novel  and 
useful."  '^ 

son  V.  Phoenix  Products  Co.,  7  Cir.,  1955,  226  F.  2d 
191,  193.  A  patentee  cannot  claim  more  than  he 
invented.  Lincoln  Engineering  Co.  v.  Stewart- 
Warner  Coi-p.,  1938,  303  U.S.  545,  549. 

'  Celite  Corporation  v.  Dicalite  Co.,  9  Cir.,  1938, 
96  F.  2d  242,  246:  Application  of  La  Verae, 
C.C.P.A.,  1956,  229  F.  2d  470,  473-474.  [138] 
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But  an  inventor  like  Coleman  who  claims  a  monop- 
oly for  a  process  polymerization  of  two  elements, 
butadiene  and  styrene,  well-known  in  the  field  of 
chemistry,  and  who  states  under  oath,  as  will  ap- 
pear more  fully  in  the  discussion  to  follow, — that 
he  had  in  mind  a  styrene  proportion  "higher  than 
fifty  per  cent"  is  confronted  with  one  of  several 
consequences.  Either  there  is  no  patentability  be- 
cause the  patent  does  not  teach  any  more  than  what 
chemical  knowledge  teaches,  i.e.,  the  result  of  inter- 
polymerizing  the  two  elements,  or  his  patent  is  in- 
valid for  insufficient  disclosure.^  Or,  if  his  defini- 
tion is  accepted,  there  is  no  infringement,  if  another 
person  combines  the  same  elements  in  different 
quantities  and  produces  a  less  durable  product. 

III. 

Patentability 
The  evidence  in  the  record  indicates  that  the 
plaintiff's  [122]  patented  article  has  had  commer- 
cial success.  However,  such  success  does  not  spell 
patentability  if  there  be  no  invention.^  And  the  lat- 
est decisions  of  the  Supreme  Court  dealing  with 
chemical  patents  teach  that  applying  an  old  process 


^35  U.S.C.A.,  §<$  111,  112,  Becket  v.  Coe,  U.S. 
App.  B.C.,  1938/ "98  F.  2d  332,  336-337;  General 
Electric  Co.  v.  Wabash  Appliance  Corp.,  1938,  304 
U.S.  364.  The  Supreme  Court  has  stated: 

"Certainly,  if  we  are  to  be  consistent  Avith  Rev. 
Stat.  4888,  a  patentee  cannot  obtain  greater  cover- 
age by  failing  to  describe  his  invention  than  by  de- 
scribing it  as  the  statute  commands."  (Halliburton 
Co.  V.  Walker,  1946,  329  U.S.  1,  13.) 

°  Celite  Corporation  v.  Bicalite  Co.,  supra,  Note  7, 
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to  an  analogous  use  lacks  the  very  essence  of  in- 
vention.'°    As  stated  in  a  leading  case: 

"A  product  claim  describes  an  article,  new  and 
;lsefuL  The  principle  of  the  Ansonia  case  plainly 
would  deny  validity  to  the  Pipkin  patent  if  the 
prior  art  disclosed  an  electric  bulb  so  frosted  on 
the  inside  as  to  roimd  out  the  angular  crevices 
produced  by  the  first  etching,  whether  the  full  util- 
ity of  the  bulb  had  been  previously  recognized  or 
not.  The  same  result  is  indicated  where,  as  in  the 
present  case,  the  prior  art  discloses  the  method  of 
making  an  article  having  the  characteristics  of  the 
patented  product,  though  all  the  advantageous  prop- 
erties of  the  product  had  not  been  fully  appreci- 
ated." "  (Emphasis  added.) 

This  is  but  an  application  to  chemical  patents  of 
the  principle  that,  in  order  for  a  new  use  to  be  pat- 
entable, there  must  be  a  new,  different  and  non- 
analogous  result  not  taught  by  the  prior  art  and 
not  discernible  to  those  skilled  in  the  art.^^  Unless 
the  patent,  especially  a  process  patent,  achieves 
such  result,  it  does  not  constitute  invention,  even 
though  it  may  constitute  an  improvement  on  the 
prior  product.  [123] 

p.  242;  Photochart  v.  Photo  Patrol,  9  Cir.,  1951, 
189  F.  2d  625,  628;  Dow  Chemical  Co.  v.  Hallibur- 
ton Oil  Well  Cementing  Co.,  1945,  324  U.S.  320,  330. 

^°  Dow  Chemical  Co.  v.  Halliburton  Oil  Well 
Cementing  Co.,  supra,  Note  9,  pp.  327-330;  Mandel 
Brothers,  Inc.  v.  Wallace,  1948,  335  U.S.  291,  296. 

"  General  Electric  Company  v.  Jewel  Incandes- 
cent Lamp  Co.,  1945,  326  U.S.  242,  248. 

'^  Potts  V.  Creager,  1895,  155  U.S.  597,  607-608; 
Grilbert  Spruance  Co.  v.  Ellis-Foster  Co.,  3  Cir., 
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The  principle  was  stated  by  the  Court  of  Ap- 
peals of  the  District  of  Columbia  in  a  noted  case : 

"There  was  no  new  idea  involved  in  the  claimed 
invention  in  this  case;  nor  even  in  a  new  use  made 
of  an  old  idea.  It  was  no  more  than  a  carrying 
forward  of  the  original  idea  of  using  an  adhesive 
tape  as  a  mask  for  spray-painting,  which  was  well 
known  in  the  industry.  While  the  Drew  composi- 
tion constituted  a  more  effective  combination  of 
familiar  ingredients  than  those  previously  used,  the 
result  was  not  new  within  the  meaning  of  j)atent 
law,  and  did  not  rise  to  the  dignity  of  invention. 
The  use  of  his  composition  accomplished  the  same 
thing  in  the  same  way,  by  substantially  the  same 
means,  with  better  results.  This  did  not  constitute 
such  an  invention  as  to  sustain  a  patent. 

"The  general  characteristics  of  rubber  for  adhe- 
siveness and  cohesiveness  when  combined  with  resin, 
fillers — such  as  zinc  oxide, — and  solvents,  as  speci- 
fied in  appellant's  claims,  were  known.  Years  of 
experimentation  had  been  devoted  to  the  subject 
of  rubber  adhesives,  [124]  resulting  in  the  produc- 
tion of  many  varieties  of  tapes,  cements  and  other 
products  well  known  to  laymen  as  well  as  to  those 

1940,  114  F.  2d  771,  773;  In  re  Thuau,  C.C.P.A., 
1943,  135  F.  2d  344;  In  re  Prutton,  C.C.P.A.,  1946, 
156  F.  2d  87,  88-89;  In  re  Prutton,  C.C.P.A.,  1946, 
156  F.  2d  91;  Application  of  Waite,  C.C.P.A.,  1948, 
168  F.  2d  104,  108 ;  and  see,  the  writer's  opinion  in 
Elrick  Rim  Co.  v.  Reading  Tire  &  Rubber  Co., 
D.C.  €aL,  1957,  157  F.  Supp.  60,  63;  Stallman  v. 
Casey  Bearing  Co.,  9  Cir.,  1957,  244  F.  2d  905,  907- 
908;  Application  of  Freed,  C.C.P.A.,  1946,  156  F. 
2d  92,  98.  [139] 
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trained  in  the  art.  The  final  product,  upon  which 
a  patent  is  claimed  here,  came  as  a  result  of  this 
long  and  gradual  process  of  experimentation  and 
differs  from  those  of  the  ]orior  art  only  in  degree 
and  only  as  to  relative  adhesiveness  and  cohesive- 
ness.  No  new  element  was  introduced,  no  startling, 
unexpected,  or  radical  result  was  produced.  The 
change  made  as  a  result  of  Drew's  research  was  a 
change  only  in  form,  proportion  and  degree,  plainly 
indicated  by  the  prior  art.  It  was  an  easy  step 
rather  than  a  difficult  one."  "  (Emphasis  added.) 

In  dealing  with  metallic  alloys  or  chemical  com- 
binations, proportion  may,  at  times,  be  a  critical 
part  of  an  invention,  because  it  may  produce  a  new 
and  more  durable  product  unlike  others  known 
before.  So  the  Courts  have  recognized,  at  times, 
invention  to  consist  of  combining  certain  elements 
in  certain  defijiite  proportions,  but  only  when  an 
entirely  new  and  non-analogous  result  is  o])tained. 

In  a  leading  case  on  the  subject,  which  has  been 
followed  ever  since,  it  was  stated: 

"Patentable  novelty  may  reside  either  in  the  ele- 
ments of  alloys  or  in  the  proportions  of  the  [125] 
elements.  If  novelty  of  elements  is  claimed  in  the 
first  patent,  that  patent  falls  on  the  plaintiff's 
failure  to  controvert  the  defendant's  evidence  abund- 


"  Minnesota  Mining  &  Mfg.  Co.  v.  Coe,  U.S.  App. 
B.C.,  1938,  99  F.  2d  986,  990;  and  see,  Old  Town 
Ribbon  &  Carbon  Co.  v.  Cohmibia  Ribbon  &  Carbon 
Co.,  2  Cir.,  1947,  159  F.  2d  379;  Sherwin-Williams 
Co.  V.  Marzall,  U.S.  App.  D.C.,  1951,  190  F.  2d 
606,  607 ;  Application  of  Aller,  O.C.P.A.,  1956,  220 
F.  2d  454,  456. 
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antly  showing  that  before  Churchward  vanadium 
was  used  with  chromium,  nickel,  manganese  and 
carbon  in  alloy  steels.  If  novelty  of  elements  is 
claimed  in  the  second  patent,  that  patent  falls  on 
the  showing  of  the  first  patent.  Novelty  of  the 
patented  alloys,  if  any,  must  therefore  be  found 
in  the  proportions  of  the  elements.  *  *  *  But  novelty 
of  proportions  in  the  sense  of  the  patent  law  in- 
volves something  more  than  fi^guring  out  propor- 
tions differing  from  any  that  were  kno^vn  before. 
It  involves  new  results  from  new  proportions,  de- 
veloping a  new  metal,  or,  it  may  be,  an  old  metal 
with  new  characteristics  of  structure  or  perform- 
ance, embracing  entirely  new,  or  at  least  substan- 
tially enhanced,  qualities  of  utility."  " 

The  new  codification  of  the  patent  law  embodies 
these  principles  when  it  defines  patentability  as: 

"*  *  *  any  new  and  useful  process,  machine, 
manufacture,  or  composition  of  matter,  or  any 
new  and  useful  improvement  thereof,"  '^ 

In  applying  the  principle,  the  Courts  have  held 


"  Bethlehem  Steel  Co.  v.  Churchward  Steel  Co., 
3  Cir.,  1920,  268  Fed.  361,  364;  and  see,  Darwin  & 
Milner  v.  Kinite  Corp.,  7  Cir.,  1934,  72  F.  2d  437, 
438;  Sakatwalla  v.  Marburg,  C.C.F.A.,  1949,  172 
F.  2d  227,  232 ;  Oxnard  Canners  v.  Bradley,  9  Cir., 
1952,  194  F.  2d  655,  659.  If  an  element  or  propor- 
tions are  critical,  they  should  be  disclosed  in  the 
patent.  Helene  Curtis  Industries  v.  Sales  Affiliates, 
1956,  2  Cir.,  233  F.  2d  148,  159-160;  Stallman  v. 
Casey  Bearing  Co.,  1957,  9  Cir.,  244  F.  2d  905,  907- 
908. 

''  35  U.S.C.A.,  §  101. 
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that  mere  changes  of  size  or  substitution  of  obvious 
material  do  not  amount  to  x^atentability/'^  And  our 
own  Court  of  Appeals  has  warned  us:  [126] 

"But  perfection  of  workmanship,  however  useful 
or  convenient,  does  not  constitute  invention."" 

IV. 

The  Facts  Proved  At  The  Trial 
Allusion  has  already  been  made  to  the  fact  that 
the  original  claims  of  the  patent  in  suit  were  re- 
jected because  the  Examiner  was  of  the  view  that 
the  use  of  plastic  for  the  making  of  a  hold-down 
frame  for  a  battery  did  not  involve  invention,  and 
that  invention  was  not  involved  in  selecting  a  par- 
ticular plastic.  The  Examiner  concluded  his  final 
rejection  in  these  words: 

"To  so  select  one  plastic  rather  than  another, 
in  order  to  secure  one  which  is  judged  to  be 
best  for  the  particular  service  is  an  everyday 
practice  in  the  field  of  plastics,  and  the  mere 
expression  in  the  present  claims  of  the  particu- 
lar properties  expected  from  the  plastic  to  be 
used  is  not  considered  a  basis  for  patentability." 

The  reference  in  the  first  rejection  to  Leuvelink 
patent  is  very  important.  The  date  of  that  appli- 
cation w\as  April  22,  1944.  The  device  was  a  clamp- 
ing device  for  electrical  units  such  as  batteries  and 
the  like.    In  the  specifications,  dielectric, — i.e.,  non- 


''  Application  of  Daniel  S.  Wolfe,  C.C.P.A.,  1957, 
251  F.  2d  854,  856. 

"  Photochart  v.  Photo  Patrol,  9  Cir.,  1951,  189  F. 


2d  625,  628. 
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conductive — insulating  material,  was  recommended 
in  order  that  the  base  or  the  mounted  plate  be  in- 
sulated from  the  unit  and  the  element.  In  recom- 
mending the  material  to  be  used,  Leuvelink  stated 
in  his  specifications: 

"The  compression  element  12  is  preferably  formed 
of  insulating  material,  such  as  fiber  or  plastic,  [127] 
to  eliminate  grounding  of  the  tube  to  the  base  plate 
or  in  some  instances  where  slight  yieldability  is 
desirable  and  heating  effect  is  of  negligible  conse- 
quence, the  element  may  be  formed  of  molded  rubber 
or  similar  composition.  In  the  specific  illustration 
of  Figs.  1  and  2,  the  element  12  is  preferably 
formed  of  two  pimched  discs  or  plates  16  and  17 
of  a  fiber-glass  phenolic  composition,  to  withstand 
temperatures  as  high  as  300°  F.,  so  that  deteriora- 
tion is  avoided  when  in  contact  with  a  tube  which 
dissipates  considerable  heat  energy."  (Emphasis 
added.) 

Claim  8  of  that  patent  reads: 

"8.  A  clamping  device  for  a  detachable  electron 
discharge  tube  moimted  in  a  socket,  which  com- 
prises a  pair  of  rigid  posts  extending  on  opposite 
sides  of  said  tube,  a  ring  member  of  insulating  ma- 
terial having  high  dielectric  properties  bearing 
against  the  top  of  said  tube,  said  member  having 
opposed  apertured  portions  slidably  fitting  over 
said  posts,  and  a  resilient  ring  secured  to  said  ring 
member  at  diametrically  opposed  points  thereon, 
the  free  portions  of  said  ring  being  flexed  away 
from  said  insulating  ring  member  and  having  wedg- 
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ing  action  against  the  inner  surfaces  of  said  posts 
to  lock  said  insulating  ring  member  against  the  top 
of  said  tube."  (Emphasis  added.)  [128] 

In  the  original  application  for  the  patent  in  suit, 
the  composition  of  the  materials  in  the  plaintiff's 
frame  was  not  described  with  any  definiteness.  After 
the  Board  of  Appeals  affirmed  the  Examiner  on  the 
ground  that  the  claims  were  "obviously  broader  than 
the  disclosure"  and  made  a  new  rejection  on  that 
ground  imder  their  Rule  96(b),  the  patentee 
amended  his  application.  In  one  amendment  he  de- 
scribed the  type  of  copolymer  to  be  used,  to  include 
the  following: 

"  'Darex  copolymer  No.  3'  above  referred  to  is 
an  elastic  type  of  synthetic  rubber  resin,  made 
by  copolymerizing  butadiene  and  styrene  to  pro- 
duce a  Buna  S  with  a  high  styrene  content." 

This  definition  made  its  way  into  the  specifications 
of  the  patent  as  granted.  However,  neither  they  nor 
the  claims  of  the  patent  as  issued  disclose  what  is 
meant  by  "high  styrene  content."  There  is  a  docu- 
ment in  the  file  wrapper  attached  to  the  proposed 
amendment  dated  April  7,  1955,  which  was  also  in- 
troduced at  the  trial,  —  a  circular  by  the  manufac- 
turer of  the  composition,  which  states  that  the  sty- 
rene content  of  the  Darex  copolymer  No.  3  is  70 
per  cent.  Nowhere  else  are  we  told  what  "a  high 
styrene"  content  means.  The  inventor  in  his  deposi- 
tion already  referred  to  stated : 

"Q.     Mr.  Coleman,  do  you  know  what  the  term 
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liigh-styrene  content  means  in  reference  to  a 
butadiene-styrene  copolymer  ? 

"A.  I  believe  I  do.  It  means  that  there  is  lots  of 
styrene  in  the  majority  of  the  material — the  [129] 
majority  of  the  material  contains  styrene. 

"Q.  When  you  say  majority,  would  you  mean 
more  than  50%  ? 

"A.     This  would  be  what  I  think  is  so. 

"Q.     In  other  words 


"A.  I  have  nothing  to  substantiate.  This  is  just 
my  pure  thinking  on  the  thing. 

"Q.  In  other  words  your  pure  thinking  on  the 
thing,  is  that  right?  "A.     Yes. 

"Q.     Indicated  that  a  high-sty rene  content 

"A.     Means  more  than  50%, 

^^Q.     More  than  50%  styrene? 

"A.     Right." '(pp.  54,  55.)   (Emphasis  added.) 

The  evidence  in  the  record  shows  that  for  the  first 
year  after  the  application  for  the  patent  was  made, 
during  which  some  16,000  frames  were  sold,  the 
chemical  combination  did  not  work  successfully: 
defects  appeared  in  the  coloration  of  the  frames  and 
there  were  some  breakages.  Ultimately,  the  com- 
pound originally  used  was  abandoned  in  favor  of 
two  different  compounds  available  commercially  and 
manufactured  by  Dow  Chemical  Company  and  Mon- 
santo Chemical  Company,  both  of  which  have  a 
copolymer  with  a  styrene  content  as  high  as  80  per 
cent.  Compounds  of  such  high  high  styrene  content 
were  known  to  the  art.  There  is  in  evidence  a  patent 
to  Ditz,  No.  2,578,518,  issued  December  11,  1951,  the 
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filing  date  of  which  is  May  26,  1948,  which  is  titled 
"A  Moulding  Composition  for  Battery  Containers" 
which  not  only  [130]  recommends  the  use  of  plastics 
for  battery  containers,  but  actually  gives  the  pro- 
portions of  two  compositions  which,  when  tested, 
showed  the  greatest  durability.  They  are  copied  in 
the  margin.^^ 

Beginning  in  1948,  the  known  literature  in  the 
realm  of  the  chemistry  of  rubber  resins  taught  the 
use  of  high  styrene  to  effect  greater  resistance.  In 


^^  "Example  V.  The  following  composition  in 
which  the  parts  are  by  weight  was  prepared  as  de- 
scribed in  Example  I: 

Polystyrene  90 

Copolymer    of   butadien-1,    3    with   styrene 
(50:50)    10 

When  molded  into  a  battery  container  and  tested 
as  set  forth  in  Examples  I  and  II  above,  it  exhib- 
ited the  following  properties:  [140] 

Izod  impact — 0.47  ft.  lb.  per  inch  of  notch. 

Bulge  test — change  too  small  for  measurement. 

Acid  absorption  (28  days  at  150°  F.)— 0.072%. 

Resistance  to  the  hot  and  cold  cycle  test  was  ap- 
proximately the  same  as  that  of  Example  I. 

Example  VI.  The  following  composition  in  which 
the  parts  are  by  weight  was  prepared  as  described 
in  Example  I: 

Polystyrene  75 

Copolymer  of  butadiene-1,   3   with   styrene 
(50':50)    25 

When  subjected  to  the  tests  described  in  Exam- 
ples I  and  II  above,  the  following  results  were  ob- 
tained : 

Izod  impact — 0.50  ft.  lb.  per  inch  of  notch. 

Bulge  test — change  too  small  for  measurement. 

Acid  absorption  (28  days  at  150°  P.)— 0.066%. 

Results  for  the  hot  and  cold  cycle  test  were  ap- 
proximately the  same  as  for  Example  I." 
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the  October,  1948  issue  of  India  Rubber  World, 
there  appeared  an  article  by  H.  S.  Sell  and  R.  J. 
McCutcheon  of  the  Goodyear  Tire  &  Rubber  Co.  in 
which,  in  summing  up  the  advancement  in  the  use  of 
synthetic  resin  rubber  blends,  it  was  stated : 

"During  the  course  of  the  past  two  years  the  use 
of  high  styrene  copolymer  resins  as  reinforcing  and 
hardening  agents  for  stocks  of  GR-S,  natural  rub- 
ber, nitrile  rubber,  and  neoprene  has  gained  wide- 
spread acceptance  within  the  rubber  industry. 
In  this  classification  of  high  styrene  copolymer 
resins  are  found  resins  which  have  styrene-diolefin 
ratios  ranging  from  70%  styrene  to  under  95% 
styrene.  The  general  properties  and  uses  of  these 
resins  in  rubber  compounds  have  been  discussed  in 
the  literature."  '^  (Emphasis  added.) 

In  Modern  Plastics  of  December,  1948,  in  an  arti- 
cle entitled  "Interpretations  of  the  Current  News," 
an  improved  plastic  compound  known  as  "Styrene 
637"  produced  by  Dow  Chemical  Company,  it  is 
shown  that  by  using  polymer  of  high  styrene  con- 
tent, plastic  materials  can  be  molded  to  fit  a  great 
variety  of  objects.  [131]  It  is  given  in  the  margin.^" 


"  H.  S.  Sell  and  R.  J.  McCutcheon,  Impact  Re- 
sistant Resin-Rubber  Blends,  Oct.,  1948,  issue  of 
India  Rubber  World. 

^°  "The  new  Styron  637  designed  for  improved 
light  stability  has  a  useful  life  before  yellowing 
which  is  several  times  that  of  previously  available 
commercial  polystyrene.  It  sells  for  28^4  cents  in 
clear  and  341/2  cents  in  colored  material,  or  II/2 
cents  a  lb.  over  standard  fonnulations.  In  general, 
it  fabricates  in  the  same  fashion  under  the  same 
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In  the  1950  Modern  Plastics  Encyclopedia  and 
Engineer's  Hand  Book,  the  use  of  high  styrene 
copolymers  is  spoken  of  as  an  accepted  method  in 
producing  "a  new  series  of  high  impact  plastics" 
for  a  great  variety  of  uses.  The  entire  paragraph  is 
reproduced  in  the  margin.^^ 

conditions  as  other  Styrons,  differing  only  in  that 
prolonged  heating  [141]  at  fabricating  temperatures 
should  be  avoided.  Only  one  grade  is  supplied  for 
injection,  compression,  and  extrusion  fabrication. 
Colors  are  limited  to  crystal  and  a  range  of  trans- 
lucent to  opaque  whites.  Physical  properties,  with 
the  exception  of  light  stability,  are  much  the  same 
as  other  high  quality  polystyrenes. 

"The  manufacturer  points  out  that  light  stability 
of  Styron  637  applies  to  indoor  use  only.  Outdoor 
weatherability  calls  for  not  only  light  stability,  but 
also  other  chemical  and  physical  characteristics 
which  are  not  claimed  for  this  material. 

"Styron  637  is  recommended  as  a  promising  ma- 
terial for  diffusion  shields,  reflectors,  etc.,  in  fluores- 
cent lighting  particularly,  because  it  will  remain 
white  without  fading  to  yellow  after  a  protracted 
period.  In  automotive  applications,  it  is  recom- 
mended for  dials,  dash  panels,  escutcheons,  and 
parts  likely  to  be  exposed  to  sunlight  inside  a  car. 
Clarity  and  resistance  to  yellowing  make  Styron 
637  adaptable  for  molding  v/hich  are  painted  on  the 
underneath  side,  and  the  crystal  compound  has 
color  permanence  which  makes  it  suitable  for  lens 
systems  and  other  optical  parts."  (R.  L.  Van  Bos- 
kirk,  Interpretations  of  Current  News,  in  Modem 
Plastics,  Vol.  7,  Dec.  1948,  p.  186.) 

^^  "Styrene-butadiene  copolymers  with  high  sty- 
rene content  are  providing  a  new  series  of  high 
impact  strength  plastics.  This  product  consists  of  a 
l)lend  of  a  high  styrene-butadiene  copolymer  with 
any  of  the  natural  or  synthetic  rubbers.  Compared 
[142]  with  the  copolymer  alone,  the  resultant  mix- 
ture disj^lays  excellent  impact  resistance,  low  water 
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There  is  an  article  dated  1956  entitled  "Synthetic 
Rubber  and  Rubber  Derivatives"  by  Donald  S. 
Black,  which,  without  giving  credit  to  any  claimed 
invention,  describes  butadiene-styrene  copolymers  of 
the  type  claimed  in  this  invention  as  "the  most  com- 
mon and  widely  used  of  synthetic  rubbers."  Signifi- 
cantly, in  the  description,  the  proportion  of  styrene 
is  given  as  50  per  cent.  A  portion  of  the  article  is 
given  in  the  margin." 

absorption,  no  change  in  heat  distortion  point,  only 
slight  differences  in  tensile  strength  and  elongation, 
and  displays  good  moldability  and  machinability 
characteristics. 

"Blends  can  be  compounded  to  customers  require- 
ments, uncompounded  master  batches  of  resin  and 
rubber  can  be  obtained,  or  the  resin  alone  is  avail- 
able to  be  mixed  and  compounded  by  the  consumer. 
Some  of  the  applications  for  this  product  include 
textile  spools,  chemical  buckets,  photographic  trays, 
chemical  piping,  and  other  uses  where  hard  rubber 
was  formerly  employed.  In  addition  to  the  combina- 
tion of  the  copolymers  and  rubbers,  formulations 
have  been  developed  utilizing  various  grades  of 
cyclized  rubber  resin."  (Styrene  Polymers  and 
Copolymers,  ModeiTi  Plastics  Encyclopedia  and  En- 
gineer's Handbook,  1950,  p.  754.) 

22  "rpjjg  most  common  and  widely  used  of  the  syn- 
thetic rubbers  today  is  the  copolymer  of  butadiene 
and   styrene-GR-S    (Government  Rubber-Styrene). 

"Butadiene  and  styrene  are  reacted  in  a  range  of 
ratios  between  virtually  100%  butadiene  to  50% 
butadiene/50%  styrene.  With  products  containing 
higher  levels  of  styrene  the  polymer  takes  the  form 
of  a  resin  rather  than  a  elastomer.  This  allows  a 
wide  range  of  finished  products  with  varied  phys- 
ical [143]  characteristics.  The  physical  character- 
istics can  be  varied  still  further  by  the  type  of  re- 
action, activator  or  catalyst,  emulsifiers,  modifiers, 
and  reaction  terminators  or  short-stopping  agents. 
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The  evidence  in  the  record  shows  that  the  defend- 
ant uses  a  product  purchased  from  Bakelite,  which 
has  the  tradename  of  TMD  2155  and  is  a  mixture  of 
(a)  butadiene  and  (b)  polystyrene.  As  already  ap- 
pears, the  inventor  is  not  a  chemist.  He  does  not 
claim  discovering  something  which  the  chemists  did 
not  know.  The  combination  of  the  two  elements 
under  discussion  to  form  a  resistant  resin  compound 
was  known  and  taught  in  the  art  for  a  long  time 
prior  to  the  date  of  the  conception  of  the  invention 
in  suit.  So  the  upshot  of  the  matter  is  this : 

Coleman  did  not  teach  how  to  combine  the  two 
elements  in  order  to  develop  a  material  that  would 
have  durability  when  used  as  a  frame.  That  had 
l^een  taught  in  the  art  long  l)efore  him.  At  least 
the  patent  to  Ditz  taught  it  as  far  back  as  1944. 

A  patent  is  evidence  of  invention  at  the  date  of 
the  application  as  to  all  matters  disclosed.^^  But,  for 

In  addition,  the  degree  to  which  the  monomers  are 
reacted  to  form  the  copolymer,  i.e.,  %  conversion, 
definitely  affects  the  finished  product. 

"During  World  War  II,  all  of  the  GrR-S  produced 
was  manufactured  by  what  is  now  termed  as  'hot' 
polymerization.  The  temi  'hot'  refers  to  the  fact  that 
it  was  necessary  to  activate  the  polymerization  at 
elevated  temperatures  (approximately  122°  F.). 

"The  monomers  (Butadiene  and  Styrene)  are 
very  carefully  controlled  for  ]3urity,  because  any 
impurities  such  as  peroxides,  sulfides,  etc.,  will  ad- 
versely affect  the  reaction  time  and  the  finished 
product.  The  purity  of  the  butadiene  must  be  at 
least  98%  and  the  styrene  99  percent."  (Modern 
Plastics  Encvclopedia  (1956)  p.  157.) 

^^Milburn'^Co.  v.  Davis,  etc.,  Co.,  1926,  270  U.S. 
390,  401. 
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the  purpose  of  determining  invention,  the  date  in 
prior  or  copending  ai)plications  showing  prior  con- 
ception in  time  may  l)e  resorted  to  in  order  to  deter- 
mine whether  the  disclosure  in  them  was  prior  art.^* 
By  1948,  the  composition  and  qualities  of  various 
Bunas  was  a  matter  of  common  knowledge.  So  much 
so  that  the  1948  edition  of  Chambers'  Technical 
Dictionary  gives  these  definitions  of  the  various 
bunas: 

"buna  (Plastics).  Synthetic  rubber  manufac- 
tured (at  first  in  Germany)  by  poljrmerization  of 
butadiene  wdth  sodium  (hence  the  name  Bu  +  Na). 
Buna-N  (Perbunan)  made  from  interpolymeriza- 
tion  of  buta-diene  with  vinyl  chloride,  has  good 
aging  and  off-resisting  properties;  Buna-S,  made 
from  butadiene  and  styrene,  has  good  mechanical, 
electrical  and  aging  properties;  especially  used  for 
tyres."  (p.  120.) 

Summary  and  Conclusion 
Coleman  was  not  the  first  to  teach  the  art  to  use 
plastics  in  the  manufacture  of  battery  hold-down 
frames.  His  claim  to  that  effect  was  rejected  as  not 
involving  invention.  Hold-down  frames  for  batteries 
were  long  known  in  the  art  and  have  been  used  in 
automobiles  ever  since  they  began  using  batteries 


^*  Milburn  Co.  v.  Davis  etc.,  Co.,  supra,  Note  23 ; 
Yale  Hook  &  Eye  Co.  v.  Interwoven  Hook  &  Eye 
Co.,  D.C.  N.Y.,  i929,  33  F.  2d  295,  297;  Stelos  Co., 
Inc.  V.  Hosiery  Motor-Mend  Coito.,  2  Cir.,  1934,  72 
F.  2d  405,  406;  Dyer  v.  Coe,  U.S.  App.  D.C,  1941, 
125  F.  2d  192,  195-196 ;  Helene  Curtis  Industries  v. 
Sales  Affiliates,  2  Cir.,  1956,  233  F.  2d  148, 158.  [144] 
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and  means  and  frames  of  metal  to  hold  them  down 
have  been  a  part  of  the  equipment  of  every  automo- 
bile. Any  claim  to  the  frame  itself  was  [133]  re- 
jected by  the  Examiner  on  the  patent  to  Mabey  No. 
1,677,789,  dating  back  to  July  17,  1928,  on  an  appli- 
cation filed  August  6,  1927  and  Heitshu,  No.  2,360, 
056,  dating  back  to  October  10,  1944,  on  an  applica- 
tion filed  December  5,  1941.  So  the  claims  are,  at 
most,  claims  for  a  hold-down  frame  made  of  a  par- 
ticular plastic  material.  When  reduced  to  this,  it  is 
quite  evident  that  the  defendant's  device  does  not 
infringe  because  the  copolymer  they  use  has  a  low 
and  not  a  high  content  of  styrene.  So,  if  the  claims 
in  suit  be  limited  in  this  respect,  there  is  no  in- 
fringement. 

However,  in  the  light  of  the  discussion  which  pre- 
cedes, I  am  also  of  the  view  that  the  patent  is  in- 
valid, and  that  the  Examiner  was  right  when  in  his 
final  rejection  he  stated  that  invention  does  not  lie 
in  recommending  either  the  use  of  plastic  or  of  one 
plastic  rather  than  another  as  a  material  for  a  bat- 
tery frame. 

The  issued  claims  limit  the  invention  to  a  hold- 
down  frame  composed  of  a  plastic  of  a  certain  com- 
position. What  stands  in  the  way  of  their  validity  is 
that  their  teaching  was  known  to  the  art  and  in 
constructing  plastics.  And  Coleman,  in  recommend- 
ing the  making  of  a  hold-down  frame  of  a  special 
composition,  achieved  no  invention.  The  use  for 
which  he  recommends  the  composition  was  not  new 
or  non-analogous.  With  the  development  of  plastics, 
spurred  on  by  the  scarcity  of  rubber  after  World 
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War  II,  the  use  of  plastics  of  high  resistance  was 
to  be  expected.  The  record  shows  that  plastics  were 
being  used  more  and  more  in  making  certain  auto- 
mobile accessories.  And  it  was  inevitable  that  those 
[134]  connected  with  the  plastic  and  the  automotive 
industries  would  think  of  using  them  in  a  hold- 
down  frame  for  a  battery,  because  it  was  dielectric, 
corrosion  resistant  and  more  durable  than  the  metal 
used  by  automobile  manufacturers. 

More,  the  claims  are  invalid  for  indefiniteness 
because  they  do  not  teach  the  proportions  in  which 
the  materials  are  to  be  used.  One  skilled  in  the  art 
could  not  find  in  them,  without  conducting  experi- 
mentation, the  exact  proportions  to  be  used  in  order 
to  achieve  durability."  Again,  if  invention  lies  in 


".The  words  of  the  Supreme  Court  in  A.  &  P.  Tea 
Co.  V.  Supermarket  Corp.,  1950,  340  U.S.  147  apply 
here: 

"The  conjunction  or  concert  of  known  elements 
must  contribute  something;  only  when  the  whole  in 
some  way  exceeds  the  sum  of  its  parts  is  the  accu- 
mulation of  old  devices  patentable.  Elements  may, 
of  course,  especially  in  chemistry  or  electronics, 
take  on  some  new  quality  or  function  from  being 
brought  into  concert,  but  this  is  not  a  usual  result 
of  uniting  elements  old  in  mechanics.  This  case  is 

wanting  in  any  unusual  or  surprising  consequences 

from  the  unification  of  the  elements  here  concerned, 

and  there  is  nothing  to  indicate  that  the  lower  courts 
scrutinized  the  claims  in  the  light  of  this  rather  se- 
vere test."  (p.  152)  (Emphasis  added) 

Here  the  proportions  were  not  critical.  If  they 
Avere,  they  were  not  disclosed.  See  Sears,  Roebuck 
&  Co.  V.  Minnesota  Mining  &  Mfg.  Co.,  4  Cir., 
1957,  243  F.  2d  136,  141-142.  And  see,  cases  cited  in 
Notes  8  and  14,  supra. 
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the  use  of  a  polymer  of  high  styrene  content,  Cole- 
man did  not  teach  that  to  the  art.  It  was  old  in  the 
art  and  he  cannot  claim  what  he  did  not  invent.'^^ 

It  follows  that  judgment  should  be  for  the  de- 
fendant, that  the  plaintiff  take  nothing  by  its  com- 
plaint and  that  the  defendant  have  judgment  on  its 
counterclaim  as  follows: 

1.  The  patent  in  suit  is,  and  all  its  claims  are, 
invalid  for  the  following  reasons : 

(a)  Insufficiency  of  disclosure,  because  the  speci- 
fications do  not  contain  "a  written  description  of 
the  invention,  and  of  the  manner  and  process  of 
making  and  using  it,  in  such  full,  clear,  concise,  and 


^'^  The  Supreme  Court  has  stated : 

"Patents,  whether  basic  or  for  improvements, 
must  comply  accurately  and  precisely  with  the  stat- 
utory requirements  as  to  claims  of  invention  or  dis- 
covery. The  limits  of  a  patent  must  be  known  for 
the  protection  of  the  patentee,  the  encouragement 
of  the  inventive  genius  of  others  and  the  assurance 
that  the  subject  of  the  patent  mil  be  dedicated  ulti- 
mately to  the  public.  The  statute  seeks  to  guard 
against  unreasonable  advantages  to  the  patentee 
and  disadvantages  to  others  arising  from  uncer- 
tainty as  to  their  rights.  The  inventor  must  'inform 
the  public  during  the  life  of  the  patent  of  the  limits 
of  the  monopoly  asserted,  so  that  it  may  be  known 
which  features  may  be  safely  used  or  manufactured 
without  a  license  and  which  may  not.'  The  claims 
'measure  the  invention.'  Patentees  may  reasonably 
anticipate  that  claimed  inventions,  improvements 
and  discoveries,  turning  on  points  so  refined  as  the 
granular  structure  of  products,  require  precise  de- 
scriptions of  the  new  characteristics  for  which  pro- 
tection is  sought.  In  a  limited  field  the  variant  must 
be  clearly  defined."  (General  Electric  Co.  v.  Wabash 
Appliance  Corp.,  1938,  304  U.S.  364,  369) 
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exact  terms  as  to  enable  any  person  skilled  in  the 
art  to  which  it  pertains,  or  with  which  it  is  most 
nearly  connected,  to  make  and  use  the  same,"  do 
not  "set  forth  the  best  mode  contemplated  by  the 
inventor  of  carrying  out  his  invention,"  ^^  and  do 
not  "conclude  with  one  or  more  claims  particularly 
pointing  out  and  distinctly  claiming  the  subject 
matter  which  the  applicant  regards  as  his  inven- 
tion." ^«  [135] 

(b)  The  patent  does  not  amount  to  invention  over 
the  prior  art.^^ 

2.  The  defendant's  device  does  not  infringe  any 
of  the  claims  of  the  patent  in  suit  because 

(a)  The  claims  are  invalid; 

(b)  The  defendant's  device  is  not  made  in  accord- 
ance with  the  teachings  of  the  patent  in  suit,  be- 
cause the  copolymer  used  in  the  plastic  for  the  con- 
struction of  the  defendant's  hold-down  frame  has  a 
low  and  not  a  high  styrene  content. 

Costs  to  the  defendant.  ISTo  attorneys'  fees.  Find- 
ings and  judgment  to  be  prepared  by  counsel  for 
the  defendant  under  local  Rule  7  in  accordance  with 
the  views  expressed  in  this  opinion. 

Dated  this  21st  day  of  April,  1958. 

/s/  LEON  R.  YANKWICH, 

U.  S.  District  Judge.  [136] 

[Endorsed] :  Filed  April  21,  1958.] 


''  35  U.S.C.A.,  ^  112,  cl.  1. 
''  35  U.S.C.A.,  §  112,  cl.  2. 

^^35  U.S.C.A.,  §  102(a)  (b)(e)  and  (f). 
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In  the  United  States  District  Court,  Southern 
District  of  California,  Central  Division 

Civil  Action  No.  1045-57  Y 

VAN  ERODE  MILLING  CO.,  INC., 

Plaintiff, 

vs. 

COX  AIR  GAUGE   SYSTEMS,  INC., 

Defendant. 

FINDINGS  OF  FACT  AND  CONCLUSIONS 
OF   LAAY   AND   FINAL   JUDGMENT 

Findings  of  Fact 

1.  The  plaintiff.  Van  Erode  Milling  Co.,  Inc.  is 
a  Massachusetts  Corporation. 

2.  The  defendant.  Cox  Air  Gauge  Systems,  Inc. 
is  a  California  Corporation. 

3.  Plaintiff  manufactures  and  sells  a  red  [161] 
l^attery  hold-down  frame  of  synthetic  rubber  resin 
material  in  various  sizes,  designed  to  fit  over  stand- 
ard storage  batteries  for  the  purpose  of  holding  the 
said  batteries  in  place.  The  sizes  of  plaintiff's  frame 
depends  on  the  sizes  of  the  standard  battery  for 
which  it  is  designed. 

4.  The  plaintiff's  frames  are  boxed  in  cartons 
of  various  sizes,  depending  on  the  size  of  the  frame 
to  be  packaged.  The  boxes  of  plaintiff  emphasize  a 
solid  red  background  with  letters  and  symbols  in 
white. 

5.  The  defendant  purchases  for  resale  and  sells, 
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red  battery  hold-down  frames  of  synthetic  rubber 
resin  material  from  Kravex  Manufacturing  Corpo- 
ration, a  New  York  corporation  whose  principal 
place  of  business  is  in  Brooklyn,  New  York. 

6.  The  frames  are  also  of  various  sizes,  depend- 
ing on  the  sizes  of  the  standard  batteries  for  which 
they  are  designed,  and  are  boxed  in  cartons  of  vari- 
ous sizes  depending  on  the  size  of  the  frame.  The 
cartons  of  the  Kravex  frame  combine  yellow  and 
red  with  yellow  as  the  background. 

7.  The  legends  on  the  plaintiff's  carton  and  on 
the  defendant's  carton  are  diiferent;  so  are  the 
symbols. 

8.  The  plaintiff's  frames  and  the  Kravex  frames 
are  of  the  same  sizes  because  they  must  fit  standard 
[162]  batteries  and  they  are  both  red. 

9.  There  is  no  evidence  of  imitation  or  decep- 
tion which  would  tend  to  mislead  the  public  as  to 
the  source  aud  sponsorship  of  the  goods. 

10.  All  of  the  elements  and  features  of  the  Kra- 
vex frames  and  the  plaintiff's  frame  are  functional 
and  there  is  no  unique  design  in  the  construction 
or  ornamentation  of  the  frames. 

11.  There  is  no  evidence  of  actual  confusion  or 
tendency  to  confuse. 

12.  The  frames  are  boxed  in  the  cartons.  They 
are  sold  by  gas  station  attendants  when  asked  by 
an  automobile  owner  to  replace  the  steel  hold-down 
frame  which  is  standard  equipment  on  automobiles. 
Automotive  retailers  supply  the  frames  to  the  gas 
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stations  and  in  most  instances,  it  is  the  gas  station 
personnel  who  suggests  to  the  consumer  that  the 
steel  frame  be  replaced  by  a  plastic  frame.  The 
plastic  frame  is  priced  higher  than  the  steel  frame. 

13.  There  is  nothing  in  the  record  to  indicate 
that  the  color  red  on  the  frame  or  the  colors  red 
and  white  on  the  boxes,  have  become  associated  in 
the  minds  of  either  prospective  customers  or  sup- 
pliers with  the  plaintiff's  product  or  that  either 
have  acquired  a  secondary  meaning  which  identi- 
fies their  source  and  sponsorship  with  the  plaintiff. 

14.  Since  steel  is  a  conductive  of  electricity  and 
may  short  circuit  the  battery,  and  may  also  crack 
the  battery  case,  these  disadvantages  are  overcome 
when  a  plastic  battery  frame  of  sufficient  strength 
to  hold  down  the  battery,  which  is  also  flexible  and 
yielding  as  well  [163]  as  a  non  conductive  of  elec- 
tricity, is  employed. 

15.  Some  time  prior  to  December  10,  1951,  Sid- 
ney iColeman  conceived  the  idea  of  molding  a  plas- 
tic battery  hold-down  frame  which  would  be  strong 
enough  to  hold  down  a  battery  without  cracking, 
and  which  would  not  have  the  disadvantages  of  a 
steel  battery  hold-down  frame. 

16.  On  June  14,  1955,  United  States  Letters  Pat- 
ent No.  2710660  were  issued  to  the  plaintiff,  assignee 
of  Sidney  Coleman,  for  a  battery  hold-down  frame 
of  synthetic  rubber  resin  material.  Coleman  filed 
application  for  this  patent  on  December  10,  1951. 

17.  The  plaintiff  has  since  the  date  of  issuance 
of  said  patent,  been  owner  of  said  letters  patent. 
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18.  There  is  no  evidence  of  conception  or  reduc- 
tion to  practice  of  the  invention  claimed  in  plain- 
tiff's patent  prior  to  January,  1951. 

19.  The  chief  ol^jects  of  the  invention  as  stated 
in  the  patent  are: 

"The  main  object  of  the  present  invention  is  to 
provide  a  hold-down  frame  made  of  a  material 
strong  enough  to  resist  deformation  under  tension 
of  the  bolts  by  means  of  which  the  hold-down  frame 
is  clamped  against  the  battery  top,  and  possessing 
sufficient  resiliency  effectively  to  prevent  cracking 
of  the  battery  top. 

Another  object  of  the  invention  is  the  provision 
of  a  battery  hold-down  device  which  is  made  of  a 
material  that  has  good  electrical  insulating  proper- 
ties and  is,  thus,  especially  suited  for  use  in  connec- 
tion with  electrical  batteries. 

A  further  aim  of  the  invention  is  to  obtain  a 
hold-down  device  of  the  character  mentioned  which 
has  a  relatively  high  heat  resistance,  and  which  is 
non-corrodible,  being  thus  able  to  withstand  defor- 
mation by  the  heat  of  the  engine,  near  which  it  is, 
of  necessity,  located,  and  not  being  subject  to  at- 
tack by  the  electrolyte  of  the  battery.  [164] 

Still  another  object  of  the  invention  is  to  provide 
a  battery  hold-down  device  of  a  material  which  will 
not  adhere  to  the  battery,  thereby  permitting  con- 
venient removal  thereof  from  the  battery." 

20.  The  claims  are  four  in  number,  and  are  as 
follows : 

"1.    A  one-piece  open  battery  hold-down  frame, 
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formed  of  plastic  material,  comprising  sides,  ends 
connecting  said  sides,  and  diagonal  clamping  mem- 
bers at  the  juncture  of  said  sides  and  ends,  said 
clamping  members  being  disposed  above  the  top 
faces  of  said  ends  and  sides,  the  plastic  material 
of  which  said  frame  is  formed  comprising  poly- 
styrene the  mechanical  and  physical  properties  of 
which  have  been  modified  by  the  addition  of  a  Buna 
S  with  a  high  styrene  content,  the  latter  imparting 
to  the  polystyrene  improved  heat  resistance,  build- 
ing strength  and  toughness  sufficient  to  withstand 
pressure  to  which  the  frame  is  subjected  in  its 
function  to  hold  the  battery  on  its  support,  and 
also  imparting  to  the  polystyrene  enough  flexibility 
to  prevent  breakage  of  the  battery  top  against  which 
said  diagonal  members  bear  in  the  holding  down 
operation. 

2.  A  one-piece  battery  hold-down  frame  accord- 
ing to  claim  1,  including  an  inorganic  filler  added 
to  the  modified  polystyrene  to  increase  the  elastic- 
ity of  the  compound. 

3.  A  one-piece  open  battery  hold-down  frame 
formed  of  plastic  material  and  including  elements 
bearing  against  the  sides  and  top  of  the  battery, 
the  plastic  material  of  which  said  frame  is  formed 
comprising  polystyrene  the  mechanical  and  physical 
properties  of  which  have  been  modified  by  the  ad- 
dition of  a  Buna  S  with  a  high  styrene  content,  the 
latter  imparting  to  the  polystyrene  improved  heat 
resistance,  building  strength  and  toughness  sufficient 
to  withstand  pressure  to  which  the  frame  is  sub- 
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jected  in  its  function  to  hold  the  battery  on  its  sup- 
port, and  also  imparting  to  the  polystyrene  enough 
flexibility  to  prevent  breakage  of  the  battery  top 
against  which  elements  of  said  frame  bear  in  the 
holding  down  operation. 

4.  A  one-piece  battery  hold-down  frame  accord- 
ing to  claim  3,  including  an  inorganic  filler  added 
to  the  modified  polystyrene  to  increase  the  elas- 
ticity of  the  compound." 

21.  The  application  for  the  suit  patent  originally 
sought  two  claims,  numbered  1  and  2,  which  sought 
a  monopoly  for  the  construction  of  a  battery  [165] 
hold-down  frame  made  of  plastic.  They  were  finally 
rejected  by  the  Patent  Office  Examiner  on  July  2, 
1953. 

22.  The  Examiner's  rejection  was  based  on  the 
prior  art  patents  of  Mabey,  United  States  Letters 
Patent  No.  1,677,789  granted  July  17, 1928;  Heitshu, 
United  States  Letters  Patent  No.  2,360,056  granted 
October  10,  1944 ;  and  Leuvelink,  United  States  Let- 
ters Patent  No.  2,382,428  granted  August  14,  1945. 
The  patents  of  Mabey  and  Heitshu  disclosed  bat- 
tery hold-down  frames.  The  Examiner  stated  that 
to  cast  Mabey's  frame  with  the  comer  members 
disposed  as  in  Heitshu  or  to  form  the  latter's  frame 
as  an  integral  casting  as  taught  in  Mabey,  would 
not  amount  to  invention ;  the  further  fact  that  Cole- 
man used  a  different  material,  a  plastic,  did  not 
produce  an  article  meriting  patentability;  moreover, 
the  use  of  plastic  is  shown  to  be  old,  in  Leuvelink. 

23.  In  addition  to  the  patents  cited  by  the  Ex- 
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aminer,  the  defendant  introduced  the  patents  of 
Harrison,  United  States  Letters  Patent  No.  2,170,- 
325,  and  Thannauser,  United  States  Letters  Patent 
No.  2,306,833,  issued  December  29,  1942,  both  for 
battery  hold-down  frames.  Long  prior  to  the  alleged 
invention  of  Coleman,  battery  hold-down  frames  in 
the  shape,  form  and  design  of  plaintiff's  were  old 
in  the  art. 

24.  Coleman  appealed  to  the  Board  of  Appeals 
of  the  Patent  Office  from  the  Examiner's  final  re- 
jection, and  on  March  16,  1955,  the  Board  affirmed 
the  Examiner.  The  Board  found  that  the  claims 
were  unpatentable  because  they  were  broader  than 
the  disclosure  and  stated  that  the  claims  which  were 
drawn  broadly  to  the  entire  class  of  [166]  plastic 
materials  w^ere  broader  than  the  disclosure  in  the 
specification,  which  merely  cited  one  example  of  a 
frame  made  of  polystyrene  modified  by  copolymer, 
made  by  the  Dewey  and  Almy  Chemical  Company 
under  the  trade  name  Darex  Copolymer  No.  3. 

25.  On  April  2,  1955,  Coleman  filed  a  proposed 
amendment  to  the  patent  application,  in  which  he 
cancelled  the  two  original  claims  and  added  four 
new  claims.  At  the  same  time  an  amendment  was 
made  to  the  specification  to  define  Darex  Copolymer 
No.  3  as  "an  elastic  type  of  synthetic  rubber  resin 
made  by  copolymerizing  butadiene  and  styrene  to 
produce  a  Buna  S  with  a  high  styrene  content." 
The  four  claims  originally  numbered  3,  4,  5  and  6 
are  re-numbered  as  1,  2,  3  and  4  in  the  issued  pat- 
ent.    Each   comprised   the   following   language   in 
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claiming  a  battery  hold-down  frame,  either  directly 
or  by  reference: 

"The  plastic  material  of  which  said  frame  is 
formed  comprises  polystyrene,  the  mechanical  and 
physical  properties  of  which  have  been  modified  by 
the  addition  of  Buna  S  with  a  high  styrene  con- 
tent." 

26.  The  patent  which  was  thereafter  issued  to 
plaintiff  is  for  an  article,  a  ])attery  hold-down 
frame,  made  of  a  plastic  material  loosely  defined 
as  polystyrene  modified  by  Buna  S  with  a  high 
styrene  content. 

27.  At  the  time  of  the  Amendment  of  April  2, 
1955,  Coleman's  attorney  submitted  as  an  exhibit 
to  the  Examiner,  the  Dewey  &  Almy  Chemical  Co. 
C-4,  dated  May  1949,  which  showed  the  styrene 
content  of  Darex  Copolymer  No.  3  to  be  70%.  This 
exhibit  is  a  part  of  the  Coleman  file  wrapper. 
However,  no  proportions  of  polystyrene  to  the  co- 
polymer, nor  any  proportion  of  [167]  butadiene  to 
styrene  in  the  copolymer  are  given  any\vhere  in 
the  specifications  and  claims  of  the  issued  patent. 

28.  The  Coleman  file  wrapper  does  not  show  any 
search  of  the  prior  art  of  plastic  materials  or  arti- 
cles made  therefrom  on  the  part  of  the  Patent  Of- 
fice. 

29.  The  defendant  produced  in  evidence  a  patent 
not  cited  by  the  Patent  Office,  for  a  molding  com- 
position for  battery  containers  and  covers,  issued 
on  application  of  Ditz,  United  States  Letters  Pat- 
ent No.  2,578,518,  dated  December  11,  1951. 


Cox  Air  Gauge  System,  Incorporated         49 

30.  The  filing  date  of  the  Ditz  patent  is  May  26, 
1948.  It  not  only  recommends  the  use  of  plastics 
for  battery  containers  but  actually  gives  the  prepa- 
ration of  two  compositions  which  when  tested 
showed  the  greatest  durability.  The  preparations 
given  are  not  only  for  the  ratio  of  polystyrene  to 
the  copolymer  but  also  for  the  composition  of  the 
copolymer  itself.  Claim  5  of  the  Ditz  patent  covers 
a  plastic  material  of  polystyrene  modified  by  a  co- 
polymer of  butadiene  and  styrene  content  in  the 
copolymer  ranging  from  20%  to  50%  by  weight. 

31.  Beginning  in  1948,  the  published  literature 
in  the  realm  of  the  chemistry  of  ru]:)ber  resins 
taught  the  use  of  high  styrene  copolymers  to  ef- 
fect greater  strength  in  plastic  materials. 

32.  Modern  Plastics  magazine,  published  in  D<>- 
cember  1948,  at  page  190,  and  the  1950  Modern 
Plastics  Encyclopedia  and  Engineer's  Handbook 
published  at  least  as  early  as  June  16,  1950,  at  page 
755  teach  that  a  high  styrene-butadiene  copolymer 
(Darex  Copolymer  X-34,  Dewey  and  Almy  Chemi- 
cal Co.,  styrene  content  85%)  was  blended  [168] 
with  polystyrene  to  give  tough  blends  with  higher 
elongation  impact  strength  and  good  mold  flow. 

33.  Coleman  did  not  teach  how  to  combine  poly- 
styrene with  copolymer  of  butadiene  and  styrene 
with  a  high  styrene  content  in  order  to  develop  a 
plastic  material  that  would  have  durability  when 
used  as  a  battery  hold-down  frame.  That  was  taught 
and  known  in  the  art  long  before  him,  at  least  as 
early  as  December,  1948. 
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34.  The  suit  patent  nowhere  defines  what  is 
meant  by  the  term  "liigh  styrene  content"  except 
that  the  Dewey  and  Almy  Chemical  Co.  Technical 
Bulletin  of  May  1949,  shows  a  styrene  content  of 
Darex  Copolymer  #3  to  be  70%.  The  published 
literature  produced  at  the  trial  and  admitted  in 
evidence,  defines  the  classification  of  high  styrene 
copolymer  resins  as  having  styrene  content  ranging 
from  70%  to  jnst  imder  95%  by  weight. 

35.  The  entire  range  of  styrene  content  in  sty- 
rene-butadiene  copoljrmer  varies  from  almost  none 
to  almost  100%. 

36.  The  inventor  Coleman  testified  that  to  him 
the  term  "high  styrene  content"  in  reference  to  the 
copolymer  meant  that  there  was  a  majority  of 
styrene,  more  than  50%  styrene. 

37.  The  term  "high  styrene  content,"  as  used  in 
the  specifications  and  claims  of  the  patent,  means 
more  than  50%  styrene. 

38.  The  specification  of  the  suit  patent  does  not 
contain  a  written  description  of  the  invention  and 
of  the  manner  and  processes  of  making  and  using 
it  in  such  full,  clear,  concise  and  exact  terms  as  to 
enable  any  person  [169]  skilled  in  the  art  to  which 
it  pertains  or  with  which  it  is  most  nearly  con- 
nected to  make  and  use  the  invention,  and  it  does 
not  set  forth  the  best  mode  contemplated  by  the 
inventor  of  carrying  out  his  invention. 

39.  The  specification  does  not  conclude  with  one 
or  more  claims  which  particularly  point  out  and 
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distinctly  claim  the  subject  matter  which  the  appli- 
cant regards  as  his  invention. 

40.  Neither  the  specification  nor  the  claims  teach 
the  proportions  in  which  the  materials  are  to  be 
used  and  one  skilled  in  the  art  cannot  find  m  them, 
without  experiment  action,  the  proper  preparations 
to  be  used  in  order  to  manufacture  a  durable  bat- 
tery hold-down  frame. 

41.  The  term  "high  styrene  content"  as  used  in 
the  patent  is  vague  and  indefinite,  and  as  used  in 
the  claims  is  broader  than  the  applicant's  disclosure. 
Even  construing  it  to  mean  more  than  50%  styrene 
content,  it  covers  too  broad  a  range  and  gives  to 
the  patent  holder  far  more  than  he  would  be  en- 
titled to. 

42.  If  invention  lies  in  the  use  of  a  copolymer 
of  high  styrene  content,  Coleman  did  not  teach  that 
to  the  art.  It  was  old  in  the  art  and  the  suit  patent 
cannot  claim  what  Coleman  did  not  invent.  The 
patent  does  not  amount  to  invention  over  the  prior 
art. 

43.  The  letter  of  Karl  M.  Fox,  published  at  page 
190,  in  Modem  Plastics  for  December,  1948,  and  the 
article  on  "Styrene  Polymers  and  Copolymers"  pub- 
lished on  Jime  16,  1950  in  the  1950  Modern  Plastics 
Encyclopedia  and  Engineer's  Handbook,  at  page  754 
et  seq.  teach  the  claimed  elements  of  Coleman's  in- 
vention insofar  as  it  is  disclosed  in  the  specification 
and  claims  of  the  suit  patent,  and  the  mentioned 
articles  are  statutory  bars  having  been  published 
more  than  one  year  prior  to  December  10,  1951,  the 
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date  of  the  Coleman  application.  The  patent  of 
Ditz  also  teaches  the  claimed  elements  of  the  Cole- 
man patent. 

44.  The  frame  sold  by  the  defendant  is  made 
from  a  complete  molding  material  known  as  Bake- 
lite  TMD  2155.  It  comprises  a  physical  mixture 
consisting  of  a  predominant  amount  of  polystyrene, 
a  minor  amount  of  copolymer  of  butadiene  and  sty- 
rene  and  a  small  amount  of  pigment  to  produce  a 
red  frame.  The  copolymer  consists  of  butadiene  in 
the  range  of  58%  to  62%  by  weight  and  styrene 
in  the  range  of  38%  to  42%  by  weight.  This  is  co- 
polymer with  a  low  styrene  content. 

^r        ***** 

46.  The  plaintiff  began  manufacturing  its  bat- 
tery hold-do\^Ti  frames  on  March  10,  1951  and  from 
that  date  until  about  July,  1952  its  frames  were  of 
a  plastic  material  comprising  a  physical  mixture 
consisting  of  a  predominant  amoimt  of  polystyrene 
and  an  amount  of  copolymer  known  as  Darex  Co- 
polymer #3,  consisting  of  butadiene  in  the  amount 
of  30%  by  weight  and  styrene  in  the  amount  of 
70%  by  weight.  This  copolymer  is  one  with  a  high 
styrene  content. 

47.  The  plaintiff,  during  the  period  of  time  [171] 
it  used  the  combination  of  polystyrene  and  Darex 
Copolymer  #3,  was  unable  to  produce  an  unquali- 
fiedly commercially  acceptable  frame  in  that  frames 
would  be  discolored  and  would  have  a  tendency  to 
crack. 

48.  In  or  about  July,  1952,  the  plaintiff  discon- 
tinued the  use  of  polystyrene  and  Darex  Copolymer 
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#3  because  it  proved  unsatisfactory,  and  switched 
over  its  production  to  battery  frames  made  entirely 
of  Bakelite  TMD  2155,  comprising  ingredients  as 
set  forth  in  Finding  #44,  hereinabove.  In  1952,  the 
Bakelite  material  was  known  as  BMSQ  155,  the 
only  difference  being  in  the  designation. 

49.  The  plaintiff  continued  using  Bakelite  TMD 
2155  until  about  November  1952,  and  during  this 
period  of  production  the  material  of  plaintiff's 
frames  w^as  identical  to  the  material  in  the  Kravex 
frames.  The  copolymer  used  during  this  period  had 
a  low  copolymer  styrene  content. 

50.  Since  about  November,  1952,  and  continuing 
through  the  date  of  trial,  the  plaintiff  manufactured 
its  battery  frames  of  a  physical  mixture  of  the 
aforementioned  Bakelite  TMD  2155  (originally  des- 
ignated BMSQ  155)  and  a  material  furnished  by 
the  Monsanto  Chemical  Co.  which  is  at  present 
designated  as  Lustrex  Hi-Test  89  and  was  formerly 
known  as  LT-1173  Red  p  61-235-2  Lustrex  LT  and 
LT-1173  Red  PIB-2  Lustrex  LT.  The  Monsanto  ma- 
terial comprised  a  physical  mixture  of  a  predom- 
inant amount  of  polystyrene  and  a  minor  amount 
of  a  copolymer  of  butadiene  and  styrene.  The  co- 
polymer consists  of  butadiene  in  the  range  of  60% 
[172]  to  50%  by  weight  and  styrene  in  the  range 
of  40%  to  50%  by  weight.  The  copolymer  in  the 
material  of  these  frames  has  a  low  styrene  content. 

51.  In  1952,  when  the  plaintiff  changed  its  pro- 
duction from  the  mixture  of  polystyrene  and  Darex 
Copolymer  #3  over  to  Bakelite,  and  later  to  the 
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combination  of  Bakelite  and  Monsanto  materials, 
it  experienced  no  further  difficulty  and  was  able 
to  produce  a  commercially  acceptable  battery  hold- 
down  frame.  Thereafter  the  plaintiff's  frame 
achieved  considerable  commercial  success.  Over 
$1,000,000.00  worth  of  frames  were  sold.  The  suc- 
cessful frames  were  made  of  polystyrene  modified 
by  a  copolymer  with  a  low  styrene  content. 

51a.  The  frames  produced  with  polystyrene  and 
Darex  Copolymer  #3,  the  copolymer  with  a  high 
styrene  content,  lacked  utility  and  since  the  speci- 
fication and  claims  of  the  suit  patent  described  and 
claimed  a  material  modified  by  a  copolymer  with  a 
high  styrene  content,  the  patent  is  invalid  by  rea- 
son of  lack  of  utility.  Claim  3  on  which  the  plain- 
tiff relies  is  at  most  a  claim  for  a  hold-down  frame 
made  of  a  particular  plastic  material  modified  by 
a  copolymer  described  as  a  "Bima  S  with  a  high 
styrene  content."  The  Kravex  frame  sold  by  the 
defendant  does  not  infringe,  because  the  copolymer 
used  in  it  has  a  low,  and  not  a  high  styrene  con- 
tent. 

52.  All  materials  used  by  the  plaintiff  in  its  bat- 
tery hold-down  frames  were  well  known  in  the  art 
prior  to  plaintiff's  use  thereof.  It  is  not  invention 
to  use  plastic  or  a  part  of  plastic  material  rather 
than  another  material,  as  a  material  for  a  battery 
frame.  In  addition,  [173]  the  use  of  plastic  for  a 
hold-down  frame  was  disclosed  by  Leuvelink  prior 
to  Coleman. 

53.  The  use  of  plastic  material  to  produce  a  dura- 
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ble  article  such  as  a  frame  was  known  in  the  art 
and  invented  by  others  prior  to  the  alleged  inven- 
tion of  Coleman. 

Conclusions  of  Law 

1.  This  Court  has  jurisdiction  of  the  parties  to 
this  action  and  of  the  subject  matter.  (Title  28 
U.S.C.  Sec.  1338.) 

2.  There  is  no  evidence  to  sustain  plaintiff's  claim 
for  unfair  competition. 

3.  The  frame  is  not  sold  in  unfair  competition 
with  plaintiff's  frame. 

4.  The  plaintiff  has  acquired  no  exclusive  right 
to  the  use  of  the  color  red  for  battery  hold-down 
frames. 

5.  The  plaintiff  has  no  exclusive  right  to  the  size, 
form  and  design  of  its  hold-down  frames. 

6.  Not  having  proved  secondary  meaning,  nor 
deception,  nor  likelihood  of  confusion,  the  plaintiff 
is  not  entitled  to  relief  for  unfair  competition. 

7.  The  battery  frame  set  forth  and  defined  in 
the  specification  and  claims  of  the  Coleman  Patent 
No.  2,710,660  lacks  utility  and  is  not  a  patentable 
invention  within  the  meaning  of  Title  35  U.S.C. 
Section  103,  and  is  therefore  invalid. 

8.  The  specification  of  the  Coleman  Patent  [174] 
No.  2,710,660  is  indefinite  because  it  does  not  teach 
the  proportions  in  which  the  materials  or  the  frame 
are  to  be  used.  One  skilled  in  the  art  cannot  find  in 
it,  without  conducting  experimentation,  the  exact 
proportions  to  be  used  in  order  to  achieve  a  frame 
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of  durability,  and  none  of  the  claims  appended  to 
the  specification  particularly  point  out  and  dis- 
tinctly claim  the  subject  matter  which  Coleman  re- 
garded as  his  invention  in  accordance  with  Title 
35  U.S.C.  Section  103,  and  the  said  patent  No.  2,- 
710,660  is  invalid  in  its  entirety. 

9.  Assuming  that  the  patent  sufficiently  disclosed 
and  claimed  what  Coleman  regarded  as  his  inven- 
tion, it  still  does  not  amount  to  invention  over  the 
prior  art,  and  the  patent  is  therefore  invalid  in  its 
entirety.  The  subject  matter  of  the  Coleman  Patent 
No.  2,710,660  was  stated  in  more  than  one  printed 
X)ublication  in  evidence  published  more  than  one 
year  prior  to  the  date  of  application  for  the  patent, 
and  in  accordance  with  Title  35  U.S.C.  Section  102, 
the  patent  is  invalid  in  its  entirety. 

10.  The  frames  sold  by  the  defendant  do  not  in- 
fringe any  of  the  claims  of  the  patent  in  suit  be- 
cause the  claims  are  invalid. 

11.  The  frames  sold  by  the  defendant  do  not  in- 
fringe any  of  the  claims  of  the  patent  in  suit  be- 
cause the  said  frames  are  not  made  in  accordance 
with  the  teachings  of  the  suit  patent,  because  the 
copolymer  used  in  the  plastic  for  the  construction 
of  the  accused  hold-down  frames  had  a  low,  and  not 
a  high  styrene  content. 

12.  The  plaintiff's  complaint  should  be  dismissed 
in  its  entirety.  [175] 

13.  The  defendant  is  entitled  to  judgment  on  its 
counterclaim  declaring  that  the  suit  patent  and  all 
of  the  claims  thereof  are  invalid  and  that  the  ac- 
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cused  frame  does  not  infringe  any  of  the  claims  of 
the  suit  patent. 

14.  Defendants  are  awarded  costs;  the  attorney's 
fees  are  denied. 

Dated:  May  20,  1958. 

/s/  LEON  R.  YAKKWICH, 

U.  S.  District  Judge.  [176] 

In  the  United  States  District  Court  for  the  South- 
ern District  of  California,  Central  Division 

Civil  Action  No.  1045-57  TC 

VAN  ERODE  MILLING  CO.,  INC., 

Plaintiff, 

vs. 

COX  AIR  GAUGE  SYSTEM,  INC., 

Defendant. 

FINAL  JUDGMENT 

The  issues  in  this  case  came  on  and  were  tried 
on  final  hearing  of  pleadings  and  evidence  pre- 
sented by  both  sides,  and  determined  by  this  Court, 
and  said  Court  having  duly  rendered  its  decision 
and  made  Findings  of  Fact  and  Conclusions  of 
Law,  now,  it  is,  [177] 

Ordered,  Adjudged  and  Decreed  as  follows,  that: 

1.  The  plaintiff's  complaint  shall  be  and  the 
same  is  hereby  dismissed  in  its  entirety. 

2.  The  defendant  shall  have  and  is  hereby 
granted    judgment   on    its    counterclaim    declaring 
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the  United  States  Letters  Patent  No.  2,710,660  in- 
valid and  not  infringed  by  the  plastic  battery  hold- 
down  frames  sold  by  the  defendant  (35  USCA,  and 
102  (a)   (b)   (e)  and  (f),  §112,  cl.  1  and  2). 

3.  The  defendant  recover  from  plaintiff  its 
costs,  as  taxed,  in  the  sum  of  $325.49,  but  not  at- 
torney's fees. 

Dated:   May  28th,  1958. 

/s/  LEON  R.  YANKWICH, 

United  States  District  Judge. 

Acknowledgment  of  Receipt  of  Copy  attached. 

[Endorsed] :   Filed  and  Entered  May  20,  1958. 


[Title  of  District  Court  and  Cause.] 

NOTICE  OF  APPEAL 

Notice  Is  Hereby  Given  that  Van  Erode  Milling 
Co.,  Inc.,  Plaintiff  in  the  above  entitled  action 
hereby  appeals  to  the  United  States  Court  of  Ap- 
peals for  the  Ninth  Circuit  from  the  final  Judg- 
ment docketed  and  entered  in  this  action  on  May 
20,  1958  and  from  each  and  every  part  thereof. 

Dated:   June  10th,  1958. 

LYON  &  LYON, 
/s/  By   R.  E.  CAUGHEY, 

Attorneys  for  Plaintiff.  [184] 

[Endorsed] :    Filed  June  10,  1958. 
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STIPULATION 

It  Is  Hereby  Stipulated,  by  and  between  the 
parties  through  their  respective  counsel,  that  the 
time  within  which  plaintiff  may  file  its  record  on 
appeal  and  docket  its  appeal  pursuant  to  Rule 
73(g)  of  the  Federal  Rules  of  Civil  Procedure  may 
be  extended  to  and  including  September  8,  1958. 

Plaintiff  filed  its  Notice  of  Appeal  on  June  10, 
1958,  and  accordingly  the  aforesaid  extension  of 
time  is  within  the  90-day  period  provided  for  in 
Rule  73(g). 

This  stipulation  is  not  entered  into  for  the  pur- 
pose of  delay,  but  is  occasioned  by  the  fact  that  the 
reporter  in  the  trial  of  this  action,  a  Mr.  Samuel 
Goldstein,  has  advised  plaintiff  that  it  will  be  at 
least  three  weeks  before  he  can  provide  plaintiff 
with  a  copy  of  the  transcript  of  the  trial.  Accord- 
ingly, [185]  plaintiff  is  not  now  able  to  designate 
the  record  on  appeal  or  to  file  its  record  on  appeal 
or  designate  its  appeal. 

Dated  at  Los  Angeles  this  23rd  day  of  June, 
1958. 

LYON  &  LYON, 
/s/  R.  E.  CAUGHEY, 

Attorneys  for  Plaintiff. 

BUCHALTER,  NEMER,  COYLE  & 
COOPER, 
/s/  By   RICHARD  B.  COYLE, 

Attorneys  for  Defendant. 
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/s/  EDWARD  HALLE, 

Of  Counsel. 

It  Is  So  Ordered,  this  8th  day  of  June,  1958. 

/s/  LEON  R.  YANKWICH  [186] 

[Endorsed] :   Filed  July  8,  1958. 


[Title  of  District  Court  and  Cause.] 

CERTIFICATE  BY  CLERK 

I,  John  A.  Childress,  Clerk  of  the  above-entitled 
Court,  hereliy  certify  the  items  listed  below  con- 
stitute the  transcript  of  record  on  appeal  to  the 
United  States  Court  of  Appeals  for  the  Ninth  Cir- 
cuit, in  the  above-entitled  matter: 

A.  The  foregoing  pages  numbered  1  to  188,  in- 
clusive, containing  the  original: 

Complaint. 

Summons. 

Answer. 

Plaintiff's  reply  to  Defendant's  counterclaim. 

Notice  of  taking  depositions,  filed  11/1/57. 

Minute  Order  11/4/57. 

Stipulation  and  order  re  depositions  filed  11/8/ 
57. 

Notice  taking  depositions,  filed  1/3/58. 

Interrogatories  propounded  to  Defendant. 

Mmute  Order  1/15/58. 

Stipulation  and  Order  re  answering  or  object- 
ing to  interrogatories. 

Stipulation  and  order  re  depositions  filed  2/13/ 
58. 
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Order  to  Show  Cause. 

Minute  Order  2/24/58. 

Notice  taking  depositions,  filed  3/3/58. 

Minute  Order  2/2/58. 

Minute  Order  3/4/58. 

Plaintiff's  Trial  Memorandum. 

Minute  Order  3/17/58. 

Defendant's  Trial  Memorandum. 

Order  transferring  case  mider  Local  Rule  2. 

Minute  Order  3/25/58. 

[Minute  Order  3/26/58. 

Minute  Order  3/27/58. 

Minute  Order  3/28/58. 

Opinion. 

Minute  Order  4/21/58. 

Objections  to  proposed  Findings  of  Fact,  Con- 
clusions of  Law  and  Final  Judgment. 

Bill  of  Costs. 

Findings  of  Fact,  Conclusions  of  Law  and  Final 
Judgment. 

Minute  Order  5/20/58. 

Clerk's  notice  of  entry  of  judgment. 

Stipulation  re  costs. 

Notice  of  Ax)peal. 

Stipulation  extending  time  to  file  and  docket  rec- 
ord on  appeal. 

Plaintiff's  Contents  of  Record  on  Appeal. 

B.  Plaintiff's  Exhibits  1  to  86,  inclusive. 
Defendant's  Exhibits  A  to  M,  inclusive;  Q  to  Z, 

inclusive;  AA,  AA-1. 

C.  Four  volumes  of  Reporter's  Official  Tran- 
script   of    proceedings    had    on    March    25,    1958; 
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March  26,   1958;   March  27,   1958   and  March   28, 
1958. 

I  further  certify  that  my  fee  for  preparing  the 
foregoing  record,  amounting  to  $2.40,  has  been  paid 
by  appellant. 

Dated:   August  22,  1958. 

[Seal]  JOHN  A.  CHILDRESS, 

Clerk 
/s/  By   WM.  A.  WHITE, 
Deputy  Clerk 


In  the  United  States  District  Court,  Southern 
District  of  California,  Central  Division 

No.  1045-57-Y  Civil 

VAN  BRODE  MILLING  CO.,  INC., 

Plaintiff, 

vs. 

COX  AIR  GAUGE  SYSTEM,  INC., 

Defendant. 

REPORTER'S  TRANSCRIPT  OF 
PROCEEDINGS 

Los  Angeles,  California,  Tuesday,  March  25,  1958 

Honorable  Leon  R.  Yankwich,  Judge  presiding. 

Appearances:  For  the  Plaintiff:  Lyon  &  Lyon, 
by  Reginald  E.  Caughey,  Esq.,  and  Kirschstein, 
Kirschstein  and  Ottinger,  by  David  Kirschstein, 
Esq.,  New  York  17,  New  York.  For  the  Defendant: 
Buchalter,  Nemer,  Coyle  &  Cooper,  by  Richard  B. 
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Coyle,   Esq.,   and  Kane,   Kessler  and  Proujansky, 

by  Albert  Proujansky,   Esq.,   and   Edward  Halle, 

Esq.,  New  York,  New  York.   [1*] 
***** 

Mr.  Kirschstein :  I  will  call  as  the  first  witness 
Sam  Ert. 

SAMUEL  ERT 
called  as  a  witness  by  and  on  behalf  of  the  plain- 
tiff, having  been  first  duly  sworn,  was  examined 
and  testified  as  follows: 

The  Clerk:    What  is  your  full  name? 

The  Witness:     Samuel  Ert. 

The  Clerk:    Spell  the  last  name,  please. 

The  Witness:    E-r-t. 

Direct  Examination 

Q.  (By  Mr.  Kirschstein)  :  Mr.  Ert,  what  is  your 
occupation  ? 

A.  I  operate  a  battery  repair  shop  at  1339 
North  Highland,  Sam  the  Battery  Man,  Hollywood. 

Q'.    What  is  the  business  of  that  shop? 

A.     I  sell  and  repair  storage  batteries. 

Q'.     Sell  and  repair  storage  batteries? 

A.     Sell  and  repair  storage  batteries,  yes,  sir. 

Q.  How  long  have  you  had  contact  with  storage 
batteries  ? 

A.  Originally  I  started  in  1911,  and  I  have  been 
in  it  [21]  ever  since. 

Q.     Do  you  own  this  shop,  Sam  the  Battery  Man  ? 

A.    Yes. 


*  Page  numbers  appearing  at  top  of  page  of  original  Report- 
er's Transcript  of  Record. 
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Q.    How  long  have  you  owned  it? 

A.     Eight  years. 

Q.     Before  this  shop,  what  was  your  business? 

A.  Selling  storage  batteries  for  General  Motors, 
Willard  Storage  Battery  Company,  and  in  this 
city  for  Schaefer  Automotive. 

Q.  Are  you  thoroughly  familiar  with  automobile 
storage  batteries? 

A.     I  think  so,  yes,  sir. 

Q.    Are  you  familiar  with  their  operation? 

A.     The  function  of  a  storage  battery? 

Q'.    Yes,  the  function.  A.    Yes,  sir. 

Q.  Are  you  familiar  with  an  item  known  as  a 
battery  hold-down  frame?  A.     Yes,  sir. 

Q.  What  is  a  battery  hold  down  frame  used 
for? 

A.  To  hold  a  battery  in  place  from  moving 
aroimd,  you  know;  hold  it  in  place. 

Q.  Are  you  familiar  with  metal  battery  hold- 
down  frames?  A.    Yes,  sir. 

Q.  How  long  have  you  been  familiar  with  such 
frames?  [22] 

A.  Well,  since  the  origination  of  batteries.  Since 
we  had  batteries  in  automol^iles,  to  hold  them  in 
place.  We  had  nothing  else  but  metal  bands. 

Q.     How  far  back  does  that  go? 

A.     I  can  say  to  1914. 

Q.     Have  these  metal  frames  had  any  defects? 

A.  Yes.  They  are  dangerous  in  certain  parts, 
especially  in  the  last  few  years  where  the  battery 
is  imder  the  hood,  we  find  metal  frames  have  sulfa- 
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tion,  corrosion,  and  possil)le  shortage  to  cause  a 

fire. 

Q'.  How  long  has  this  problem  with  these  frames 
been  in  existence? 

A.  Well,  it  has  been  in  existence,  I  think,  since 
storage  batteries  have  been  made,  sir. 

Q.     Since  they  started  making  them? 

A.  Yes,  since  they  used  them  in  automol^iles. 
Storage  batteries  were  made  before  they  used  them 
in  automobiles. 

Q.  Have  you  brought  anything  with  you  to  il- 
lustrate what  happens  to  these  metal  frames? 

A.  Yes,  sir.  I  have  with  me  a  frame  here  which 
we  took  out  of  a  Ford  car  which  caused  a  fire. 
This  cable  touched  this  frame  here  and  caused  a 
fire  and  burned  the  storage  battery,  the  terminal, 
right  off  the  battery,  your  Honor. 

The  Court:    How  long  ago  was  that?  [23] 

The  Witness:  This  was  about  two  or  three  weeks 
ago. 

I  have  here 


The  Court:     I  think  coimsel  had  better  identify 
them. 

The  Clerk:    It  will  be  marked  as  Plaintiff's  Ex- 
hibit 54  for  identification. 

Plaintiff's  Exhibit  55  for  identification. 

(The  exhibits  referred  to  were  marked  Plain- 
tiff's Exhibits  54  and  55  for  identification.) 

Q.    (By  Mr.  Kirschstein)  :    Mr.  Ert,  what  is  this 
Exhibit  Plaintiff's  Exhibit  55  for  identification? 

A.     That  is  a  cable  that  comes  from  the  starting 
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switch  to  the  battery,  or  rather  from  the  battery 
to  the  starting  switch,  and  this  is  the  holder  that 
holds  the  battery  in  place. 

Mr.  Kirschstein:  Let  the  record  show  that  the 
witness  was  referring  to  Plaintiff's  Exhibit  54  for 
identification. 

The  Court:     All  right. 

Mr.  Kirschstein:  Your  Honor,  may  I  remain 
here? 

The  Court:  When  you  show  him  an  object,  do 
that,  but  don't  cover  Mr.  Goldstein.  I  would  rather 
you  stood  there   (indicating). 

Mr.  Kirschstein:    Thank  you. 

The  Court:  When  you  show  an  object  to  the 
witness  [24]  we  allow  counsel  to  stand  next  to  the 
witness. 

Q.  (By  Mr.  Kirschstein)  :  Would  you  explain  to 
the  court  how  the  fire  occurred  with  this  ? 

A.  Well,  due  to  the  rubbing  of  this  rubber — 
the  rubber  was  worn  off  and  caused  the  bare  wire, 
the  bare  wire  was  laying  against  the  metal  frame 
and  caused  the  shortage,  you  know,  from  the  bat- 
tery, you  know. 

Q.     Because  metal  conducts  electricity? 

A.     Yes. 

Mr.  Kirschstein:  Let  the  record  show  that  the 
witness  is  referring  to  the  cable  and  to  the  metal 
frame. 

The  Court:    All  right. 

Q.  (By  Mr.  Kirschstein)  :  Have  you  brought  any 
others  with  you? 
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A.     Yes,  I  brought  this  one. 

This  shows  what  acid  fumes  will  do  to  a  metal 
frame.  This  is  due  to  the  fact  that  we  have  vent 
holes  in  a  battery  to  let  the  acid  fumes  come  out 
of  the  battery,  and  the  acid  fumes  settled  them- 
selves on  the  frame  here  and  cause  this  white  cor- 
rosion or  sulfation,  as  you  call  it. 

The  Clerk:  This  will  be  marked  Plaintiff's  Ex- 
hibit No.  56. 

(The    exhibit    referred    to    was    marked    as 
Plaintiff's  Exhibit  No.  56  for  identification.) 

Mr.  Halle:  Your  Honor,  at  this  time  I  would 
be  very  [25]  happy  at  this  time  to  concede  that  a 
metal  battery  frame  has  certain  disadvantages, 
such  as  corrosion  and  short-circuiting,  in  some  in- 
stances. 

The  Court:    That  is  all  right. 

The  Clerk:  There  has  been  marked  for  identi- 
fication Plaintiff's  Exhil^it  No.  57. 

(The    exhibit    referred    to    was    marked    as 
Plaintiff's  Exhibit  No.  57  for  identification.) 

The  Court:  You  know^,  utility  is  one  of  the  ele- 
ments of  invention,  and  I  have  no  objection  to 
counsel  showing  the  utility  and  superiority  of  a 
claimed  invention  over  what  was  know^n  to  the  art 
before. 

If  they  get  too  far,  don't  worry,  I  will  stop  them 
even  if  you  don't  object. 

The  Witness:  Here  is  one  more  in  which  the 
acid  has  eaten  into  the  metal.  You  see  how  that 
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acid  has  eaten  into  the  metal.  That  is  caused  from 

the  acid  getting  in  touch  with  the  metal. 

The  Court:  And  the  acid  comes  from  the  bat- 
tery? 

The  Witness:  Yes.  And  sometimes  the  metal  is 
eaten  away. 

The  Clerk:  That  is  marked  for  identification  as 
Plaintiff's  Exhibit  No.  58. 

(The    exhibit    referred    to    was    marked    as 
Plaintiff's  Exhibit  No.  58  for  identification.) 

The  Court:     Where  does  that  come  from? 

The  Witness:  That  comes,  also,  from  the  bat- 
tery, on  account  of  it  being  metal 

The  Court:  Out  of  what  particular  car  did  you 
get  it? 

The  Witness:    This  is  out  of  a  Chevrolet,  sir. 

The  Court:     These  are  all  cars 

The  Witness:  This  is  out  of  a  Ford  ^56  (in- 
dicating) . 

Mr.  Kirschstein:     Exhibit  54  is  out  of  a  Ford? 

The  Witness:    Yes. 

The  Court:  And  those  were  automobiles  you 
were  asked  to  service?  ] 

The  Witness:    Yes,  sir. 

The  Court:  By  replacing  the  battery  and  the 
holder,  is  that  it? 

The  Witness :    Yes.  We  do  replacing  all  the  time. 

Q.  (By  Mr.  Kirschstein) :  Mr.  Ert,  are  these 
frames  that  you  have  brought  typical  examples  of 
what  occurred  with  the  metal  frames? 

A.     Yes,  sir. 
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Q.  Is  this  problem  of  short-circuiting  and  cor- 
rosion a  serious  one? 

A.  Yes;  it  has  been  for  quite  a  few  years.  We 
had  cases  of  fire  due  through  metal  and  rubbing 
through  the  cable,  [27]  and  we  had  one  just  the 
other  day.  The  party  that  owns  this  had  quite  a 
considerable  fire,  and  the  insurance  company  had 
to  make  good  on  it. 

Q.  Does  this  defect  affect  the  battery  itself  at 
all? 

A.  Yes.  Sometimes  it  burns  up  a  battery.  In 
this  case  it  burned  up  a  battery  complete.  The 
rubber  case,  which  is  hard  rubber,  it  caused  to 
melt,  and  the  terminal  melted  on  top  of  the  battery. 

Mr.  Kirschstein:  Your  Honor,  I  offer  these  ex- 
hibits in  evidence. 

The  Clerk:    54  to  58  inclusive,  your  Honor. 

The  Court:    They  may  be  received. 

The  Clerk:  Exhibits  54  through  58  inclusive, 
Plaintiff's  Exhibits,  admitted  in  evidence. 

(The  exhibits  referred  to  were  received  in 
evidence  and  marked  Plaintiff's  Exhibits  54, 
55,  56,  57,  and  58.) 

Q.  (By  Mr.  Kirschstein) :  Mr.  Ert,  has  the 
problem  you  have  been  speaking  of  been  solved? 

A.    Yes. 

Mr.  Proujansky:  I  object  to  that,  if  your  Honor 
please. 

Mr.  Kirschstein:  Was  the  objection  sustained, 
your  Honor?  [28] 

The  Court:    No.  I  will  overrule  it.  I  think  in  a 
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matter  of  this  character  where  a  person  states  cer- 
tain things  he  may  be  asked  whether  in  his  opinion 
it  was  solved.  That  in  itself  wouldn't  rise  above  the 
facts  that  he  gives  in  support  of  his  theory. 

The  only  way  of  showing  that  invention  has 
novelty  is  to  show  that  the  problem  existed. 

In  the  most  recent  case,  the  Ford  Alexander  case, 
there  was  testimony  from  people  in  the  field  as  to 
the  problem  of  stuck  pipe.  They  testified  as  to  what 
the  problem  was,  and  then  they  were  asked  when 
it  was  solved,  and  they  referred  to  certain  matters. 

The  objection  is  overruled.  Go  ahead. 

The  Witness:  Yes,  the  problem  was  and  has 
been,  since  this  new  invention  came  out. 

Q.  (By  Mr.  Kirschstein) :  What  are  you  refer- 
ring to  by  "this  new  invention"? 

A.     I  beg  your  pardon? 

Q.     What  are  you  referring  to  ? 

A.     I  mean  Kant-Ker-Rode. 

The  Court:  You  had  better  spell  it  for  him,  be- 
cause these  are  coined  trade  names,  gentlemen. 

Mr.  Kirschstein:    K-a-n-t-K-e-r-R-o-d-e. 

Q.  I  show  you  Plaintiff's  Exhibit  48  for  iden- 
tification and  ask  you  if  this  is  what  you  have  been 
referring  to.  [29] 

A.  Yes,  sir,  that  is  exactly  what  I  have  been 
referring  to. 

Q.     Who  makes  this  Kant-Ker-Rode? 

A.  The  only  one  I  know  of  is  Van  Erode,  and 
the  only  one  that  ever  approached  me  was  Van 
Erode  Milling  Company  in  1956,  I  think. 


Cox  Air  Gauge  System,  Incorporated         71 

(Testimony  of  Samuel  Ert.) 

Q.     Van  Erode  is  plaintiff's  assignor? 

Mr.  Kirsclistein :  Van  Erode  is  the  plaintiff 
herein,  your  Honor,  the  assignee  of  the  patent. 

The  Court:    Yes. 

Mr.  Kirschstein:  I  should  have  noted  that  pre- 
viously, your  Honor. 

The  Court:  That  is  right.  I  had  it  turned 
around.  The  owner  is  Coleman,  and  the  assignor  is 
Van  Erode  Milling  Company. 

Mr.  Kirschstein:  Yes.  I  should  have  noted  on 
the  record  that  the  plaintiff's  ownership  of  the 
patent  is  admitted,  as  well  as  the  allegations  of 
party. 

The  Court:    Yes. 

Q.  (Ey  Mr.  Kirschstein) :  How  does  this  Van 
Erode  frame,  this  type  of  frame,  compare  with 
the  metal  frame? 

A.  This  is  without  question  the  answer  to  our 
problems,  and  has  been  the  answer  to  our  problems 
of  the  last  40  years,  you  might  say. 

Q.     Why  is  that?  [30] 

A.  Eecause  this  is  absolutely  non-corrosive,  it 
can't  corrode,  as  you  claim  in  your  name,  and  it 
protects  the  battery.  And  it  is  the  same  shape  as  a 
metal  frame,  and  it  can't  cause  any  fire,  short,  or 
destruction  of  the  battery. 

Q.     This  frame  solved  the  problem,  did  it? 

A.  It  solved  the  problem,  and  has  solved  it  to 
my  satisfaction  very  much;  and  I  think  my  deal- 
ers the  same  way. 

Q.     Do  you  sell  metal  frames? 


72  Van  Erode  Milling  Co.,  Inc.,  vs. 

(Testimony  of  Samuel  Ert.) 
A.     I  do. 

Q.     Do  you  sell  them  now?  A.    No. 

Q.     Why  is  that? 
A.     Because  we  have  replaced  them  with- 


Mr.  Halle:  Your  Honor,  I  make  objection  to 
that  question.  He  is  asking  this  witness  for  an 
opinion  as  to  why  he  doesn't  sell  metal  frames.  I 
don't  think  we  should  be  bound  by  this  witness' 
choice  of  sale  of  what  he  wants  to  do. 

The  Court:  As  this  witness  is  speaking  about 
the  replacement  of  the  patented  device  over  other 
matters  in  use,  I  think  this  merely  complements 
the  testimony  that  he  has  already  given.  That  is  all 
right. 

Mr.  Kirschstein:  Do  you  want  the  question  read 
back? 

The  Witness:    If  you  please,  sir. 

(The  question  referred  to  was  read  by  the 
reporter,  [31]  as  follows:  "Q.   Why  is  that?") 

The  Witness:  Because,  as  I  have  told  you,  the 
no-corrode,  as  we  call  them,  no-corrode,  protects 
the  battery  from  acid  fumes,  corrosion  that  comes 
out  on  the  cable  from  the  battery,  from  the  post, 
generally,  and  does  not  cause  a  short.  That  is  the 
main  part  we  are  interested  in,  that  it  does  not 
cause  a  short  on  top  of  the  battery. 

May  I  explain  a  little  further,  your  Honor. 

At  the  battery,  if  there  is  leakage,  it  is  spilled, 
it  will  spill  right  on  the  automobile,  and  this  frame 
will  not  discharge,  it  will  not  make  a  contact  with 
the  car  direct. 
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Q.  (By  Mr.  Kirsclistein) :  In  other  words,  has 
the  market  for  the  metal  frames  as  a  replacement 
decreased  ? 

Mr,  Halle:    Here,  again,  I  object 

The  Court:  That  is  a  little  too  broad.  I  want  to 
limit  him  to  his  own  experience. 

Q.  (By  Mr.  Kirschstein)  :  In  your  experience, 
Mr.  Ert,  has  the  field  in  metal  frames  been  de- 
creased substantially  by  the  advent  of  the  plastic 
frames  ? 

Mr.  Proujansky:  I  object  to  that,  too,  your 
Honor.  There  is  no  foundation.  He  says  he  doesn't 
sell  metal  frames  any  more.  How  would  be  know 
whether  it  has  decreased?  [32] 

The  Court:  I  think  he  has  given  us  the  reason 
why  he  has. 

We  don't  want  to  go  into  the  other  man's  busi- 
ness. 

The  question  of  practical  success  depends  not 
upon  what  the  other  man  does,  but  what  you  do. 
It  is  a  positive.  If  there  is  invention — what  is  that 
expression  we  all  use?  It  is  merely  a  dead  weight 
if  there  is  no  invention.  But  he  is  not  in  a  posi- 
tion to  talk  about  the  entire  market,  unless  you 
qualify  him. 

We  had  in  the  Ford  Alexander  case  one  man 
representing  the  Hancock  Oil  Company  that  testi- 
fied to  a  saving  of  nearly  a  million  dollars  a  year 
from  using  a  tool,  but  he  testified  from  the  experi- 
ence of  his  own  company. 

So  this  man  having  testified  that  he  has  aban- 
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doned  the  sale,  that  is  as  far  as  he  can  go.     He 

can't  testify  as  to  the  condition  of  the  market. 

If  you  think  it  is  material,  you  had  better  prove 
it  with  somebody  who  goes  aroimd  and  sells  these 
frames  to  various  dealers. 

He  is  only  one  dealer. 

Q.  (By  Mr.  Kirschstein)  :  Mr.  Ert,  do  you  sell 
these  frames  to  dealers?  A.     Yes,  sir. 

Q.     And  do  you  go  around  in  the  trade? 

A.  The  same  as  I  sell  storage  batteries,  sir,  I 
sell  [33]  also  Kant-Ker-Rode  to  gas  stations  and 
dealers,  sir. 

The  Court:    All  right. 

The  Witness:  Some  of  the  dealers  of  General 
Motors  Company  I  sell  the  Kant-Ker-Rodes  to. 

Q.  (By  Mr.  Kirschstein)  :  Based  on  your  ex- 
perience going  around  selling  these  things,  has  the 
market  in  the  metal  frames  decreased? 

A.     I  can't  tell  you 

Mr.  Proujansky:    I  object 


The  Court:  He  is  going  to  answer  no.  Wait  a 
minute. 

The  Witness:  I  can't  answer  that  question  be- 
cause I  do  not  know  what  the  manufacturers  of 
equipment  are  doing. 

The  Court:  But  you  are  doing  a  better  business 
with  this  new  frame,  is  that  it? 

The  Witness:     That  is  exactly  right. 

The  Court:    All  right. 

Q.  (By  Mr.  Kirschstein) :  What  color  are  the 
metal  frames? 
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A.     Well,  tliey  are  painted  black. 

Q.     Have  they  always  been  that  color? 

A.  Yes,  outside  of  somebody  goes  in  the  paint 
shop  and  has  it  repainted. 

Q.  But  ordinarily  they  are  black,  is  that  cor- 
rect? A.     They  are  black. 

Q.  When  you  see  a  red  hold-down  frame,  what 
does  that  [34]  mean  to  you? 

Mr.  Halle:  I  am  going  to  object  to  that.  This 
goes  into  the  question  of  imfair  competition,  and 
he  is  asking  this  witness.  When  you  see  a  red 
frame,  what  does  that  mean  to  you? 

A  red  frame  is  ob^aous;  it  is  a  red  frame. 

Mr.  Kirschstein:  I  think  the  witness  can  give 
the  answer  as  to  what  it  means  to  him.  I  have  a 
right  to  prove  what  it  means  to  someone  in  the 
trade. 

Mr.  Halle:     This  witness  has  already 

The  Court:  I  think  the  way  the  question  is 
framed  it  is  too  broad.  In  view  of  the  fact  that 
you  put  him  on  more  or  less  as  an  expert,  and  he 
testified  as  to  what  color  the  metal  frames  are,  he 
may  testify  in  what  color  this  comes,  and  whether 
you  see  it  in  any  other  product,  and  the  rest  would 
be  a  matter  of  inference. 

Q.  (By  Mr.  Kirschstein)  :  Mr.  Ert,  what  color 
have  you  seen  these  plastic  frames  in? 

A.    Well,  I  seen  them  in  red. 

Q.     Just  in  red?  A.     Just  in  red. 

The  Court:  Red  alone,  or  red  in  combination 
with  others? 
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The  Witness:    Just  in  red,  your  Honor.  [35] 

Q.  (By  Mr.  Kirschstein)  :  Is  that  for  the  whole 
time  that  you  have  had  any  acquaintance  with 
these  plastic  frames,  they  have  always  been  red! 

A.  Yes.  The  only  thing  I  know  of,  that  I  seen 
them  and  sold  them,  and  any  one  on  a  car  has  al- 
ways been  red. 

Q.  (By  Mr.  Kirschstein)  :  In  your  visits  to  cus- 
tomers and  to  the  trade,  in  trying  to  sell  these 
frames  have  you  had  occasion  to  see  them  dis- 
played anywhere? 

A.     Do  you  mean — I  didn't  get  that  question. 

Q.  Have  you  seen  these  plastic  frames  displayed 
anywhere  ? 

A.    Yes.  In  every  gas  station,  pretty  near. 

Q.     How  were  they  displayed? 

Mr.  Halle:  Your  Honor,  before  the  witness  an- 
swers, I  don't  think  it  is  a  part  of  the  case  against 
the  Cox  Air  Gauge,  the  defendant  here,  to  show 
how  anybody  other  than  Cox  displays  its  frames. 

Mr.  Kirschstein:  Your  Honor,  I  have  a  right 
to  show  secondary  meaning  here. 

The  Court:  The  object  of  this  testimony  is  to 
show  that  this  color  has  been  associated  with  it.  I 
will  say  now  that  they  will  have  to  show  something 
more,  because  you  can  almost  take  judicial  notice 
aroimd  the  industrial  world  that  I  have  never  seen 
a  farm  tool  that  wasn't  painted  red,  or  farm  [36] 
machinery.  In  fact,  notoriously  they  adopt  that. 

I  will  say  right  now  that  you  will  have  to  show 
more,  as  I  said  in  the  Chun  King  case,  than  the 
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mere  choosing  of  red.  It  may  well  be  that  this  com- 
bination can't  turn  other  than  red.  A  man  can't 
appropriate  the  color  red. 

Mr.  Kirschstein:  Your  Honor,  I  think  I  can  say 
without  contradiction  that  it  will  be  established  that 
these  frames  can  be  made  in  any  color,  practically. 

The  Court:    That  is  all  right. 

Mr.  Kirschstein:  My  point  in  this  testimony  is 
to  establish  the  very  facts  on  which  I  hope  the 
conclusion  of  secondary  meaning  can  be  drawn, 
namely,  that  they  are  displayed.  And  that  is  what 
I  am  trying  to  establish. 

The  Court:  You  will  have  to  show  under  the 
California  cases  more  than  red.  You  will  have  to 
show  imitation  of  symbols;  show  if  a  man  looked 
at  it  he  would  mistake  it  for  the  other  man's.  Just 
as  in  Chun  King  Sales,  they  had  the  same  coloi" 
scheme,  just  as  in  the  tima  fish  case  they  had  the 
same  pale  blue.  The  court  said  they  had  to  have 
imitation  of  symbols  that  would  be  deceptive  to  the 
person. 

I  am  merely  saying  you  shouldn't  emphasize  too 
much  on  the  red. 

Of  course,  I  will  allow  you  to  prove  the  various 
steps  that  constitute  it. 

You  will  notice  the  Court  of  Appeals  while  re- 
versing [37]  me  on  the  patent  case  said  I  took  into 
consideration  all  the  elements,  not  only  color,  imita- 
tion of  symbols,  and  likelihood  of  confusion  and 
the  like,  which  are  elements  which  go  to  constitute 
unfair  competition,  and  which  dovetail  in  with  some 
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of  the  other  cases  which  have  been  decided  in  this 

Circuit. 

All  right.  Go  ahead. 

I  think  he  had  answered  the  question,  didn't  he? 
(The  last  question  was  read  by  the  reporter, 
as  follows:  "Q.   How  were  they  displayed?") 

The  Court :    Just  describe  what  you  saw. 

The  Witness:    Hanging  on  the  wall. 

Q.    (By  Mr.  Kirschstein)  :    Out  of  their  cartons? 

Q.  In  a  carton,  and  sometimes  loose,  without 
the  cartons. 

The  Court:    How  are  these  things  packed? 

The  Witness:  They  come  in — we  get  them  in  12 
in  a  case,  but  they  are  all  packed  in  single  cartons 
with  the  name  Kant-Ker-Rode  on  them. 

The  Court:  And  then  the  man  in  the  station 
would  take  one  and  hang  it  up  just  as  he  would  a 
can  of  polish? 

The  Witness:  Yes.  Like  a  hose,  you  know,  hang 
them  on  a  rack,  or  pile  them  on  a  rack,  or  like  a 
can  of  oil  on  the  shelf.  [38] 

The  Court:  Or  some  of  the  other  accessories 
that  he  carries? 

The  Witness:    Yes. 

The  Court:     All  right. 

Q.  (By  Mr.  Kirschstein)  :  Would  you  explain 
to  the  court  what  these  parts  of  the  frame  do, 
what  they  touch? 

A.  They  touch  the  top  of  the  battery  and  press 
down  on  the  battery  straight  down  so  that  the  bat- 
tery does  not  shift  this  way  or  that  way. 
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The  Court:    What  holds  the  battery  in  place"? 

The  Witness:  This  holds  it  in  place,  but  two 
bolts  go  through  here,  and  this  Kant-Ker-Rode 
holds  it  exactly  in  the  correct  position. 

The  Court:    What  is  the  bolt  attached  to? 

The  Witness:  Tlie  bolt  is  attached  to  the  frame 
of  the  automobile. 

The  Court:    Which  has  a  place  for  the  battery? 

The  Witness:  Yes.  Where  the  original  metal 
frame  used  to  be,  we  put  the  same  kind  of  a  frame 
with  the  same  bolt,  only  we  use  what  we  call  a  no- 
corrode. 

Q.  (By  Mr.  Kirschstein) :  This  section  here 
bears  against  the  top? 

A.     The  top  of  the  battery. 

Q.     And  this  section  against  the  side?  [39] 

A.     Yes,  sir,  the  sides  of  the  battery. 

Mr.  Kirschstein :  Let  the  record  show  that  I  was 
referring  to  the  undersurface  of  the  top  of  the 
frame  of  Exhibit  48  for  identification,  and  to  the 
inner  surface  of  the  sides  and  ends  of  the  frame 
when  the  witness  was  testifying  regarding  bearing 
against  the  top  and  sides  of  the  battery. 

The  Court:  I  didn't  hear  the  witness  state  or 
anyone  state,  or  a  stipulation,  that  that  is  an  ex- 
emplar of  the  patented  device. 

Mr.  Kirschstein:  There  isn't  any  question  about 
that,  is  there? 

The  Court:     The  record  doesn't  contain  it. 

Mr.  Kirschstein:  Do  you  wish  to  raise  a  ques- 
tion about  it? 
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Mr.  Halle :  This  is  a  frame  manufactured  by  the 
plaintiff  in  this  case,  your  Honor.  It  is  marked 
with  U.  S.  Patent  No.  2,710,660.  But  it  is  our  con- 
tention that  it  is  not  manufactured  under  the  pat- 
ent by  reason  of  its  composition. 

It  is  also  our  contention  that  it  is  not  manufac- 
tured under  the  patent  by  reason  of  some  struc- 
tural features  of  it. 

The  Court:  I  have  been  at  this  for  23  years.  I 
know  what  your  next  step  is  going  to  be.  I  haven't 
reached  that  step  yet.  All  I  wanted  to  know  is  if 
the  record  shows  what  we  are  talking  about. 

Mr.  Halle:  That  is  of  plaintiff's  manufacture. 
[40]  They  make  two  types  of  frame. 

The  Court:    Regardless  of  any  claim? 

Mr.  Halle:    Yes. 

The  Court:  In  the  Ford  Alexander  case  the  con- 
tention was  that  the  commercial  product  wasn't 
constructed  according  to  the  patent,  so  I  am  used  to 
these  contentions. 

All  I  want  to  know  is  that  you  are  dealing  with 
something  that  the  plaintiffs  claim  is  an  exemplar 
constructed  according  to  the  teaching  of  the  patent. 

Mr.  Kirschstein:  I  offer  this  in  evidence  as 
Plaintiff's  Exhibit  48. 

The  Court:    It  may  be  received. 

The  Clerk:    Plaintiff's  Exhibit  4.8  in  evidence. 
(The  exhil)it  referred  to  was  received  in  evi- 
dence and  marked  as  Plaintiff's  Exhibit  No. 
48.) 

Mr.  Kirschstein:     No  further  questions. 
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The  Court :    Cross  examine. 
Mr.  Halle:     May  I  have  this  marked? 
The  Clerk:     Defendant's  Exhibit  B  marked  for 
identification. 

(The  exhibit  referred  to  was  marked  Defend- 
ant's Exhibit  B  for  identification.)   [41] 

Cross  Examination 

Q.  (By  Mr.  Halle)  :  I  show  you  Plaintiff's  Ex- 
hibit 55  in  evidence,  which  you  described  as  a  cable 
from  the  battery  switch  to  the  battery*? 

A.     Yes,  sir. 

Q.  Now,  I  show  you  Defendant's  B  for  identi- 
fication and  ask  you  if  that  is  the  same  kind  of 
cable. 

A.  No,  sir.  That  is  a  rubber  cable  (indicating), 
and  this  seems  to  be  plastic. 

Q.     But  does  it  serve  the  same  function? 

A.     The  same  function,  yes,  sir. 

Q.     And  the  cable  that  you  have  in  your  hand? 

A.     Is  a  much  better  cable  than  that  one. 

Q.  In  other  words,  the  one  I  just  showed  you. 
Defendant's  Exhibit  B  for  identification  is  a  better 
one  ?  A.     Yes. 

Q.     Would  you  tell  me  what  color  it  is? 

A.     It  is  red. 

The  Court:    All  except  the  metal? 

Q.  (By  Mr.  Halle)  :  The  metal  has  a  metallic 
finish  ?  A.     Yes. 

Q.  Have  you  seen  many  red  battery  cables  in 
your  business? 
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A.  Yes,  sir,  hundreds  of  them.  I  have  about  500 
[42]  in  stock,  to  be  honest  with  you,  sir. 

Mr.  Halle:  Your  Honor,  I  would  like  to  offer 
Exhibit  B  in  evidence. 

The  Clerk :    May  it  be  admitted  ? 

The  Court:  Do  you  think  it  has  been  sufficiently 
identified  as  to  the  function  it  serves? 

Mr.  Halle:  I  am  not  offering  it  as  to  function; 
just  as  to  color,  that  it  is  an  item  widely  used  in 
this  gentleman's  business  and  it  is  red  in  color. 

The  Court:    All  right. 

The  Clerk:    Defendant's  B  in  evidence. 
»  *  *  *  * 

Q.  (By  Mr.  Halle):  Now,  Mr.  Ert,  I  believe 
you  testified  that  the  plastic  frame  which  was  shown 
to  you  is  an  example  of  frame  that  solved  the  short 
circuits,  corrosion,  and  so  forth?  A.     Yes. 

Q.  Do  you  know  of  any  other  frame  that  may 
have  been  made  before  that  frame  that  solved  that 
problem?  [43] 

A.  No,  I  haven't,  sir,  to  be  honest  with  you.  This 
frame  when  it  first  came  out  we  were  quite  im- 
pressed with  it  a  few  years  ago,  and  we  have  never 
had  any  plastic  or  anything  like  that  before. 

Q.  Are  you  familiar  with  a  frame  made  by  the 
Acitex  Company? 

A.     Never  heard  of  the  company,  sir. 

Q.  I  am  going  to  show  you  Defendant's  Exhibit 
C  for  identification  and  ask  you  to  look  at  the  frame 
described  on  that  exhibit. 

A.     Well,   sir,  it  might  have  been   sold  on   the 
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East  Coast,  and  I  sold  on  the  East  Coast,  but  I 
never  heard  of  it.  I  worked  in  Philadelphia,  had 
a  shop  up  there,  and  to  be  honest  with  you  I  never 
seen  a  rubberized  cover.  This  is  the  first  time  I  seen 
it.  It  might  be  darn  good. 

Q.  You  say  you  have  never  seen  a  rubber-like 
cover.  I  am  not  limiting  the  question  to  that  par- 
ticular frame  as  exhibited  there.  Have  you  seen  any 
frame  made  by  anybody  with  either  a  rubber  or 
plastic  cover  on  it? 

A.     Now,  yes ;  lately  I  have. 

The  Court :    No.  Before  now. 

The  Witness:  Before  I  had  Kant-Ker-Rode,  I 
had  never  seen  or  sold  any  rubberized  or  any  plas- 
tic cover. 

Q.  (By  Mr.  Halle)  :  You  had  never  seen  one  nor 
sold  one?  [44] 

A.  Never  seen  one  nor  sold  one,  and  I  spent  35 
years  in  this  business. 

Q.  I  show  you  Defendant's  Exhibit  D  for  iden- 
tification and  ask  you  whether  you  have  ever  seen 
this  frame. 

A.  I  sell  them.  Willard.  Willard  sells  them  to 
me.  But  that  came  out  after 

Q.  I  didn't  ask  you  that.  I  just  asked  you 
whether  you  ever  saw  it.  A.     Yes,  I  saw  it. 

That  is  made  out  of  steel  and  covered  with  plas- 
tic, and  sold  through  the  Willard  Company. 

Mr.  Halle:    T  offer  this  in  evidence,  your  Honor. 

The  Court :    It  may  be  received. 

Mr.  Caughey:    For  what  purpose? 
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I  object  to  it  miless  the  purpose  is  stated.  There 
must  be  some  reason  to  offer  evidence.  For  the  color, 
or  what? 

Mr.  Halle:  I  put  it  in  both  on  the  question  of 
color  and  as  a  development  in  the  art. 

Mr.  Kirschstein :    When  ? 

Mr.  Caughey :    Is  it  a  kind  of  a  metal  frame  f 

Mr.  Halle:  We  have  some  testimony  by  one  of 
your  witnesses  about  a  metal  frame  covered  with 
plastic  that  he  knew  about  some  years  ago. 

The  Court:    He  said  it  came  in  afterwards.  [45] 

Mr.  Halle:  But  I  would  show  from  some  other 
testimony  that  this  type  of  frame 

The  Court:  No.  C  you  haven't  offered  because 
he  has  not  identified  it? 

Mr.  Caughey:  He  has  identified  that  as  one  he 
is  familiar  with,  but  my  question  is  as  to  how  it  is 
material  except  on  the  question  of  color. 

The  Court:  As  a  matter  of  fact,  his  answer 
helped  you,  by  saying  that  this  appeared  after  your 
device  appeared  on  the  market. 

Mr.  Caughey:  That  is  correct.  As  exemplifying 
the  testimony  of  the  witness,  in  that  connection  I 
have  no  objection. 

The  Court:  You  know  me,  I  am  not  bound  by 
purpose.  If  it  is  material  and  bears  on  any  of  the 
issues,  and  as  we  are  dealing  with  the  art  and  de- 
velopment, I  think  that  a  frame  which  is  part  metal 
and  part  plastic  material  may  be  interesting  as 
showing  the  process  of  development.  Also  dealing 
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with  the  color  red,  and  he  shows  you  something  else 

that  is  red. 

The  Clerk :    May  D  be  admitted  in  evidence  ? 

The  Court:    Yes.  The  objection  is  overruled. 

The  Clerk :    D  in  evidence. 

(The  exhibit  referred  to  was  received  in  evi- 
dence and  marked  as  Defendant's  Exhibit  D.) 

Q.  (By  Mr.  Halle) :  In  your  experience,  are 
many  frames  such  as  Defendant's  D  sold  today  % 

A.    Yes,  sir. 

Q.     Of  the  same  color  red?  A.     Yes. 

Q.  Mr.  Ert,  are  you  familiar  with  the  prices  of 
the  plastic  frames  that  you  sell?  A.     Yes,  sir. 

Q.  Are  you  also  familiar  with  the  prices  of  steel 
frames'?  A.    Yes,  sir. 

Q.    Which  cost  more? 

A.     The  plastic  frames. 

Q.    What  is  the  average  price  of  a  steel  frame? 

A.     We  sell  them  for  a  dollar  and  a  half. 

Q'.  Wliat  is  the  average  price  for  a  plastic 
frame  ? 

A.  Some  of  them  a  dollar  and  a  half  and  some 
of  them  two  dollars  and  three  dollars;  it  depends 
on  the  size.  You  see,  six  volts  is  a  dollar  and  a  half, 
and  some  12  volts  are  two  dollars,  and  some  12 
volts  are  three  dollars. 

Q'.  But  the  steel  frames  are  all  a  dollar  and  a 
half? 

A.     Not  all.     Some  of  them  are  two  and  a  half. 

I  am  just  trying  to  think  what  Willard  told  us 
to  sell  them  for,  rather,  the  price  list  on  them.  [47] 
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I  have  given  them  up. 

I  think  it  is  between  one  and  a  half  and  two  and 
a  half.  I  can't  exactly  tell  you  the  figures. 

Q.    But  the  plastic  costs  more? 

A.     The  plastic  costs  more  in  the  12  volt. 

Q.  How  about  you,  when  frames  are  sold  to  you, 
are  you  familiar  with  the  prices  of  steel  and  the 
plastic  frames?  A.    Yes. 

Q.  What  would  be  the  average  price  of  a  steel 
frame  if  you  would  buy  one  for  your  business  to 
sell  for  resale? 

A.     About  50  per  cent,  sir. 

Q.    50  per  cent  of  the  sale  price?  A.    Yes. 

Q.     Would  the  same  be  true  for  plastic? 

A.  Close  to  it,  sir.  Not  quite.  I  think  it  is  40 
or  33%.  Well,  let's  figure  it  out.  I  can  tell  you 
pretty  near  the  figures. 

The  Court:  These  would  be  included  in  what  we 
call  among  the  oil  companies  T.B.A.,  tires,  batteries, 
and  accessories,  these  would  be  accessories? 

The  Witness :    Yes. 

The  Court :  That  the  average  station  would  carry  ? 

The  Witness:    Yes. 

The  Court :  And  the  mark-dowii  on  those  is  very, 
very 

The  Witness:  Very  small,  the  mark-dowm  on 
them.  [48] 

The  Court:     Is  it  50  per  cent? 

The  Witness:  That  is  the  distributor's  price. 
And  then  we  sell  them  back  to  the  T.B.A.  dealers, 
and  they  sell  them  to  the  gas  stations.  The  gas  sta- 
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tion  is  the  one  that  actually  gets  the  biggest  profit 

on  it. 

Q.  (By  Mr,  Halle) :  It  is  a  fact,  is  it  not,  that 
you  make  a  bigger  profit  when  you  sell  a  plastic 
frame  ? 

A.  I  wouldn't  say  that,  sir,  no.  I  don't  think — 
the  way  people  are  buying,  T.B.A.  dealers,  you 
make  a  very  small  margin  of  profit.  Like,  for  in- 
stance— I  might  give  you  an  illustration  if  I  am 
allowed  to,  your  Honor. 

The  Court:    Yes.  You  are  doing  very  well. 

The  Witness:  I  sell  to  the  wagon  peddlers,  the 
Kant-Ker-Rode  hold-down  costs  me  60  cents,  I  am 
selling  it  to  him  for  70,  so  you  see  the  mark-up,  the 
profit  on  that  is  only  if  he  buys  in  dozen  lots,  two 
or  three  dozen  at  a  time.  But  if  he  bought  indi- 
vidually I  wouldn't  sell  them.  I  would  rather  not 
sell  anything  if  I  have  to  lose  money  on  it. 

Q.  (By  Mr.  Halle) :  I  misunderstood  you.  I 
thought  you  sold  at  retail  to  the  purchaser. 

A.     I  sell  at  retail,  too,  sir.  Then  I  get  $3.00. 

Q.  You  make  a  higher  profit  at  retail  on  plastic 
than  steel?  A.     Oh,  yes,  sir. 

Q:     That  is  what  I  wanted  to  know.  [49] 

A.     I  am  sorry.  I  misunderstood  you,  sir. 

Q.  Are  you  familiar  with  the  equipment  as  it  is 
sold  by  this  General  Motors  dealer  that  you  spoke 
about '^  You  say  you  sell  some  plastic  frames  to  a 
General  Motors  dealer?  A.     Yes. 

Q.  Do  you  know  how  his  cars  come  through 
from  Detroit?  A.     Metal  frames. 
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Q.     They  have  steel  frames'? 

A.     Just  metal  like  we  showed  you. 

Q.     Would  that  include  the  Cadillac? 

A.  Cadillac,  Buick,  Olds,  Pontiac,  Chrysler 
products,  any  of  them. 

Q.  Isn't  that  true  of  all  cars  manufactured  in 
Detroit,  they  come  through  with  steel  frames'? 

A.    With  steel  frames,  yes. 

Q.     Even  today'?  A.     Even  today. 

The  Court:  You  ought  to  tell  Ed  Sullivan 
about  it. 

Mr.  Halle:    May  I  have  this  marked,  please. 

The  Court:  I  didn't  want  to  break  the  continu- 
ity of  the  cross  examination,  but  if  it  is  going  to 
be  extensive,  we  have  already  run  over  10  minutes, 
and  this  is  just  the  first  day  of  the  case  and  I  have 
other  things  to  do.  According  to  my  custom,  I  like 
to  complete  an  examination,  but  if  it  is  going  to  be 
extensive  I  will  have  him  come  back  at  2:00.  [50] 

Mr.  Halle:  I  don't  believe  so.  I  don't  believe  it 
will  take  another  five  or  ten  minutes. 

The  Court:    All  right. 

The  Clerk:  Defendant's  Exhibit  E  marked  for 
identification. 

(The  exhibit  referred  to  was  marked  Defend- 
ant's Exhibit  E  for  identification.) 

Q.  (By  Mr.  Halle) :  I  give  you  Exhibit  E,  which 
is  a  little  plastic  bag  containing  some  articles  in  it. 
Are  you  familiar  with  those  articles? 

A.  No,  sir.  To  tell  you  the  truth,  I  don't  know 
what  they  are. 
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Q.     I  believe  you  say  you  are  an  expert  in  re- 
placing batteries  in  cars?  A.     That's  right. 

Q.     Do   you   know   anything    about   spark   plug 
cables  ? 

A.  I  do,  ]3ut  I  am  not  working  on  that.  T  am 
an  exclusive  battery  man. 

Q.     Did  you  ever  see  a  spark  plug  on  a  motor? 
A.    Yes. 

Q.     Did  you  ever  see  a  cover  on  a  spark  plug? 
A.     Certainly. 

Q.    A  rubber  cover?  A.     Yes,  sir.  [51] 

Q.     A  plastic  cover? 
A.     Yes,  I  think  I  did. 

Q.  Now,  I  ask  you  to  look  at  that  little  bag  that 
I  gave  you,  transparent  bag,  and  see  if  you  can  find 
a  spark  plug  cover  in  it? 

A.  I  am  quite  sure  this  should  be  the  one  right 
here,  I  think  (indicating). 

Mr.  Halle:  The  witness  indicates  an  L-shaped 
object. 

Q.  Now  I  am  picking  on  an  object  about  two 
inches  long  here  and  pretty  nearly  a  half  inch  wide, 
and  it  has  got  several  ridges  running  around  it; 
do  you  know  what  that  is? 

A.     It  might  go  into  the  distributor,  sir. 
Q.     But  you  don't  know? 

A.  I  am  not  in  the  motor  tune-up  division  or 
anything  like  that,  sir.  I  gave  myself  the  name 
Sam  the  Battery  Man,  specializing  on  batteries, 
and  I  won't  even  start  on  generators.  I  send  them 
back  to  the  dealers. 
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Q.  The  L-shaped  object  that  you  identify  as  a 
spark  phig  cover,  have  you  seen  many  of  those  in 
your  business? 

A.     To  be  honest  with  you,  no. 

Mr.  Halle:  I  have  no  further  questions,  your 
Honor. 

The  Court:    All  right.  Any  redirect*? 

Mr.  Kirschstein :  Just  a  few  short  questions,  your 
Honor. 

The  Court:    All  right.  [52] 

Mr.  Halle:  Your  Honor,  I  just  have  one  exhibit 
I  wanted  to  show  him. 

The  Court:    All  right.  Go  ahead. 

Q.  (By  Mr.  Halle) :  This  has  been  identified 
as  Plaintiff's  Exhibit  29  for  identification.  I  hand 
you  the  mentioned  exhibit  and  ask  you  if  you  have 
ever  seen  a  frame  like  that  before. 

A.     Yes.  That  is  Kant-Ker-Rode. 

Q.  And  does  that  have  the  name  Van  Brode 
on  it?  A.     Yes. 

Q.  And  that  is  another  type  of  frame  in  addi- 
tion to  the  one  that  you  identified  before  as  a  Kant- 
Ker-Rode  frame,  is  it  not? 

A.     It  don't  look  any  different. 

Q.     I  ask  you  to  look  at  the  top  corners. 

A.  It  has  the  reinforced  comers.  But  otherwise 
it  is  practically — I  wouldn't  say  I  am  a  judge  of 
that,  I  don't  pay  that  much  attention.  Kant-Ker- 
Rode  and  Dont-Ker-Rode,  and  that  is  the  way  we 
sell  them. 

Q.     You  have  handled  these  frames  and  you  can't 
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tell  how  many  you  have  handled  with  corners  and 

without  comers? 

A.  No,  because  my  boys  sell  them.  I  have  them 
in  stock.  I  do  the  buying;  they  do  the  selling. 

Mr.  Halle:    No  further  questions.  [53] 

Redirect  Examination 

Q.  (By  Mr.  Kirschstein)  :  This  Defendant's  Ex- 
hibit D  is  a  covered  frame,  is  it  not;  it  is  a  steel 
frame  covered  with  something'? 

A.  Steel  frame  covered  with  some  kind  of  ma- 
terial. I  think  it  is  plastic. 

Q.     You  think  it  is  jolastic  it  is  covered  with? 

A.     Yes. 

Q.  And  I  believe  you  said  this  came  out  after 
the  plaintiff's  frame? 

A.  That's  right.  Willard  Storage  Battery  brought 
it  out  after  you  folks  came  out  with  yours. 

Mr.  Kirschstein :    Can  I  take  this  out  of  its  cover  ? 

Mr.  Halle:  I  would  like  to  keep  it  intact  as  an 
exhibit. 

Q.  (By  Mr.  Kirschstein)  :  Can  this  frame  be 
made  in  the  various  necessary  sizes  for  different 
batteries  ?  A.    Yes. 

Q.     It  can?  A.     Yes,  sir. 

Q.  Can  you  tell  the  difference  by  looking  be- 
tween this  frame  and  this  frame   (indicating)  ? 

The  Court:  What  is  this  and  this?  You  are  not 
identifying  it  for  the  record.  The  record  doesn't 
know  any  "this"  or  "that"  unless  you  identify  it. 

Mr.  Kirschstein:    Yes.  [54] 


92  Vayi  Erode  Milling  Co,,  Inc.,  vs. 

(Testimony  of  Samuel  Ert.) 

Q.  I  have  in  my  left  hand  Plaintiff's  Exhibit  48, 
and  in  my  right  hand  Defendant's  Exhibit  D;  can 
you  tell  the  difference  by  looking  at  them? 

A.     Certainly. 

Q.  I  have  in  my  left  hand  the  same  thing,  Plain- 
tiff's Exhibit  48,  and  in  my  right  hand  Plaintiff's 
Exhibit  42,  for  identification;  can  you  tell  the  dif- 
ference between  them  by  looking  at  them? 

Mr.  Halle:  Your  Honor,  I  object  to  this  on  the 
ground  that  whether  he  can  tell  the  difference  by 
looking  at  those  frames  from  a  distance  of  10  feet 
has  no  bearing  on  this  case. 

The  Court :  Even  if  he  is  nearsighted  he  can  see 
that  far  away. 

The  Witness:     They  are  both  Kant-Ker-Rode. 

Mr.  Proujansky:  The  exhibits  speak  for  them- 
selves. 

Mr.  Kirschstein :  They  are  both  Kant-Ker-Rode, 
is  that  your  answer? 

The  Court:    What  is  that? 

The  Witness:    They  are  Kant-Ker-Rode. 

They  both  look  alike,  they  are  both  Kant-Ker- 
Rode. 

Mr.  Halle:  I  move  that  the  reference  to  Kant- 
Ker-Rode  be  stricken  from  the  record. 

Mr.  Kirschstein:  I  would  like  to  explain  some- 
thing here.   [55] 

As  your  Honor  said,  your  Honor  indicated  there 
should  be  something  more  than  color  on  this  unfair 
competition  count.  I  am  demonstrating  graphically 
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that  that  is  true,  because  Exhibit  42  for  identifica- 
tion is  one  of  the  defendant's  frames. 

Mr.  Halle :  Your  Honor,  I  could  hold  up  a  steel 
frame  painted  red  and  hold  it  10  feet  from  the  wit- 
ness and  say  they  look  alike  to  me. 

Mr.  Kirschstein:  But  this  is  not  a  steel  frame; 
this  is  a  plastic  one. 

Mr.  Caughey:    Just  a  second. 

This  isn't  arguing  the  case;  this  is  evidence,  so 
I  suggest  that  Mr.  Halle,  if  he  wants  to  prove 
something,  that  he  prove  it  in  the  proper  way. 

The  Court:    Just  a  minute. 

Mr.  Halle:  Your  Honor,  I  made  this  objection 
— I  said  that  any  reference  that  the  witness  made 
to  any  frame  being  Kant-Ker-Rode,  held  up  like 
that,  be  stricken. 

The  Court:    I  will  strike  it  out. 

You  can  say  w^hat  they  look  like  to  you. 

The  Witness :    They  look  alike. 

Mr.  Halle:  All  right.  There  is  no  question  about 
that. 

The  Court:    All  right,  gentlemen. 

Mr.  Kirschstein:  I  will  offer  in  evidence  [56] 
Plaintiff's  Exhibit  42  for  identification. 

The  Court:    All  right,  it  may  be  received. 

The  Clerk:    Plaintiff's  Exhibit  42  in  evidence. 
(The  exhibit  referred  to  was  received  in  evi- 
dence  and  marked  as  Plaintiff's   Exhibit  No. 
42.) 

The  Court:    48  is  what,  the  accused  device? 

The  Clerk :    That  is  in  evidence  already. 
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Mr.  Kirschstein:  42  is  the  accused  cle\T.ce,  and 
48  is  the  plaintiff's  device. 

The  Court:     Is  the  patented  device'.^ 

Mr.  Kirschstein:    Yes. 

The  Court:    All  right. 

I  got  it  turned  around. 

Mr.  Kirschstein:  It  is  not  difficult  to  turn  them 
around. 

Mr.  Halle :    There  is  no  contest  abont  that. 

The  Court:  No  comments.  We  argue  the  cases 
in  my  court  when  we  get  through.  We  don't  argue 
chemin  faisant.  Patent  lawyers  notoriously  like  to 
argue  their  cases  chemin  faisant,  and  New  Yorkers 
have  to  learn  that. 

Have  you  finished  with  this  witness  ? 

Mr.  Kirschstein:    Yes. 

Mr.  Halle :  I  want  to  ask  him  about  these  frames 
that  he  testified  to  as  being  similar.  [57] 

Recross  Examination 

Q.  (By  Mr.  Halle):  Exhibit  48  and  Exhibit 
42.  First  let  me  give  you  Exhibit  48  and  ask  you 
whether  there  is  any  part  in  the  construction  of 
that  frame  which  is  not  necessary  for  its  use  as  a 
battery  hold-do"v\m  frame? 

A.  You  have  got  me  there,  because  I  couldn't 
answer  that  question.  That  is  something  more  than  I 
can  explain.  I  only  know — I  am  not  an  expert  on 
that. 

Mr.  Halle :  Your  Honor,  they  qualified  him  as  an 
.  expert  to  show  the  parts  that  bear  down  and  do 
this  and  do  that. 
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The  Court:  But  you  are  asking  for  particulari- 
zation. 

He  testified  that  they  look  alike. 

Mr.  Halle:  He  testified  he  has  been  experienced 
with  installing  battery  frames  since  1914. 

The  Witness:    1911. 

The  Court:  If  he  can  answer  the  question,  all 
right.  I  know  he  won't. 

The  Witness:  You  want  to  know  what  the  dif- 
ference is  between — ^what  was  your  question?  Par- 
don me. 

The  Court:  Go  back  to  the  question.  Listen  to 
the  question  and  then  we  will  all  go  to  limch  if  you 
answer  quickly, 

Q.  (By  Mr.  Halle)  :  The  frame  which  you  have 
in  your  hand  here,  which  is  Exhibit  48,  when  you 
use  that  frame  to  install  a  battery  and  hold  a  bat- 
tery down  in  a  car,  are  there  any  [58]  extraneous 
parts  within  that  frame  which  are  not  needed?  I 
am  talking  about  the  physical  appearance  of  the 
frame.  A.    No. 

Q.     Of  course  not. 

There  are  two  holes  for  the  bolts? 

A.     That's  right. 

Q.  And  there  are  parts  that  bear  down  on  the 
battery  to  hold  it  in  place?  A.     That's  right. 

Q.     Nothing  extra?  A.     No. 

Q.  Now,  I  ask  you  the  same  question,  and  would 
your  answer  be  the  same  insofar  as  Exhibit  42  is 
concerned  ? 
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A.  I  would  give  you  the  same  answer.  The  only 
thing  is  you  have  a  little  more  reinforcing. 

Q.  The  same  answer  except  one  has  more  re- 
inforcement on  the  hole?  A.    Yes. 

Q.  But  that  is  still  needed  there  to  put  the  frame 
down? 

A.  Yes.  I  am  sorry  I  couldn't  answer  the  first 
question. 

Mr.  Halle:    That  is  all. 

Mr.  Kirschstein:    Just  one  question,  your  Honor. 

The  Court:    All  right.  [59] 

Redirect  Examination 
Q.     (By  Mr.  Kirschstein) :    Does  this  frame,  De- 
fendant's Exhibit  D,  have  everything  you  need  to 
hold  a  battery  in  place? 

A.  Yes;  but  we  quit  it  because  it  cuts  into  the 
battery  on  the  edges. 

Mr.  Kirschstein :    That  is  all  I  have,  your  Honor. 
Mr.  Halle :    That  is  all,  your  Honor. 
The  Court:    All  right.  You  may  be  excused,  sir. 
The  Witness :    Thank  you,  sir,  your  Honor. 
The  Court:    2:00  o'clock,  gentlemen. 

(Thereupon,  at  12:20  o'clock  p.m.,  a  recess 
was  taken  to  2:00  o'clock  p.m.)   [60] 

Tuesday,  March  25,  1958,  2:00  P.M. 

The  Clerk:  Case  1045-57,  Van  Brode  Milling 
Company  vs.  Cox  Air  Gauge  System,  for  further 
trial.  All  parties  present,  your  Honor. 

The  Court:  Call  your  next  witness,  Mr.  Kirsch- 
stein. 
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Mr.  Kirschstein :  Your  Honor,  I  have  several 
depositions  I  would  like  to  read  into  evidence. 

Mr.  Caughey:  Your  Honor,  you  may  recall  I 
called  you  about  the  question  of  depositions,  and 
you  indicated  if  we  had  time  that  that  could  be 
done. 

As  a  matter  of  fact,  we  only  have,  I  believe,  one 
additional  witness,  other  than  the  witness  who  was 
on  the  stand.  Most  of  this  case  is  by  deposition. 

The  Clerk :  Mr.  Caughey,  we  will  mark  the  depo- 
sition as  your  exhibit  before  you  read  it. 

The  Court:  We  like  to  give  it  a  number,  and 
as  long  as  we  have  time,  rather  than  give  them  to 
me  to  read,  I  would  just  as  soon  hear  them  read. 
One  of  you  take  the  place  of  the  witness  and  the 
other  the  interrogator. 

Mr.  Caughey:  Of  course  we  are  not  going  to 
read  all  of  the  deposition,  but  we  will  indicate 
which  pages  will  be  read. 

The  Court:    But  we  like  to  give  them  a  number. 

The  Clerk :  Deposition  of  Morton  Bean  has  been 
[61]  marked  for  identification  as  Plaintiff's  Ex- 
hibit 59. 

(The  exhibit  referred  to  was  marked  Plain- 
tiff's Exhibit  No.  59  for  identification.) 

Mr.  Kirschstein :  Shall  I  read  from  the  original, 
your  Honor? 

The  Court:    Yes. 

Just  state  for  the  record  the  witness,  and  then 
ask  the  questions  and  let  him  answer  until  an  ob- 
jection is  made. 

Mr.  Kirschstein:     The  witness'  name  is  Morton 
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Bean.  The  deposition  was  taken  February  27,  1958. 
The  Court:    Where  is  he  from? 
Mr.  Kirschstein:    It  is  covered  by  the  questions, 
your  Honor. 

The  Court:    All  right. 

(Whereupon  counsel  read  the  deposition  of 
Morton  Bean,  as  follows:) 

DEPOSITION  OF  MORTON  BEAN 

"Q.  Would  you  state  your  name  and  address 
and  age,  please? 

A.  Morton  A.  Bean,  26  Bonnie  Meadow  Road, 
Scarsdale,  New  York.  I  am  thirty-six. 

Q.  Would  you  state  what  your  occupation  is, 
please  ? 

A.  I  am  an  executive  in  the  firm  of  Quality  Elec- 
tric Products  and  I  also  act  as  salesman  for  one  of 
the  territories,  that  territory  being  Westchester  up 
into  southern  Connecticut.  [62] 

Q.  What  is  the  business  of  Quality  Electric 
Products  ? 

A.  Quality  Electric  Products  is  an  automotive 
warehouse  servicing  the  jobbers  exclusively. 

Q'.  Could  you  name  some  of  the  types  of  prod- 
ucts that  you  sell,  just  generally? 

A.  Yes.  Some  of  the  lines  that  we  represent  on 
the  warehousing  basis  are  the  Tung-Sol  Com- 
pany  

Q.  I  meant  the  type  of  product  that  you  sell, 
just  generally. 

A.  Well,  there  are  many  different  items  that  we 
warehouse.  Some  of  them  come  under  the  category 
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of  electrical ;  some  of  them  come  mider  the  category 

of  chemicals. 

Q.     Are  they  all  automotive?  A.    Yes. 

Q.  Are  you  familiar  with  the  business  of  Quality 
Electric  Products? 

A.    Yes,  sir,  very  much  so. 

Q.     And  I  take  it  you  nm  that  business? 

A.     To  a  great  extent,  yes. 

Q,  How  long  have  you  been  in  the  automotive 
trade  ? 

A.  I  entered  the  automotive  trade  approximately 
1940.  In  1941  I  went  into  the  Service.  Somewhat 
late  in  1943  I  got  out  of  the  Service,  at  which  time 
I  went  back  into  the  automotive  business.  The  busi- 
ness, of  course,   [63]  remained  during  that  time. 

Q.  What  was  the  business  you  were  with  from 
the  beginning,  the  name  of  it? 

A.  The  name  at  that  time  was  Quality  Electric 
Products  Corp. 

Q.  In  other  words,  it  is  the  same  business  that 
you  are  with  now?  A.     Yes. 

Q.     Except  that  then  it  was  a  corporation  ? 

A.  Then  it  was  a  corporation  and,  frankly,  at 
that  time  we  were  more  or  less  in  the  electrical  end 
more  than  we  are  now.  We  specialized  in  the  auto- 
motive electrical  specialties. 

Q.  In  the  course  of  your  experience  in  the  au- 
tomotive trade,  have  you  become  familiar  with  an 
item  known  as  a  hold-down  for  a  storage  battery  of 
a  car? 

A.     Yes.  As  far  back  as  1940  when  I  was  in  the 
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business,  we  at  that  time  were  handling  a  battery 

hold-down. 

Q.     What  was  that  hold-down  made  of? 

A.     At  that  time  it  was  metal,  a  metal  hold-down. 

Q.  Are  you  familiar  with  the  metal  hold-downs, 
their  quality?  A.     Yes,  I  am. 

Q.     Do  you  know  of  any  defects  in  them? 

A.  Well,  there  were  quite  a  few  defects  as  far  as 
[64]  a  metal  hold-do^vn  was  concerned.  No.  1,  the 
metal,  of  course,  is  a  direct  conductor  of  electricity 
and  consequently,  when  a  metal  hold-down  is  used 
there  is  very  often  an  amperage  drop,  especially  if 
the  metal  has  become  coiToded. 

In  the  second  place,  quite  often  when  a  metal 
hold-down  is  used  and  put  on  a  battery  improperly, 
it  will  break  the  battery  case.  It  will  break  the  top 
of  the  battery  case  if  it  is  applied  forcefully. 

Q.  You  mentioned  "corrosion" ;  was  that  a  prob- 
lem with  metal  frames? 

A.  Corrosion  is  a  definite  problem  on  a  metal 
battery  hold-down  and  that  is  why  you  are  seeing 
plastic  hold-downs  on  the  market.  To  qualify  this, 
many  of  the  companies  that  have  formerly  made 
metal  hold-downs  have  in  some  way  attempted  to 
cover  them  to  eliminate  the  corrosion  of  the  hold- 
down. 

Q.  What  is  that  corrosion  due  to,  if  you  know? 
In  other  words,  is  it  the  chemical  of  the  battery 
that  causes  it  or  is  it  the  air  or  what,  or  water  or 
what — if  you  know  ? 

A.     Let's  say  this:  I  don't  qualify  as  a  battery 
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expert,  but  the  acid  will  corrode  the  metal.  No.  2, 
just  the  fact  that  the  steel  itself  or  that  the  metal 
is  exposed  to  the  elements  eventually  you  will  get 
a  corrosion  of  the  hold-down.  [65] 

Eventually  they  do  break.  The  corrosion  causes 
the  metal  to  eat  away  until  such  time  as  the  battery 
hold-down  breaks. 

Q.  Have  you  actually  seen  some  of  these  defects 
on  the  metal  hold-downs? 

A.     Oh,  yes,  many  times,  many  times. 

Q.  You  started  to  mention  before  some  com- 
panies whose  lines  you  sell  and  I  interrupted  you. 
You  only  named  one  of  many,  isn't  that  true  ? 

A.     That  is  right. 

Q.  Are  you  familiar  with  the  plastic  battery 
hold-down  frames  made  by  the  plaintiff  in  this  case, 
who  is  Van  Erode  Milling  Company,  Inc.,  of  Clin- 
ton, Massachusetts?  A.    Yes,  I  am,  sir. 

Q.    When  did  you  become  familiar  with  them? 

A.  Why,  we  became  familiar  with  them  early  in 
the  year  of  1955,  at  which  time  we  contacted  the 
company  with  the  idea  of  representing  them  on  a 
warehousing  basis. 

Q.    You  mean,  to  sell  those  frames? 

A.     That's  right. 

Q.     Did  you  commence  to  sell  those  frames? 

A.  Late  in  1955  we  consummated  our  arrange- 
ments with  them  and  from  that  time  up  until  the 
present  we  are  [66]  warehousing  their  merchandise 
here. 

Q.     You  are  still  selling  them  ?  A.     Yes,  sir. 
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Q.    How  did  that  product  go  over? 

A.  Why,  we  had  immediate  response  to  it.  They 
had  previously  been  selling  them  in  the  New  York 
area  and  we  picked  up  right  there  and  have  had 
a  great  deal  of  success  with  the  line. 

Q.     What  do  you  attribute  that  success  to? 

A.  Well,  I  attribute  the  success  to  the  fact  that 
the  plastic  hold-down — and  that  was  the  first  plastic 
hold-down  on  the  market — was  so  much  better  than 
the  metal. 

Q.     What  do  you  mean  by  that? 

A.  In  other  words,  the  fact  that  the  plastic  hold- 
down  eliminated  the  difficulties  that  you  formerly 
got  with  the  metal  hold-down. 

Q.  How  about  the  product  itself?  Is  it  a  good 
quality  product,  in  your  opinion? 

A.  Yes,  sir.  The  product  is  an  excellent  one.  In 
regards  to  figures  of  the  approximately — and  this 
is  rough — 200,000  that  we  have  sold. 

Q.    200,000  frames? 

A.  200,000  frames,  units.  We  have  had  approxi- 
mately 25  to  30  bad  ones,  at  a  maximum.  When  I 
say  "bad,"  they  [67]  broke  due  to  improper  installa- 
tion. 

Q.     I  show  you  Plaintiff's  Exhibit  33  for  identi- 
fication and  ask  you  to  examine  it  carefully. 
(Handing  exhibit  to  witness.) 

And  tell  me  if  you  can  recognize  it. 

A.  Yes,  this  is  a  Van  Erode  hold-down,  No. 
CD-10. 
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Q.  I  show  you  Plaintiff's  Exhibit  No.  32  for 
identification  and  ask  you  if  you  recognize  that? 

A.  This  is  the  box  that  the  hold  -  down  is 
shipped  in. 

Q.  Do  you  know  how  these  plastic  frames  of  the 
plaintiff's  are  asked  for  in  the  automotive  trade  f 

Mr.  Halle:  Your  Honor,  I  object  to  that  ques- 
tion as  to  "do  you  know  how  these  frames  are 
asked  for  in  the  automotive  trade?" 

The  frame  and  the  box  for  the  frame  have  just 
been  provided,  and  it  has  got  a  name  on  it. 

The  Court :  We  cannot  tell.  It  may  have  acquired 
another  name.  Many  people  in  various  industries 
apply  words  not  exactly  etymologically  correct. 

Overruled. 

("Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Morton  Bean,  as  follows :) 

"A.  Well,  at  the  present  time,  of  course,  they 
[68]  are  primarily  asked  for  as  battery  hold-downs. 
At  one  time,  and  very  often  at  the  present  time, 
they  are  asked  for  as  "red  plastic  battery  hold- 
downs." 

Q.  What  does  that  mean  to  you  when  someone 
asks  for  red  plastic  battery  hold-downs  f 

Mr.  Halle:    I  object  to  that  question,  your  Honor. 

The  Court:    Overruled. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Morton  Bean,  as  follows:) 

"The  Witness:  Well,  it  means  to  me  that  they 
want  the  Van  Brode  hold-down. 

Q.     Do  they  rely  on  getting  that  in  purchasing? 
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A.  They  do.  Of  course,  if  they  call  me,  they 
know  that  that  is  the  hold-down  that  I  carry. 

Q.  Have  you,  during  the  time  that  you  have 
been  in  the  automotive  business,  continued  —  by 
"you,"  I  mean  your  company  —  continued  to  sell  the 
metal  hold-down  frames? 

A.  No,  sir,  we  did  not.  We  found  that  just  as 
soon  as  we  took  on  the  Van  Erode  hold-downs,  that 
the  demand  for  the  other  frame  had  completely 
dropped  off  to  the  point  where  it  was  nil.  In  fact, 
we  had  placed  one  order  for  one  customer  for  a 
number  of  these  metal  hold-downs  and  found  that 
the  company  had  gone  out  of  business — the  com- 
pany who  made  the  metal  hold-downs  had  gone  out 
of  business."  [69] 

Mr.  Halle :  I  move  that  answer  be  stricken,  your 
Honor.  It  is  not  responsive  to  the  question. 

The  Court:  That  is  not  a  good  objection  if  it  is 
material.  It  is  merely  an  explanation  of  the  drop. 
The  motion  will  be  denied. 

(Whereupon  coimsel  resumed  the  reading  of 
the  deposition  of  Morton  Bean  as  follows :) 

"Q.  What  do  you  attribute  that  decline  for  de- 
mand for  metal  hold-down  frames  to?" 

Mr.  Halle:    Again,  I  object. 

The  Court:    What  was  that  question? 

Mr.  Kirschstein:  "What  do  you  attribute  that 
decline  for  demand  for  metal  hold-down  frames  to  ?" 

The  Court:     Overruled. 

I  presume  it  relates  to  the  community  and  the 
place  he  is  doing  business. 
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(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Morton  Bean  as  follows :) 
"A.  The  demand  is  simply  because  the  plastic 
hold-do^\m  is  vastly  superior  to  the  metal  ones,  and 
if  a  man  [70]  can  buy  something  that  is  better  for 
the  same  or  cheaper  price,  obviously  he  is  going  to 
do  so. 

Q.     Do  you  know  who  created  the  market  in  the 
automotive  field  for  plastic  frames  f 

Mr.  Halle:    I  object  to  that,  your  Honor,  too.  It 
calls  for  an  opinion  of  this  witness. 
The  Court :    Read  the  question. 
Mr.  Kirschstein :    "Do  you  know  who  created  the 
market  in  the  automotive  field  for  plastic  frames?" 
The  Court:    That  is  pretty  broad.  He  is  familiar 
only  with  the  experience  in  a  i)articular  locality.  I 
will  sustain  the  objection. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Morton  Bean  as  follows:) 
"Q.    Your  company.  Quality  Electric  Products — 
is  that  a  company? 

A.     At  the  present  time  it  is  a  partnership. 
Q.     It  is  a  partnership;  are  you  one  of  the  part- 
ners? A.    Yes,  I  am,  sir." 

Mr,    Kirschstein:     N'ext,    your   Honor,    is    cross 
examination. 

The   Court:      Counsel   for   defendant   may   read 
that.   [71] 

Mr.   Halle:     Will  you   act   as   my  Avitness,   Mr. 
Caughey  ? 

Mr.  Caughey:    I  would  be  delighted. 
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(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Morton  Bean  as  follows:) 

"Q.  Have  you  had  any  experience  east  of  the 
Mississij^pi — pardon,  west  of  the  Mississippi  River? 

A.     No,  sir. 

Q.  Are  you  familiar  with  the  type  of  hold-down 
that  is  placed  on  a  car  as  original  equipment  as  it 
leaves  the  manufacturers'  factory? 

A.    No,  I  am  not. 

Q.  Do  you  come  in  contact  with  automobile 
users  in  connection  with  your  business? 

A.  No,  I  do  not.  In  fact,  that  will  explain  why 
I'm  not  familiar  with  the  hold-down  that  come  on 
the  car  directly  from  the  car  manufacturer.  I  do 
not  sell  car  dealers.  I  only  sell  the  jobbers. 

In  other  words,  I  do  not  see  the  cars  when  they 
come  into  the  showrooms  and  go  out  of  the  show- 
rooms. 

Q.  When  you  say  jobbers,  would  you  explain 
how  your  particular  segment  of  the  industry  works  ? 

I  take  it  you  get  the  battery  hold-down  frames 
directly  from  the  manufacturer? 

A.     That  is  right.  [72] 


Q 

A 

Q 

A 

Q 

A 

they 


And  you  warehouse  it? 
That  is  right. 
Then  you  sell  to  jobbers? 
That  is  right. 

Who  in  turn  do  the  jobbers  sell  to? 
They  in  turn  sell  either  over  the  counter  or 
sell  to  car  dealers;  they  sell  to  mechanics,  gas 


stations,  garages,  fleet  accounts. 
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Q.  Do  you  recall  the  companies  that  supplied 
you  with  metal  hold-down  frames'? 

A.  Yes,  there  is  one  company  that  I  had  in 
mind  called  the  Callahan  Company,  and  I  believe 
that  was  spelled  C-a-1-l-a-h-a-n.  They  are  in — or 
they  were  in  Massachusetts. 

Q.  When  was  the  last  time  your  company  pur- 
chased the  metal  hold-down  frames'? 

A.  I  would  say  somewheres  around  1948  or  1949. 
I  naturally  could  look  those  records  up,  if  you  re- 
quire me  to  do  so. 

Q.  I  believe  you  stated  that  you  first  started 
purchasing  the  plaintiff's  hold-down  frames  some- 
time in  1955?  A.     That  is  right. 

Q.  What  product  did  you  use  in  that  interim 
period  ? 

A.  We  had  no  hold-down  during  that  time  at 
all. 

Q.     You  didn't  sell  a  hold-down? 

A.     No.   [73] 

Wait  a  minute;  I  beg  your  pardon.  I'm  sorry. 
I'm  wrong  about  that.  During  that  period  of  time 
we  were  handling  a  hold-down  made  by  the  Rubco 
Company,  out  of  Brooklyn,  New  York.  This  was  a 
metal  hold-down  with  a  rubberized  covering.  We 
handled  that  hold-down  up  imtil  the  period  of  time 
when  we  took  on  Van  Brode. 

Q.  Could  that  Rubco  hold-down  have  had  a 
plastic  covering  on  it?  A.     No. 

Q.     You  are  sure  it  was  rubber? 
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A.  Yes,  sir.  It  was  a  rubberized  impregation 
that  Vv^as  actually  baked  on. 

Q.  I  believe  you  stated  that  in  installing  a 
metal  hold-down  frame,  if  it  was  improperly  in- 
stalled it  would  break  the  battery  case;  is  that 
correct  ?  A.     Yes. 

Q.  What  experience  have  you  had  in  installing 
metal  hold-down  frames? 

A.  I  have  had  none.  I  stated  before  that  I  was 
not  a  qualified  mechanic  or 

Q.  You  also  stated  that  as  far  as  plastic  hold- 
down  frames  are  concerned,  they  broke  when  they 
were  improperly  installed;  is  that  correct? 

A.  Yes,  I  stated  that  out  of  approximately  200,- 
000  that  I  had  seen,  about  30  of  them  had  been 
broken.  This  is  [74]  due  to  a  hold-down  that  is  put 
on  a  battery  where  the  hold-down  is  longer  than 
the  battery  case,  and  in  applying  pressure  you  get 
a  tremendous  amount  of  leverage  and  a  clumsy 
man  could  break  a  hold-down. 

Q.  Could  a  clumsy  man  also  break  a  battery 
case  when  installing  a  plastic  hold-down? 

A.  No,  I  don't  believe  so,  because  the  plastic 
hold-down  is  going  to  give  a  great  deal  more  than 
the  metal  one  will. 

Q:  Do  you  know  what  the  battery  cases  are 
made  out  of? 

A.  The  top  of  the  battery  case  is  made  out  of 
a — it's  a  rubberized  bakelite. 

Q.     Do  you  know  which  is  stronger,  the  rubber- 
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ized  bakelite  of  the  battery  case  or  the  plastic  in 

the  hold-down  frame? 

Mr.  Kirschstein:  Yon  mean  as  against  each 
other  ? 

Q.     As  against  each  other. 

A.     Would  you  rephrase 

Q.     I  will  reframe  the  question. 

Do  you  know  whether  the  bakelite  of  the  battery 
case  that  you  spoke  about,  whether  that  is  stronger 
or  weaker  than  the  plastic  in  the  plaintiff's  bat- 
tery frame? 

A.  Well,  let  me  say  this,  Mr.  Halle :  As  I  stated 
before,  I'm  not  a  qualified  battery  man,  nor  was 
I  brought  here  to  testify  as  such.  I've  primarily 
sold  the  imits  and  [75]  act  as  a  sales  organization, 
not  as  an  installation  man. 

Q.  I  take  it  you  don't  know  the  answer  to  that 
question  ? 

A.     Not  quite ;  that  is  right. 

Q.  Out  of  approximately  200,000  metal  frames 
A.     Not  metal  frames. 

Q'.     Let  me  finish  the  question. 

A.     I'm  sorry;  yes,  sir. 

Q.  You  have  stated  that  out  of  200,000  plastic 
frames  that  were  installed  through  your  organiza- 
tion, or  that  your  organization  sold,  approximately 
25  or  30  were  installed  in  a  manner  in  which  the 
frames  were  broken?  A.     Yes. 

Q.  You  have  also  had  experience  in  selling  metal 
frames?  A.     Yes,  sir. 

Q.    What  would  you  say  the  percentage  of  dam- 
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age  to  battery  cases  would  be  in  installing  metal 

frames  ? 

A.  The  amount  of  metal  frames  that  we  had 
sold  was  negligible,  compared  to  the  amount  of 
plastic  that  we  had  sold. 

Q.  About  how  many  metal  frames  has  your  com- 
pany sold"? 

A.  I  would  say  that  during  a  period  of  time  that 
we  had  perhaps  a  thousand. 

Q.  And  out  of  those  thousand  metal  frames — 
and  I  take  [76]  it  that  would  be  the  period  from 
1940  to  1948;  am  I  correct? 

A.     Approximately,  yes. 

Q.  Out  of  those  1000  metal  frames,  how  many 
instances  of  complaints  had  you  had  where  the 
battery  cases  were  broken? 

A.  We  are  going  back  ten  years.  It's  a  little 
hard  to  remember  that.  Frankly,  I  can't  recall.  We 
are  going  back  a  little  bit  too  far.  We  have  had 
too  many  items  to  sell  during  that  period  of  time. 

Q.     Would  it  have  been  a  large  number? 

A.  Why,  no,  not  any  more  than  the  plastic  ones, 
and  I'll  tell  you  why;  because  the  metal  frames 
that  we  had — that  we  were  selling,  were  adjustable 
to  the  size  of  the  top  of  the  battery,  and  a  man 
could  adjust  it  to  the  actual  top  of  the  battery,  so 
that  there  would  not  be  any  hang-over. 

Q.  But  in  any  event,  you  cannot  give  me  a 
percentage  figure  for  broken  battery  cases  in  in- 
stalling metal  frames?  A.     I'm  afraid  not. 
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Q.  Now,  you  handle  products  of  many  com- 
panies? A.    Yes,  sir. 

Q.    Are  some  of  those  products  metal? 

A.    Yes. 

Q.     And  are  some  of  those  products  plastic? 

A.     Yes. 

Q.  Do  you  consider  yourself  well  experienced 
in  the   [77]   automotive  industry? 

A.     Yes,  in  my  own  field. 

Q.  Did  there  come  a  time  in  the  sale  of  pro- 
ducts such  as  yours  when  there  was  a  sort  of  a 
revolution,  a  change-over  from  metal  to  plastic  in 
many  items? 

A.  No,  not  necessarily;  I  wouldn't  say  so.  If  an 
item  adapted  itself  to  plastic  and  it  was  better  in 
plastic  than  it  was  in  metal,  as  it  was  obvious  here 
in  the  plastic  hold-downs,  then  it  was  changed  over. 
However  there  are  many  things  here  that  are  car- 
ried exactly  the  same  as  it  was  in  '40. 

Q.  When  new  plastics  were  developed  by  the 
suppliers  of  plastic,  metal  objects  that  were  adapt- 
able to  being  made  out  of  plastic  were  made  out 

of  plastic?  A.     Probably."   [78] 

***** 

(Whereupon  counsel  resumed  the  reading  of 
the   deposition    [81]    of   Morton   Bean   as   fol- 
lows :) 
"Q.     I  believe  you  stated  that  the  frames  com© 
to  you  in  boxes;  is  that  correct? 
A.     Yes,  sir. 

Q'.  Would  Exhibit  32  be  representative  of  the 
box  that  all  the  frames  come  in?  A.     Yes." 
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Mr.  Halle:  Your  Honor,  Exhibit  32  in  this  dep- 
osition is  Plaintiff's  Exhibit  31  for  identification 
on  the  trial.  This  red  box. 

The  Court:     All  right. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Morton  Bean  as  follows:) 

"Q.  Just  different  sized  boxes  for  different 
sized  frames?  A.     Yes. 

Q.  But  the  same  color,  same  printing,  and  they 
all  say  "Kant-Ker-Rode  Plastic'"? 

A.     That  is  right. 

Q.     Do  you  ship  the  frames  out  in  boxes,  too? 

A.  Just  the  way  they  come  in.  In  many  in- 
stances we  don't  even  open  the  case,  whereas  the 
case  usually  carries  twelve  frames  each  individually 
boxed.  However,  at  no  time  woidd  we  ever  take  the 
frame  out  of  the  box  that  it  comes  in,  the  small 
box.  We  would  ship  it  exactly  this  way."  [82] 
***** 

"Q.  Do  you  know  when  the  Kravex  frame  was 
put  on  the  market? 

A.     Not  to  the  date,  but  I  would  approximate 

somewheres  about  a  year  ago.  At  that  time  I  first 

started  to  see  it  on  a  number  of  jobbers'  shelves." 
*****   rQ4i 

"Q.  You  are  familiar  with  the  fact  that  both 
the  plaintiff  and  the  Kravex  Company  put  out 
plastic  battery  hold-down  frames?  A.     Yes. 

Q.  When  you  want  to  buy  a  plastic  battery  hold- 
do\^^l  frame,  and  you  want  the  Van  Brode  product, 
meaning  the  plaintiff,  you  know  where  to  get  it? 
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A.     Are  you  asking  that  as  a  question,  sir? 

Q.    Yes. 

A.  I  go  to  my  stock  and  take  one.  I  don't  know 
what  you  mean  by  that. 

Q.     You  know  where  to  order  it  from? 

A.    Yes,  of  course. 

Q.  You  have  never  received  a  Kravex  frame 
when  you  order  Van  Erode? 

A.  I  don't  write  to  Kravex  for  my  Van  Erode 
frames."  [85] 


***** 


"Q.  How  many  different  types  of  automotive 
products  do  you  handle?  [92] 

A.  I  would  say  we  warehouse  for  about  25  com- 
panies. 

Q.  And  the  number  of  different  products  that 
you  handle?  A.    Are  considerable. 

Q.     Over  100?  A.     Oh,  yes. 

Q.     Are  they  all  black?  A.     Oh,  no." 


*  *  *  *  * 


"Q.     Do  you  handle  battery  cable? 

A.  Yes,  sir,  we  do.  That  is  right;  the  Crescent 
Company  has  a  red  plastic  battery  cable. 

Q.     Do  you  sell  a  considerable  quantity  of  that? 

A.    Yes. 

Q.  Do  you  know  of  any  company  that  makes 
red  spark  plug  caps? 

A.  There  may  be  some ;  I  do  not  know.  We  don't 
handle  spark  plug  caps." 


*  *  *  *  * 


"Q.     I  hand  you  Plaintiff's  Exhibit  26  for  iden- 
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tification   and   ask   you   if   you  have   ever   seen   a 

product  like  that  before  *? 

A.  I've  seen  the  product  as  far  as  being  the 
spark  phig  cap;  yes,  I've  seen  it. 

Q.     Have  you  seen  it  in  different  colors'? 

A.    Yes. 

Q.     Including  the  color  red? 

A.     Yes."  [94] 
*  *  *  *  * 

The  Clerk:  There  has  been  marked  for  identi- 
fication a  deposition  of  Abraham  Goldin,  'No.  60 
for  identification. 

Mr.  Kirschstein:  This  deposition  was  taken  on 
February  28,  1958: 

(Whereupon  counsel  commenced  the  read- 
ing of  the  deposition  of  Abraham  Goldin  as 
follows:)   [99] 

DEPOSITION  OF  ABRAHAM  GOLDIN 

^'Q.  Would  you  state  your  full  name,  address, 
and  age,  please? 

A.  My  name  is  Abraham  Goldin;  I  live  at  1121 
Fen  wood  Drive,  Valley  Stream,  New  York;  I  am 
thirty-eight  and  a  half  years  old. 

Q.  Will  you  state  what  your  occupation  is, 
please  ? 

A.     Manager  of  Mitchell  Auto  Supply. 

Q.  Do  you  have  any  association  with  London 
Tire  Company,  Inc.? 

A.  London  Tire  Company  is  the  mother  com- 
pany of  Mitchell  Auto  Supply. 
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Q.  What  is  the  business  of  Mitchell  Auto  Sup- 
ply^ 

A.    We  wholesale  auto  supplies  to  the  jobbers. 

Q.     What  is  the  business  of  London  Tire? 

A.     London  Tire  is  a  tire  business. 

Q.  How  long  have  you  been  associated  with  the 
automotive  trade? 

A.  I  came  here  in  '41  and  worked  for  about 
three  years  in  Strauss  Stores — about  twenty  years. 

Q.     What  are  your  present  duties  with  Mitchell? 

A.  I  buy  the  majority  of  the  merchandise.  I 
make  up  all  the  deals.  I  set  the  selling  prices.  I  set 
the  policy  for  the  company. 

Q.  Would  it  be  correct  to  say  you  are  familiar 
with  the  business  of  Mitchell?  [100] 

A.     Definitely. 

Q.  By  "Mitchell,"  I  am  referring  to  Mitchell 
Auto  Supply.  A.     Right. 

Q.  Are  you  familiar  with  an  item  known  as  a 
"metal  battery  hold-down  frame"? 

A.    Yes,  I  am. 

Q.  How  long  have  you  been  familiar  with  metal 
battery  hold-down  frames? 

A.     About  seventeen  years. 

Q.  In  your  experience  have  you  become  aware 
of  any  defects  in  the  metal  frames? 

A.  Except  for  them  corroding  and  possible 
shorting  out  of  batteries,  that's  about  it. 

Q.  Have  you  found  that  to  be  a  problem  with 
metal  frames?  A.     I'd  say  "yes." 
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Q.  How  long  have  you  known  about  the  cor- 
rosion and  shorting  problems? 

A.     Ever  since  I  have  been  handling  them. 

Q.     How  long  is  that? 

A.     Seventeen  years. 

Q.  Have  you  ever  observed  these  defects  on  the 
frames,  the  metal  frames'?  A.     Yes. 

Q.     Many   times'?    [101]  A.     Many  times. 

Q.  Are  you  familiar  with  the  plastic  battery 
hold-do\\m  frame  made  by  Van  Erode  Milling 
Company,  Inc.?  A.     Yes. 

Q.  I  show  you  Plaintiff's  Exhibit  No.  33  for 
identification  and  ask  you  if  you  recognize  that 
item  ?  A.     Yes. 

Q.     What  is  that? 

A.  That  is  a  No.  CD-10  battery  plastic  hold- 
down  frame. 

Q.     Is  that  a  Van  Brode  frame? 

A.     Van  Brode,  yes. 

Q.  I  show  you  Plaintiff's  Exhibit  No.  32  for 
identification  and  ask  you  if  you  can  recognize 
that?  A.     That  is  the  box. 

Q.     The  box  for  this  frame.  Exhibit  33? 

A.    Yes. 

Q.  How  long  have  yoxi  been  familiar  with  the 
plastic  frames  made  by  Van  Brode  Milling  Com- 
pany, Inc.? 

A.     About  three  or  four  years. 

Q.     Does  Mitchell  Auto  Supply  sell  these  frames  ? 

A.     Yes. 

Q.     How  do  the  plastic  frames  compare  with  the 
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metal  ones,   as  far  as  the  defects  you  mentioned 

before  with  respect  to  the  metal  frames?  [102] 

A.  They  don't  corrode,  and  there  is  no  possi- 
bility of  cable  shorting  out  on  that  particular  ma- 
terial. 

Q.  What  type  of  product  have  you  found  these 
plastic  frames  made  by  Van  Erode  Milling  Com- 
pany, Inc.,  to  be  as  far  as  quality? 

A.     It  is  a  good  item. 

Q.  Have  the  sales  of  the  metal  frames  been  af- 
fected by  the  coming  onto  the  market  of  the  Van 
Erode  plastic  frames?" 

Mr.  Proujansky:  I  believe  that  question  was 
withdrawn.  There  is  no  answer  to  it. 

Mr.  Caughey:    That  is  correct. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Abraham  Goldin  as  follows:) 

"Q.  Do  you  sell  as  many  metal  frames  as  you 
used  to?  A.     No. 

Q.     Have  your  sales  of  metal  frames  decreased? 

A.     Yes. 

Q.     To  what  do  you  attribute  that?" 

Mr.  Proujansky:  I  object  to  that  question,  your 
Honor. 

The  Court:     Overruled.   [103] 

I  take  these  questions  as  being  limited  to  the 
locality  and  the  space  and  the  experience  of  the 
man. 

Here  is  a  man  who  has  been  here  and  who  has 
handled  the  product  for  this  company,  and  there- 
fore he  is  not  giving  a  generalized  answer,  but  the 
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sales  with  which  he  is  familiar  from  that  store, 

and  that  is  the  way  I  interpret  it. 

The  difficulty  is  when  you  take  a  deposition  there 
is  no  one  there  who  can  re-arrange  or  reframe 
the  question  and  therefore  both  sides  are  at  a  dis- 
advantage, and  I  always  bear  that  in  mind. 

All  right. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Abraham  Goldin  as  follows:) 

"A.  Well,  first  of  all,  we  are  pushing  the  plastic 
much  harder  than  we  are  pushing  the  metal,  be- 
cause of  the  profit  structure  there.  That  is  it.  That 
is,  as  far  as  I  am  concerned. 

Q.  In  other  words,  your  sales  of  the  metal  have 
declined  since  you  started  selling  the  plastic 
frames  ?" 

Mr.  Proujansky:  I  object  to  the  form  of  the 
question  on  the  ground  it  is  leading. 

The  Court:  It  is  merely  a  summation  of  the 
other.  I  will  sustain  the  objection  because  it  doesn't 
include  the  [104]  reason.  I  will  sustain  the  objec- 
tion. It  is  merely  a  repetition  of  what  he  has  al- 
ready told  us,  and  in  his  answer  he  has  put  in  one 
qualification  which  the  question  doesn't  have.  I  will 
sustain  the  objection  to  that  question. 

(Whereupon  counsel  resmned  the  reading  of 
the  deposition  of  Abraham  Goldin  as  follows:) 

"Q.  Do  you  know  who  created  the  market  in 
plastic  frames? 

A.  I  think  you  will  have  to  word  that  a  little 
different,  l)ecause  I  don't  know  what  you  mean. 
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Q.  There  is  a  market  for  plastic  frames  at  the. 
present  time,  isn't  there?  A.     Yes. 

Q.  Do  you  know  what  company  or  corporation 
created  that  market? 

A.  I  think  Mitchell  Auto  Supply  was  very  es- 
sential in  creating  the  market.  Is  that  what  you  are 

trying  to 

Q.  I  mean,  what  manufacturer  of  plastic 
frames." 

Mr.  Proujansky:     I  object  to  the  form  of  the 
question,  your  Honor.  It  calls  for  a  conclusion. 
The  Court:    Overruled. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  [105]  of  Abraham  Goldin  as  fol- 
lows :) 
"A.    Van  Erode." 
Mr.  Kirschstein:    That  is  all  the  direct. 

(Whereupon  coimsel  resumed  the  reading  of 
the  deposition  of  Abraham  Goldin  as  follows:) 

"Cross  Examination 

Q'.  (By  Mr.  Proujansky)  :  In  the  course  of  your 
business,  did  you  ever  use  metal  battery  hold-down 
frames  ? 

A.     Did  I  ever  use  them,  personally? 

Q.     As  a  part  of  your  business  operations. 

A.     Yes. 

Q.  When  you  say  you  used  them  personally, 
what  do  you  mean  by  that? 

A.     That  I  installed  them  on  cars. 

Q.     You  installed  them  on  cars? 
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A.  That  is  what  I  meant  by  "using  them,  per- 
sonally." 

Q.  Did  you,  in  connection  with  your  duties  in 
Mitchell  Auto  Supply  ever  install  metal  battery 
hold-down  frames  on  automobiles? 

A.     Yes,  I  did. 

Q.  Is  Mitchell  Auto  Supply  in  the  retail  busi- 
ness? A.     No,  but  London  Tire  is. 

Q.  In  the  course  of  your  duties  for  London 
Tire,  you  [106]  installed  metal  battery  hold-down 
frames  f 

A.  I  showed  the  other  l^oys,  and  also  installed 
the  other  frames,  that's  right. 

Q.  You  indicated  there  were  certain  defects  in 
the  metal  battery  hold-down  frames? 

A.     Yes. 

Q.  How  did  those  defects  come  to  your  atten- 
tion? 

A.  When  you  take  out  the  old  l^attery,  all  this 
corrosion,  all  this  acid  is  spilled  over  onto  the 
metal,  and  causes  corrosion  there.  So  sometimes 
they  would  l)e  cracked  in  half,  or  they  would  be  so 
badly  corroded  it  would  be  hard  to  take  it  off  the 
battery  itself. 

Then  there  is  the  other  defect.  That  was  the 
shorting  defect.  If  the  cable,  which  is  generally 
rubbing  up  against  the  frame  of  the  battery,  the 
hold-down  of  the  battery  wears  away  the  metal 
there,  if  it  is  the  positive  cable,  it  could  wear  out 
and  cause  a  ground  there,  so  that  is  going  to  short 
it  out. 
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Q.  These  defects  of  which  you  speak,  you  no- 
ticed with  respect  to  battery  hold-down  frames  that 
you  did  not  sell,  l^ut  were  on  cars  that  came  in  to 
you  for  replacement;  is  that  a  correct  statement? 

A.     Say  it  slow.  I  am  not  so  smart. 

Mr.  Proujansky:  Will  you  repeat  the  question, 
please?    [107] 

(The  iDending  question  was  read  back  hj  the 
reporter.) 

The  Witness:     Can  I  talk  off  the  record. 
(Discussion  off  the  record.) 

A.  There  would  be  no  wa}^  of  me  knowing 
whether  I  sold  these  battery  hold-downs  originally 
or  not,  because  I  may  have  sold  it  to  a  customer, 
who  in  turn  sold  it  to  the  consumer. 

Q.  Did  you  ever  notice  in  the  course  of  your 
business  duties  any  defective  plastic  battery  hold- 
down  frames?  A.     Yes. 

Q.  What  was  the  nature  of  the  defect  that  you 
observed  in  the  plastic  battery  hold-down  frames? 

A.     That  they  would  break. 

Q.  How  many  of  these  broken  frames  have  you 
seen  in  the  course  of  your  activities  for  Mitchell 
Auto  Supply,  approximately? 

Mr.  Kirschstein:    Are  you  talking  about  plastic? 

A.     Maybe  a  hundred. 

Q.  That  last  answer  referred  to  plastic  battery 
hold-down  frames?  A.     Yes. 

Q.  Do  you  know  the  color  of  the  Van  Erode 
plastic  hold-down  frames?  A.     Yes.   [108] 

Q.    What  is  that  color?  A.    Red. 
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Q.  Have  any  of  the  Van  Erode  plastic  battery 
hold-down  frames  ever  been  shipped  to  you  in  any 
color  other  than  red?  A.     No. 

Q.  Was  there  any  time  that  you  saw  a  yellow 
Van  Erode  plastic  battery  hold-down  frame? 

A.    No. 

Q.  Have  you  ever  seen  anywhere  else  on  the 
market,  other  than  in  your  place  of  business,  any 
plastic  battery  hold-down  frame  made  by  Van 
Erode  in  any  color  other  than  red?  A.     No. 

Q.  Do  you  still  sell  metal  battery  hold-down 
frames  ?  A.     Yes. 

Q.  Do  you  have  customers  that  prefer  metal 
battery  hold-down  frames  to  plastic  ones? 

A.    Yes. 

Mr.  Proujansky    I  have  no  further  questions. 

Redirect  Examination 

Q.  (By  Mr.  Kirschstein)  :  You  mentioned  broken 
plastic  frames.  Are  these  frames  that  were  broken 
in  shipping  here,  or  were  they  broken  on  the  cars 
or  what?  A.     Eroken  on  the  cars.  [109] 

Q.  Can  you  estimate  how  many  plastic  frames 
you  have  sold  since  you  started  selling  them? 

A.     An  estimate? 

Q.    Yes. 

A.    It  would  be  about  eight  thousand  a  year. 

Q.     Do  you  know  why 

A.     Did  I  say  "eight  thousand  a  year"? 

Q.    Yes. 

A.  It  is  more  than  that;  it  would  be  about 
twelve  thousand  a  year. 
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Q.  Do  you  have  any  idea  how  the  broken  plastic 
frames  got  broken?" 

Mr.  Proujansky:  "I  object  to  that,  unless  you 
particularize." 

Apparently  the  question  was  withdrawn. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Abraham  Goldin  as  follows:) 

"Q.  Do  you  know  whether  they  were  broken 
^because  they  were  defective  as  sold,  or  w^hether  they 
broke  because  the  person  putting  them  on  misused 
them,  or  broke  them  because  he  didn't  know  how 
to  put  them  on?" 

Mr.  Proujansky:  I  object  to  the  question  because 
it  [110]  calls  for  a  conclusion,  your  Honor. 

The  Court:     Overruled. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Abraham  Goldin  as  follows:) 

"A.  I  am  not  an  engineer.  I  couldn't  answer  it, 
not  truthfully. 

Q.  Do  you  know  whether  any  are  broken  by 
people  misusing  them,  putting  them  on  wrong? 

A.     I  couldn't  answer  that  either. 

Q.  You  mentioned  that  some  of  your  customers 
still  prefer  the  metal  frames?  A.     Yes. 

Q.  Have  the  number  of  customers  that  pre- 
ferred metal  frames  declined  since  the  plastic 
frames  came  into  existence?  A.     Yes. 

Q.     Would  you  say  greatly?" 

Mr.  Proujansky:    I  object  to  the  question. 

The  Court:    It  has  no  meaning. 

Mr.  Kirschstein:    I  will  read  back. 
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The  Court:    Yes,  please. 

Mr.  Kirschstein:  "Have  the  number  of  custom- 
ers that  jDreferred  metal  frames  declined  since  the 
plastic  frames  came  into  existence*? 

A.     Yes.  [Ill] 

Q.     Would  you  say  greatly?" 

Mr.  Proujansky:  I  object  to  the  answer  unless 
we  have  specific  figures. 

The  Court:     Of  course  I  don't  know  what  the 
answer  is.  It  is  a  question  of  degree. 
Overruled. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Abraham  Goldin  as  follows:) 

"Q.     You  can  answer. 

A.     Yes,  it  declined  greatly. 

Q.  You  referred  before  to  having  seen  some 
metal  frames  that  were  broken  or  corroded? 

A.    Yes. 

Q.  Have  you  ever  heard  complaints  in  the  trade 
from  your  customers,  or  even  competitors  about  the 
corrosion  problem  on  metal  frames?" 

Mr.  Proujansky:  I  object  to  the  question  on  the 
groimd  it  is  hearsay. 

Mr.  Kirschstein :  I  believe,  your  Honor,  what  he 
heard  in  the  trade  is  an  exception. 

The  Court:    Read  it  to  me  again,  please. 

Mr.  Kirschstein:  "Have  you  ever  heard  com- 
plaints in  the  trade  from  your  customers,  or  even 
competitors  about  the  corrosion  problem  on  metal 
frames?"  [112] 

The   Court:     That  is  permissible.   To   show  the 
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state  of  the  art  at  the  time  of  the  particular  in- 
vention can  only  be  proved  by  persons  who  have 
used  the  product,  and  a  person  who  sells  the  pro- 
duct to  whom  complaints  are  made  can  testify  that 
he  heard  complaints  from  others. 
Overruled. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Abraham  Groldin  as  follows:) 
"Q.     You  can  answer. 

A.    Yes,  we  have  discussed  it  at  various  times. 
Mr.  Kirschstein:    That  is  all. 

Recross  Examination 

Q.  (By  Mr.  Proujansky)  :  Of  the  plastic  frames 
that  you  have  handled,  what  percentage  of  these 
have  been  in  the  wholesale  trade,  and  what  per- 
centage have  been  in  the  retail  trade*? 

A.  99%  per  cent  wholesale  and  %  per  cent  re- 
tail. 

Q.  The  defective  frames  which  you  have  come 
in  contact  with,  that  is,  the  plastic  ones,  is  that 
over  the  whole  length  of  your  experience  with  the 
plastic  frames,  or  was  that  concentrated  in  any 
particular  period? 

A.  It  is  over  my  whole  time  that  I  am  handing 
them. 

Q.  Did  your  experience  come  in  connection 
with  your  wholesale  sales,  or  in  connection  with 
your  retail  sales?  A.    Wliolesale  sales.   [113] 

Q.  So  that  all  of  the  defects  that  you  noticed, 
or  that  came  to  your  attention,  came  in  the  99% 
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per  cent,  and  none  of  them  came  in  the  small  por- 
tion of  retail  sales'? 

A.     I  would  say  that  is  true. 

Q.  Have  you  ever  returned  any  plastic  battery 
hold-down  frames  to  Van  Erode  Milling  Company 
for  credit?  A.     Yes. 

Q.  Would  you  know  how  many  frames  you  have 
returned  for  credit? 

A.     On  a  guess,  you  mean,  approximately? 

Q.     Approximately. 

A.     Approximately  a  hundred. 

Mr.  Proujansky:    I  have  no  further  questions." 

Mr.  Kirschstein:  That  is  the  end  of  this  deposi- 
tion, your  Honor. 

Your  Honor,  the  next  deposition  is  a  deposition 
that  was  taken  in  a  New  York  case,  and  there  is  a 
stipulation  on  tile  in  this  case  that  it  may  be  read 
here. 

The  Court:    All  right. 

Mr.  Kirschstein:  I  am  not  familiar  with  your 
procedure,  your  Honor.  I  don't  know  whether  to 
mark  the  stipulation  or  not. 

The  Court:  We  mark  it.  When  they  are  tran- 
scribed into  the  record,  there  are  various  methods 
of  identification,  [114]  and  that  is  another  method 
of  identifying  it. 

The  Clerk:  What  Mr.  Kirschstein  has  in  mind 
is  the  stipulation  contained  in  the  body  of  this  depo- 
sition, which  is  to  the  effect  that  this  deposition 
may  be  used  in  the  case  we  are  noAV  hearing. 
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Mr.  Kirschstein:    No.  It  is  contamed  on  a  sepa- 
rate paper  that  was  filed  in  court. 
The  Court:     That  is  all  right. 
If  counsel  remembers  it,  that  is  all  right. 
The  Clerk :    It  will  be  in  the  minutes,  your  Honor. 
Deposition  of  Samuel  J.  Kraver  marked  for  iden- 
tification  as  Plaintiff's  Exhibit  61,  it  being  read 
per  stipulation. 

(The    exhibit    referred    to    was    marked    as 
Plaintiff's  Exhibit  No.  61  for  identification.) 
Mr.  Kirschstein :    This  deposition  was  commenced 
on  August  7,  1957,  your  Honor. 

(Whereupon  counsel  commenced  the  reading 
of  the  deposition  of  Samuel  J.  Kraver,  as  fol- 
lows :) 

DEPOSITION  OF  SAMUEL  J.  KRAVER 

"Q.  Would  you  state  your  name,  address,  and 
age,  please? 

A.  Samuel  J.  Kraver,  4944  Hawthorne  Lane, 
Great  Neck,  New  York. 

Q.  Are  you  connected  with  Kravex  Manufactur- 
ing Corp.?  A.    Yes. 

Q.     What  is  your  connection?  [115] 

A.     I'm  president. 

Q.     Are  you  a  director  of  that  company? 

A.    Yes. 

Q'.     Are  you  a  stockholder?  A.    Yes. 

Q.     The  principal  stockholder?  A.     Yes. 

Q.  What  is  the  business  of  Kravex  Manufactur- 
ing Corp.?  —  which  from  now  I  will  refer  to  as 
"Kravex"  for  bre^dty. 
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A.  We  sell  to  the  automotive  trade,  we  sell  to 
the  bicycle  trade. 

Q.     What,  exactly,  do  you  sell? 

A.  We  have  subcontractors.  We  have  our  own 
molds;  we  have  various  contractors  making  items 
for  us. 

Q.  You  mean  you  get  requests  to  make  a  certain 
item,  and  then  you  make  it? 

A.  No.  Different  things  that  I  think  I  want  to 
go  into,  I  go  into. 

Q.     How  long  has  Kravex  been  in  business? 

A.  Originally  I  was  Kravex  Specialty  Company. 
I  formed  that  in  1938.  It  became  Kravex  Manufac- 
turing Corporation  in  1947. 

Q.  The  previous  concern  was  a  company ;  is  that 
it?  A.     Yes. 

Q.  Has  Kravex  always  made  the  same  products 
that  they  are  making  today?  [116] 

A.  We  have  more  or  less  specialized  in  rubber 
and  plastics. 

Q.     Since  the  corporation  was  incorporated? 

A.     Right. 

Q.     How  about  the  company? 

A.  The  company  was  in  the  jobbing  business. 
Kravex  Specialty  Company  were  jobbers. 

Q.  So  there  was  a  change  in  the  type  of  busi- 
ness AA^hen  you  incorporated;  is  that  right? 

A.     That's  right. 

Q.  What  are  some  of  the  items  that  Kravex 
makes  ? 

The  Witness:    You  mean  to  list  individual  items? 
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Mr.  Ivirschstein :    Yes. 

A.  I  make  various  rul^ber  products  in  the  auto- 
motive trade.  I  make  plastic  products  in  the  auto- 
motive trade  and  the  bicycle  trade. 

Q.     What  are  some  of  those  products? 

A.  In  plastic  products  I  make  bicycle  handle- 
l^ar  grips,  which  are  used  by  the  automotive  people 
as  well  as  the  bicycle  people.  I  make  various  plastic 
products  also  used  in  the  automotive  trade  and  the 
bicycle  trade. 

Q.  What  is  the  principal  place  of  business  of 
Kravex  ? 

A.  273  Van  Sinderen  Avenue,  Brooklyn,  New 
York. 

Q.     What  is  the  state  of  incoi-poration  ?  [117] 

A.     What  do  you  mean? 

Q.  What  state  is  Kravex  Manufacturing  Corp. 
incorporated  in?  A.     New  York  State. 

Q.  I  believe  you  said  that  you  have  your  own 
molds  and  make  your  own  products? 

A.     I  don't  make  them,  I  contract  them  out. 

Q.     That's  what  you  meant  by  "contract"? 

A.  Yes.  I  happen  to  have  molders  make  the 
stuff  for  me. 

Q.  You  own  the  materials  for  making  the  prod- 
ucts? A.     I  own  the  molds. 

Q.     You  own  the  molds  ?  A.     That's  right. 

Q.     What  kind  of  molds  are  you  referring  to? 

A.     Rubber  molds,  plastic  molds. 

Q.     The  molds  for  makinar 
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A.  Plastic  dies,  rubber  dies,  rubber  molds,  plas- 
tic molds. 

Q.     As  I  understand  it,  these  molds  and  dies  are 

used  by  contractors  of  yours  to  make  products  for 

you,  which  you  sell?  A.     That's  right."  [118] 

***** 

"Q.  (By  Mr.  Kirschstein)  :  Do  you  make  bat- 
tery hold-down  frames?  A.     That's  right. 

Q.     How  long  have  you  made  them  ? 

A.  Oh,  I  would  say  I've  made  it  approximately 
four  months. 

Q.     You  have  been  making  them  for  four  months  ? 

A.     Yes.  [120] 

Q.  Did  you  bring  a  sample  of  the  ones  that  you 
make?  A.     Yes. 

Mr.  Kirschstein :  Would  you  produce  that,  please  ? 

The  Witness:    Yes. 

(Witness  handed  plastic  battery  hold-down 
frame  to  Mr.  Kirschstein.)" 

The  Court:     Was  that  identified? 

The  Clerk:  As  Plaintiff's  Exhibit  No.  1  to  the 
deposition,  and  in  this  case  it  is  Plaintiff's  Exhibit 
No.  3. 

The  Court:    All  right. 

Another  red  frame? 

The  Clerk:    Yes. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Samuel  Kraver,  as  follows:) 

"Q.  I  show  you  Plaintiff's  Exhibit  1  for  identi- 
fication and  ask  you  to  identify  it.  A.     Yes. 

The  Witness:    What  shall  I  say? 

Mr.  Halle:     This  is  a  battery  hold-down  frame 
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produced  by  the  witness  as  a  manufacture  of  his 

company. 

Q.     This  is  the  frame  that  you  have  been  making 
for  the  last  four  months  ?  A.     That's  right. 

Q.     Are  there  other  sizes  of  this  frame?  [121] 
A.    Yes. 

Q.     Are  there  other  shapes  of  it?  A.    Yes. 

Q.    What  are  the  other  shapes  ?  How  would  they 
vaiy  from  this?  A.     Longer,  wider. 

Q.  How  about  the  location  of  the  parts  with  the 
holes?  A.    With  the  holes?  They  vary. 

Q.     They  vary  in  position? 
A.     They  vary  in  position. 

Q.  That  is  a  feature  of  the  type  of  battery  it  is 
used  on;  is  that  correct? 

A.  That's  right.  We  just  followed  what  was  used 
on  the  manufacturer's  equipment.  We  went  through 
the  various  cars  and  just  copied  their  styling  as  far 
as  fit  was  concerned.  After  all,  this  is  supposed  to 
serve  a  purpose. 

Q.  Now,  as  I  understand  your  testimony,  you 
have  never  made  any  battery  hold-down  frames;  is 
that  right?  A.     No,  that's  right. 

Q.  Do  you  own  the  molds  for  making  these 
frames  ?  A.     Yes. 

Q.  Who  is  the  contractor  that  makes  the  frames 
for  you?  A.     Gary  Enterprises,  Inc. 

Q.  Are  they  the  only  contractor  that  makes  these 
frames  for  you?  [122]  A.     Yes. 

Q.  Has  any  other  contractor  ever  made  them 
for  you?  A.     No. 
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Q.  How  did  you  come  to  make  these  battery 
hold-down  frames'? 

A.  I'm  always  looking  for  items  to  make.  In  our 
business  you  have  to  come  out  with  new  items  from 
time  to  time.  It's  very  important. 

This  is  just  another  item  in  the  course  of  making 
additional  items  for  my  company. 

Q.  Who  actually  made  the  molds  %  Did  you  make 
them  yourself,  or  what? 

The  Witness:    Do  I  have  to  answer  that? 

Mr.  Halle:    Yes,  you  can  answer  that. 

A.     Made  by  Gary.  Gary  made  the  molds  for  me. 

Q.     Who  designed  the  molds  ?  A.     Gary. 

Q.  If  I  understand  you,  Gary  designed  the 
molds  and  made  them,  and  they  belong  to  you — 
and  by  "you"  I  mean  your  concern. 

A.     That's  right. 

Q.  And  they,  under  contract  to  your  concern, 
make  the  battery  hold-downs  from  the  molds? 

A.    Yes.  [123] 

Q.  Did  you  tell  them  what  you  wanted  designed 
when  they  designed  them?  A.     Yes. 

Q.  In  other  words,  you  approached  them  to  make 
the  molds? 

A.  I  went  out  to  various  cars.  I  got  original 
hold-downs  that  I  bought  from  the  various  car  deal- 
ers  

Q.     What  do  you  mean  by  "original"  hold-downs  ? 

A.  The  metal  hold-down  that  originally  came  on 
the  car.  That's  where  I  got  the  sizes  from.  That's 
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where  I  got  the  designs  from.  That's  where  I  got 

the  shape  from. 

Q.    What  did  you  do  with  that? 

A.  We  took  those  hold-downs  and  made  them 
out  of  plastic. 

Q.  Did  you  take  to  Gary  the  actual  metal  hold- 
downs'?  A.     That's  right. 

Q.    You  bought  some  and  took  them  to  them? 

A.     That's  right. 

Q.     What  are  your  hold-downs  made  of? 

A.     Plastic. 

Q.  What  type  of  plastic,  do  you  know  the  name 
of  it,  the  composition? 

The  Witness:    We  can  submit  that,  can't  we? 

Mr.  Halle:    Yes. 

(Mr.  Halle  handed  paper  to  the  witness.) 

Mr.  Halle:  First  of  all,  would  you  tell  [124] 
Mr.  Kirschstein  whether  or  not  you  are  familiar 
with  the  chemistry  of  these  items  ? 

The  Witness:    Well,  I'm  not  a  chemist. 

Mr.  Halle:  But  you  did  something  to  find  out 
what  your  product  is  made  of? 

The  Witness:  Oh,  yes.  I  knew  that  there  was  a 
l)lastic  hold-down  on  the  market.  I  had  seen  it. 

Q.  (By  Mr.  Kirschstein)  :  What  plastic  hold- 
down  v/as  that? 

A.  I  knew  there  was  a  plastic  hold-down  being 
made  by  Van  Brode. 

Q.     You  mean  before  you  came  out  with  this  one  ? 

A.     Before  I  came  out  with  it, 

Q.    Yes. 
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A.  And  I  also  knew  that  they  had  a  patent  on 
it.  The  patent  is  written  on  the  item  itself,  that 
they  were  patented. 

I  don't  go  around — It  was  not  my  intention  to 
infringe  upon  Van  Brode's  hold-down.  Before  I 
went  into  the  manufacture  of  this  hold-down  I  had 
a  copy  of  their  patent  and  read  what  it  stated,  and 
in  that  patent  copy  it  stated  that  the  thing  that 
they  had  patented  above  everything  else  was  a 
formula  which  the  hold-down  was  made  out  of. 

Q.     You  mean  the  formula  for  the  plastic? 

A.     The  formula  for  the  plastic,  the  ingredients. 

The  first  thing,  I  instructed  Gary  to  make  sure 
that  the  product  that  we  used — the  formula — would 
not  be  the  same  as  Van  Brode's,  so  that  there  would 
not  be  an  infringement  —  not  the  same  as  Van 
Brode's  material. 

Q.  You  mean  not  the  same  as  the  patent  referred 
to ;  is  that  it  ? 

A.  That's  right.  I  told  him  to  be  careful  above 
all  that  we  would  use  a  different  material — which 
I  understand  we  did;  we  used  a  different  material 
from  what  is  used  by  Van  Brode. 

The  Witness :    Does  that  cover  it  ? 

Q.     Well,  what  is  the  material  that  you  use? 

A.  The  material  we  use  is  made  by  the  Bakelite 
Company.  They  call  it  TMD-2155. 

In  fact,  I  can  go  on  further.  TMD-2155  is  a  mix- 
ture of 

Mr.  Halle:  We  will  give  you  this  letter  which 
the  attorney  of  record,  Mr.  Proujansky,  received 
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from  Bakelite.  He  wrote   for  information   on  the 

material,  and  this  letter  is  what  he  received. 

If  you  want  to  mark  it  as  an  exhibit,  or  make  a 
copy  of  it — or  I  will  give  you  a  photostat  of  it. 

Mr.  Kirschstein:    All  right.  Let's  read  it  first. 

The  Witness:  I  think  they  even  mention  there 
that  it's  their  own  material,  that  they  have  always 
used  it.  [126] 

Mr.  Kirschstein:  We  can  either  read  it  in,  or 
we  can  put  a  copy  in. 

As  I  understand  it,  this  is  the  witness'  answer  to 
the  question.  Let  me  ask  a  few  questions,  and  then 
we  will  go  on  with  this. 

Mr.  Halle:     All  right. 

Q.  (By  Mr.  Kirschstein) :  Have  you  always 
used  the  same  plastic  since  you  have  been  making 
your  battery  hold-down  frames? 

A.  I  think  so.  I'm  not  sure,  but  I  think  so.  In 
fact,  I  can  tell  you  this:  I  believe  that  there  are 
other  companies  that  have  material  similar  to  that 
that  will  serve  my  purpose.  It  may  not  have  the 
same  ingredients. 

When  I  decided  to  make  a  plastic  hold-down,  it 
was  not  my  intention  to  infringe  upon  Van  Brode. 
As  I  mentioned  before,  I  wanted  to  increase  my 
sales.     I  was  on  the  out-look  for  additional  items. 

So  long  as  the  hold-down  will  serve  my  purpose, 
so  long  as  the  hold-down  will  not  break,  so  long 
as  it  won't  corrode,  that  serves  my  purpose. 

Bakelite  is  not  the  only  company  that  can  supply 
toe  with  a  material  that  will  serve  my  purpose. 
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Q.  What  I  want  to  know  is,  who  chose  the 
material?  Did  Gary  contact  Bakelite  for  material, 
or  what? 

A.     Gary  contacted  Bakelite  for  the  material. 

Q.  The  material  they  wanted  had  to  meet  cer- 
tain sxDecifications,  didn't  it?  A.     Yes. 

Q.  What  were  those  specifications,  and  who  gave 
them  to  Gary? 

A.  I  told  Gary  what  I  wanted,  just  in  conversa- 
tion. I'm  not  a  chemist;  I  didn't  mention  the  for- 
mula. 

Q.     What  did  you  tell  Gary? 

A.     "I  want  to  make  a  plastic  hold-down." 

Q.  Yes.  AYhat  did  you  tell  them  about  the 
plastic  ?  Even  if  you  are  not  a  chemist,  you  realized 
as  a  layman  that  you  couldn't  use  any  plastic  at 
all,  right? 

A.  I  know  that  metal  will  corrode.  I  wanted 
them  to  make  it  in  the  form  of  a  plastic  that  would 
not  corrode,  that  would  not  break. 

Q.  How  did  the  particular  plastic  that  is  used 
actually  come  to  be  used? 

A.  I  will  explain  to  you.  Naturally,  Gary  does 
business  with  various  companies,  people  whom  he 
buys  raw  materials  from.  Bakelite  evidently  is  one 
of  them.  The  Bakelite  salesman  may  have  been 
in  at  the  time,  or  Gary  may  have  contacted  Bake- 
lite. 

Q.  Let  me  ask  you,  did  you  tell  Gary,  for  ex- 
ample, that  you  wanted  a  plastic  that  would  be 
durable  and  that  would  not  melt  under  heat — any 
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of  that  type  of  specification,  for  the  [128]  nse  that 

you  intended  to  make  of  it? 

A.  I  didn't  go  into  fine  detail  with  Gary.  I 
wanted  to  make — I  decided  to  make  a  l3attery  hold- 
down. 

Q.     Out  of  plastic?  A.     Out  of  plastic. 

Q.  And  it  was  up  to  them  to  get  the  material  to 
make  it  with;  is  that  right?  A.     That's  right. 

Q.  As  far  as  you  know,  they  have  used  only  one 
material  ? 

A.  As  far  as  I  know.  But  I  understand  Gary — 
Gary  told  me,  oh,  maybe  the  last  month  or  two, 
that  he  might  use  other  x>lcistics  as  well,  because 
there  are  other  plastics  on  the  market  made  by 
other  companies  that  will  serve  our  x)i^ii"Pose  as 
well. 

Q.  But  up  to  now  you  have  always  used  the 
same  plastic,  which  is  the  one  supplied  hj  Bakelite. 

A.     I'm  not  sure.     I  think  so. 

Q.     Who  would  know?     Would  Gary  know? 

A.     Gary  w^ould  know." 

Mr.  Kirschstein:  I  am  now  turning  to  page  21, 
beginning  with  line  2. 

(Whereupon    counsel    resumed    the    readmg 
of  the   deposition  of   Samuel   Kraver,   as   fol- 
lows:)  [129] 
"Q.     Have  you  ever  seen  the  plaintiff's  product, 
the  plaintiff's  battery  hold-down? 
A.     Have  I  ever  seen  it? 
Q.     Yes.  A.    Yes. 
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Q.    When  did  you  first  see  it? 

A.     Several  years  ago. 

Q.  What  is  the  natural  color,  if  you  know,  of 
the  plastic,  the  composition,  that  is  used? 

A.  I'm  not  sure.  I  don't  know.  I  believe  you 
can  have  that  come  in  various  colors. 

Q.     This  plastic  could  be  made  in  various  colors? 

A.     This  plastic  could  be  made  in  various  colors. 

Q.  How  did  you  come  to  choose  red  for  your 
frames  ? 

Q.  We  use  red.  We  have  an  item  now  that  we 
make  for  spark  plugs. 

Q.     What  is  that? 

A.  It's  called  a  dry  cap  and  a  dry  plug,  which 
we  make  in  red. 

Q.     Wliat  is  that? 

A.     It's  geon.    Geon  is  a  form  of  vinyl. 

Q.     It's  a  different  plastic  from  this? 

A.    Yes. 

Q.     And  that's  red? 

A.  That  could  come  in  any  color  we  want.  We 
made  this  [130]  in  red. 

Q.  What  has  that  got  to  do  with  the  color  of 
this? 

A.  I  thought  it  was  somewhat  of  a  kindred 
item.  It's  part  of  the  ignition  system.  It's  some- 
thing that  is  used  aroimd  the  motor  of  a  car,  and 
customers  are  partial  to  red. 

Q.  How  long  have  you  been  making  that  item, 
the  one  for  the  spark  plugs? 

A.     Since  1948  or  1949. 


Cox  Air  Gauge  System,  Incorporated        139 

(Deposition  of  Samuel  J.  Kraver.) 

Q.  You  have  been  making  that  particular  thing 
since  1948  or  1949  in  plastic? 

A.     That's  right. 

Q.     And  in  red?  A.     And  in  red. 

Q.  What  is  the  color  of  the  ordinary  metal  bat- 
tery hold-down? 

A.  In  some  cases  black,  and  in  some  cases  a 
neutral  color.  No — I  think  in  most  cases  black. 
Originally  it  may  have  been  made,  I  suppose,  of 
steel,  with  no  color,  and  I  suppose  they  dip  them 
or  paint  them  black." 

Mr.  Kirschstein:  I  am  starting  at  the  last  line 
on  page  23. 

(Whereupon  coimsel  resumed  the  reading  of 
the  deposition  of  Samuel  Kraver,  as  follows:) 

"Q.  Was  Gary  given  a  sample  of  what  they 
were  to  make,  [131]  a  physical  sample? 

A.     What  do  you  mean,  "physical  sample?" 

Q.  Were  they  given  a  plastic  hold-down  as  an 
example  of  what  they  were  to  make? 

A.  Gary  was  given  a  Van  Brode  hold-down  by 
me  with  the  express  wishes  that  the  material  that 
would  be  used  would  be  something  other  than  was 
used  in  that  particular  hold-down — for  that  reason 
only. 

Q.  What  were  they  given  the  Van  Brode  hold- 
down  at  all  for,  then? 

Mr.  Halle:    He  said  "for  that  reason  only." 

A.     I'll    answer   that.      To    make    sure    that   by 
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accident  we  do  not  use  their  formula.     They  were 

given  that  for  that  express  reason. 

Q.  So  they  would  know  what  not  to  make ;  is  that 
it? 

A.  I  didn't  want,  by  accident,  to  pick  the  same 
type  of  formula.  I  wanted  to  make  a  hold-down, 
but  I  didn't  want  to  use  their  formula. 

Q.  You  said  before  that  there  were  a  number 
of  plastics  that  would  serve  your  xourposes. 

A.  No,  no — other  companies  that  have  them  in 
their  regular  line,  that  have  plastics  that  we  could 
use  just  as  well.  In  fact,  we  may  at  some  time  in 
the  future  buy  plastics  from  other  companies,  not 
from  Bakelite,  so  that  we  can  have  more  than  one 
source  of  supply — for  that  [132]  reason  only." 

Mr.  Kirschstein:  I  am  now  turning  to  page  27, 
line  3. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Samuel  Kraver  as  follows:) 

"Q.  When  did  you  first  see  a  copy  of  the  patent 
in  suit? 

A.  Yv^hen  I  first  thought  I  would  like  to  go 
into  making  a  battery  hold-down  out  of  plastic. 

Q.     When  was  that? 

A.     And  knowing  that  there  was  one  on  the  mar-  j 
ket  made  by  Van  Erode,  I  instructed  Mr.  Halle  to 
get  me  a  copy  of  their  patent. 

Q.     Y^hen  was  that?  , 

Mr.  Halle:     Maybe  I  can  find  it.  1 

A.     Sometime  in  December  of  1956. 


Cox  Air  Gauge  System,  Incorporated        141 

(Deposition  of  Samuel  J.  Kraver.) 

Mr.  Halle:  I  have  a  letter  here  dated  December 
10,  and  I  believe  the  inquiry  came  to  me  a  little 
before  that. 

Q.  That  is  when  you  first  saw  the  patent,  when 
Mr.  Halle  got  it  for  you?  A.     That's  right. 

Q.  But  you  had  seen  the  product  itself  several 
years  before?  A.     Yes."  [133] 

Mr.  Kirschstein:  I  am  now  turning  to  page  32, 
line  7. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Samuel  Kraver,  as  follows :) 

"Mr.  Kirschstein :  Would  you  mark  this  as  Plain- 
tiff's Exhibit  3  for  identification,  please." 

The  Clerk:     That  is  Exhibit  No.  4  in  this  case. 
Mr.  Kirschstein:    Yes,  and  Exhibit  3  in  the  dep- 
osition. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Samuel  Kraver,  as  follows:) 

"Q.  I  show  you  Plaintiif's  Exhibit  3  for  identi- 
fication and  ask  you  to  examine  and  see  if  you 
can   recognize   it.  A.     Yes. 

Q.     What  is  it? 

A.  I  see  it's  made  by  Van  Erode  Milling  Com- 
pany. 

Q.     It  is  a  Van  Erode  hold-down? 

A.  It  is  a  Van  Erode  hold-down.  It's  got  the 
name  on  it,  so  it  must  be  that." 

Mr.  Kirschstein:  Turning  to  page  33,  the  last 
line. 
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(Wliereupon  counsel  resumed  the  reading  of 
the  deposition  of  Samuel  Kraver  as  follows:) 

"Q.  Are  you  familiar  with,  or  have  you  ever 
seen,  the  [134]  box  that  Van  Erode  sells  their 
frame  in?  A.     By  all  means. 

Q.     When  did  you  first  see  the  box? 

A.     When  I  first  saw  their  hold-down. 

Q.     And  that  was  several  years  ago? 

A.     That's  right. 

Mr.  Kirschstein:  Would  you  mark  this  Plain- 
tiff's Exhibit  4  for  identification,  please." 

Mr.  Kirschstein:  Your  Honor,  this  is  Exhibit  5 
in  this  case,  and  it  was  4  on  the  deposition. 

The  Court:     All  right. 

We  have  a  similar  copy,  haven't  we? 

Mr.  Caughey:    Yes. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Samuel  Kraver,  as  follows:) 

"Q.  I  show  you  Plaintiff's  Exhibit  4  for  identi- 
fication and  ask  you  if  you  can  identify  it. 

A.  I  know  the  box  was  red  and  white.  I  never 
examined  their  box  very  carefiilly. 

Every  item  that  we  make  we  package,  we  box. 
An  item  can't  be  sold  if  it's  not  boxed.  We  mer- 
chandise everything  we  make  and  we  box  it. 

Mr.  Kirschstein  (To  the  reporter)  :    Would  you 
read  back  the  answer?    I  didn't  hear  his  answer. 
(Reporter  read  last  answer  as  recorded.) 

Q.  You  say  this  is  a  different  box  from  the  one 
you  saw  a  few  years  ago,  except  for  the  red  and 
white  ? 
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A.  I've  seen  their  item  on  several  occasions, 
and  if  I  remember  correctly  I  think  they  had 
several  different  styles  of  boxes. 

Q.    But  they  always  used  red  and  white'? 

A.  If  I  remember  correctly,  they  used  red  and 
white." 

"Q.  I  show  you  Plaintiff 's  Exhibit  5  for  identi- 
fication and  ask  you  to  identify  it.  [136] 

A.     This  is  a  box  that  I  make. 

Q.     Who   designed  that  box? 

A.     I  designed  it  myself. 

Q.  And  it  is  made  for  you  by  some  manufac- 
turer ? 

A.  When  I  say  that  I  designed  it  myself — I'm 
not  a  designer.  I  mean,  the  people  that  printed  it 
for  me.  This  box  was  made  by  Acme  Folding  Box. 
I  generally  sit  down  with  their  salesmen  or  I  go 
up  to  see  them  or  they  come  to  see  me,  and  be- 
tween both  of  us  we  designed  it. 

Q.    What  is  the  address  of  Acme  Folding  Box? 

A.  Acme  Folding  Box — they  are  at  21  East 
25th  Street. 

Q.     New  York  City? 

A.     New  York  City. 

Q.     Is  that  the  only  type  of  box  you  use? 

The  Witness:  They  are  between — I'm  not  sure 
of  the  address — they  are  between  Lexington  and 
Third  Avenues,   on  25th   Street,   New  York. 

Mr.   Kirschstein:     All  right. 
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Q.  Is  this  the  only  type  of  box  you  use  for  these 
hold-downs?  A.     We  have  several  sizes. 

Q.     But  outside  of  the  size,  is  this  the  only  type? 

A.     The  styling? 

Q.    Yes.  [137]  A.    Practically. 

Q.  You  say  "practically."  What  differences  are 
there  ? 

A.  The  size  of  print  is  different,  the  size  of 
type.     A  longer  box,  a  narrower  box. 

We  make  boxes  to  fit  the  particular  hold-down. 
You  can't  put  a  big  hold-down  in  a  small  box  or 
a  small  hold-down  in  a  big  box. 

Q.     But  the  coloring  and  the  style  are  the  same? 

A.     We  try  to  use  the  same  coloring  and  the  same 

style — all  one  box.     The  particular  item,  I  try  to 

use   all  the   boxes   designed   one   way.     The   color 

scheme — we  feature  yellow  and  red  on  all  of  our 

packaging."  [138] 
***** 

"Q.  Have  you  ever  seen  any  of  the  plaintiff's 
advertising  and  circulars?  A.    Yes. 

Q.     When  did  you  fi^rst  see  that? 

A.     I  saw  them  on  many  occasions. 

Q.     When?    How  long  ago  was  that? 

A.  I  saw  them  several  years  ago,  I  saw  them 
lately.    I  have  seen  them  on  a  number  of  occasions. 

Mr.  Kirschstein:  Would  you  mark  these  as 
Plaintiff's  Exhibits  6,  7,  and  8  for  identification?" 

Mr.  Kirschstein:  That,  your  Honor,  is  Exhibits 
7,  8,  and  9  at  this  trial. 
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The  Court:     All  right. 

(Whereux)on  counsel  resumed  the  reading  of 
the  deposition  of  Samuel  Kraver  as  follows:) 

"Q.  I  show  you  Plaintiff's  Exhibits  6,  7,  and  8 
for  identification  and  ask  you  to  examine  them  and 
see  if  you  recognize  them. 

A.  I  have  seen  many  of  these  sheets,  but  whether 
I  can  identify  individual  sheets,  maybe  yes  and 
maybe  no. 

When  I  make  an  item,  as  a  rule  I  use  my  own 
style  and  my  own  designing.  We  have  dozens  of 
catalogue  sheets.  I  don't  generally  worry  about 
copying  the  other  fellow.  I've  been  in  my  industry 
now  for  thirty-two  years.  Since  1925  I  have  been 
in  the  automotive  business.  I  have  been  a  manufac- 
turer's agent;  I  worked  for  a  jobber,  to  begin  with; 
I  was  a  manufacturer's  agent  after  that,  and  I  was 
in  the  jobbing  and  mail-order  business  after  that; 
and  now  I'm  in  manufacturing.  Over  these  years 
I  have  had  enough  experience  in  seeing  thousands 
of  catalogue  sheets. 

Q.  These  are  examples  of  the  sheets  of  the  plain- 
tiff that  you  have  seen  over  the  last  several  years? 

A.    Yes,  I  believe  they  are. 

Q.  Have  you  produced  examples  of  your  adver- 
tisements and  circulars? 

(Mr.  Halle  handed  circulars  to  Mr.  Kirsch- 
stein.) 

Mr.  Kirschstein:  Will  you  mark  these,  please, 
as  Exhibits  9  and  10  for  identification." 
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Mr.  Kirschstein:  These  are  10  and  11  for  iden- 
tification, your  Honor,  at  this  trial. 

The  Court:    All  right. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Samuel  Kraver,  as  follows:) 

"Q.  I  show  you  Plaintiff's  Exhibits  9  and  10  for 
identification,  and  ask  you  if  you  can  identify  them. 

A.    Yes. 

Q.     Are  these  your   catalogue   sheets? 

A.    Yes. 

Q.     Who  designed  these? 

A.  I  generally  do  it,  in  cooperation  with  my 
printer. 

Q.  Was  the  printer  given  any  particular  in- 
structions when  these  were  ordered? 

A.  We  generally  work  together.  Do  you  want 
me  to  name  the  printer? 

Q.     Yes. 

A.  I  think  these  were  done  by  Kopp  Printing, 
226  William  [141]  Street,  New  York— Jack  Kopp. 

Q.     Were  they  given  anything  to  work  from? 

A.     W^ell,  we  worked  together  on  them. 

Q.  Were  they  given  any  samples  to  work  from, 
any  samples  of  anything? 

A.  Is  this  a  photograph,  or  is  it  a  drawing? 
I'm  not  sure.  This  might  be  a  photograph  or  it 
might  be  a  drawing.  He  gets  a  sample.  We  give 
him  our  sample,  and  either  he  photographs  it  from 
a  battery,  or  he  makes  a  drawing  of  it.  I'm  not 
sure  how  it  was  done. 

Q.  Who  gave  the  printer  the  text  material  that 
is  written  on  there? 
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A.  We  do  that  together.  We  decide  upon  the 
words  to  use. 

Q.     How  about  things  like 

A.  Everything.  You  see,  we  do  that  on  our 
own.  We  decide  on  that.  After  all,  the  thing  is 
supposed  to  serve  a  certain  purpose;  we  want  to 
put  the  proper  descriptive  material  on  the  cata- 
logue sheet. 

Q.     In  what  quantities  do  you  use  these  circulars  % 

The  Witness:  I  don't  think  that's  important  to 
this  case. 

Mr.  Kirschstein:    Are  you  refusing  to  answer? 

A.  We  vary.  We  may  print  5,000  of  a  sheet, 
we  may  print  20,000  of  a  particular  sheet.  [142] 

Q.  Do  you  have  any  other  types  of  circulars 
that  you  use,  or  are  these  the  only  ones  you  have 
used?  A.     We  have  a  third  one. 

Q.     Where  is  the  third  one? 

A.  We  have  it.  We  came  out  with  that,  I 
would  say,  al^out  two  months  ago,  six  weeks  ago. 

Q.     The  third  one?  A.     Yes. 

Q.  When  did  you  come  out  with  Plaintiff's  Ex- 
hibits 9  and  10? 

A.     These  two  sheets  were  made  originally. 

Q.  Those  are  the  ones  you  have  used  from  the 
beginning  of  the  product? 

A.     That's  right.    We  came  out  with  a  third  one. 

Mr.  Halle:    We  will  get  you  one. 

Mr.  Kirschstein:     All  right. 

Q.     Do  you  have  any  other  advertising  material? 
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A.  Yes.  We  have  a  display  we  came  out  with, 
a  display  card. 

Q.     When  did  that  come  out? 

A.     About  a  month  ago. 

In  every  item  that  we  have  we  look  to  improve 
it  all  the  time.  We  look  for  additional  advertising 
literature^ — anything  that  would  help  the  item  to 
sell  more,  to  help  our  salesmen  to  sell  more  of  it, 
to  help  the  customers  sell  more  [143]  of  it.  It's 
the  usual  practice  in  our  industry. 

Q.     Did  you  bring  a  sample  of  that? 

A.     No. 

Q.     You  will  produce  that  also?  A.     Yes. 

Q.  Are  there  any  other  advertising  materials 
that  you  have  besides  what  you  have  just  men- 
tioned and  what  you  have  produced? 

A.  I  don't  think  so.  We  haven't  advertised  this 
in  any  magazines  of  any  kind. 

Q.    Have  you  advertised — ■ — 

A.     In  any  publication. 

Q.     In   any   trade   publications?  A.     No. 

Q.     General   publications?  A.     No. 

Q.     Newspapers?  A.     No. 

Q.  How  are  these  advertisements.  Plaintiff's 
Exhibits  9  and  10,  used?  Does  the  salesman  take 
them,  or  what? 

A.  The  salesmen  and  the  customers.  We  give 
them  to  our  salesmen  and  they  distribute  them  to 
our  customers.  We  may  send  it  to  the  customers 
direct.  We  enclose  this  in  shipments.  We  don't 
do  anything  with  these  sheets  that  we  don't  do  with 
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any  other  catalogue  sheets  that  we  produce."  [144] 

Mr.  Kirschstein:  Turning  to  page  65,  which 
occurs  in  the  continuation  of  the  deposition  on  No- 
vember 15,  1957. 

(Whereui)on  counsel  resumed  the  reading  of 
the  deposition  of  Samuel  Kraver,  as  follows:) 

"Q.  (By  Mr.  Kirschstein) :  Mr.  Kraver,  you 
are  still  under  oath.  You  are  the  same  Samuel 
Kraver  who  testified  on  August  7? 

A.  I  don't  know  the  exact  date.  I  know  I  testi- 
fied before. 

Mr.  Halle:    August  7,  right. 

The  Witness:    Yes. 

Q.  And  you  are  the  president  of  Kraver  Manu- 
facturing Corp*?  A.    Yes. 

Q.  On  page  38  of  your  deposition  you  men- 
tioned that  you  v/ould  check  on  whether  your  cor- 
poration made  any  other  items  besides  the  plastic 
battery  hold-down  frames  that  were  packaged  in 
just  red  and  yellow,  and  not  in  red,  yellow  and 
blue.     Did  you  check  on  that? 

A.  I  brought  some  empty  boxes  which  will  show 
my  type  of  packages.  (Handing  to  Mr.  Kirsch- 
stein.) 

Mr.  Kirschstein:    Thank  you. 

Let  the  record  show  the  witness  handed  me  sev- 
eral containers. 

Will  you  mark  all  of  these  separately.  [145] 

(Group  of  boxes  furnished  by  witness  as  sam- 
ples   of    containers    used    by    his    corporation 
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printed  in  red,  yellow  and  bine,  marked  Plain- 
tiff's Exhibits  12  through  17  for  identifica- 
tion.)" 

Mr.  Kirschstein:    That,  your  Honor,  is  Exhibits 
13  through  18  for  identification  in  this  trial. 
The  Court:    All  right. 
Mr.  Kirschstein :     (Reading)  : 

"(Two  boxes  also  furnished  as  above,  printed 
in  red  and  yellow,  marked  Plaintiff's  Exhibits 
18  and  19  for  identification.)" 

Mr.  Kirschstein:  And  that  is  19  and  20  at  this 
trial. 

(Whereupon  coimsel  resinned  the  reading  of 
the  deposition  of  Samuel  Kraver,  as  follows:) 

"Q.  Mr.  Kraver,  you  have  before  you  Plaintiff's 
Exhibits  12  through  19  for  identification,  which 
are  the  containers  you  produced  and  handed  me  a 
moment  ago.  Would  you  look  at  them  and  identify 
them  f  A.     Yes. 

Q.  Do  they  represent  containers  for  all  of  your 
products,  or  are  there  other  products  that  you  make 
that  you  haven't  furnished  containers  for? — with 
the  exception  of  the  plastic  battery  hold-down 
frame. 

A.  I'm  not  sure.  We  may  have  a  few  others. 
If  you  [146]  wish  every  one  that  I  have  I'll  be 
glad  to  send  you  the  balance. 

Q.  I  notice  that  Exhibits  12  through  17  have 
a  red,  yellow  and  blue  color  scheme;  is  that  cor- 
rect? A.    Yes. 
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Q.  Whereas  Exhibits  18  and  19  have  red  and 
yellow  color  schemes'?  A.     Yes. 

Q.     Is  there  any  reason  for  that? 

A.  Well,  we  have  people  that  design  boxes  for 
us.  We  don't  always  use  the  same  one.  Maybe 
this  particular  chap  thought  this  would  be  better 
for  our  purposes.  It  shows  out  in  a  different  way. 
No  particular  reason. 

Q.  Don't  you  choose  the  color  scheme  for  your 
boxes  ? 

A.  We  try  to.  If  it's  two  colors,  we  try  to 
keep  it  red  and  yellow,  or  red  and  orange,  or  blue 
and  orange;  and  if  it's  three  colors  it  will  be  blue 
and  yellow  and  red,  or  orange,  blue  and  red. 

Most  of  my  items  have  that  color  scheme.  It 
could  be  orange  or  yellow,  and  red  and  blue. 

Q.  Isn't  it  correct  that  blue  is  in  the  great  ma- 
jority of  your  color  schemes?  A.     It  might  be. 

Q.    Well,  don't  you  know?  A.     No.  [147] 

Q.     You  don't  know  whether  it  is? 

A.  I  know  it  is.  Whether  it's  a  majority,  off- 
hand I  don't  know.  If  I  examined  every  one  I 
would  be  able  to  tell  you. 

Q.  Well,  so  far,  the  containers  for  the  battery 
hold-down,  and  these  containers  examplified  by  Ex- 
hibits 18  and  19,  are  the  only  ones  which  you  have 
produced  which  are  just  red  and  yellow. 

A.  It's  cheaper  to  just  run  two  colors.  It's 
more  costly  to  run  three  colors. 

Q.     The   question   is,   are   there   any   other   con- 
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tainers  than  the  one  for  the  hold-down  and  Ex- 
hibits 18  and  19  that  use  just  the  two  colors'? 

A.     I  might  have  others. 

Q.     Do  you  have  many  others? 

A.     I  can't  tell  you  that. 

Q.     Don't  most  of  them  contain  blue? 

A.  I  don't  know  if  most  of  them  do  contain  blue 
or  not.     I've  never  made  a  count  of  it. 

Q.  When  were  these  containers,  Plaintiff's  Ex- 
hibits 18  and  19,  made  up  for  the  first  time? 

A.  I  would  say  about  three,  four  or  five  years 
ago.    Whenever  I  went  into  the  item. 

Q.     That  particular  item? 

A.     That  particular  item.   [148] 

Q.     Do  you  recall  about  when  that  was? 

A.  I'd  say  either  three  or  four  or  five  years  ago. 
I  could  call  my  office  and  give  you  within  a  month 
or  two  the  correct  time,  if  you  wish. 

Mr.  Kirschstein:  Would  you  mark  this  Plain- 
tiff's Exhibit  20  for  identification,  please." 

Mr.  Kirschstein:  This  is  Exhibit  21  on  the  trial, 
your  Honor. 

(^\^iereupon  counsel  resumed  the  reading  of 
the  deposition  of  Samuel  Kraver,  as  follows:) 
"Q.     I  show  you  Plaintiff's  Exhibit  20  for  iden- 
tification (handing  to  witness).    Do  you  know  what 
that  is?  A.     Yes,  sir. 

Q.     What  is  it?  A.     A  catalog  sheet. 

Q.     Whose  is  it?  A.     Mine. 
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Q.  It's  a  catalog  sheet  put  out  by  your  corxDora- 
tion  ?  A.     Yes. 

Q.  Do  your  catalog  sheets  generally  include  the 
color  scheme  you  employ  on  your  containers? 

A.     Not  necessarily. 

Q.     Do  any  of  them? 

A.     Yes.     Several  of  them,  in  fact.  [149] 

Q.  Now  I  notice  that  none  of  Plaintiff's  Ex- 
hilnts  9,  10  or  20  have  your  usual  color  scheme. 
How  is  that? 

A.  Well,  because  each  catalog  sheet  serves  a 
particular  purpose. 

Q.    Yes?  A.     I  answered  you. 

Q.  Well,  is  there  any  reason  why  you  didn't 
use  your  usual  red  and  yellow,  or  orange  and  blue 
color  scheme  with  these  ?  A.     No  reason. 

Mr.  Kirschstein :  Would  you  mark  this  Plain- 
tiff's Exhibit  21.  *  *  *  And  mark  this  22." 

Mr.  Kirschstein:  21  and  22  are  Exhibits  22  and 
23   respectively  at  this   trial. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Samuel  Kraver,  as  follows:) 

"Q.  I  show  you  Plaintiff''s  Exhibit  No.  21  for 
identification  and  ask  you  if  you  know  what  it 
is   (handing  to  witness).  A.     Yes. 

Q.    What  is  it? 

A.     One  of  the  boxes  for  a  weatherstrip. 

Q.     Is  it  put  out  by  you,  this  box? 

A.    Yes. 


154  Van  Erode  Milling  Co.,  Inc.,  vs. 

(Deposition  of  Samuel  J.  Kraver.) 

Q.  And  the  color  scheme  is  one  that  you  devel- 
oped? [150]  A.    Yes. 

Q.  How  long  has  this  particular  box  been  in 
circulation?  A.     Ten    years,    approximately. 

Q.  Now,  looking  at  Plaintiff's  Exhibits  12 
through  17, — that's  this  group  here — how  long  have 
these  been  in  use? 

A.     Anywhere  from  three  years  to  ten  years. 

Q.  I  show  you  Plaintiff's  Exhibit  22  for  identi- 
fication and  ask  you  if  you  know  what  it  is  (hand- 
ing to  witness).  A.     Yes,  I  see  it.    Yes. 

Q.     Wliat  is  that? 

A.  A  display  for  our  shockproof  flashlights. 
Five  years,  approximately. 

Q.     It's  been  out  about  five  years,  this  display? 

A.    Yes. 

Q.  Did  you  develop  the  color  scheme  for  it,  like 
the  other  exhibits?  A.     Yes. 

Q.  I  show  you  Plaintiff's  Exhibit  23  for  identi- 
fication and  ask  you  if  you  know  what  that  is 
(handing  to  witness). 

A.  A  display  for  battery  hold-downs.  It's  been 
out  about  three  months,  four  months,  "Q-Ye  months, 
approximately." 

Mr.  Kirschstein :    That  is  Exhibit  24  at  the  trial. 

(Whereupon  counsel  resumed  the  reading  of 
the  [151]  deposition  of  Samuel  Kraver  as  fol- 
lows :) 

"Q.  Do  your  customers  use  these  display  cards 
in  the  sale  of  the  products  you  send  them? 

i 
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A.     It  could  be. 

Q.  In  other  words,  are  these  used  by  you  to 
sell  your  products  to  your  customers,  or  are  they 
sent  to  those  customers  to  sell  the  product  to  the 
ultimate  retailer  or  the  public? 

Mr.  Kirschstein:     Do  you  follow  my  question? 

The  Witness:    No. 

Q.  I'm  asking  you,  what  are  these  display  cards 
primarily  for?  Are  they  for  you  to  sell  your  x:>rod- 
uct  to  some  one? 

A.     It's  to  help  to  sell  the  product. 

Q.  It's  to  helj)  your  customer  to  sell  it;  isn't 
that  true? 

A.  To  help  to  sell  the  product.  I  assume,  of 
course — I  ship  these  to  my  customers. 

Q.     The  display  cards,  you  mean? 

A.     Yes — my  distributors,  my  jobbers. 

Q.     What  are  they  supposed  to  do  with  them? 

A.     Distribute  them  where  they  sell  hold-downs. 

Q.  You  don't  use  them  in  order  to  induce  your 
distri])utors  to  take  your  products,  do  you? 

A.  I  try  to  sell  my  products.  If  display  matter 
will  [152]  help  me  to  sell  my  products,  I  will  have 
display  matter  made  up. 

Q.  But  they  don't  constitute  advertising  to  your 
distributors;  they  are  to  be  used  by  your  distribu- 
tors, is  that  correct?  A.     I  hope  so. 

Q.  Is  it  customary  for  your  battery  hold-downs 
to  be  sold  in  the  containers  in  which  they  are 
shipped?  A.     I  think  so. 
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Q.  Do  any  of  your  customers  put  them  in  their 
own  boxes?  A.     Might  be. 

Q.     Well,  do  you  know  whether  they  do  or  not? 

A.  I  haven't  seen  any,  ]3ut  I  assume  that  we 
have  some  customers  that  do  sell  them  in  their 
own  cartons. 

Q.     Would  you  say  that  the  great  majority  of 

your  customers  sell  your  plastic  battery  hold-downs 

in  the  containers  you  supply?  A.     Yes."  [153] 

***** 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Samuel  Kraver  as  follows:) 

"Q.  The  plastic  that  you  use  is  the  one  that  is 
described  in  Plaintiff's  Exhibit  2? 

A.     I  think  that's  the  plastic  that  we  use. 

Q.  All  right.  Now,  am  I  correct  in  saying  that 
neither  you  nor  Gary  did  any  chemical  develop- 
ment on  the  plastic  itself? 

A.  I  think  you  are  correct.  This  was  developed 
all  the  way  through  by  Bakelite. 

Q.     And  you  buy  the  product  from  Bakelite? 

A.  I  don't  think  we  do  anything  to  it.  I'm  pretty 
sure  we  use  the  material  exactly  as  is. 

Q.     Then  you  don't  have  any  specifications? 

A.  I'll  repeat:  I  think  that  we  use  this  material 
exactly  as  is. 

Q.  Do  you  have  any  chemical  data,  development 
data,  on  this  plastic? 

A.  Whatever  data  is  on  this  piece  of  paper,  I 
think.     We  asked  Bakelite  for  that. 

Q.     That's  all  you  have?  A.     That's  right. 
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Q.  Was  this  plastic  specially  developed  for  Gary 
and  you,  or  was  it  one  they  just  sell? 

A.  As  I  understand  it,  it  was  never  developed 
for  us.  [169]  It's  something  which  they  have  on  the 
market  and  have  made  for  several  years. 

Q.  How  do  you  know"  that  they  have  been  mak- 
ing it  for  several  years?  I  mean,  is  that  a  guess, 
or  do  you  know? 

A.  I  don't  think  it's  a  guess.  I  think  Gary  was 
informed  as  much. 

Q.  This  is  what  Gary  told  you  had  been  told 
them  ? 

The  Witness:  (To  Mr.  Halle)  Doesn't  Bakelite 
mention  it  there? 

A.  No,  it's  not  mentioned.  As  I  understand, 
Gary  informed  me — I  don't  know  Bakelite  at  all — 
Gary  informed  me  that  this  was  a  regular  powder 
that  Bakelite  sells  to  various  other  people." 

Mr.  Halle:  I  now  turn  to  page  23.  Starting  at 
the  top  of  the  page.  This  is  with  reference  to 
color.  The  previous  questions  were  with  reference 
to  the  color  of  the  steel  frames,  and  the  witness  an- 
swered that  he  thought  steel  frames  were  in  most 
cases  black.    The  next  question: 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Samuel  Kraver  as  follows:) 

"Q.  Wouldn't  that  be  the  color  the  public  is 
used  to,  then? 

A.  I  prefer  black,  I  prefer  red.  We  have  used 
red  in  the  past,   and  so  long  as   this   is   an  item 
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that  will  cost  more    [170]   than  a  metal  one,  it's 
better  to  make  it  a  different  color.    It's  just  better- 
looking,  a  better  appearance. 

Q.    How  about  green  or  blue  or  yellow? 

A.     I've  used  red  before. 

Q.     You  mean  on  these  spark  plug  items'? 

A.  That's  right.  Another  thing:  Wire  today, 
red  wire,  has  become  very  popular.  For  years  wire 
was  always  made  in  black.  The  last  few  years  red 
has  become  popular.  There  is  red  wire  that  is  made 
by  Crescent  Cable,  Walker  Cable,  and  other  com- 
panies. Whereas  years  ago,  wire  was  i^rimarily 
made  in  black  and  made  of  rubber,  the  last  few 
years  plastic  has  become  popular  in  wire.  When 
plastic  becomes  popular,  at  one  time  it  Avas  black 
and  then  the  last  few  years  it  has  swung  over  to 
red. 

So  long  as  manufacturers  were  making  plastic 

wire  out  of  red,  this  was  another  reason  for  me  to 

make  the  hold-down  out  of  red."  [171] 
***** 

"Q.  I  show  you  Plaintiff's  Exhibits  24  and  25 
for  identification  and  ask  you  if  you  can  identify 
them. 

A.  They  are  catalog  sheets  which  my  company 
has  put  out. 

Q.  I  note  that  Exhibit  25  relates  to  an  item 
called  'Drycaps'.  A.     Yes. 

Q.  I  believe  you  testified  that  you  produced 
those  in  red  also?  A.     Yes. 

Q.     Could  you  produce  a  red  one? 
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A.    Yes.   [175] 

Q.     Will  you  produce  a  red  one*? 
A.     Yes.     (Witness  hands  Drycap  to  Mr.  Kirscli- 

stein.)"   [176] 

»    *    *    4e-    * 

"Q.  I  show  you  Plaintiff's  Exhibit  26  for  identi- 
fication and  ask  you  if  you  can  recognize  it  (hand- 
ing to  witness).  A.     Yes. 

Q.     What  is  it?  A.     A  red  'Drycap'. 

Q.     Is  this  made  by  you  now?  A.     Yes. 

Q.     I  mean  at  the  present.  A.     Yes. 

Q.    When  did  you  start  making  the  red  one  ? 

A.     At  the  same  time  as  I  made  black  ones. 

Q.     Would  you  tell  me  when  that  was  ? 

A.    About  two  years  ago,  approximately. 

Q.  What  percentage  of  the  'Drycaps'  are  red 
as  opposed  to  black? 

A.     The  majority  are  red." 

Mr.  Halle:  That  is  all  I  have  to  read,  your 
Honor. 

At  this  time,  your  Honor,  I  offer  the  two  ex- 
hibits, 25  and  26  for  identification,  in  evidence. 

The  Court:     They  may  be  received. 
The   Clerk:     Plaintiff's   Exhibits  25  and  26  in 
evidence. 

(The  exhibits  heretofore  marked  Plaintiff's 
Exhibits  25  and  26  were  received  in  evidence.) 
Mr.  Halle:     At  this  time  I  would  also  like  to 
offer  in  evidence  Defendant's  Exhibit  C  for  identi- 
fication, which  is  a  tear  sheet  that  I  showed  the 
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first  witness  on  the  stand  showing  a  steel  frame 

with  rubberized  coating.     I  believe  there  will  be 

no  objection  to  that. 

The  Court:  All  right.  It  may  be  received.  [178] 
***** 

Mr.  Kirschstein:    Starting  on  page  2: 

(Whereupon  coimsel  commenced  the  reading 
of  the  deposition  of  Rudolph  Fritzhand  as  fol- 
lows :) 

RUDOLPH  FRITZHAND 

"Q.  (By  Mr.  Kirschstein) :  Would  you  state 
your  name,  age  and  address,  please'? 

A.  Rudolph  B.  Fritzhand;  home  address,  75 
Emerson  Drive,  Great  Neck,  New  York;  I  am 
forty-one  years  old. 

Q.  Are  you  acquainted  with  defendant  Gary 
Enterprises,  Inc.  in  this  case?  [179] 

A.     Yes. 

Q.     Have  you  any  connection  with  that  company  ? 

A.    Yes. 

Mr.  Kirschstein:  From  now  on,  I  will  refer  to 
that  corporation  as  "Gary"  for  the  sake  of  brevity. 

Q.     What  is  your  connection  with  Gary*? 

A.     I  am  president  of  the  corporation. 

Q.     Is  that  a  stock  corporation?  A.    Yes. 

Q.     Are  you  the  principal  stockholder? 

A.    Yes. 

Q.     Are  there  other  stockholders?  A.     Yes. 

Q.     Who  are  they? 

A.     Max  Fritzhand  and  William  Fritzhand. 

Q.     And  you  are  the  majority  stockholder? 

A.     Yes. 
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Q.     Are  you  a  director?  A.     Yes. 

Q.  Would  it  be  correct  to  say  that  you  run 
Grary's  business?  A.     Yes. 

Q.     What  is  the  business  of  Gary  ? 

A.     We  are  custom  injection-molders. 

Q.     Could  you  explain  that  a  little  better.  [180] 

A.  We  are  contract  injection-molders.  We  make 
plastic  parts  for  the  different  manufacturers  under 
contract. 

Q.  Do  you  use  the  parts  after  you  have  made 
them?  A.     No,  we  don't. 

Q.  Then  if  I  understood  you  correctly,  you  make 
parts  used  in  injection-molding;  is  that  correct? 

A.     No,  we  injection-mold  the  parts. 

Q.  Oh,  I  see.  You  produce  parts  for  manufac- 
turers by  injection-molding? 

A.     By  injection-molding;  that  is  correct. 

Q.  What  do  you  use  to  produce  these  parts.  Do 
you  use  dies  and  molds?  A.     That  is  right. 

Q.     Where  do  they  come  from? 

A.  Some  we  make;  some  we  have  bought  on  the 
outside. 

Q.  Are  you  familiar  with  the  subject  matter  of 
this  suit?  A.    Yes. 

Q.  You  are  familiar  mth  the  other  defendant, 
Kravex  Manufacturing  Corp.?  A.     Yes. 

Q.  Do  you  make  plastic  battery  hold-down 
frames  ?  A.     Yes. 

Q.     Whom  do  you  make  them  for  ? 

A.     Kravex  Manufacturing.  [181] 

Q.     Do  you  make  them  for  anyone  else? 
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A.    No. 

Q.  You  make  plastic  battery  hold-down  frames 
for  one  corporation,  to  wit,  Kravex? 

A.     That  is  right. 

Q.  Have  you  brought  with  you  any  samples  of 
the  plastic  battery  hold-downs  you  make  ? 

A.     No. 

Q.  Do  you  make  any  other  type  of  battery  hold- 
down  than  a  plastic  one?  A.     No. 

Q.     Have  you  ever  made  any  other  type? 

A.     No. 

Q.  The  one  that  you  are  talkmg  about  that  you 
make  for  Kravex  is  the  only  battery  hold-down  you 
have  ever  made  ?  A.     That  is  right. 

Q.     And  are  making  now? 

A.     That  is  right. 

Q.  I  show  you  Plaintiff's  Exhibit  No.  1  for  iden- 
tification, and  ask  you  if  you  can  recognize  that. 

A.    Yes." 

Mr.  Kirschstein :  Your  Honor,  that  is  Exhibit  3 
in  evidence  in  this  case,  an  example  of  one  of  the 
frames  sold  [182]  by  the  defendant. 

Mr.  Caughey:  I  think  the  judge  has  seen  that 
before. 

The  Court:     Which  is  that? 

The  Clerk :  I  will  get  it  for  you.  It  is  Exhibit  3 
in  evidence. 

Mr.  Caughey :    That  is  one  made  by  Grary. 

The  Court:    All  right. 

Is  this  one  of  the  accused  devices? 
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Mr.  Kirschstein:    Yes,  your  Honor. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Rudolph  Fritzhand  as  fol- 
lows :) 

"Q.    What  is  it? 

A.     It  is  a  battery  hold-down. 

Q.     Do  you  know  who  made  it? 

A.     It  is  similar  to  the  one  that  I  make. 

Q.  Is  there  any  way  that  you  can  identify  it  as 
the  one  that  you  make? 

A.  I  think  it  is  the  one  I  make.  I  don't  believe 
anybody  else  is  making  it.  There  is  no  way  that  I 
can  really  identify  it. 

Mr.  Kirschstein:    Off  the  record. 
(Discussion  off  the  record.) 

Q.  I  show  you  Plaintiff's  Exhibit  No.  3  for  iden- 
tification, and  ask  you  if  you  know  what  that  is. 

A.     It  is  a  battery  hold-down." 

The  Clerk:  That  is  our  Exhibit  No.  4  in  evi- 
dence. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Rudolph  Fritzhand  as  fol- 
lows :) 

"Q.     Could  that  be  one  made  by  you? 

A.     No. 

Q.     How  can  you  tell? 

A.  Well,  I  can  tell  by  the  contour  of  the  piece 
itself.  On  all  ours  we  have  a  round  part  on  top  here 
(indicating) . 
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Q.    And  Plaintiff's  Exhibit  No.  3  doesn't  have  if? 

A.     No. 

Q.     Is  that  the  only  way  you  can  tell? 

A.     Well,  I  know  I  didn't  make  any  with  Van 
Brode's  name  on  it. 

Mr.  Kirschstein :    I  see.  Off  the  record. 
(Discussion  off  the  record.) 

Q.     Do  you  make  different  types  of  these  plastic 
battery  hold-downs? 

A.     I  would  say  they  are  all  the  same  type,  but 
different  sizes. 

Q.     They  are  the  same  in  all  respects  but  size? 

A.     That  is  right,  size,  and  the  location  of  the 
holes. 

Q.     And  by  "holes,"  you  refer  to  these  things  at 
the  [184]  side  of  Plaintiff's  Exhibit  1? 

A.     That  is  right. 

Q.     What  are  those  holes  for? 

A.     To  clamp  the  battery  hold-downs  on  top  of 
the  battery. 

Q.     How  long  have  you  been  making  plastic  bat- 
tery hold- downs  for  Kravex  ? 

A.     About  four  months. 

Q.     How  did  you  get  into  the  manufacture   of 
them  ? 

A.     Kravex  came  to  me  and  asked  me  to  make 
them. 

Q.     Do  you  use  molds  or  dies  ?  A.    Yes. 

Q.     Which?  Do  you  use  both? 

A.     We  use  molds. 

Q.     The  technical  word  is  "molds"? 
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A.     That  is  right. 

Q.  Did  3^011  have  to  make  the  molds  for  these 
hold-downs  ?  A.     Yes. 

Q'.     How  is  that  done  ?  How  are  the  molds  made  ? 

A.     By  steel,  you  make  the  molds,  cut  them  out. 

Q'.  How  did  you  know  what  shape  to  make  the 
molds,  what  size,  and  so  on  ? 

A.  Mr.  Kraver  brought  us  the  different  sizes  he 
wanted  made.  [185] 

Q.     What  exactly  did  he  brings 

A.     The  metal  frames. 

Q.  He  brought  you  the  sizes  as  exemplified  by 
metal  frames'?  A.     Yes. 

Q.     Did  he  bring  you  any  plastic  frame  ? 

A.  Not  to  make  the  sizes.  He  brought  me  a  plas- 
tic frame  to  show  me  the  type  of  material  he  didn't 
want  to  use. 

Q.    Did  he  bring  you  a  plastic  frame  % 

A.     Yes. 

Q.     And  whose  was  that*? 

A.    I  believe  it  was  Van  Brode's. 

Q.    Who  actually  handed  you  the  plastic  frame? 

A.     Mr.  Kraver. 

Q.     Mr.  Samuel  J.  Kraver? 

A.  Sam  Kraver — I  don't  know  his  middle  ini- 
tial. 

Q.  The  president  of  Kravex  Manufacturing 
Corp.?  A.    I  believe  so. 

Mr.  Kirschstein :    Off  the  record. 
(Discussion  off  the  record.) 

Q.     Wliat    instructions    or    comments    did    Mr. 
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Kraver  make  to  you  at  the  time  he  gave  you  the 

plastic  frame  ? 

A.  He  had  mentioned  to  me  that  there  was  a 
patent  on  the  material  that  this  hold-down  was 
being  made  of,  and  he  didn't  want  to  use  the  same 
material.  [186] 

Q.     I  see.  So  what  did  he  tell  you  to  do? 

A.  He  wanted  me  to  find  a  material  that  would 
be  non-corrosive  and  stand  up  under  the  heat  of  the 
battery. 

Q.  Did  you  have  anything  to  do  with  the  devel- 
opment of  the  material  you  were  to  use  for  your 
frames  ?  A.     No. 

Q.     How  did  you  get  hold  of  the  material  ? 

A.     I  contacted  different  manufacturers. 

Q.  And  what  were  the  requisites  of  the  material  ? 
I  mean,  what  characteristics,  physical  characteris- 
tics, did  it  have  to  have  to  satisfy  you  ? 

A.     Non-corrosive,  and  the  highest  melt  index. 

Q.     What  is  the  highest  melt  index? 

A.  On  this,  here,  I  believe  it  was  about  174  de- 
grees, 177  degrees,  I  don't  recall. 

Q.     Fahrenheit  or  Centigrade? 

A,     Fahrenheit. 

Q.     You  mean  it  shouldn't  melt  below  that? 

A.     Yes. 

Q.     How  about  its  tensile  strength,  and  so  on  ? 

A.  That  was  considered  also.  We  selected  the 
material  with  the  highest  tensile  strength. 

Q.     So  that  it  would  hold  its  shape? 

A.    Yes. 
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Q.  How  about  its  ability  to  insulate?  It  would 
have  [187]  to  be  an  insulating  plastic,  wouldn't  it? 

A.     I  don't  recall. 

Q.     What  about  breakability  ? 

A.     Well,  that  would  be  the  tensile  strength. 

Q.  These  physical  characteristics — were  they  ex- 
plained to  you  by  Mr.  Kraver,  that  that  was  what 
he  wanted  the  frame  to  have  as  far  as  its  physical 
characteristics  were  concerned? 

A.  He  didn't  give  me  any  definite  physical  char- 
acteristics. He  just  w^anted  a  material  that  would 
stand  up  under  the  heat  and  be  practically  unbreak- 
able, and  keep  its  shape.  He  was  mostly  concerned 
with  the  high  heat  index  and  the  unbreakability. 

Q.  Are  you  fairly  familiar  with  the  chemical 
composition  and  characteristics  of  plastics? 

A.     No. 

Q.  What  is  the  extent  of  your  knowledge  in  that 
field?  You  know  something  about  plastics,  don't 
you  ?  A.     Yes. 

Q.  How  long  have  you  been  working  with  plas- 
tics ?  A.     Twelve  years. 

Q.  Are  you  familiar  with  the  different  types  of 
plastics  made?  A.     Yes. 

Q.  And  are  you  familiar  with  their  different 
physical  [188]  properties? 

A.     To  a  certain  extent. 

Q.  Well,  then  you  explained  to  these  various 
manufacturers  you  were  contacting  what  type  of 
plastic  you  wanted;  is  that  correct? 
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A.  I  told  them  what  I  wanted  the  material  for, 
and  they  came  out  with  the  material. 

Q.    Where  do  you  get  your  material  from  1 

A.    Bakelite. 

Q.     Is  that  the  only  place? 

A.  No  —  Dow  Chemical,  Monsanto,  Tennessee 
Eastman,  Celanese. 

Q.  I  am  talking  about  the  battery  hold-down.  Do 
you  get  it  from  all  of  these  concerns  ? 

A.     No ;  I  only  get  it  from  Bakelite. 

Q.  Bakelite  is  the  only  supplier  of  the  material 
for  the  battery  hold-down  ? 

A.     That  is  right. 

Q.  What  is  the  material  that  comes  from  Bake- 
lite ?  A.     I  believe  it  is  TMD-2155. 

Mr.  Kirschstein :    Off  the  record. 
(Discussion  off  the  record.) 

Q.  Do  you  know  offhand  the  chemical  composi- 
tion of  TMD-2155?  A.     No.  [189] 

Q.  I  will  show  you  Plaintiff's  Exhibit  2  for 
identification  and  ask  you  if  you  have  ever  seen 
that  letter  before  (handing  document  to  witness)." 

The  Clerk:    That  is  Defendant's  Exhibit  I  here. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Rudolph  Fritzhand  as  fol- 
lows :) 

"A.     Yes,  I  believe  I  got  a  copy  of  this  here. 
Q.     Let  me  ask  you  this.  Does  your  knowledge  of 
the  composition  of  the  plastic  you  use  for  the  bat- 
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tery   hold-downs    exceed   what   is  written   in   that 

letter?  A.     No. 

Q.     You   couldn't   tell   me    anything   more    than 
thaf?  A.     No. 

Q.     Do  you  have  any  records  or  drawings  or  de- 
velopment reports  on  the  material  that  you  use? 

A.  Only  the  things  that  are  published  by  Bake- 
lite. 

Q.     You  just  have  Bakelite's  material? 
A.     That  is  right,  just  their  publications. 
Q.    You  had  nothing  to  do  with  the  development 
of  the  plastic?  A.    Nothing  whatsoever. 

Mr.  Halle :    Off  the  record. 

(Discussion  off  the  record.) 
Q.    Is  the  plastic  that  you  use  for  these  hold- 
downs  [190]  the  only  one  you  could  use  ? 

A.  No,  I  believe  we  could  use  another  one.  I  be- 
lieve Dow  Chemical  has  one  that  is  similar  to  this 
here.  I  don't  know  what  the  physical  contents  are, 
but  I  believe  it  is  similar. 

Q.     Are  there  other  plastics  which  you  could  use 
which  have  the  physical  characteristics  you  want? 
A.     I  believe  so,  I  believe  Dow  Chemical  has  one. 
Q.     Does  Bakelite  have  any  others? 
A.     I  don't  know. 

Q.  Did  you  select  anything  from  Bakelite,  or  did 
they  just  send  you  something  in  response  to  your 
definition  of  what  you  wanted? 

A.    Well,  we  discussed  the  material  and  they  sug- 
gested that  this  would  be  the  best  for  it. 
Q.    Who  discussed  the  material? 
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A.  One  of  the  employees  of  Bakelite. 

Q.  With  whom?  A.     With  me. 

Q.  Who  was  the  employee  of  Bakelite? 

A.  I  think  it  was  Mr.  Sherman. 

Q.  Mr.  Sherman.  Is  he  at  their  New  York  office? 

A.  Yes. 

Q.  You  discussed  what  you  wanted  the  material 
for,  and  he  suggested  the  one  you  are  using  ? 

A.  Yes.  [191] 

Q.  Is  that  the  only  one  you  have  ever  used? 

A.  Yes. 

Q.  You  have  always  used  the  same  plastic  from 
the  beginning  for  these  battery  hold-downs? 

A.  That  is  right. 

Q.  How  does  that  plastic  come  to  you? 

A.  In  drums. 

Q.  In  what  form?  A.     In  pellets. 

Q.  What  color  are  the  pellets? 

A.  Red.  It  comes  in  all  colors. 

Q.  The  plastic  comes  in  all  colors? 

A.  Yes.  You  can  select  any  color  you  wish. 

Q.  How  is  it  you  selected  red? 

A.  I  didn't  select  it. 

Q.  Who  selected  it? 

A.  Kravex  Manufacturing. 

Q.  They  told  you  they  wanted  red? 

A.  That  is  right. 

Q.  Who  told  you  that?  A.     Mr.  Kraver. 

Q.  Did  you  ever  analyze  the  sample  plastic  bat- 
tery hold-down  given  you  by  Mr.  Kraver? 

A.  No. 
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Q.     To  see  what  it  was  made  of?  [192] 
A.    No. 

Q.    Did  you  ever  give  it  to  Bakelite  to  analyze? 
A.    No. 

Q.     Did  you  ever  give  it  to  anyone  to  analyze  ? 
A.    No. 

Q.    Do  you  know  what  it  is  made  of  ? 
A.    No. 

Q.     How  did  it  help  you  avoid  infiinging  the 
patent?  A.    What? 

Q.     The  plastic  hold-down  you  were  given. 
A.    Well,  we  had  a  copy  of  the  patent. 
Q.    You  explained  before  that  you  were  given  a 
sample  by  Mr.  Kraver  of  plaintiff's  plastic  battery 
hold-down  to  make  sure  you  wouldn't  make  one  out 
of  the  same  composition  theirs  was  made  of. 
A.    Yes. 

Q.     I  am  saying,  how  did  that  sample  help  you 
avoid  that? 

A.     The  sample  didn't  help  me  at  all.  The  patent 
helped  me. 

Q.    He  gave  you  a  copy  of  the  patent? 
A.    Yes. 

Q.     The  sample  did  not  serve  the  purpose  you 
mentioned  of  preventing  you  from  making  one  of 
the  same  plastic;  is  [193]  that  correct? 
A.    From  using  the  same  material. 
Q.     It  did  not  help  you  do  that? 
A.     No,  but  the  patent  did,  the  patent  number. 
We  got  the  patent,  and  we  told  Bakelite  what  the 
patent  was. 
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Q.     When  did  you  get  the  patent? 

A.     I  don't  know  exactly  when.  I  really  don't. 

Q.  Did  you  get  it  before  you  got  the  plastic  sam- 
ple, or  after? 

A.     I  really  don't  recollect. 

Q.     Was  it  around  that  time  ? 

A.     About  that  time,  yes. 

Q.     Did  you  send  the  patent  to  Bakelite  ? 

A.     No,  but  I  discussed  it  with  their  man. 

Q.  Did  you  eA^er  give  Bakelite  the  patent  num- 
ber? A.     I  believe  I  did. 

Q.  Do  you  know  whether  they  ordered  a  copy  of 
the  patent?  A.     I  don't  know. 

Q.    But  you  discussed  the  patent?  A.    Yes. 

Q.    Did  you  read  the  patent  ?  A.     Yes. 

Q.     You  understand  patents? 

A.  To  a  certain  extent.  A  layman's  imderstand- 
ing.  [194] 

Q.  Do  you  understand  sufficiently  to  know  what 
plastic  is  referred  to  in  it  ?  A.     Yes. 

Q.  Does  the  plastic  you  use,  or  that  you  want  to 
use,  for  plastic  battery  hold-downs  have  to  be  a 
polystyrene  plastic?  A.     Not  necessarily. 

Q.    Does  it  have  to  be  a  butadiene  plastic? 

A.     Not  necessarily. 

Q.  Does  it  have  to  be  a  combination  of  butadiene 
and  polystyrene  co-polymers  ? 

A.  I  don't  know  whether  it  necessarily  has  to  be 
or  not. 

Q.     Are   there   entirely   different  plastics   which 
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could  serve  your  purposes,  that  would  have  the  ap- 
propriate characteristics  ? 

A.     I  imagine  there  are. 

Q.  Well,  you  say  you  imagine:  do  you  know  or 
don't  you  ? 

A.     I  don't  know  definitely. 

Q.  You  have  had  experience  in  this  field  for 
twelve  years.  On  the  basis  of  that  experience 

A.  I  have  never  used  anything  for  that  purpose 
before,  so  I  don't  know.  But  I  believe  there  are 
other  materials  that  could  be  used.  [195] 

Q.  What  type  of  plastics  have  you  worked  with 
up  to  now? 

A.     Butyrate,  acetate,  styrene. 

Q.     Didn't  you  have  to  make  any  plastics 

A.     (Interposing)  Not  for  battery  hold-downs. 

Q.  Didn't  you  have  to  make  any  that  had  non- 
corrosive  attributes?  A.    No. 

Q.     What  have  you  made  before? 

A.    We  made  various  items. 

Q.    What? 

The  Witness :    Do  I  have  to  answer  that  ?" 

Mr.  Kirschstein :  The  witness  was  directed  not  to 
answer  these  questions. 

The  Court :  He  is  not  here  so  if  he  didn't  answer 
them • 

Mr.  Kirschstein:  I  am  going  now  to  page  20, 
line  15. 

(Whereupon  counsel  resumed  the  reading  of 
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the  deposition  of  Rudolph  Fritzhand,  as  fol- 
lows :) 

"Q.  Have  any  of  the  other  items  you  have  made 
before  the  plastic  hold-down  been  required  to  have 
noneorrosive  attributes  ?  A.    No. 

Q.  Do  they  have  to  have  high  tensile  strength, 
any  of  [196]  them,  as  high  a  tensile  strength  as  the 
hold-down  ?  A.     No. 

Q.  They  are  all  entirely  different  plastic  arti- 
cles? A.     I  would  say  yes. 

Q.  Did  you  ever  make  any  plastic  articles  for 
the  automotive  field?  A.    Yes. 

Q.    What?  A.    We  have  made  "Drycaps." 

Q.    What  is  a  "Drycap"? 

A.     That^s  made  out  of  vinyl. 

Q.     But  what  is  it? 

A.     It's  something  that  fits  over  a  spark  plug. 

Q.  It  goes  over  a  spark  plug?  Doesn't  that  have 
to  be  noneorrosive? 

A.  Well,  it's  a  completely  different  material.  It's 
a  vinyl  material. 

Q.  How  did  you  know  that  the  plastic  you  were 
getting  from  Bakelite  —  if  you  knew  —  did  not  in- 
fringe the  patent? 

A.  Only  what  they  told  me.  Only  what  Bakelite 
told  me. 

Q.     They  told  you  it  didn't  infringe  ? 

A.     That  is  right. 

Q.    Who  at  Bakelite  told  you  that? 

A.     Mr.  Sherman. 


Cox  Air  Gauge  System,  Incorporated        175 

(Deposition  of  Rudolph  Fritzhand.) 

Q.  Do  you  know  his  position  there,  by  any 
chance?  [197] 

A.     I  think  he  is  a  technical  adviser. 

Q.    Do  you  know  his  first  name  ?  A.     No. 

Q.  Could  you  find  out  his  first  name?  Do  you 
have  any  correspondence  which  would  show  his  first 
name  ? 

A.  I  believe  we  have,  or  else  I  could  call  him  and 
find  out. 

Mr.  Kirschstein:  I  would  like  the  witness  to 
ascertain  the  first  name  of  Mr.  Sherman  of  Bake- 
lite." 

The  Court:    I  think  he  signed  that  letter. 
Mr.  Kirschstein:     That  was  Dr.  Whittaker  who 
signed  that  letter. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Rudolph  Fritzhand  as  fol- 
lows :) 

"Q.  Wlien  you  get  the  material  from  Bakelite 
that  you  use  for  these  plastic  battery  hold-downs,  do 
you  modify  it  in  any  way?  Do  you  add  anything 
to  it?  A.     No. 

Q.     What  do  you  do  with  it? 

A.     What  we  do  with  it? 

Q.    Yes. 

A.     We  put  it  on  machines  and  we  mold  it. 

Q.     How  is  that  done?  Is  it  heated,  or  what? 

A.     It  is  the  heat  of  the  machine.  [198] 

Q.  In  other  words,  you  just  take  what  you  get 
from  them  and  use  it?  A.     That  is  right. 
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Q.  Were  there  any  manufacturing  problems  that 
you  encountered  in  making  these  plastic  battery 
hold-downs  ? 

A.    I  don't  understand  what  you  mean. 

Q.    You  were  given,  I  believe,  metal  hold-downs. 

A.    Yes. 

Q.  And  you  were  to  make  a  plastic  one  like  that; 
is  that  right  ?  A.     That  is  right. 

Q.  Were  there  any  problems  in  developing  the 
molds  for  that?  A.    No. 

Q.  Aren't  the  plastic  hold-downs  of  different 
shape  from  the  metal  hold-downs? 

A.     Very  little  variation. 

Q.    Well,  is  there  any  variation? 

A.  There  may  be  a  slight  variation,  because  Mr. 
Kraver  wanted  to  incorporate  different  sizes. 

Q.    How  did  you  design  the  mold,  then  ? 

A.  How  the  mold  was  designed?  We  would  take 
two  or  three  of  the  same  size  and  try  to  find  the  lo- 
cations—  where  we  had  similar  locations  for  the 
pins,  for  the  holes,  and  consolidate  them.  [199] 

Q.  Was  the  plastic  sample  you  were  given  used 
in  designing  the  molds  ?  A.     No. 

Q.  That  was  not  used  at  all  in  designing  the 
molds  ?  A.     No. 

Q.     In  no  respect  whatsoever? 

A.     None  that  I  know  of. 

Q.  Then  according  to  your  testimony,  the  plastic 
sample  you  were  given  served  no  purpose  whatso- 
ever, did  it? 
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A.  Except  for  the  i^atent  number  that  it  had 
on  it. 

Q.  He  gave  you  the  plastic  hold-down  sample  so 
you  could  tell  the  patent  number  from  it? 

A.     That  is  right. 

Q.  He  hadn't  told  you  the  patent  number,  before 
he  gave  you  the  sample,  on  the  telephone,  or  any- 
thing? 

A.  No,  not  that  I  recall.  I  don't  know,  I  don't 
remember. 

Q.  Now,  taking  Plaintiff's  Exhibits  1  and  3  for 
identification,  would  you  show  me  any  differences  in 
construction,  if  any,  that  you  can  find? 

(Witness  examined  two  exhibits.)" 

The  Clerk:  1  and  3  are  Plaintiff's  Exhibits  3 
and  4.  [200] 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Rudolph  Fritzhand  as  fol- 
lows :) 

"A.     The  thickness  is  different. 
Q.     Of  the  side  walls,  you  are  speaking  of  ? 
A.     All  the  walls,  I  believe,  are  heavier. 
Q.     Are  all  of  the  plastic  hold-downs  that  you 
make  of  the  same  wall  thickness? 
A.     I  would  say  most  of  them  are. 
Q.     Are  they  all  ? 
A.     I  don't  recall  offhand. 
Q.     You  don't  know? 
A.     I  don't  know  offhand.  I  would  say  they  are 
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uniform.  I  think  we  try  to  keep  them  as  uniform 

as  we  can." 

Mr.  Kirschstein :  I  am  skipping  to  the  last  ques- 
tion on  the  page  now. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Rudolph  Fritzhand  as  fol- 
lows :) 

"Q.    Are  you  still  making  these  frames? 
A.     As  we  get  orders. 
Q.     As  you  get  orders?  A.     Yes. 

Q.  Well,  don't  you  get  orders  for  all  the  differ- 
ent sizes  at  one  time?  A.     No."  [201] 

Mr.  Kirschstein:  I  am  skipping  the  colloquy  to 
the  next  question. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Rudolph  Fritzhand  as  fol- 
lows :) 

"Q.  You  say  you  met  with  no  designing  or  man- 
ufacturing problems ;  is  that  correct  ? 

A.  Well,  the  normal  amount  that  you  run  into 
in  any  job. 

Mr.  Halle :    Off  the  record. 

(Discussion  off  the  record.) 

Q.  Outside  of  the  wall  thicknesses,  do  you  find 
any  other  difference  between  Exhibits  1  and  3  for 
identification  ?  A.    Well,  a  different  size. 

Q.    Anything  else? 
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A.    I  don't  believe  so. 

Q.     Are  the  plaintiff's  hold-downs  constructed  the 
same  as  the  metal  ones? 

A.    As  far  as  size  is  concerned  ? 

Q.  No,  I  mean  as  far  as  construction  is  con- 
cerned. A.     I  don't  understand. 

Q.  Do  you  know  how  the  metal  battery  hold- 
downs  are  made  ?  A.    How  they  are  made  ? 

Q.     Yes. 

A.     I  don't  know  how  they  are  made.  [202] 

Q.     Do  you  know  what  they  look  like? 

A.     I  know  what  they  look  like. 

Q.  Do  they  look  to  be  of  the  same  construction 
as  the  plastic  ones  ? 

A.  It  is  similar,  but  they  are  much  thinner.  The 
shape  is  the  same. 

Q.  How  about  the  side  parts  with  the  holes  in 
them  on  Plaintiif's  Exhibit  1  —  does  the  metal  one 
have  parts  like  that? 

A.     I  don't  know  what  you  mean. 

Q.  The  protuberances  I  am  pointing  to  here  (in- 
dicating) . 

A.  I  believe  some  of  them  do,  some  of  them 
don't.  You  don't  need  as  much  material  in  the  metal 
as  you  do  in  plastic. 

Q.     Now  you  say  the  composition  that  you  use 
for  the  plastic  hold-downs  has  never  been  changed  ? 
A.    No." 

Mr.  Kirschstein:  Your  Honor,  I  don't  w^ant  to 
read  this  part,  but  we  asked  this  party  to  produce 
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his  manufacturing  drawings,  and  he  refused  to  pro- 
duce them,  and  a  motion  was  made  to  compel  him 
to  produce  them  and  the  motion  was  denied  with 
respect  to  that. 

I  say  that  so  I  don't  have  to  read  the  pages. 
The  Court:    All  right.  Just  state  for  the  record 
[203]  why  those  were  not  read.  All  right. 

Mr.  Kirschstein:  Page  43,  which  is  in  the  con- 
tinuation of  this  witness'  deposition  on  November 
15th,  1957. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Rudolph  Fritzhand  as  fol- 
lows :) 

"Q.  Mr.  Fritzhand,  you  are  still  under  oath.  Are 
you  the  same  Rudolph  Fritzhand  who  appeared  on 
August  30  for  defendant  Gary  Enterprises,  Inc.  ? 

A.     Yes. 

Q.  Have  you  produced  the  plastic  battery  hold- 
down  frame  which  you  mentioned  in  your  deposi- 
tion was  given  by  Mr.  Kraver  to  you  as  a  sample  of 
plaintiff's  manufacture  ?  A.    Yes. 

Mr.  Kirschstein:  Will  you  mark  this  Plaintiff's 
Exhibit  30  for  identification. 

The  Clerk :    30  is  now  marked  as  our  Exhibit  29. 

The  Court :    It  may  be  received. 

The  Clerk :    It  is  in  evidence. 

(Whereupon  counsel  resiuned  the  reading  of 
the  deposition  of  Rudolph  Fritzhand  as  fol- 
lows :) 
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"Q.  Now  I  show  you  Plaintiff's  Exhibit  30  and 
ask  you  to  identify  it  (handing  to  witness) . 

A.     Yes,  sir. 

Q.  This  is  the  frame  you  were  referring  to  on 
pages  8  [204]  and  9  of  your  deposition  as  being  the 
example  of  plaintiff's  manufacture  that  was  fur- 
nished to  you?  A.     Yes. 

Q.     And  this  is  the  one  you  were  talking  about 

subsequently?  A.     Yes." 

***** 

"Q.  Who  designed  the  molds  for  the  plastic  bat- 
tery hold-down  frame  that  you  made — and  by  "you" 
I  mean  Grary. 

A.     I  don't  know  what  you  mean. 

Q.     Who  made  them? 

A.     Who  made  the  molds? 

Q.    Yes. 

A.     We  did — Gary  Enterprises. 

Q.  When  you  make  a  mold  isn't  there  a  drawing 
laid  out,  or  something  to  make  it  from  ? 

A.    Yes. 

Q.    Who  laid  out  the  drawing  ? 

A.     My  engineer. 

Q.     Who  was  he?  [205] 

A.     Mr.  Marcus."  [206] 
***** 

Mr.  Kirschstein:  Your  Honor,  in  lieu  of  reading 
a  deposition,  we  have  on  oral  stipulation. 

The  Court:    All  right. 

Mr.  Kirschstein:  It  is  stipulated  between  the 
parties  hereto  that  defendant  Cox  has  sold  and  sells 
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the  Kravex  frame,  the  accused  frame  herein  subse- 
quent to  the  issue  date  of  the  suit  patent,  that  notice 
was  given  to  this  defendant  of  plaintiff's  conten- 
tions herein  by  letter  dated  May  24, 1957,  which  was 
received  several  days  after  its  date. 

Mr.  Halle :    It  is  so  stipulated,  your  Honor. 

The  Court:  What  is  the  relationship  of  Cox  to 
the  plaintiff? 

Mr.  Kirschstein :    It  is  a  customer,  your  Honor. 

The  Court:    Just  a  distributor? 

Mr.  Kirschstein:    Yes. 

The  Court:    All  right. 

Mr.  Kirschstein:  I  offer  Plaintiff's  Exhibit  53 
for  identification  in  evidence. 

The  Clerk:  This  is  offered  in  evidence,  your 
Honor. 

Mr.  Halle :    Your  Honor,  Cox  is  not  a  distributor 

of  Kravex ;  it  is  merely  a  customer  of  Kravex.  They 

buy  frames  from  Kravex  and  resell  them. 

The  Court:    All  right.  [207] 
***** 

ISADOR  MILLER 

called  as  a  witness  by  and  on  behalf  of  the  plaintiff, 
having  been  first  duly  sworn,  was  examined  and 
testified  as  follows : 

The  Clerk :    What  is  your  full  name  ? 

The  Witness :  Isador  Miller.  I-s-a-d-o-r  M-i-1-l-e-r. 

Direct  Examination 
Q.     (By  Mr.  Kirschstein) :    Will  you  state  your 
address,  Mr.  Miller? 
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A.  I  live  at  211  West  106th  Street,  New  York 
City. 

Q.     Your  age?  A.     67. 

Q.    What  is  your  present  occupation? 

A.     I  am  a  consulting  chemist. 

Q.  Are  you  with  any  particular  laboratory,  or  do 
you  have  one? 

A.  I  am  with  the  W.  M.  Grosvenor  Laboratories 
in  New  York  City. 

Q.     Will  you  state  your  educational  backgroimd? 

A.  I  graduated  from  the  College  of  the  City  of 
New  York  in  1910  with  a  degree  of  Bachelor  of 
Science,  and  after  that  I  took  post-graduate  work  in 
chemical  subjects  at  Columbia  University  from  time 
to  time,  but  never  for  the  purposes  of  getting  a 
higher  degree. 

Q.    Was  the  Bachelor  of  Science  in  chemistry? 

A.  At  the  time  that  I  went  to  C.C.N.Y.,  the  de- 
gree was  not  issued  in  that  way,  but  I  specialized  in 
chemical  work  in  all  my  electives. 

Q.  Would  you  trace  your  occupation  since  grad- 
uation ? 

A.  When  I  graduated  college  I  went  to  work  for 
the  U.  S.  Army  Powder  Works  at  Picatinny  Ar- 
senal, New  Jersey.  I  stayed  there  for  approximately 
two  years  and  left  as  the  result  of  an  explosion,  in- 
jury to  myself,  and  when  I  went  back  into  work,  by 
that  time  the  first  World  War  had  started.  I  went  to 
work  for  the  Aetna  Explosives  Company  at  their 
picric  acid  plant  in  Emporiiun,  Pennsylvania. 
At  the  arsenal  my  work  started  in  as  a  laboratory 
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assistant,  but  before  I  had  left  I  had  arrived  at  the 
classification  of  a  chemist  who  specialized  particu- 
larly in  the  work  on  the  development  of  high  explo- 
sives, which  were  organic,  nitration  compounds.  At 
Aetna  I  was  chief  chemist  at  the  picric  acid  plant 
in  charge  of  all  the  work  for  the  manufacture  of 
picric  acid,  as  well  as  for  the  work  on  the  manufac- 
ture of  nitric  acid  and  the  concentration  of  sulfuric 
acid  for  our  affiliated  [213]  plant,  which  was  down 
the  line,  which  was  one  of  the  Aetna  plants  for 
making  smokeless  powder. 

The  Aetna  Explosives  Company  later  was  ab- 
sorbed by  Hercules  Powder  Company. 

After  I  left  Aetna  for  about  two  years  I  was  in 
various  phases  of  the  manufacture  of  dyestuffs,  or- 
ganic dyestuffs,  that  is.  This  was  a  new  industry  at 
that  time.  As  well  as  work  on  manufacture  of  acid. 

And  then  in  1916  I  went  to  work  for  Dr.  Gros- 
venor,  who  was  the  founder  of  the  W.  M.  Grosvenor 
Laboratories.  I  stayed  with  him  until  1920.  My  work 
there  was  in  laboratory  work  in  preparing  with  him 
or  for  him  his  work  in  connection  with  patent  cases, 
as  well  as  process  and  product  improvement  and 
development. 

After  1920  for  a  period  of  about  12  years  I  was 
in  business  for  myself  as  a  consulting  chemist  in 
lines  of  paints,  lacquers,  acids,  organic  chemicals. 

In  1932  I  went  back  into  the  employ  of  Dr.  Gros- 
venor  and  have  remained  with  the  organization  ever 
since. 

When  I  first  went  back  there  I  was  put  in  charge 
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of  all  the  laboratory  work  on  the  staff,  and  our  work 
was  primarily  at  that  time  along  the  same  lines  as 
the  work  that  I  had  done  with  him  and  for  him  pre- 
viously. 

Beginning  about  20  years  ago  our  laboratory 
started  to  specialize  more  in  the  application  of  plas- 
tics, utilization  [214]  of  plastics,  the  manufacture 
of  materials  associated  with  plastics,  and  mitil  1944 
when  Dr.  Grosvenor  died  I  was  an  employee  of  the 
laboratory. 

At  his  death  his  son  and  I  continued  the  business 
as  partners,  and  we  remained  partners  until  1950 
when  I  bought  out  his  son's  and  the  family's  interest 
in  the  laboratories,  and  I  have  remained  as  sole 
owner  since  then. 

My  work,  as  I  said  before,  in  the  last  20  years, 
has  been  primarily  in  the  plastic  and  lacquer  and 
paint  and  varnish  fields.  I  have  designed,  installed, 
and  operated  plants  in  the  plastic  field. 

Among  the  patents  that  have  been  issued  to  me 
are  two  patents  in  the  plastic  field,  and  as  late  as 
last  year  I  engineered  —  designed  and  engineered 
and  installed  a  plant  for  the  manufacture  of  plasti- 
cizers,  which  has  a  capacity  and  is  now  operating 
very  nicely  —  has  a  capacity  of  approximately  10 
million  poimds  per  year. 

Q.  Did  you  do  any  work  in  connection  with  a 
Banbury  mixer? 

A.  I  pioneered  in  the  use  of  a  Banbury  mixer  in 
the  plastic  industry,  and  one  of  the  patents  issued  to 
me,  which  I  say  was  in  the  plastics  field,  was  a  pat- 
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ent  for  the  use  of  the  Banbury  in  making  certain 

types  of  molding  powders. 

Q.  Did  you  have  any  position  with  the  govern- 
ment in  World  War  I  years?  [215] 

A.  Not  during  World  War  I.  During  World 
War  II  I  was  a  member  of  the  Industry  Co'mmittee 
for  the  Cellulose  Acetate  Molding  Powder  Industry 
in  Washington. 

The  Court :  We  had  some  Bramberry  patents  in- 
volved in  the  Everlube  case.  Do  you  remember 
which  patent? 

The  Witness:  I  have  a  copy  of  my  patent,  your 
Honor.  Unfortimately,  when  I  left  New  York  I  did 
not  have  a  soft  copy. 

The  Court:  I  can  tell  from  the  opinion  which 
one  was  involved  there.  That  was  a  paint  spray. 

The  Witness:  I  don't  believe  my  patent  was  in- 
volved in  tha-t  case,  unless  it  was  cited,  but  this  is 
a  copy  of  my  patent,  U.  S.  2,351,866. 

The  Court :    Is  that  Bramberiy  ? 

The  Witness:    No.  Banbury,  B-a-n-b-u-r-y. 

The  Court:  I  merely  wanted  to  know  if  it  was 
a  patent  with  which  I  am  familiar. 

We  had  a  Bramberry  patent  2,534,406,  which  in- 
volved a  paint  spray. 

The  Witness:  Your  Honor,  I  should  like  to  ask 
if  in  accordance  with  my  testimony  I  come  across 
names,  may  I  stop  to  spell  them  out? 

The  Court:     Yes.  The  reporter  appreciates  that. 

Gro  aliead. 
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Q.  (By  Mr.  Kirschstein)  :  Havei  you  testified  in 
patent  [216]  cases  before?  A.     I  have. 

Q.     Are  you  a  member  of  any  societies? 

A.  The  American  Chemical  Society,  the  Chem- 
ists Club,  and  the  American  Institute  of  Chemists. 

Q.    Are  you  familiar  with  the  suit  patent? 

A.     I  am. 

Q.  Are  you  familiar  with  the  product  known  as 
polystyi^ene  ?  A.     I  am. 

Q.    And  its  uses  and  physical  characteristics? 

A.     I  am. 

Q.    Would  you  describe  those,  please? 

A.  Polystyrene  is  a  synthetic  resin  which  is 
hard,  glassy;  its  chief  characteristic  from  the  stand- 
point of  use  is  the  fact  that  it  is  thermoplastic, 
which  means  that  it  can  be  changed  in  form  under 
heat  and  pressure,  and  in  its  uses  it  always  remains 
a  thermoplastic  material. 

Q.  Have  you  noted  in  the^  patent  the  patentee's 
pointing  out  of  disadvantages  of  plain  polystyrene 
for  the  purposes  of  his  article?'  A.    I  have. 

Q.  Do  you  agree  witJi  his  statement  of  the  dis- 
advantages of  ordinary  polystyrene? 

A.     I  do.  [217] 

Q.     Could  you  illustrate  these;  disadvantages? 

A.  I  requested  counsel  to  have  some  hold-down 
frames  made  from  p'olystyrene,  and  I  also  brought 
with  me  one  or  two  gadgets  that  I  made  from  poly- 
stryene,  which  I  think  will  illustrate  it  to  the  court, 
if  I  may  be  permitted  to  do  so. 

The  Court:    All  right. 
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The  Witness:  I  have  here  a  dish  which  I  took 
out  of  my  own  kitchen  which  we  use  for  butter, 
and  you  will  notice  if  I  press  it  together  it  crushes 
and  breaks.  This  dish  is  made  of  polystyrene. 

The  Court:  Now,  wait  a  minute.  Before  you  go 
on,  let's  identify  this  as  something. 

The  Clerk:     That  will  be  Plaintiff's  Exhibit  No. 

64,  your  Honor,  what  is  left  of  it. 

The  Court:    The  gentleman  still  has  a  good  grip. 

The  Witness:    In  spite  of  my  age. 

Mr.  Caughey :    Judge,  he  has  virility. 

The  Witness:  I  also,  as  I  say,  at  my  request — 
I  asked  counsel  to  have  some  hold-down  frames 
made  for  me  from  polystyrene,  and  I  have  such  a 
frame  in  my  hand. 

The  Court:    We  will  give  that  a  number. 

What  do  you  want  to  tell  us  about  itl  It  has  that 
triangle  in  the  comers. 

The  Witness:  It  is  a  little  larger  than  Exhibit 
29.  [218] 

The  Clerk:     This  will  be  Plaintiff's  Exhibit  No. 

65,  your  Honor. 

(The  exhibit  referred  to  was  marked  as  Plain- 
tiff's Exhibit  No.  65  for  identification.) 
The    Witness:     It    is    a    polystyrene   hold-down 
frame. 

The  Court :    Go  ahead. 

The  Witness:  I  have  another  one  here.  One  can 
be  kept  as  the  exhibit  and  one  can  be  kept  for  my 
pui'poses.  I  wish  to  break  this. 

The  Court:    All  right.  Go  ahead  and  tell  us. 
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The  Clerk:    QQ  will  be  the  broken  one. 

The  Court:  All  I  want  is  to  identify  it.  Proceed 
with  the  examination. 

(The  exhibit  referred  to  was  marked  as  Plain- 
tiff's Exhibit  No.  66  for  identification.) 

The  Witness:  I  broke  it  by  dropping  it  on  the 
floor,  and  it  is  now  broken  into  three  parts. 

The  Court:    You  broke  it  by  bending  it? 

The  Witness:  Yes.  It  breaks  with  a  clean  frac- 
ture, your  Honor,   without  amy  bend  to  it. 

Incidentally,  the  piece  shows  the  physical  char- 
acteristics of  polystyrene  as  a  clear  transparent 
resin,  which  is  used  as  a  cheap  substitute  for  glass 
for  certain  purposes. 

Q.  (By  Mr.  Kirschstein)  :  Mr.  Miller,  will  you 
state  [219]  the  general  categoricis  of  plastics  that 
were  available  in  1950  and  1951? 

A.  Well,  the  main  categories  of  plastics  avail- 
able at  that  time  were,  first,  the  phenolics,  which 
historically  I  would  call  the  second  largest  class  of 
plastics,  celluloid  having  been  the  first — ^the  pheno- 
lics, the  urea  formaldehydes.  Both  of  those'  are  ther- 
mosetting materials.  There  were  the  cellulosics, 
there  were  vinyls,  there  were  the  acrylics,  and 
methacrylates,  which  is  one  class  for  my  purposes. 
There  was  polyethylene,  and  there  was  polystyrene. 
That  gives  us  about  seven  classes  of  coimmon  plas- 
tics available  in  1950-51. 

Q.  Were  any  of  those  suitable,  in  your  opinion, 
for  the  patentee's  purposes? 
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A.  None  of  those  would  have  made  a  satisfactory 
ihold-down  frame. 

Q.  When  you  say  that,  I  take  it  you  have  refer- 
ence to  the  characteristics  set  forth  in  the  patent 
as  necessary? 

A.  I  have  reference  to  the  desired  qualities  as 
stated  in  the  patent. 

Q.  Can  you  demonstrate  what  you  say  with  re- 
spect to  polyethylene?  A.    Yes. 

Mr.  Kirschstein:     Let  me  have  these  marked. 

The  Clerk:  A  battery  hold-down  frame,  [220] 
Plaintiff's  exhibit  for  identification  No.  67. 

(The  exhibit  referred  to  was  marked  Plain- 
tiff's Exhibit  No.  67  for  identification.) 

Mr.  Kirschstein:  Your  Honor,  tliis  is  a  polye- 
thylene frame  that  I  have  made  at  tihe  request  of 
Mr.  Miller. 

The  Witness:  This  is  a  duplicate  of  it,  your 
Honor. 

The  Court:    Go  ahead. 

Q.  (By  Mr.  Kirschstein) :  Would  you  demon- 
strate? 

A.  This  frame  I  would  not  expect  to  be  able  to 
break  over  my  knee,  but  (demonstrating). 

The  Court :    You  can  bend  it  ? 

The  Witness:    Yes. 

The  Court:    Like  rubber? 

The  Witness:  Yes.  It  has  no  rigidity,  no  struc- 
tural strength,  your  Honor. 

The  Clerk:    There  has  been  marked  for  identifi- 
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cation,  your  Honor,  a  vessel  as  Plaintiff's  Exhibit 

No.  68. 

(The  exhibit  referred  to  was  marked  Plain- 
tiff's Exhibit  No.  68  for  identification.) 

Q.  (By  Mr.  Kirschstein)  :  Where  did  this  vessel 
come  from,  Mr.  Miller?  A.    My  ice  box. 

Q.    What  is  it? 

A.  It  is  a  vessel  exactly  similar  to  the  polysty- 
rene vessel [221] 

The  Clerk:     Which  has  been  marked  64. 

A.  (Continuing)  ^but  it  is  made;  of  polye- 
thylene. 

Q.  (By  Mr.  Kirschstein) :  Would  you^  show  its 
characteristics  ? 

A.  This  vessel  will  just  squeeze  and  will  not 
break.  It  shows  the  same  type'  of  elasticity  that  I 
have  demonstrated  in  the  polyethylene  hold-down 
frame. 

Q.  With  respect  to  the  other  plastics  that  you 
mentioned,  would  you  point  out  why  they  would  be 
unsuitable  for  the  patentee's  purposes? 

A.  The  first  two  classes,  the  phenolics  and  the 
urea  formaldehydes  would  be  too  rigid  and  there- 
fore unsuitable  for  the  purpose. 

In  addition  to  that,  the  ureas  would  not  stand  up 
under  exposure  to  the  electrolyte,  the  sulfuric  acid 
in  the  electrolyte. 

The  cellulosics  and  the  vinyls  in  use  would  con- 
tain plasticizers  which  would  reduce  their  dielectric 
properties  and  make  them  unsuitable  for  the  pur- 
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pose,  even  if  a  cellulose  acetate  frame  could  be  made 

to  have  considerable  structural  strength. 

The  methacrylate  class  would  also  not  have  the 
necessary  flexibility  or  rigidity  for  the  purpose,  and 
that  would  leave  only  the  last  two  classes  which  I 
have  demonstrated  to  be  misuitable  by  and  for  them- 
selves.  [222] 

Q.  You  have  been  talking  about  the  years  '50, 
'51,  and  before  then;  is  that  connect? 

A.  I  am  tiying  to  throw  myself  back  to  that 
period  because  of  course  it  is  sometimes  very  diffi- 
cult to  eliminate  from  your  mind  what  you  know  at 
the  present  time  as  against  what  you  knew  at  the 
time  of  a  given  action. 

Q.  What  are  the  characteristics  that  the  patentee 
required  for  his  plastic  frames'? 

A.  The  patentee  required  a  material  which  would 
have  sufficient  building  strength  to  maintain  its  form 
and  rigidity  in  use  on  the  battery.  It  would  also 
have  to  be  non-corrosive  so  that  it  would  not  be 
subject  to  attack  by  the  electrolytes.  It  would  have 
to  be  substantially  a  non-conductor  so  that  it  would 
not  leak  current.  It  would  also  have  to  have  a  suffi- 
cient amount  of  flexibility  and  toughness  so  that  it 
would  stay  down  when  clamped  down  on  the  battery. 

And  in  addition  to  that  it  would  have  to  be  made 
of  a  material  Which  would  neither  stick  in  the  mold 
nor  would  it  adhere  to  the  battery  casing  itself. 

Q.     What  is 

A.     There  was  one  other  property,  and  that  is 


Cox  Air  Gauge  System,  Incorporated        193 

(Testimony  of  Isador  Miller.) 

heat  resistance.  The  material  would  have  to  have 

sufficient  heat  resistance  and  a  sufficient  heat,  what 

shall  I  call  it — a  low  degree  of  heat  change  during 

use,  so  that  it  would  not  distort  under  the  heat  to 

which  it  might  be  subjected  in  an  [223]  ordinary 

automobile. 

Q.  What  is  the  plastic  that  the  patent  discloses 
for  the  x^lastic  frames? 

A.     The  patent  discloses  a  modified  polystyrene. 

Q.     What  is  the  modifying  material'? 

A.  The  modifying  material  is  a  Buna  S  with  a 
high  styrene  content. 

Q.    Are  you  familiar  with  the  tenn  Buna  S'? 

A.     I  am. 

Q.    WhatisaBmiaS'? 

A.  Buna  S  is  the  general  class  name  that  is  given 
to  a  class  of  co-X)olymers  which  are  used  as  synthetic 
rubbers,  primarily  used  as  synthetic  rubbers  to  re- 
place natural  rul)ber. 

Q.     What  is  the  origin  of  the  term? 

A.  The  term  goes  back  to  the  days  just  before 
and  during  the  first  World  War  when  the  Ger- 
mans, German  chemists,  developed  a  synthetic  rub- 
ber which  was  made  from  a  substituted  iDutadiene, 
and  in  their  work  on  this  material  they  had  used 
the  element  sodium  and  the  German  word  for  so- 
dium is  natrium,  and  our  symbol  for  sodium  is  the 
same  as  the  Latin — is  Na,  so  the  name  Buna  rubbeir 
stems  from  B-u  for  Butadiene  and  N-a  for  sodimn. 
At  the  present  time  our  synthetic  rubbers  are  not 
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made  with  the  use  of  sodiimi,  but  the  term  has  still 

remained  in  the  art. 

Q.     Where  does  the  "S"  come  from*^  [224] 

A.  The  ''S"  stands  for  styrene,  because  the  type 
of  synthetic  co-polymer  which  was  developed  and 
used  in  this  coim^try  during  the  war  years — I  am 
speaking  now  of  World  War  II — ^was  a  co-polymer 
of  butadiene  and  styrene,  in  which  the  styrene  acts 
as  a  modifying  agent  for  the  butadiene. 

Q.    Are  you  familiar  with  the  term  "GR-S"? 

A.     I  am. 

Q.    What  does  that  refer  to? 

A.  GIR-S  is  the  designation  of  goivemment  rub- 
ber styrene.  G  stands  for  government,  R  stands  for 
rubber,  S  stands  for  styrene. 

Q.     Where  did  this  term  come  from? 

A.  When  the  last  war  broke  out  the  government 
agencies,  of  course,  realized  that  one  of  the  great 
deficiencies  in  our  war  supplies  would  be  rubber, 
since  all  of  the  natural  rubber  had  to  comei  from 
overseas,  and  one  of  the  first  things  that  was  done  in 
Washington  on  the  outbreak  of  the  war  was  the  or- 
ganization of  the  Rubber  Division  of  the  Reconstruc- 
tion Finance  Corporation  to  proceed  with  a  program 
to  manufacture  synthetic  rubber  as  a  replacement 
for  natural  inibber. 

Q.  Do  I  im.derstand  that  the  production  of  syn- 
thetic rubber  was  imder  government  control? 

A.  The  production  of  synthetic  rubber  was  under 
government  control  until  the  last  two  or  three  years 
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ago  when  the  Reconstruction  Finance  Corporation 

came  to  an  end.  [225] 

Q.     Is  there  a  standard  GR-S? 

A.  There  is  a  standard  GR-S,  which  is  the  all- 
purpose  replacement. 

Q.     For  what?  A.     For  natural  rubber. 

Q.  Do  you  know  the  composition  of  standard 
GR-S? 

A.  Standard  GR-S  is  a  butadiene  styrene  co- 
polymer which  is  made  from  approximately  75  per 
cent  of  butadiene  and  25  per  cent  of  styrene. 

Q.  Can  you  illustrate  that  statement  with  any 
standard  articles  or  books? 

A.  I  have  with  me  photostats  of  articles  which 
have  appeared  from  time  to  time  and  which  give  the 
composition  of  the  butadiene  styrene  co-polymers. 

The  Court:  Just  produce  one  copy  for  the  ex- 
hibit. 

The  Clerk:  There  have  been  marked  for  identi- 
fication three  publications  or  articles  as  Plaintiff's 
Exhibits  69,  70,  and  71. 

(The  exhibits  referred  to  were  marked  Plain- 
tiff's Exhibits  69,  70,  and  71  for  identification.) 

The  Clerk:  There  has  also  been  marked  for 
identification  Plaintiff's  Exhibit  72,  another  publica- 
tion. 

(The  exhibit  referred  to  was  marked  Plain- 
tiff's Exhibit  No.  72  for  identification.) 

The  Witness :  Your  Honor,  may  I  step  down  and 
pick  [226]  out  one  of  my  books? 

The  Court:     Cei'tainly. 
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I  think  we  will  probably  gain  time  if  we  recess 
now  and  yoii  gather  your  materials. 

Evidently  your  examination  is  going  to  be  ex- 
tensive, and  if  you  just  hand  the  exliil3it  to  the 
clerk  to  l^e  identified,  then  we  will  continue  your 
testimony  until  this  afternoon.  You  go  and  get  the 
material  that  you  want  identified  by  thei  clerk. 

The  Clerk :    I  see,  your  Honor. 

The  Court:    Right  now. 

Have  you  identified  the  exhibits  as  to  which  you 
are  going  to  testify'? 

The  Clerk:  In  addition  there  is  also  Plaintiff's 
Exhibit  No.  73  marked  for  identification. 

(The  exhibit  referred  to  was  marked  Plain- 
tiff's Exhibit  No.  73  for  identification.) 

The  Court:     Have  you  identified  enough  now? 

The  Witness:  I  have  identified  enough  to  an- 
swer this  question. 

The  Court:    Is  tliis  a  good  stopping  point? 

Mr.  Kirschstein:  It  is  all  right  with  me,  your 
Honor. 

The  Court:  Incidentally,  I  want  to  call  your 
attention  to  the  fact  that  in  a  recent  opinion  that 
I  wrote  we  have  [227]  three  words  that  you  are 
using — polymerization,  thermosetting  compositions, 
and  thermoplastic. 

I  want  you  to  look  at  these  during  the  recess 
and  tell  me,  when  you  are  using  the  words,  if  you 
are  using  them  in  this  sense. 

These  definitions  are  taken  from  various  diction- 
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aries,  including  Chambers  Technological  Dictionary. 
So  I  will  know  if  you  are  talking  about  something 
that  I  have  had  defined  before. 

The  Witness:  Thank  you,  your  Honor.  I  will 
do  that. 

The  Court:    Recess  mitil  2:00  o'clock. 

(Thereupon,   at  11:50  o'clock  a.m.,   a  recess 
was  taken  to  2 :00  o'clock  p.m.)   [228] 

March  26,  1958,  2 :00  o'clock,  p.m. 
The  Clerk :    All  parties  are  present,  your  Honor. 
The  Couit:     All  right. 

The   Clerk:     At   this    time    the    plaintiffs    have 

marked  for  identification  their  Exhibits  74  and  75. 

(The   exhibits  referred  to  were  marked   as 

Plaintiff's  Exhibits  74  and  75  for  identification.) 

ISADOR  MILLER 

the  witness  on  the  stand  at  the  time  of  recess,  hav- 
ing been  heretofore  duly  sworn,  was  examined  and 
testified  further  as  follows: 

Direct  Examination  (Resiuned) 

Q.  (By  Mr.  Kirschstein)  :  Did  you  want  to  men- 
tion about  the  definitions'? 

A.     The  definitions? 

Q.     That  his  Honor  showed  you. 

The  Witness:  Your  Honor,  as  far  as  we  are  con- 
cemed,  those  definitions  are  perfect. 

The  Court :  We  are  in  a  different  field.  That  was 
not  in  the  field  of  plastics.  We  were  talking  about 
emulsions  and  liquids  and  I  wanted  to  know  if  the 
words  "polymerization"  and  "thermoplastic"   and 
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''thermosetting"  are  used  in  this  branch  in  the  same 

manner.  [229] 

The  Witness:    Yes. 

'Q.  (By  Mr.  Kirschstein)  :  Will  you  proceed  to 
illustrate  that? 

A.  In  the  July  1944  issue  of  The  Summary  of 
Data  on  Synthetic  Rubber,  issued  by  The  Rubber 
Manufacturers  Association,  in  order  to  acquaint  the 
general  public  with  the  definition  of  terms  in  this 
art,  on  page  13  the  statement  is  made 

The  Clerk:    This  is  Plaintife's  Exhibit  72. 

A.     (Continuing)     Bima    S    is   made    from 

butadiene,  about  75  per  cent,  and  styrene  about  25 
per  cent.  Chemically,  a  co-poljrmer  of  butadiene, 
C4H6,  and  styrene,  CeHs.  C2H3. 

That  is  one  reference. 

In  the  1947  edition  of  Specifications  for  Gov- 
ernment Synthetic  Rubbers,  issued  by  the  Recon- 
struction Finance  Corporation,  Office  of  Rubber 
Reserves,  Exhibit  No.  70,  on  page  2,  at  the  top  of 
the  page,  a  section  marked  Section  A-l-a,  title  GrR- 
S,  reads  as  follows: 

"GrR-S  is  a  co-polymer  of  butadiene  and  styrene 
to  which  approximately  1.25  per  cent  of  a  standard 
rubber  antioxidant  has  been  added  during  manufac- 
ture. Of  the  hydrocarbon  present  in  GR-S,  approxi- 
mately 23.5  per  cent  by  weight  is  derived  from 
styrene." 

In  the  Vanderbilt  Rubber  Handbook,  which  is  Ex- 
hibit 69,  in  the  1948  edition,  on  page  45,  there  is  a 
table  of  comparison  of  copies  of  the  various  &yn- 
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thetic  rubbers,  and  one  of  [230]  the  rubbers  listed 

is  GR-S  standard  71/29  butadiene  styrene. 

And  finally  in  the  1942  handbook,  the  Vanderbilt 
Handbook,  on  page  165,  tliere  is  the  statement: 

"The  term  'Buna  S'  includes  a  considerable  group 
of  elastomers,  and  the  following  comments  refer  to 
a  co-polymer  of  75  per  cent  butadiene  and  25  per 
cent  styrene." 

At  this  point,  your  Honor,  I  wish  to  say  that  the 
Vanderbilt  Handbooks  are  recognized  as  standard 
in  the  rub]>er  industry. 

Mr.Kirschstein :    I  don't  think  this  was  marked. 

The  Witness:    That  was  not  marked. 

The  Court:  If  all  you  want  is  that  statement 
which  he  has  read  into  the  record,  there  is  no  use 
to  bring  the  book  in.  It  is  already  in  the  record. 
There  is  no  use  to  have  a  lot  of  physical  exhibits 
that  merely  take  a  page  or  something  like  that  of 
a  statement.  Just  identify  the  title  and  when  pub- 
lished. 

Mr.  Kirschstein:  Vanderbilt  Rubber  Handbook, 
Eighth  Edition,  1942,  edited  by  J.  M.  Ball,  B-a-1-1, 
published  by  R.  T.  Vanderbilt  Co.,  230  Park  Ave- 
nue, New  York,  New  York,  copyright  1942,  R.  T. 
Vanderbilt  Co.,  New  York,  New  York,  all  rights  re- 
served. 

Q.  (By  Mr.  Kirschstein)  :  Are  the  other  refer- 
ences that  you  talked  about  authoritative,  also? 

A.  The  reference  I  gave  to  the  government  [231] 
specifications,  1947  edition,  is  of  course  an  official 
government  publication  of  the  Riibber  Reserve  Cor- 
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poration,  which  controlled  the  mannfaeture  of  all 
the  synthetic  rubber  from  1941  up  through  two 
or  three  years  ago. 

Q.     How   about   the  Rul^ber   Manufacturers 

A.  The  Rubber  Manufacturers  Association  is 
considered  as  an  official  publication  of  thci  Associa- 
ted Rubber  Manufacturers  of  the  United  States,  and 
they  issue  bulletins  of  this  sort  from  time-  to  time 
in  order  to  arrive  at  common  definitions,  as  well  as 
facts  in  the  industry,  which  are  quasi-official. 

Q.  Are  there  other  synthetic  rubbers  than  stand- 
ard GrR-S  ?  A.     There  are. 

Q.     Can  you  identify  some  of  them? 

A.  There  are  synthetic  ru]>bers  which  contain 
different  amounts  of  styrene  in  proporiion  to  the 
amoimt  of  butadiene. 

Also,  I  will  say  at  this  point,  although  the  prod- 
ucts do  not  refer  to  us,  there  are  sjmthetic  rubbers 
which  are  combinations  of  l>utadiene  with  other 
polymerizable  materials. 

Q.  So  there  are  GR-S's  with  different  styrene 
contents  than  25  per  cent? 

A.  All  GR-S's  are  rubbers  which  contain  styrene, 
and  [232]  the  content  varies  from  25  per  cent  to 
other  figures. 

The  Court:  And  the  styrene,  as  I  gather,  is  the 
element  that  when  subjected  to  heat  gives  it  dura- 
bility, is  that  it?  Or  is  it  the  other  way? 

The  Witness:  In  the  way  in  which  you  say  it, 
your  Honor,  if  I  may  say  so,  it  is  not  quite  correct. 

The  styrene  modifies  the  property  of  the  butadi- 
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ene,  but  the  styrenes  in  the  butadiene  are  not  there 

as  individual  chemical  entities,  they  are  in  chemical 

combination,  and  they  cannot  be  separated  }3hysi- 

cally. 

The  Court:  A  combination  of  thei  two  results  in 
giving  us  something  solid  and  not  breakable? 

The  Witness:    That  is  correct. 

The  Court:  Such  as  you  have  demonstrated  by 
having  a  pure  styrene  object  constructed  and  show- 
ing they  are  neither  malleable  nor  breakable,  is  that 
correct  ? 

The  Witness:  That  leads  me  into  something  that 
is,  I  don't  think,  quite  correct  in  that  way. 

The  Court:  By  the  word  ' 'malleable,"  I  meant: 

The  Witness :    They  had  notliing  to  do 

The  Coui-t :  which  you  could  twist  like  a  rub- 
ber band.  That  is  what  I  meant  by  "malleable." 

The  Witness:  Yes,  Your  Honor,  but  that  is  not 
rubber.  That  object  is  not  rubber. 

The  Court:    What  was  that  objecf?  [233] 

The  Witness:    It  was  a  polyethelene  compound. 

The  Court:     All  right. 

The  Witness:  The  styrene  is  a  material  which 
in  combination  with  the  butadiene  plasticizes  the 
butadiene  to  give  it  the  properties  similar  to  those 
of  a  natural  rubber 

The  Court:     All  right. 

And  that  combination  has  been  known  to  chem- 
istry for  how  long? 
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The  Witness:  Since  approximately  1939,  1940, 
perhaps  1938. 

The  Court:  And  the  names  that  you  use  are  ac- 
cepted in  the  chemical  industry  as  names  by  which 
you  recognize  these  materials;  they  are  not  coined 
names  '^. 

The  Witness:  They  are  names  which  are  recog- 
nized, but  they  are  not  coined  by  me. 

The  Court:  They  are  not  the  type  of  names 
which  would  be  subject  to  a  trademark? 

The  Witness:  No,  sir.  They  are  material  names 
and  they  are  not  subject  to  a  trademark. 

The  Court:    That  is  what  I  wanted  to  bring  out. 

All  right. 

To  illustrate,  to  go  to  another  field — — 

The  Witness :  The  word  "kodak,"  for  example,  it 
is  an  artificial  name  which  is  now  accepted  to 
mean  a  camera. 

Mr.  Caughey :  I  think  you  would  be  likely  to  get 
an  [234]  awful  lot  of  argument  from  the  owners 
of  the  Kodak  Company. 

The  Court:  What  I  am  trying  to  get  at  is  the 
terminology  with  which  we  are  dealing  is  generally 
accepted  in  the  art  as  designating  a  certain  object, 
is  that  correct? 

The  Witness:  I  believe  that  is  correct,  your 
Honor.    That  is  correct,  your  Honor. 

Mr.  Caughey:  May  your  Honor  please,  I  think 
they  do  the  same  thing  in  this  art  as  they  do  in 
the  medical  art.  In  the  medical  art  when  you  have 
a  new  product  or  new  compound  you  submit  it  to 
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the  AMA,  and  they  give  it  a  name,  which  may  be 
a  coined  name,  but  even  though  it  is  a  coined  name 
it  is  the  name  of  the  product,  because  ordinarily 
the  name  is  so  long  that  they  can't  use  it. 

In  this  art  they  do  the  same  thing.  They  submit 
— It  may  be  a  long  chemical  name,  and  they  submit 
it  to  an  organization  who  gives  the  product  a  name. 

The  Court:  We  had  that  in  the  case  that  was 
just  dismissed  from  appeal,  G.D.  Searle  vs.  Institu- 
tional Drug  Distributors,  where  they  had  a  chemi- 
cal known  to  the  pharmaceutical  art,  medical  art, 
by  a  certain  name.    It  is  used  to  avoid  seasickness. 

The  Clerk:    Drammamine. 

The  Court:  The  word  is  "Drammamine."  The 
Drammamine,  however,  is  a  trade  name  adopted 
by  Searle  for  this  product,  and  it  has  gotten  into 
popular  use  to  such  an  [235]  extent  that  if  you  saw 
the  play  N"o  Place  for  Sergeants,  you  would  find 
that  the  General  in  that  last  very  funny  scene  asked 
where  the  Drammamine  was. 

I  departed  from  the  topic  merely  to  have  an 
understanding  of  the  terms. 

I  believe  as  the  pattern  in  front  of  me  changes, 
I  want  to  be  certain  of  the  terminology,  as  we  go 
from  one  thing  to  another,  and  that  is  why  I  asked 
the  witness  if  he  uses  the  words  he  used  this  morn- 
ing as  I  used  them  in  another  case. 

So  I  wanted  to  know  whether  these  chemicals 
which  he  was  talking  about  were  designated  by  the 
name  by  which  they  are  known  in  the  trade. 

All  right.    Let's  go  from  there. 


204  Van  Erode  Milling  Co.,  Inc.,  vs. 

(Testimony  of  Isador  Miller.) 

Q.  (By  Mr.  Kirschstein)  :  In  other  words,  there 
are  GR-S's  with  a  styrene  content  higher  than  that 
of  standard  GR-S  and  lower  than  that  of  standard 
GR-S?  A.     Yes. 

Q.  GR-S  that  is  made  of  butadiene  and  styrene 
is  Buna  S,  is  it  not? 

A.     That  is  the  standard  Buna-S. 

Q.  Vv'^hat  are  these  GR-S's  with  styrene  contents 
higher  than  and  lower  than  that  of  standard  GR-S 
used  for,  just  generally"? 

A.  They  are  ruj^bers  which  would  be  used  for 
a  special  [236]  purpose.  For  example,  a  Buna  S 
with  a  higher  styrene  content  might  be  used  to 
modify  the  properties  of  ordinary  rubber,  and  it 
could  be  used,  the  ones  with  the  lower  properties — 
I,  myself,  for  example,  have  used  a  5  to  10  per 
cent  styrene  rubber  for  the  purpose  of  modifying 
asphalt  to  make  it  suitable  for  use  in  making  air- 
plane runways. 

The  Court :  Let  me  ask  you  this  question :  When 
you  speak  of  higher  and  lower,  is  that  used  in  con- 
junction with  what  is  known  as  a  standard  mixture? 

The  Witness:  That  is  the  common  understand- 
ing of  the  word  higher. 

The  Court :    What  would  a  standard  mixture  be  ? 

The  Witness:  Approximately  25  per  cent  sty- 
rene. 

The  Court:  So  anything  above  that  would  be 
higher,  or  would  it? 

The  Witness:  Substantially,  the  statement  is 
correct,  except  that 
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The  Court:  I  am  not  trying  to  get  into  an  argu- 
ment with  you;  I  am  just  trying  to  understand  the 
terms.  One  of  the  important  things  in  this  patent 
is  the  meaning  of  the  word  ''higher."  I  want  to 
know,  according  to  your  knowledge  in  the  particu- 
lar industry,  whether  a  word  like  that  is  usually 
interpreted  with  relation  to  a  standard  or  not. 
Otherwise  it  would  be  rather  nebulous.  Higher  than 
what? 

The  Witness:  It  is  related  to  the  standard  rub- 
ber, [237]  which  is  25  per  cent  styrene. 

The  Court:    All  right. 

Q'.  (By  Mr.  Kirschstein)  :  Would  you  state  the 
Buna  S's  with  styrene  contents  higher  than  the 
standard  in  1947  f 

A.  In  1947  there  was  one  Buna  S  with  a  styrene 
content  higher  than  standard  GR-S  rubber  and  that 
had  a  content  of  43  per  cent  of  combined  styrene. 

Q.  Do  you  have  any  reference  that  illustrates 
that? 

A.  I  have  the  reference  of  the  United  States 
Government  specifications  for  the  year  1947  to  which 
I  referred  before,  and  I  believe  the  clerk  has  the 
copy  of  that. 

The  Clerk:    Plaintiff's  Exhibit  70. 

The  Witness:  Page  13  of  this  exhibit  under  the 
designation  GR-S  40  AC,  the  description  is  given: 
"Of  the  hydrocarbon  present,  approximately  43  per 
cent  by  weight  is  derived  from  styrene." 

Q.     (By  Mr.  Kirschstein)  :    Does  the  term  Buna 
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S  with  a  high  styrene  content  have  a  meaning  in 

the  plastics  and  rubber  arf? 

A.  It  refers  to  the  available  rubbers  with  a 
content  of  styrene  higher  than  that  of  a  standard 
GR-S. 

Q.  So  the  one  you  just  referred  to  would  be 
one  such,  is  that  correct? 

A.     The  one  I  referred  to  is  such  a  rubber. 

Q.  In  1951  what  Buna  S's  with  high  styrene 
content  were   [238]   known  then? 

A.  In  1951  there  was  a  Buna  S  known  with  a 
content  which  is  stated  in  the  literature  to  be  50 
per  cent,  but  which  actually  refers  to  this  40 
AC 

Q.    50  per  cent  styrene? 

A.  I  beg  your  pardon.  With  a  styrene  content 
of  50  per  cent,  in  other  words  it  was  a  50-50  mix- 
ture, but  it  actually  refers  to  the  40  AC.  And 
there  was  also  known  at  that  time  at  least  one  rub- 
ber with  a  styrene  content  higher  than  50  per  cent, 
namely,  co-polymer  3  of  the  Dewey  and  Almy  Com- 
pany. 

Q.     Were  there  any  others  known  then? 

A.  In  1951  there  was  probably  a  35  per  cent 
styrene  content  rubber  known. 

Q.  Would  that  be  a  Buna  S  with  a  high  sty- 
rene? 

A.  That  would  be  a  Buna  S  with  a  high  styrene 
content. 

Q.  Would  you  refer  to  the  references  substan- 
tiating your  statements  for  1951? 
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A.  In  1951  the  references  which  give  the  Buna 
S  content  of  these  higher  styrene  rubbers  are  in 
an  article  in  the  Modern  Plastics  for  1950. 

Ql     Do  you  have  anything  else? 

A.  And  then  I  have  the  references  to  the  con- 
tent in  1947,  and  the  references  to  content  in  1948 
and  1952. 

Q.     What  is  the  reference  in  1948?  [239] 

A.  The  reference  in  1948  is  a  Vanderbilt  Hand- 
book, Ninth  Edition,  for  1948,  which  gives  the 
composition  of  various  rubbers  known  at  that  time. 

Q.  Would  you  show  his  Honor  the  part  that  you 
are  referring  to  there  that  has  these  different  con- 
tents ? 

Mr.  Proujansky:  May  I  ask,  your  Honor,  that 
in  addition  to  showing  it  to  your  Honor,  the  witness 
repeat  it  aloud? 

The  Court:  Yes,  certainly.  This  is  part  of  an 
exhibit.  This  is  69.  He  is  reading  from  Exhibit 
for  identification  No.  69,  so  he  refers  to  the  page, 
and 

The  Witness:  We  are  introducing  the  entire 
exhibit. 

The  Court:  They  intend  to  introduce  the  entire 
exhibit.  You  are  referring  to  page  43  of  that  ex- 
hibit, are  you? 

The  Witness:  I  am  referring  to  page  42,  par- 
ticularly. 

On  page  42  there  is  given  here,  for  example 

The  Court:    You  read  it  so  coimsel  can  hear  it. 

The  Witness:    On  page  42  of  that  exhibit  under 
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the  general  heading  of  Regular  Polymers,  there 
is  stated  a  polymer  with  a  butadiene  content  of  65 
per  cent  and  a  styrene  content  of  35  per  cent. 

Q.  (By  Mr.  Kirschstein) :  Do  you  find  on  that 
page  a  [240]  Buna  S  with  a  low  styrene  content? 

A.  On  that  page  is  also  given  a  butadiene  95 
per  cent,  styrene  5  per  cent. 

Q.    Would  you  refer  to  page  45,  please? 

A.  On  page  45  we  have  a  list  of  rubbers,  which 
includes  a  50-50  butadiene-styrene  rubber,  a  65-35 
butadiene-styrene  rubber,  and  a  95-5  per  cent  sty- 
rene rubber,  as  well  as  standard  GR-S  with  71-29 
per  cent  butadiene  styrene. 

Ql  Would  you  read  the  material  on  the  right- 
hand  colimin? 

A.  On  the  right-hand  column  under  the  general 
title  "Monomers  (Charge  Ratio),"  the  heading  of 
the  colunm  is  "Results  Imparted."  The  title  is 
"Higher  Styrene,"  and  the  words  are  eliminated, 
but  I  will  read  the  contents. 

"Higher  styrene  gives  higher  tensile,  modulus, 
and  hardness.  Easier  breakdown,  more  thermo- 
plastic, smoother.  Less  shrinkage.  Good  in  hard 
rubber  and  extruded  goods.  Higher  freeze  point 
than  GR-S  standard." 

Q.     Go  on. 

A.  It  continues,  "High  Butadiene."  In  other 
words,  low  styrene,  poor  processing,  lower  physical 
properties,  lower  freeze  point. 

Q.  What  Buna  S  with  a  styrene  content  was 
known  in  1952? 
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A.  In  1952  we  had  butadiene  styrene  rubber 
with  a  [241]  42-44  per  cent  styrene  content,  and  at 
least  one  butadiene  styrene  rubber  with  a  70  per 
cent  styrene  content. 

Q.  Do  you  have  a  reference  that  substantiates 
what  you  say  for  1952? 

A.  The  reference  is  the  government  specifica- 
tions for  the  year. 

Q.     What  exhibit  is  thaf? 

A.     That  is  Exhibit  No.  71. 

Q.  What  page  of  Exhibit  71  does  the  specifica- 
tion for  standard  GR-S   occur  on? 

A.  The  specification  for  standard  GR-S  occurs 
in  this  exhibit,  if  it  please  your  Honor.  The  pages 
are  not  numbered.    They  are  designated  by  title. 

The  Court:     All  right. 

The  Witness:  GR-S  1000,  which  is  the  standard 
GR-S,  it  gives  the  composition  as  bound  styrene 
221/2  to  241/2  per  cent.  [242] 

Q.  On  what  page  did  you  find  the  42  to  44  per 
cent  styrene? 

A.  GR-S  No.  1013,  bound  styrene  42  to  44  per 
cent. 

The  date  of  each  of  those  pages  is  10-1-52. 

Q.  Can  you  find  any  specifications  for  rubbers 
with  low  styrene  content? 

A.  GR-S  No.  1015,  bound  styrene  2.5  to  4.5  per 
cent.     GR-S  No.  1023. 

Q.     What  is  the  bound  styrene  in  1023? 

A.  Bound  styrene  12.0  to  14.0  per  cent.  And 
GR-S  Nos.  1500,  1501,  and  1502:    1500,  19.0  to  21.0 


210  Van  Brode  Hilling  Co.,  Inc.,  vs. 

(Testimony  of  Isador  Miller.) 

per  cent.     1501,  19.0  to    21  per  cent.    1502,  19.0  to 

21  per  cent. 

The  Court:  I  gather  that  the  industry  from  time 
to  time  as  they  were  making  experiments  were 
changing  the  amounts,  without  changing  the  com- 
ponent elements,  so  as  to  arrive  at  more  satisfac- 
tory products 

The  Witness:     For  given  purposes. 

The  Court:  For  different  purposes,  is  that  cor- 
rect'? 

The  Witness:    That  is  correct,  your  Honor. 

I  will  also  call  your  attention,  your  Honor,  to 
the  fact  that  in  order  for  any  manufacturer  to  make 
any  of  these  different  products  he  had  to  obtain 
permission  from  the  Rubber  Reserve  Corporation. 

Nobody  was  permitted  to  make  any  rubber  that 
he   [243]  wished  to  make. 

The  Court:     That  is  during  the  war  years? 

The  Witness:  Afterwards,  also.  Up  to  about 
two  or  three  years  ago.  As  long  as  the  Rubber 
Reserve  Corporation  was  in  existence  and  con- 
trolled the  industry.     It  is  now  free. 

The  Court:     They  even  sold 

The  Witness:  Within  the  last  two  years  all  the 
plants  have  been  sold  with  the  exception  of  one. 

The  Court:  They  sold  the  plants  where  they 
were  raising  a  particular  rubber-producing  plant. 

The  Witness:  All  the  plants  with  the  exception 
of  one  were  sold. 

The  Court:  That  is  in  keeping  with  the  manner 
in  which  we  liquidate  properties  after  the  war. 
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Q.  (By  Mr.  Kirschstein)  :  I  hand  you  Plain- 
tiff's Exhibit  63  and  ask  you  to  read  it. 

A.     I  have  read  the  first  portion  of  it. 

Q.  I  refer  you  to  paragraph  2,  which  you  will 
understand  is  the  composition  of  the  Kravex  frame. 
Is  a  frame  made  of  that  material  a  plastic  frame? 

A.    It  is. 

Q.    And  what  is  the  plastic  it  is  made  of? 

A.  It  is  a  modified  polystyrene  plastic,  which 
the  modifying  agent  is  a  Buna  S  with  a  high  styrene 
content. 

Q.  What  is  the  basis  for  saying  that  the  poly- 
styrene is  [244]  modified? 

A.     The  statement  in  the  stipulation  which  reads : 

"It  is  composed  of  a  physical  mixture  consisting 
of  a  predominant  amount  of  polystyrene,  a  minor 
amount  of  co-polymer  of  butadiene  and  styrene." 

Q.  What  is  the  basis  for  saying  the  co-polymer 
is  a  Buna  S  with  a  high  styrene  content? 

A.  Reading  from  the  stipulation  in  the  same 
paragraph,  it  continues:  "The  co-polymer  consists 
of  butadiene  in  the  range  of  58  per  cent  to  62  per 
cent  by  weight  and  styrene  in  the  range  of  38  per 
cent  to  42  per  cent  by  weight." 

Qi.  Have  you  had  occasion  to  handle  an  example 
of  the  Kravex  frames?  A.     I  have. 

Q.     Where  did  you  get  it  from? 

A.     I  obtained  it  from  counsel. 

Q.    From  me?  A.    Yes,  sir. 

Q.  Do  you  have  the  frame  that  you  handled 
with  you?  A.     I  have. 
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Q.     Wliat  exhibit  is  it? 

A.  This  is  Plaintiff's  Exhibit  No.  74  for  identi- 
fication. 

Q.     Did  you  do  anything  with  it? 

A.  I  took  this  frame  and  I  placed  it  in  a  vise 
in  an  [245]  attempt  to  bend  it. 

Q.     Did  you  draw  any  conclusion  from  your  ef-  j 
forts  to  bend  it? 

A.  What  I  did  exactly  was  I  placed  this  frame 
on  one  side  in  the  vise  and  bent  it  through  an  angle 
of  90  degrees,  at  which  point  I  obtained  a  slight 
crack  in  the  side  which  was  being  bent.  I  took  it 
out  and  examined  it  and  then  placed  the  same 
side  back  in  the  vise  and  re-bent  it,  and  the  frame 
cracked  both  at  the  point  of  the  bend  and  also 
along  the  side — at  one  corner,  on  one  of  the  short 
sides  near  one  of  the  corners.  I  then  took  the 
frame  and  placed  the  opposite  side  in  the  vise  in 
order  to  bend  it  only  once,  to  show  the  effect  of 
bending  it,  and  I  bent  this  side  through  an  angle 
of  90  degrees,  and  then  it  came  back — that  did  not 
break  on  a  single  bend,  but  it  came  back  to  ap- 
proximately an  angle  of  45  degrees. 

Q.     Did  you  try  to  bend  it  out  of  a  vise? 

A.     I  did.    I  could  not  do  it. 

Q.     Did  you  try  to  break  it  out  of  a  vise? 

A.     I  did.    I  could  not  do  it. 

Q.  Did  you  draw  any  conclusions  as  to  the 
characteristics  of  the  modified  polystyrene  in  that 
frame  as  compared  to  plain  polystyrene? 

A.     The  polystyrene  in  that  frame  is  vastly  su- 
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perior  in  its  properties  to   general-purpose  poly- 
styrene. 

Mr.  Kirschstein :    Would  you  mark  this,  please*? 

The  Clerk:  There  has  been  marked  for  identi- 
fication Plaintifc's  Exhibit  No.  76. 

(The    exhibit    referred    to    was    marked    as 
Plaintiff's  Exhibit  No.  76  for  identification.) 

Q.  (By  Mr.  Kirschstein) :  I  show  you  Plain- 
tiff's Exhibit  No.  76  for  identification  and  ask  you 
if  that  contains  any  information  regarding  the 
properties  of  the  plastic  of  which  the  Kravex  frame 
is  made? 

A.  These  pages  are  not  numbered,  your  Honor, 
but  on  the  last  page 

The  Court:    You  can  identify  it. 

The  Witness:  On  the  inside  cover  there  is  a 
table  of  properties  of  molding  material  TMD  2155, 
and  a  list  of  its  properties. 

The  Court:  I  don't  think  you  have  identified 
where  these  pages  come  from. 

Mr.  Kirschstein :  Your  Honor,  that  is  a  brochure 
of  the  Bakelite  Company,  Exhibit  76. 

The  Court:     Go  ahead. 

Q.  (By  Mr.  Kirschstein) :  Mr.  Miller,  would 
you  refer  to  paragraph  4-A  of  Exhibit  63,  the 
stipulation,  and  read  that,  please? 

A.     I  have  read  it. 

Q.  You  will  imderstand  that  this  gives  the  com- 
position of  plastic  battery  hold-down  frames  made 
by  the  plaintiff  at  [247]  one  time.  Were  frames 
made  of  this  material,  plastic  frames'? 
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A.     They  were. 

Q.  What  was  the  composition  of  those  plastic 
frames  ? 

A.  Reading  from  the  stipulation,  the  frames 
were  made  from  a  physical  mixture  consisting  of 
a  predominant  amount  of  polystyrene,  a  minor 
amount  of  a  co-polymer  known  as  Darex  Co-polymer 
No.  3. 

The  Court:     Darex  is  a  trade  name? 

The  Witness:  Darex  is  a  trade  name  of  a  prod- 
uct made  by  the  Dewey  and  Almy  Company. 

Q.  (By  Mr.  Kirschstein)  :  What  type  of  plas- 
tic is  it? 

A.  This  is  a  polystyrene  modified  by  a  Buna  S 
with  a  high  styrene  content. 

The  Court:  Dewey  and  Almy  Chemical  Com- 
pany? Is  that  the  same  circular — no.  It  is  re- 
ferred to  in  the  file  wrapper.  It  is  one  of  the  ex- 
hibits— it  is  part  of  the  file  wrapper.  I  can't  tell 
the  paging. 

Mr.  Kirschstein:  That  circular,  your  Honor,  is 
part  of  the  file  wrapper,  and  gives  the  composi- 
tion of  the  Darex  co-polymer  No.  3. 

The  Court:  That  is  what  I  say.  I  have  read 
the  file  wrapper  there  and  I  find  the  reference  to 
Darex  co-polymer  No.  3.  The  date  of  the  particular 
circular  is  May  1949. 

Is  that  the  same  circular? 

The  Witness:    That  is  the  same  one.  [248] 

The  Court:    All  right. 

Q.     (By  Mr.  Kirschstein) :    I  take  it  your  basis 
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for  the  characterization  of  the  material  as  poly- 
styrene modified  by  the  addition  of  Buna  S  with  a 
high  styrene  content  is  the  same  as  you  spoke  of 
before  with  respect  to  the  Kravex  frame? 

A.  It  is  the  language  of  the  stipulation  which 
gives  me  the  composition  of  co-polymer  No.  3. 

Q.  In  other  words,  the  use  of  the  word  "pre- 
dominant" and  the  physical  mixture  and  the 
amoimts  of  styrene  and  the  co-polymer — is  that 
correct?  A.     That  is  correct. 

Q.  Now,  would  you  look  at  paragraph  4-B, 
please  ? 

The  Court:  You  are  still  talking  abovit  the  stip- 
ulation ? 

The  Witness:    I  have  read  it. 

Q.  (By  Mr.  Kirschstein)  :  You  understand  that 
shows  the  composition  of  plaintiff's  frames  at  one 
time,  also.  Since  it  shows  they  were  made  of  the 
same  material  that  paragraph  2  shows  the  Kravex 
frame  is  made  of,  I  take  it  your  testimony  would 
be  the  same  with  respect  to  that? 

A.  My  testimony  would  be  the  same.  It  is  made 
of  a  polystyrene  modified  with  a  Buna  S  of  a  high 
styrene  content. 

Q.  Now,  would  you  read  paragraph  c,  please, 
4c  of  the  stipulation? 

The  Clerk:  This  is  Plaintiff's  Exhibit  No.  63 
for  [249]  identification  and  in  evidence. 

Mr.  Kirschstein :    Yes. 

The  Witness :    I  have  read  it. 

Q.     (By  Mr.  Kirschstein)  :    You  will  understand 
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that  this  gives  the  composition  of  Plaintiff's  frame 
since  about  November  1952.  Were  frames  made 
of  this  material,  plastic  frames? 

A.     They  are. 

Q.     What  is  the  plastic  they  are  made  of? 

A.     Modified  polystyrene. 

Q.     And  what  is  the  polystyrene  modified  with? 

A.  Both  of  the  ingredients  which  are  mixed,  each 
of  them  is  a  polystyrene  mixed  with  a  Buna  S  with 
a  high  styrene  content. 

Q,  You  say  each  of  them.  Why  do  you  say  each 
of  them? 

A.  Because  the  stipulation  says  that  the  frame 
is  manufactured  and  is  composed  of  a  physical  mix- 
ture of  Bakelite  brand  TMD  2155,  and  a  material 
furnished  by  Monsanto  Chemical  Company.  The 
last-mentioned  composition  is  expressly  designated 
as  Lustrex  Hi-Test  89. 

Q.  Now,  the  Bakelite  brand  TMD  2155  is  the 
material  that  you  have  characterized  before,  is 
that  correct?  A.     That  is  correct. 

Q.     What  is  the  Monsanto  material? 

A.  The  Monsanto  material  is  composed  of  a 
physical  mixture  consisting  of  a  predominant 
amount  of  polystyrene  and  a  [250]  minor  amount 
of  a  co-polymer  of  butadiene  and  styrene.  The 
co-polymer  consists  of  butadiene  in  the  range  of 
60  to  50  per  cent  by  weight  and  styrene  in  the 
range  of  40  to  50  per  cent  by  weight. 

Q.  How  would  you  describe  that  Monsanto  mate- 
rial ? 
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A.  The  Monsanto  material  is  a  modified  poly- 
styrene modified  by  Buna  S  with  a  high  styrene 
content. 

Q.  Have  you  had  occasion  to  test  Plainti:ff's 
present  frame  in  a  manner  similar  to  the  Defend- 
ant's frame?  A.     I  have. 

Q.     Were  you  able  to  break  it  yourself? 

A.    I  was  not.    I  have  the  frame  here. 

Qi.     That  frame  is  what? 

A.     Is  marked  Plaintiff's  Exhibit 

Q.     75?  A.    75  for  identification. 

The  Court:  The  one  I  just  looked  at,  is  that 
the  accused  device? 

The  Witness:    This  one  is  the  accused  device. 

The  Court:  This  is  the  plaintiff's  device  that 
he  tried  to  break,  also.  Exhibit  75. 

Q.  (By  Mr.  Kirschstein)  :  I  show  you  Plain- 
tiff's Exhibit  73  for  identification,  which  is  a  bro- 
chure showing  the  physical  properties  of  the  Mon- 
santo material  Lustrex  Hi-Test  89,  and  ask  you 
from  that  bulletin  and  from  your  experience  with 
[251]  the  plaintiff's  frame  you  came  to  any  con- 
clusion regarding  the  characteristics  of  the  modified 
polystyrene. 

A.  The  modified  polystyrene  has  properties  suit- 
able for  use  in  arriving  at  the  properties  desired  in 
a  plastic  hold-down  frame. 

Q.    You  mean  the  properties  set  forth 

A.  The  properties  set  forth  in  the  table  of  prop- 
erties. 
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Q.  You  are  speaking  now  of  the  plaintiff's  frame 
that  is  covered  by  paragraph  4c,  is  that  correct? 

A.     Of  the  stipulation,  that  is  correct. 

Mr.  Kirschstein :    Plaintiff  offers  in  evidence  Ex-  j 
hibits  64  through  76  for  identification. 

The  Court:    They  may  be  received.  j 

(The  exhibits  referred  to  were  received  in 
e\idence  and  marked  as  Plaintiff's  Exhibits  64 
through  76.) 

Mr.  Kirschstein :    That  is  all. 

The  Court:  I  understand  you  have  completed 
your  direct  examination  now? 

Mr.  Kirschstein:    Yes,  sir. 

The  Court:    Then  we  will  take  a  short  recess. 
(Recess  taken.) 

The  Clerk:    All  parties  are  present,  your  Honor. 
Isador  Miller,  heretofore  sworn,  resumes  his  testi-  . 
mony.  " 

The  Court:    All  right.  [252] 

Cross  Examination 

Q.  (By  Mr.  Halle)  :  Mr.  Miller,  you  testified 
about  Buna  S's.  Is  that  what  we  have  been  talking 
about  here  today,  different  types  of  Buna  S's,  or 
should  I  put  it  this  way,  or  a  type  of  Bima  S  with 
varying  amounts  of  styrene  in  it? 

A.     That  is  correct. 

Q.  You  have  also  told  us  about  the  government 
regulations  and  specifications  for  GrR-S.  \ 

A.     That  is  correct. 
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Q'.     What  is  the  Buna  S  with  the  highest  styrene 
content  that  you  have  told  us  about? 
A.    70  per  cent  styrene. 
Q.    And  what  is  thaf? 
A.     Darex  Co-polymer  No.  3. 
Q.     Is  that  the  Darex  Co-polymer  No.  3  men- 
tioned in  the  suit  patent '?  A.     It  is. 

Q.     Do  you  know  of  any  Buna  S  with  a  higher 
styrene  content  than  that? 

A.     I  know  of  Buna  S  with  an  85  per  cent  con- 
tent. 

Q.    What  would  that  be? 

A.     That  would  l)e  a  Buna  S  with  a  high  styrene 
content. 

Q.     Would  it  have  a  trade  name  ? 
A.     It  is  one  of  the  products  made  by  Dewey  and 
Almy.  [253] 

Q.     Would  that  be  Dewey  and  Almy  X-34? 
A.     I  don't  know. 

Q.  Do  you  know  of  any  other  company  that 
makes  a  Buna  S  with  a  high  styrene  content? 

A.  I  know  Goodrich  puts  out  a  Buna  S  with  a 
high  styrene  content  and  I  believe  Dow  also. 

Q.  Did  you  ever  hear  of  a  product  called  Pliolite 
S-3?  A.     I  did. 

Q.  Do  you  know  what  the  styrene  content  is  in 
that?  A.     I  do  not. 

Q.  But  in  any  event  we  have  discussed  today 
Buna  S's  with  a  high  styrene  content  as  high  as  85 
per  cent;  is  that  correct?  A.     Correct. 

Q.     I  hand  you  Plaintiff's  Exhibit  72  and  ask  you 
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whether  that  was  the  exhibit  from  which  you  ob- 
tained information  that  some  time  in  1940,  I  be- 
lieve you  testified  it  was — was  it  1942  ^. 

A.     It  was  1944. 

Q.  1944,  that  a  Buna  S  standard  was  75  per  cent 
butadiene  to  25  per  cent  styrene;  is  that  correct? 

A.     That  is  correct. 

Q.  Now,  I  also  hand  you — ^is  that  a  government 
regulation,  that  paper  I  handed  to  you  ? 

A.     No,  sir.  [254] 

Q.     Who  puts  that  out? 

A.     Rubl)er  Manufacturers  Association. 

Q.  Do  you  know  where  they  get  their  informa- 
tion from?  Do  they  get  it  direct  from  the  govern- 
ment regulations?  A.     I  would  assume  so. 

Q.  So  that  the  source  material  for  something 
like  that  would  be  a  paper  like  Exhibit  70,  which  is 
issued  by  the  Reconstruction  Finance  Corporation, 
effective  January  1,  1947 — would  that  be  correct? 

A.     That  would  be  correct? 

Q.  Now,  I  just  handed  you  that  Exhibit  70,  and 
I  ask  you  whether  that  contains  the  standards  for 
the  GR-S's  for  the  year  1947.  A.     It  does. 

Q.     Are  you  familiar  with  the  exhibit? 

A.     I  am. 

Q.     Have  you  studied  it  carefully? 

A.     I  believe  I  have. 

Q.  Could  you  tell  me  the  GrR-S  in  that  exhibit 
with  the  highest  styrene  content? 

A.  GR-S  with  the  highest  styrene  content  is  No. 
40  AC. 
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Q.     What  is  the  styrene  content? 

A.    43  per  cent  by  weight. 

Q.  Now,  do  you  know  of  any  other  GR-S  in  the 
year  1947  that  had  a  higher  styrene  content  than  43 
per  cent  by  weight?  [255] 

A.  I  don't  know  when  Dewey  and  Almy  started 
to  manufacture  copolymer  No.  3.  This  is  the  highest 
content  that  I  know  of  for  that  year. 

Q.  Aside  from  the  Dewey  and  Almy  product  that 
is  mentioned  in  the  patent,  that  is  the  highest  sty- 
rene content  that  you  know  of  that  could  have  been 
obtained  in  1947  ? 

A.     That  was  being  manufactured  in  1947. 

Q.  I  hand  you  this  other  exhibit  that  you  pro- 
duced here  today,  Exhibit  71,  which  is  the  Recon- 
struction Finance  Corporation  specifications  for 
government  synthetic  rubbers,  October  1,  1952;  do 
you  know  what  the  highest  styrene  content  cited  in 
that  publication  is  ? 

A.    42  to  44  per  cent. 

Q.  We  have  42  to  44  per  cent,  and  that  is  one 
per  cent  higher  than  the  43  per  cent  that  was  cited 
in  1947?  A.     That  is  correct. 

Q.  Now,  I  want  you  to  review  in  your  mind  the 
GrR-S  specifications  that  you  are  familiar  with  from 
the  time  the  government  started,  which  I  would  as- 
sume was  at  the  beginning  of  World  War  II — am  I 
correct?  A.     That's  right. 

Q.     until  1952,  and  I  want  you  to  tell  me  if 

you  know  of  a  GR-S  with  a  styrene  content  higher 
than  44  per  cent.  [256] 
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A.  There  was  a  GR-S  with  a  styrene  content  of 
50  per  cent  available  during  those  years. 

Q.  All  right.  Was  there  a  GrR-S  with  a  styrene 
content  higher  than  50  per  cent  available  at  any 
time?  A.     There  was. 

Q.     When? 

A.     During  the  latter  part  of  those  years. 

Q.     And  what  was  the  percentage  in  that? 

A.     70  per  cent. 

Q.  Now,  I  want  you  to  listen  to  the  question 
very  carefully.  We  are  talking  about  a  GrR-S  now, 
not  a  Buna  S.  What  is  a  GR-S? 

A.  GR-S  is  government  rubber  styrene,  buta- 
diene-styrene  co-polymer. 

Q.  And  those  standards  are  set  by  the  govern- 
ment, are  they  not?  A.    Tliey  are. 

Q.  I  would  like  you  to  pick  out  from  your  ex- 
hibits the  standards  for  70  per  cent  GR-S,  70  per 
cent  styrene. 

A.     They  are  not  shown  in  these  exhibits. 

Q.  Are  they  shown  anywhere  in  Government 
specifications  for  a  GR-S? 

A.     They  are  not  shown  for  a  GR-S. 

Q.     Of  course  not. 

The  highest  GR-S  shown  is  50  per  cent,  is  it  not? 

A.  The  highest  GR-S  shown  in  these  government 
publications  which  I  have  presented  is  50  per  cent. 

Q.  And  that  is  true  for  any  government  publica- 
tion concerning  a  GR-S  ? 

A.  It  is  true  for  any  government  publication 
which  I  have  seen. 
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Q.     I  didn't  hear  you. 

A.  It  is  true  for  any  government  publication 
which  I  have  seen  during  this  year. 

Q.     Or  that  you  have  ever  seen? 

A.     That  I  would  not  remember. 

Q.     You  don't  remember  ?  A.     No. 

Q.  We  are  talking  about  relative  terms  here, 
about  high  styrene  content,  and  it  has  got  to  be 
higher  than  something.  Now,  in  the  suit  patent  Mr. 
Coleman  mentions  a  Bima  S  with  a  high  styrene 
content.  Is  that  the  same  as  a  GrR-S  with  a  high 
styrene  content? 

A.  The  term  GR-S  and  Bima  S  are  used  inter- 
changeably. 

Q.     They  are  used  interchangeably? 

A.     They  are  used  interchangeably  in  the  trade. 

Q.  But  there  is  no  GrR-S  in  government  regula- 
tions that  you  know  of  higher  than  50  per  cent 
styrene  ? 

A.  There  is  no  GR-S  in  any  of  these  publica- 
tions higher  than  GR-S.  [258] 

Q.     Higher  than  50  per  cent? 

A.     Than  50  per  cent,  yes.  [259] 
»  *  *  *  * 

Q.  (By  Mr.  Halle)  :  I  believe  you  testified  that 
a  major  amount  of  polystyrene  modified  by  a  minor 
amount  of  a  copolymer  with  38  to  42  per  cent  sty- 
rene constituted  a  high  styrene  copolymer  modify- 
ing polystyrene ;  is  that  correct  ? 

A.  I  don't  believe  it  is  correctly  stated  as  you 
stated  it,  Mr.  Halle. 
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Q.    Well,  let  me  ask  you  this :  Do  you  believe  that 

any  copolymer  of  butadiene  and  styrene  over  25  per 

cent  is  a  high  styrene  copolymer?  [262] 
***** 

The  Witness:  Insofar  as  that  is  an  available 
material,  I  do. 

Q.  (By  Mr.  Halle) :  Well,  is  there  an  available 
material  with  25  per  cent  styrene  in  it? 

A.     Not  that  I  know  of. 

Q.  Well,  is  there  an  available  material  with  29 
per  cent  styrene  in  it? 

A.     Not  that  I  know  of. 

Q.  Is  there  an  available  material  with  40  per 
cent  styrene  in  it  ?  A.     There  is. 

Q.     Is  there 

A.  There  is  a  material  with  a  range  between  38 
and  42  per  cent,  so  that  certain  lots  of  it  could  very 
well  be  40  [263]  per  cent. 

Q.  You  did  say  you  didn't  know  of  a  material 
available  with  29  per  cent  styrene  in  it? 

A.     I  do  not. 

Q.  I  show  you  the  exhibit  voti  produced  before, 
Exhibit  69,  which  is  the  handbook  for  1948,  I  direct 
your  attention  to  page  45,  and  where  it  says  "GR-S 
Standard,"  does  it  not  say  71/29  butadiene  styrene  ? 

A.  It  says  71/29  butadiene  styrene,  but  that  does 
not  mean  that  the  29  per  cent  is  the  styrene  content 
of  that  nibber. 

Q.     What  does  it  mean? 

A.  It  means  that  in  the  make-up  of  that  rubber 
29  per  cent  of  styrene  is  permitted  to  the  manufac- 
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turer  to  put  into  the  batch.  But  the  batch  never 
ends  up  with  a  29  per  cent  styrene  content.  And 
during  those  years  covered  by  this  bulletin  the  per- 
missible styrene  content  was  231/2  or  an  average 
of  221/2  to  241/2  per  cent. 

Q.     Do   you   know   what   the   government   prin- 
cipally needed  the  rubber  for. 

A.     The  rubber  was  being  used  as  a  replacement 
for  natural  rubber. 

Q.     For  truck  tires?  A.     For  truck  tires. 

Q.     And  other  rubber  items  needed  for  the  war 
effort  ?  [264] 

A.     And  other  rubber  items. 

Q.     Do  you  know  whether  or  not  we  are  still  un- 
der these  rubber  regulations  today? 

A.    No,  sir. 

Q.    We  are  not  required  to  adhere  to  them  at  all  ? 

A.     No. 

Q.     Do  you  know  whether  or  not  there  is  still  a 
standard  for  the  rubber  industry? 

A.     So-called  75-25  per  cent  is  still  a  standard 
grade  of  all-purpose  rubber. 

Q.     And  is  that  in  the  rubber  industry? 

A.     In  the  rubber  industry. 

Q'.    How  about  the  plastics  industry? 

A.     In  the  plastics  industry? 

Q.    Yes,  sir. 

A.     That  is  not  true  in  the  plastics  industry. 

Q'.    What  is  the  standard  in  the  plastics  indus- 
try? 
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Mr.  Kirschstein :  I  object.  The  standard  of  what? 
I  don't  understand  the  question. 

The  Court:  Standard  combination  such  as  he  is 
talking  about. 

The  Witness :    May  I  answer  ? 

The  Court:    Yes. 

The  Witness:  There  is  no  such  thing. 

Q.  (By  Mr.  Halle)  :  There  is  no  standard  in 
the  plastics  industry,  is  there?  [265] 

A.  There  is  no  standard  for  rubber,  because  rub- 
ber does  not  exist  except  as  an  aid  to  the  plastics 
industry.  But  rubber  is  not  in  the  plastics  industry. 

Q.  I  see.  When  we  are  using  polystyrene  modi- 
fied by  a  co-polymer  of  a  Buna  S  are  we  in  the 
plastics  industry  or  are  we  in  the  rubber  industry? 

A.     We  are  in  the  plastics  industry. 

Q.     What  is  the  standard  in  the  plastics  indus- 
try? A.    We  have  no  standard.  [266] 
***** 

Q.  I  show  you  a  technical  bulletin  of  the  Dewey 
and  Almy  Company,  which  is  part  of  Plaintiff's 
Exhibit  2,  the  file  wrapper  of  the  suit  patent.  Have 
you  ever  seen  that  bulletin  before  ?  A.    I  have. 

Q.     You  note  the  date  on  it?  [267] 

A.    May  1949. 

Q.  Would  that  indicate  to  you  when  Darex  co- 
polymer No.  3  became  available? 

A.     No,  sir. 

Q.    Would  it  have  been  before  that? 

A.     It  might  have? 
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Q.     Are    you    familiar    with    a    publication    by 
Whitby  entitled  Synthetic  Rubber? 

A.     I  have  seen  it. 

Q.     Is  it  a  standard  work  in  the  rubber  industry? 

A.     It  is  a  standard  work. 

Q.  Is  it  also  a  standard  work  in  the  plastics  in- 
dustry? A.     I  don't  think  so. 

Q.     Doesn't  it  mention  plastics? 

A.  I  don't  remember.  I  have  a  copy  in  my  own 
library,  but  I  haven't  looked  at  it  for  a  long  time. 

Q.  Whether  it  is  a  standard  work  in  the  plastics 
industry,  or  not,  is  this  a  standard  reference  work 
that  is  considered  by  experts? 

A.     It  is  a  standard  reference  work  for  rubber. 

Q.     For  rubber,  all  right. 

When  you  say  "rubber,"  you  also  mean  synthetic 
rubber,  don't  you?  A.     I  do. 

Q.  I  am  going  to  read  from  page  629  of  the 
[268]  Whitby  publication.  The  title  of  the  book  is 
Synthetic  Rubber.  It  is  prepared  under  the  auspices 
of  the  Division  of  Rubber  Chemistry  and  Chemical 
Society,  and  the  Editorial  Board  is  headed  by  G. 
S.  Whitby,  Editor  in  Chief,  published  by  John 
Wiley  &  Sons,  Inc.,  New  York,  and  I  believe  the 
copyright  date  is  1954.  At  the  bottom  of  page  629 
there  is  a  sub-heading  called  "High  Styrene  Resins," 
and  in  the  paragraph  that  follows,  and  I  am  going 
to  go  to  the  middle  of  page  630,  the  middle  of  the 
first  paragraph  on  page  630: 

"The  first  description  of  the  properties  and  appli- 
cations of   a  commercially  available   styrene-buta- 
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diene  resin  (Pliolite  S-3,  a  1-5/85  butadiene-styrene 
co-polymer)  was  published  in  1946  as  the  outgrowth 
of  work  by  Borders,  R.  D.  Juve,  and  Hess.  De- 
scriptions of  other  high  styrene  resins  were  subse- 
quently made  by  Jones  and  Pratt,  and  Fox.  Gen- 
eral information  on  high  styrene  polymers  was  sum- 
marized by  Winkelmann,  Fordyce,  and  others." 

Do  you  agree  with  the  statement  I  just  read? 

A.     I  have  no  reason  not  to  believe  it. 

Q.     You  have  no  reason  not  to  believe  it? 

A.     Not  to  believe  it,  yes. 

Q.    According  to  that  statement,  Pliolite  S-3  is 
a  15/85  co-polymer,  is  that  right? 

A.     It  is  designated  there  as  a  resin.  It  is  a  15/85 
co-polymer.   [269] 

Q.     And  that  is  a  resin  ?  A.     It  is  a  resin. 

Q.     And  that  means  it  has  85  per  cent  styrene 
in  it?  A.     That  is  correct. 

Q.     And  they  say  that  is  the  first  one  that  be- 
came commercially  available? 

A.     That  is  right. 

Q.     And  that  was  some  time  in  1946  that  they 
wrote  about  it. 

Is  there  any  difference  between   a  resin   and  a 
rubber  ? 

A.     There  is. 

Q.     What  is  the  difference,  sir? 

A.     Difference  in  uses  or  properties? 

Q'.     Well,  can  you  have  a  rubber  with  85  per  cent 
styrene  in  it? 

A.     That  is  one  of  the  peculiarities  of  the  nomen- 
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clature  iii  the  trade,  that  these  high  styrene  co- 
polymers are  known  as  rubbers,  whereas  strictly 
speaking  if  one  wanted  to  be  exact  it  would  not  be 
designated  that  way.  But  it  is  accepted  in  the  trade 
that  high  styrene  co-polymers  are  rubbers. 

The  Court:  What  would  be  your  definition  of  a 
resin  to  contra-distinguish  it  from  rubber  % 

The  Witness :    The  properties,  your  Honor. 

The  Court:  Supposing  you  were  teaching  a  class 
[270]  and  you  were  asked  to  explain  the  word 
"resin"  ? 

The  Witness:  In  the  first  place,  your  Honor,  a 
rubber  must  have  some  degree  of  elongation,  and 
more  important  than  that  it  must  have  the  prop- 
erty of  coming  back;  when  you  stretch  it,  it  comes 
back.  Resins  do  not  have  that  property. 

Q.  (By  Mr.  Halle)  :  The  Darex  co-polymer  No. 
3  that  we  were  talking  about  with  a  70  per  cent 
styrene,  is  that  a  resin,  too? 

A.  That  is  known  in  the  trade  as  a  Bima  S  with 
a  high  styrene  content,  and  I  am  quite  sure  that 
Pliolite  S-3,  according  to  your  reading  of  the  text, 
is  also  a  Buna  S  with  a  high  styrene  content,  and 
to  my  mind  would  be  an  equivalent  for  certain  pur- 
poses. 

The  Court:    Equivalent  of  what? 

The  Witness:    Darex  No.  3. 

Q.  (By  Mr.  Halle)  :  Now,  would  you  kindly  an- 
swer my  question?  I  want  to  know  whether  Darex 
No.  3  is  a  resin. 
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A.  No,  sir.  Darex  No.  3  is  known  in  the  trade 
as  a  Buna  S  with  a  high  styrene  content. 

Q.    Is  that  also  true  of  Pliolite  S-3? 

A.    Yes,  sir. 

Q.  Did  you  refer  to  Pliolite  S-3  a  few  minutes 
ago  as  a  resin?  A.     I  did  not.  [271] 

Q.     I  misunderstood,  but  I  thought  you  did. 

A.  I  don't  believe  I  did.  If  I  did,  I  didn't 
mean  to. 

Q.  I  asked  you  whether  a  co-polymer  with  a 
styrene  content  of  85  per  cent  of  butadiene-styrene 
co-polymer,  with  a  styrene  content  of  85  per  cent, 
was  a  resin. 

A.  I  believe  I  said  that  a  co-polymer  of  buta- 
diene and  styrene  with  a  high  content  of  styrene 
is  still  called  a — or  with  a  content  equal  to  85  per 
cent  of  styrene,  is  still  known  in  the  trade  as  a 
Buna  S  with  a  high  styrene  content. 

Q.    Well,  do  some  people  call  it  a  resin? 

A.     I  do  not  know. 

Q.  Is  there  such  a  thing  as  a  synthetic  rubber 
resin?  A.    Yes,  sir. 

Q.  And  would  Darex  No.  3  be  synthetic  rubber 
resin?  A.     No,  sir. 

Q.     Well,  what  is  a  synthetic  rubber  resin  ? 

A.  When  one  speaks  of  a  synthetic  rubber  resin 
one  refers  entirely  to  the  hydrocarbon;  not  to  the 
product  which  may  contain  a  certain  ratio  of  mate- 
rial. 

Q.     Let's  get  back  to  what  a  resin  is. 

Did  you  define  a  resin  for  us  before? 
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A.  I  defined  a  resin  as  distinguished  from  a 
rubber.  The  term  "rubber"  is  a  class  term  as  well 
as  a  specific  term.  Complex  organic  compounds  are 
very  frequently  grouped  as  resins,  but  that  is  a 
very  loose  way  of  using  the  term,  and  it  [272]  is 
used  in  the  same  way  as,  for  example,  the  term 
"alcohol"  is  a  class  name,  but  most  people  when 
they  speak  of  alcohol  speak  of  ethyl  alcohol. 

The  Court:  Let's  stop  for  a  minute,  as  long  as 
we  had  the  witness  agree  to  some  definitions  which 
I  used  before.  Let's  see  if  we  can't  agree  on  the 
definition  of  resins,  synthetic  resins,  as  are  con- 
tained in  the  same  dictionary.  Chambers  Dictionary. 

Do  you  recognize  this  small  dictionary?  This  is 
Chambers. 

The  Witness:    I  do. 

The  Court:  I  have  turned  it  to  the  word  "resin." 
Will  you  read  the  definition  there,  resin  chemistry? 
I  have  a  clip  at  the  next  one  which  gives  synthetic 
resin. 

The  Witness:  (Reading)  "Resin.  The  product 
from  the  secretion  of  the  sap  of  certain  plants  and 
trees.  Resins  are  hard,  fusible  and  more  or  less 
brittle,  insoluble  in  water,  soluble  in  certain  organic 
solvents.  They  consist  of  resinous  matter,  that  is, 
certain  highly  polymerized  acids  and  neutral  sub- 
stances mixed  with  terpene  derivatives.  See  also 
rosin  and  synthetic  resins." 

The  Court:  Now,  turn  to  the  next  page  where  I 
put  the  clip,  and  I  have  got  synthetic  resins  there, 
and  read  those  definitions. 
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The  Witness:  "Synthetic  resins.  Resinous  [273] 
compounds  made  from  synthetic  materials,  as  by 
the  condensation  or  polymerization  of  phenol  and 
formaldehyde,  formaldehyde  and  urea,  glycerol  and 
phthalic  anhydride,  polymides,  vinyl  derivatives,  et 
cetera. 

"Synthetic  resin" — shall  I  continue'? 

The  Court :    No,  you  don't  need  to. 

All  right. 

Does  that  give  us  a  start? 

The  Witness :    That  gives  us  a  start. 

I  would  subscribe  to  both  of  those  definitions. 

Q.  (By  Mr.  Halle)  :  Whitby,  which  I  read  from 
before,  maybe  I  became  confused  or  maybe  you  did. 
I  started  reading  a  chapter  called — not  a  chapter, 
a  sub-chapter  called  "High  Styrene  Resins,"  that  is 
the  sub-heading  on  page  629,  and  then  I  turned  to 
page  630  of  that  first  paragraph  and  I  read  about 
Pliolite  S-3,  and  I  believe  I  then  asked  you  if 
Pliolite  S-3  was  a  resin,  and  you  said  it  was  a 
resin. 

A.  According  to  the  definition  of  Whitby  it  is 
a  resin. 

Q.  Can  we  have  the  same  material  under  dif- 
ferent definitions? 

A.  Whitby  is  trying  to  distinguish  there  be- 
tween a  quasi  or  a  semi-scientific  definition,  and  I 
define  the  material  with  85  polystyrene  resin  as  a 
commercial  definition. 

Q.     As  a  commercial  definition? 

A.     As  a  commercial  definition.  [274] 
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Q.     What  is  your  commercial  definition,  then? 

A.  Copolymer  of  butadiene  and  styrene  with  a 
content  of  85  per  cent  combined  styrene  is  a  high 
styrene  Buna  S. 

The  Court :  Could  a  change  of  percentages  change 
a  resin  into  what  would  be  a  rubber'? 

The  Witness:  No,  your  Honor.  But  I  am  speak- 
ing of  commercial  practice. 

The  Dewey  and  Almy  bulletin,  for  example,  is 
a  bulletin  entitled  Dewey  and  Almy  Copolymer  No. 
3,  and  starts  oif 

The  Court:    Is  that  the  one  comisel  showed  you*? 

The  Witness:    Yes. 

I  will  show  you  my  copy,  which  is  easier  to  read, 
and  I  think  it  may  be  easier  for  your  Honor. 

The  Court:     Go  ahead. 

The  Witness:  Paragraph  2  of  that  bulletin 
says 

The  Court:  Wait  a  minute.  Let's  see  if  we  have 
the  same  one. 

The  Witness:  The  first  paragraph  starts,  "One 
of  the  first" 

The  Court:    That's  right. 

The  Witness :  The  second  paragraph  starts  "Da- 
rex  Copolymer  No.  3  is  an  elastic  type  of  synthetic 
rubber  resin  made  by  copolymerizing  butadiene  and 
styrene  to  produce  a  Buna  S  with  a  high  styrene 
content."  [275] 

The  Court:  In  other  words,  you  object  to  the 
use  of  the  word  "rubber"  and  you  would  call  that 
a  resin  and  not  a  rubber;  is  that  it? 
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The  Witness:     That  is  correct,  your  Honor. 

The  Court :  And  you  say  in  the  trade  they  com- 
bine the  two  to  designate  something  that  couldn't 
be  called  rubber  in  pure  chemical  terms,  is  that  the 
idea? 

The  Witness:  That  is  correct,  that  is  exactly  my 
position,  your  Honor. 

The  Court:    All  right. 

Mr.  Halle :    Let  me  see  if  I  can  imderstand  that. 

Q.     Did  I  understand  you  to  say,  sir 

The  Court:  Have  you  this  one  in  front  of  you? 

Maybe  you  had  better  look  at  this.  The  reason  is 
they  use  both  words,  rubber  and  resin.  He  says  that 
nibber  is  improperly  used  because  it  is  a  resin. 

The  Witness :  No.  Resin,  is  improperly  used.  No. 
Rubber  is  improperly  used. 

The  Court:    Because  this  is  a  resin? 

The  Witness:    That  is  correct. 

The  Clerk:  There  has  been  marked  for  identifi- 
cation Defendant's  Exhibit  J. 

The  Court :  All  right.  Maybe  you  can  throw  some 
light  on  something. 

(The  exhibit  referred  to  was  marked  as  De- 
fendant's Exhibit  J  for  identification.)  [276] 

Q.  (By  Mr.  Halle)  :  With  this  start,  would  you 
tell  us  scientifically  the  highest  amount  of  styrene 
in  a  copolymer  that  you  would  call  rubber,  as 
distinguished  from  a  resin? 

A.     I  cannot  answer  that  question,  Mr.  Halle. 

Q.  Should  I  specify  a  copolymer  of  butadiene 
and  styrene? 
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A.  That  is  not  the  reason  I  cannot  answer  that 
question. 

I  cannot  answer  your  question  because  you  asked 
me  for  a  scientific  definition. 

Q.  Well,  I  will  reframe  it.  You  said  that  you  felt 
that  these  things  should  not  be  called  rubbers,  be- 
cause they  w^ere  really  resins,  and  the  use  of  the 
term  "rubber"  and  "resin"  was  a  loose  use  of  ter- 
minology. Where  would  you  draw  the  dividing  line  ? 

A.  The  dividing  line  is  in  the  question  of  prop- 
erties. These  materials  with  the  high  styrene  con- 
tent which  are  known  in  the  trade  as  rubbers  have 
rubber  properties.  They  are  elastic,  they  can  be 
vulcanized,  and  in  fact  they  have  to  be  vulcanized 
in  order  to  be  used  by  themselves.  They  are  true 
rubbers  in  property. 

Q.     I  wish  you  would  try  to  answer  my  question. 

The  Court:  He  is  trying  to  answer.  Let  him 
finish.  He  is  explaining  why  in  his  opinion  they 
have  some  of  the  qualities  of  rubber  but  they  are 
not  chemically  speaking  rubber. 

Isn't  that  what  you  are  trying  to  tell  us  ? 

The  Witness :    That  is  correct,  your  Honor.  [277] 

The  Court:     Let  him  finish. 

The  Witness:  They  should  be  classified  as  rub- 
bers, because  they  have  the  properties  and  the  uses 
of  rubber. 

Q.  (By  Mr.  Halle):  Then  in  this  Exhibit  J 
where  they  call  them  rubber  and  resins,  the  use  of 
the  term  "resin"  is  incorrect,  is  that  it? 

A.     The  use  of  the  term  "resin"  is  a  loose  term, 
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and  "resin"  is  a  class  name  that  certainly  would 
apply  generally  to  these  materials.  Because,  for  ex- 
ample, in  natural  rubber  you  speak  of  hydrocarbon 
resin,  and  that  is  not  a  mixture. 

The  Court:  Would  it  be  proper  to  say  that  a 
resin  might  have  the  qualities  of  rubber,  and  the 
reverse  not  be  true? 

The  Witness :  If  you  take  the  definition  in  Cham- 
bers, the  definition  in  Chambers  where  he  speaks 
of  resin  refers  to  rosin,  materials  like  copal,  kauri, 
and  materials  of  that  nature  which  are  natural 
products  which  result  from  the  exudation  from  a 
tree  or  insect  life  and  are  hardened  material,  which 
nature  hardens  by  itself  after  the  material  is  taken 
from  the  natural  environment,  in  his  definition  of 
synthetic  resins  he  has  given  definitions  of  mate- 
rials which  are  made  by  a  reaction  between  two 
or  more  chemical  compounds.  He  has  not  in  any 
way  covered  the  type  of  product  which  is  in  syn- 
thetic rubber. 

The  Court:    All  right.  [278] 

Q.  (By  Mr.  Halle) :  Are  you  familiar  with  a 
publication  known  as  Modem  Plastics  Engineering 
Handbook  ^ 

A.     I  am.  That  is  an  old  title. 

Q.     What?  A.     That  is  an  old  title. 

Q.  I  have  some  pages  here  from  the  1956  edi- 
tion. I  am  sorry  I  don't  have  the  whole  book 
with  me. 

The  Clerk:  There  has  been  marked  for  identi- 
fication, your  Honor,  Defendant's  Exhibit  K. 
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Q.  (By  Mr.  Halle)  :  I  am  going  to  read  from 
page  157  of  the  publication  that  I  quoted.  The  arti- 
cle is  called:  Synthetic  Rubber  and  Rubber  Deriva- 
tives, by  Donald  S.  Black,  and  down  here  in  the 
middle  of  the  page  there  is  a  sub-title  Butadiene- 
Styrene  Copolymer,  and  I  read: 

"The  most  common  and  widely  used  of  the  syn- 
thetic rubbers  today  is  the  copolymer  of  butadiene 
and  styrene — GR-S  (government  rubber  styrene). 

"Butadiene  and  styrene  are  reacted  in  a  range 
of  ratios  between  virtually  100  per  cent  butadiene 
to  50  per  cent  butadiene/50  per  cent  styrene.  With 
products  containing  higher  levels  of  styrene  the 
polymer  takes  the  form  of  a  resin  rather  than  an 
elastomer.  This  allows  a  wide  range  of  finished 
products  with  varied  physical  characteristics." 

Do  you  agree  with  that  statement,  sir?  [279] 

A.      Certainly  not. 

Q.     What  is  wrong  with  it  ^. 

A.  I  would  rather  not  say  from  memory.  If  you 
will  let  me  have  the  publication,  I  will  read  it  to 
you. 

The  Court:  Let  him  take  a  look.  He  has  a  visual 
memory. 

The  Witness :  Mr.  Halle,  will  you  show  me  what 
you  read? 

Mr.  Halle:  Starting  over  here,  I  read,  "The  most 
common,"  down  to  "characteristics." 

The  Witness:  The  statement  "With  products 
containing   higher   levels   of   styrene   the   polymer 
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takes  the  form  of  a  resin  rather  than  an  elastomer" 

is  a  statement  with  which  I  cannot  agree. 

Q.  (By  Mr.  Halle)  :  Sir,  that  is  a  relative  state- 
ment, is  it  not? 

A.  Not  to  me.  That  is  a  definite  statement  which 
I  do  not  agree  with. 

Q.  Could  we  say  that  a  resin  is  less  elastic  than 
an  elastomer?  A.     No,  sir. 

Q'.     Is  it  more  elastic  ? 

A.     It  is  not  elastic. 

Q.    It  is  not  elastic  at  all? 

A.     A  resin  is  not  elastic.   [280] 

Q.     It  is  non-deformable,  non-resilient? 

A.  It  hasn't  got  the  property  of  elongation  and 
coming  back. 

Q.  An  elastomer  has  the  property  of  elongation 
and  coming  back  ?  A.     Yes. 

Q.  Isn't  it  tnie  as  you  add  the  styrene  content 
to  a  copolymer  of  butadiene  and  styrene,  that  it 
becomes  less   of   an   elastomer? 

A.     Will  you  say  that  again,  please? 

Mr.  Halle:    Would  you  repeat  the  question? 

The  Court:    Read  the  question,  Mr.  Groldstein. 
(Question  read  by  the  reporter.) 

The  Witness:    In  comparison  to  what? 

Q.  (By  Mr.  Halle) :  Well,  now,  you  gave  us  a 
standard  of  75/25.  Let's  use  your  standard. 

A.     It  has  not  got  the  properties  of  a  75/25 

Q.  Let's  not  get  confused.  Let's  start  with  your 
standard.  We  are  starting  with  the  75/25.  Is  that 
an  elastomer?  A.    It  is. 
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Q.  I  believe  you  said  there  was  a  60/40  GrR-S, 
is  that  correct? 

A.     Substantially  correct. 

Q.     Is  that  less  of  an  elastomer  than  the  75/25? 

A.  No,  sir.  It  isn't  an  elastomer — it  has  less 
elastic  properties,  but  it  still  by  definition  is  an 
elastomer. 

Q.  You  are  quite  right,  both  are  elastomers,  but 
one  is  more  elastic  than  the  other?  A.     Yes. 

Q.  The  one  with  the  lower  styrene  content  is 
more  elastic  than  the  one  with  the  higher  styrene 
content?  A.     That  is  correct. 

Q.  When  do  we  reach  the  point  where  there  is 
no  elasticity  by  adding  styrene  to  the  copolymer? 

A.     When  you  have  100  per  cent  styrene. 

Q.     And  supposing  you  have  90  per  cent  styrene  ? 

A.     I  would  not  know. 

Q.    Let's  say  you  have  85  per  cent  styrene. 

A.    You  still  have  an  elastomer. 

Q.  Let's  compare  85  per  cent  styrene  to  25  per 
cent  styrene;  is  there  a  vast  difference  between 
those  two  products? 

A.  In  elasticity,  yes.  There  may  not  be  in  other 
properties. 

Q'.  Isn't  it  a  fact  that  in  general  50  per  cent 
styrene  is  considered  the  limit  of  a  useful  product 
for  elasticity? 

A.     I  don't  agree  with  that  statement. 

Q.  Are  there  some  people  who  do  agree  with 
that  statement?  [282] 

A.     I  don't  know.  I  don't  agree  with  it. 
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Q.     What  do  you  call  ordinary  synthetic  rubber? 

A.     Ordinary  synthetic  rubber  is  GR-S. 

Q.    What  is  the  top  limit  of  GR-S? 

A.     The  top  limit  of  GR-S? 

Q.    Yes. 

A.     Is  known  as  roughly  speaking  50  per  cent, 
according  to  the  government  bulletin. 

Q.     Do  you  know  of  any  other  top  limit  in  your 
vast  experience? 

A.     I  have  not  seen  any  publication  which  gives 
any  other  top  limit. 

Q.     So  far  as  you  know,  50  per  cent  is  the  top 
limit  for  the  GR-S? 

A.     As  far  as  I  have  seen  it  in  the  publications. 

Q.     And  as  far  as  you  know? 

A.     As  far  as  I  have  seen  it  in  publications. 

Q.     From  your  knowledge.  I  am  asking  you  from 
your  knowledge. 

A.  I  do  not  know  of  any  rubber — any  GR-S 
higher  than  50  per  cent  styrene. 

Q.  That's  right.  As  far  as  you  loiow,  there  is  no 
rubber  GR-S  higher  than  with  50  per  cent 

A.     There  is  no  GR-S ;  not  rubber  GR-S. 

Q.     I  will  withdraw  that  question.  [283] 

I  want  to  clarify  things;  not  confuse  them. 

As  far  as  you  know,  there  is  i;o  GR-S  mth  a 
styrene  content  of  higher  than  50  per  cent? 

A.     That  is  correct. 

Q.  Could  it  be  that  high  styrene  content  means 
higher  than  50  per  cent,  to  distinguish  these  new 
high  styrene  resins  from  GR-S? 
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A.     Not  in  my  opinion. 

Q.     I  didn't  hear  your  answer. 

A.     Not  in  my  opinion. 

Q.     Not  in  your  opinion?  A.     No,  sir.  [284] 

*  *  *  *  * 

Q.  (By  Mr.  Halle)  :  Do  you  know  of  any  pub- 
lication that  sets  a  standard  of  a  high  standard 
styrene  content  ?  A.     I  believe  so. 

Q.  Are  you  referring  to  the  Vanderbilt  book  of 
1948?  A.     I  certainly  am. 

Q.  Now,  you  show  me  the  standard  for  high 
styrene  content.  Probably  on  page  45  of  that  exhibit. 

The  Clerk:    That  is  69. 

The  Witness:  On  page  45  of  that  exhibit  he  de- 
scribes the  change  in  properties  as  the  styrene  con- 
tent of  the  rubbers  vary,  and  starts  off 

Q.  (By  Mr.  Halle) :  Let's  not  use  the  term 
loosely.  What  are  we  talking  about,  rubber  or 
GR-S? 

I  am  talking  about  Buna  S  rubbers.  What  are 
you  talking  about? 

The  Court:  He  is  reading.  He  is  identifying  the 
page.  [285] 

Q.  (By  Mr.  Halle)  :  I  am  sorry.  What  does  it 
say  at  the  top  of  that  page? 

A.  It  says  "Effect  of  procedure  and  material 
on  properties  of  GrR-S." 

Q.     GR-S?  A.     That's  right. 

Q.     Now,  would  you  read  the  standard,  please  ? 

A.  The  standard  is  71/29,  given  here,  butadiene- 
styrene. 
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Q.     And  that  is  for  GR-S? 

A.     That  is  given  as  the  standard  GR-S. 

Q.  Now,  I  want  to  know  the  wstandard  for  a  high 
styrene  content  of  a  butadiene-styrene  copolymer. 
Does  that  book  give  such  a  standard? 

A.     It  mentions  one  high  styrene  rubber. 

Q.  Well,  it  is  a  fact,  sir,  that  there  are  butadiene- 
styrene  copolymers  that  are  outside  of  the  range 
of  GR-S,  is  that  not  a  fact? 

A.     Not  that  I  know  of. 

The  Court:  Did  you  intend  to  designate  some- 
thing else?  You  started  to  answer  the  question  di- 
rectly. 

The  Witness:  He  mentions  here  a  50-50  buta- 
diene-styrene and  a  65/35  butadiene-styrene. 

The  Court:    On  what  page  does  he  mention  that? 

The  Witness:  The  same  page,  page  45  that  we 
are  talking  about.  [286] 

Q.  (By  Mr.  Halle) :  Is  that  what  you  give  as 
a  standard  for  a  high  stjrrene  content  in  a  copoly- 
mer? 

A.  No,  sir.  The  basis  of  a  standard  is  the  stand- 
ard GR-S,  and  the  available  rubbers  above  that 
standard  are  the  high  styrene  content  rubbers. 

Q.  Well,  now,  I  wanted  to  know  if  you  knew 
of  a  publication  that  set  that  forth  in  just  that 
way,  that  the  standard  for  GR-S  sets  the  standard 
for  what  is  high  styrene  and  low  styrene  copoly- 
mers. 

A.     I  cannot  give  you  any  publication. 


Cox  Air  Gauge  System,  Incorporated       243 

(Testimony  of  Isador  Miller.) 

Q.  There  is  no  such  publication  that  you  know 
of,  is  there? 

A.     I  cannot  give  you  any  such  publication. 

The  Court:  So  your  statement  is  based  upon 
your  own  opinion  of  the  known  practices  in  the 
industry,  is  that  correct? 

The  Witness:     That  is  correct,  your  Honor. 

The  Clerk:  There  has  been  marked  for  identifi- 
cation, your  Honor,  Defendant's  Exhibit  L. 

Q.  (By  Mr.  Halle) :  Are  you  familiar  with  a 
publication  called  India  Rubber  World? 

A.     I  am. 

Q.  Is  that  a  standard  publication  of  the  rubber 
industry?  [287]  A.     It  is  a  trade  journal. 

Q.  Does  it  contain  articles  by  people  about  rub- 
ber and  synthetic  rubbers? 

A.     From  time  to  time. 

Q.  Have  you  ever  seen  an  article  entitled  Impact 
Resistant  Resin-Rubber  Blends  from  the  October 
1948  issue  of  India  Rubber  World? 

A.  I  don't  believe  I  have.  I  may  have  read  it, 
but  I  don't  remember  it. 

Q.     Well,  it  says  here 

The  Court:  Show  him  the  article.  He  couldn't 
remember  back  issues  of  magazines,  but  if  he  looks 
at  them  he  may  remember  it. 

The  Witness :    Frankly,  I  do  not  remember  read- 
ing this  article,  but  I  may  very  well  have  read  it. 
The  Court:    What  did  you  add? 
The  Witness :    I  may  very  well  have  read  it. 
The  Court:    Is  it  a  signed  article? 
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The  Witness:    It  is  a  signed  article. 

Q.  (By  Mr.  Halle)  :  By  H.  Sell  and  R.  J.  Mc- 
Cutclieon.  They  are  from  the  Chemical  Products 
Division,  Goodyear  Tire  and  Rubber  Company, 
Akron,  Ohio.  Are  you  familiar  with  those  gentle- 
men? 

A.  I  don't  know  them  personally.  I  know  the 
company. 

Q.     This  article  is  dated  1948,  and  it  starts:  [288] 

"During  the  course  of  the  past  two  years  the 
use  of  high  styrene  copoljrmer  resins  as  reinforcing 
and  hardening  agents  for  stocks  of  GR-S,  natural 
rubber,  nitrile  rubber,  and  neoprene  has  gained 
widespread  acceptance  within  the  nibber  industry." 

Do  you  agree  with  that  statement? 

A.     I  would. 

Q.     The  next  sentence: 

"In  this  classification  of  high  styrene  copolymer 
resins  are  found  resins  which  have  styrene-diolefin 
ratios  ranging  from  70  per  cent  styrene  to  under 
95  per  cent  styrene." 

Do  you  agree  with  that  statement? 

A.     That  is  probably  correct. 

Q.  In  that  range  of  70  to  95  per  cent  styrene, 
is  that  anywhere  near  the  range  of  GR-S,  of  styrene 
in  GR-S  ?  A.     It  is  much  higher. 

Q.     I  am  sorry?  A.     It  is  higher. 

Q.     It  is  much  higher,  isn't  it? 

A.     That's  correct. 

Q.  I  would  like  to  show  you  this  Whitby  volume 
and  ask  you  to  look  at  page  644. 
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Was  this  given  a  number'? 

The  Clerk:  It  was  not  given  a  number,  but  the 
copyright  page  was  read  into  the  record.   [289] 

Q.  (By  Mr.  Halle)  :  I  ask  you  to  look  at  page 
644  where  it  says  Table  11,  High  Styrene  Resins, 
and  there  are  about  10  or  15  resins  listed  there. 
Some  of  them  have  the  ratios  of  butadiene  to  sty- 
rene. What  is  the  lowest  ratio — what  is  the  lowest 
styrene  content  that  you  can  find  listed  there'? 

A.     60. 

Q.     And  the  highest? 

A.     I  believe  it  is  85. 

Q.  So  the  styrene  content  of  the  copolymers 
listed  on  that  table  of  high  styrene  resins  range 
between  60  and  85  per  cent  styrene? 

A.     That  is  correct. 

What  is  the  date  of  that  publication? 

Q.     1954. 

I  believe  there  has  been  some  testimony  here  by 
way  of  stipulation  that  the  defendant  uses  a  Bake- 
lite  resin  TMD  2155  and  that  the  plaintiff  uses 
TMD  2155,  as  well  as  a  Monsanto  product.  Were 
you  in  court  when  that  was  read  off? 

A.     I  was. 

Q.  Now,  I  ask  you  to  look  at  the  list  of  high 
styrene  resins  on  page  644  of  Whitby  and  ask  you 
if  you  find  either  one  of  those  resins  listed. 

Mr.  Caughey:  This  book  will  speak  for  itself,  it 
seems  to  me.  I  don't  know  the  purpose  of  asking 
this  witness. 
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The  Court:  He  is  cross  examining  him  as  to 
what  he  [290]  considers  a  high 

Mr.  Caughey :  He  is  asking  him  as  to  whether  it 
is  on  there. 

The  Court:  He  will  follow  it  with  something 
else. 

The  Witness :  Neither  of  those  resins  is  described. 

Q.  (By  Mr.  Halle)  :  Do  you  find  that  Darex 
No.  3  is  described  there  *? 

A.     That  is  correct. 

Q.  Do  you  also  find  that  Darex  X-34  is  de- 
scribed there?  A.    Yes. 

Q.  What  is  the  butadiene-sty rene  ratio  for 
X-34?  A.    X-34  is  15/85. 

Q.  Do  you  know  whether  or  not  the  Bakelite 
TMD  2155  and  the  Monsanto  product  that  I  men- 
tioned were  available  to  the  market  in  1954? 

A.     They  were. 

Q.  In  fact,  the  plaintiff's  stipulation  shows  that 
they  were  first  used  in  1952? 

A.     That  is  correct.  [291] 

***** 

Redirect  Examination 

Q'.  (By  Mr.  Kirschstein)  :  Is  Darex  Copolymer 
No.  3  treated  as  rubber  in  the  Dewey  and  Almy 
bulletin?  A.     It  is. 

Q.  And  the  bulletin  teaches  that  it  can  be  vul- 
canized just  like  a  rubber?  A.     It  does. 

The  Court:  If  you  will  notice,  Mr.  Kirschstein, 
if  you  go  to  paragraph  3,  they  kept  using  "resin" 
and  "rubber"  together  all  the  time.  We  read  only 
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one  paragraph  from  it.  I  mean  that  Dewey  and 
Almy  bulletin,  in  the  second  portion,  the  middle. 
In  fact,  they  hyphenate  where  it  says  "Descrip- 
tion." 

"Darex  Copolymer  No.  3  is  supplied  as  light 
amber-colored,  spongy  granules.  When  milled  or 
molded  into  sheets,  it  is  intermediate  in  hardness 
[292]  and  stiffness  between  the  normal  type  of 
high  styrene  resin  and  a  resin-rubber  master  batch. 
Since  Darex  Copolymer  No.  3  is  not  a  blend,  but 
a  single  polymer,  it  is  translucent,  more  homogene- 
ous and  has  unusually  high  gum  strength,  tear  re- 
sistance, resilience,  and  heat  resistance.  It  is  quite 
flexible  at  room  temperature." 

Then  in  the  properties  they  call  it  a  pure  hydro- 
carbon. 

Q.  (By  Mr.  Kirschstein) :  Mr.  Miller,  does  the 
description  that  Judge  Yankwich  just  read  in- 
dicate that  this  material  is  elastomeric  ? 

A.     It  does. 

Q.  I  believe  you  mentioned  that  there  is  a 
standard  synthetic  rubber  in  the  rubber  industry? 

A.     I  did. 

Q.  And  that  you  didn't  believe  there  was  such 
a  standard  in  the  plastic  industry? 

A.     No,  sir. 

Q.  So  if  you  come  across  the  term  that  requires 
reference  to  that  subject,  you  would  simply  go  to 
the  rubber  industry  for  the  standard,  isn't  that 
true? 
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Mr.  Halle:  I  object  to  that  as  leading,  your 
Honor. 

The  Court:    I'm  sorry.  I  was  looking  at  the  bul- 
letin. [293]  I  didn't  hear  the  last  question. 
(Question  was  read  by  the  reporter.) 

The  Court:    I  think  it  is  permissible.  Go  ahead. 

The  Witness:    I  would. 

Q.  (By  Mr.  Kirschstein)  :  You  mentioned  that 
you  have  not  brought  with  you  and  you  don't  re- 
call seeing  GR-S  copolymers  with  over  50  per  cent 
styrene.  Have  you  seen  Buna  S  rubbers  with  over 
50  per  cent  styrene?  A.     I  have. 

Q.    And  GR-S  is  a  Buna  S?  A.    It  is. 

Q.     You  referred  to  a  1944  reference. 

A.     I  gave  it  back  to  the  clerk. 

Q.  You  mentioned  that  reference  in  connection 
with  a  definition  of  standard  GR-S. 

A.  I  have  my  copy  of  it,  Mr.  Kirschstein.  I 
don't  need  the  exhibit  copy. 

Q.  That  reference  is  not  the  only  place,  to  your 
knowledge,  that  the  standard  GR-S  comes  from? 

A.  No.  It  is  mentioned  in  three  other  places  in 
my  testimony. 

Q.     How  about  your  own  knowledge? 

A.  From  my  own  knowledge  of  the  art,  GR-S 
standard  is  in  a  definite  range. 

Q.  And  that  is  the  general  all-purj)ose  replace 
for  natural  rubber?   [294] 

A.     That  is  the  general  all-purpose  rubber. 

Mr.  Kirschstein:    That  is  all. 
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Mr.  Halle:  I  just  have  two  questions,  your 
Honor. 

The  Court:    Go  ahead. 

Recross  Examination 

Q.  (By  Mr.  Halle)  :  You  stated  to  your  counsel 
just  now  that  you  have  never  heard  of  a  GR-S  of 
over  50  per  cent,  is  that  correct,  with  over  50  per 
cent  styrene?  A.     In  any  publication. 

Q.     Or  you  have  never  heard  of  one  personally? 

A.     I  personally  have  not. 

Q.  But  you  have  also  stated  to  your  counsel 
that  you  know  that  there  are  Buna  S's  with  higher 
than  50  per  cent  styrene  content? 

A.     That  is  correct. 

Q.  So  according  to  that  there  is  a  Buna  S  in 
existence  which  has  a  higher  styrene  content  than 
any  GR-S  that  you  knov/  of  in  existence,  is  that 
correct  ? 

A.  There  are  Buna  S's  with  higher  styrene  con- 
tent than  50  per  cent. 

Q.  So  that  there  are  Buna  S's  with  higher  sty- 
rene content  than  there  are  GR-S's,  is  that  correct? 

A.     I  would  not  word  that 

Q.     You  word  it  your  way. 

A.  You  worded  it,  Mr.  Halle.  I  don't  want  to 
appear  impertinent,  but  my  way  of  saying  it  is 
there  are  Buna  S's  with  a  content  of  styrene  higher 
than  50  per  cent. 

Q.    And  that  there  are  no  GR-S's  that  you  know 
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of  with  styrene  contents  of  higher  than  50  per  cent, 

is  that  correct?  A.     That  is  correct.  [296] 

»  *  *  *  * 

Mr.  Kirschstein:  This  is  the  plamtiff's  deposi- 
tion of  Erich  Fritsch  taken  February  19,  1958. 

(Whereupon  counsel  commenced  the  reading 
of  the  deposition  of  Erich  Fritsch  as  follows:) 

DEPOSITION  OF  ERICH  FRITSCH 

"Q.  Please  state  your  full  name,  address,  and 
age. 

A.  Erich  Fritsch,  196  Cedar  Street,  Clinton, 
Massachusetts.  I'm  thirty-six  years  old. 

Q.     What  is  your  occupation? 

A.  Executive  Vice-President  and  General  Man- 
ager of  Van  Erode  Milling  Company. 

Q.     Is  that  the  plaintiff  in  these  actions'?  [300] 

A.     That  is  the  plaintiff. 

Q.  How  long  have  you  held  your  present  posi- 
tion ? 

A.     Oh,  about  four  or  five  years. 

Q.     What  was  your  position  before  that? 

A.     Just  a  plain  vice-president. 

Q.     When  did  you  become  a  plain  vice-president  ? 

A.    About  1950. 

Q.  Are  you  familiar  with  the  business  of  the 
plaintiff?  A.     I  am. 

Q.  Are  you  familiar  with  their  automotive  busi- 
ness? A.     I  am. 

Q.  And  with  the  plastic  battery  hold-down 
frames,  which  are  the  subject  of  this  suit? 
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A.     I  am. 

Q.     What  are  your  duties  generally? 

A.  My  duties  are  to  arrange  for  our  company 
to  sell  merchandise,  produce  merchandise  and  make 
a  profit.  That  is  in  general. 

Q.  It  would  be  correct  to  say,  would  it  not,  that 
you  generally  manage  the  business  of  the  plaintiff? 

A.    That  is  true. 

Q.  Are  you  familiar  with  the  sales  of  plaintiff's 
plastic  battery  hold-down  frames? 

A.     I  am.  [301] 

Q.  Since  when  have  they  been  sold  commer- 
cially? A.     Since  1951,  1952,  I  think. 

Q.     Have  they  been  sold  continuously  to  date? 

A.     They  have. 

Q.     Are  they  being  sold  now? 

A.     They  are." 

Mr.  Kirschstein:  I  have  a  stipulation,  your 
Honor,  that  becomes  pertinent  at  this  point. 

The  Clerk:  Marked  for  identification,  your 
Honor,  as  Plaintiff's  Exhibit  No.  78. 

(The    exhibit    referred    to    was    marked    as 
Plaintiff's  Exhibit  No.  78  for  identification.) 

Mr.  Kirschstein:  It  relates  to  the  item  of  evi- 
dence to  be  offered  on  which  no  objection  will  be 
raised,  and  it  relates  to  withdrawal  of  certain  ob- 
jections raised  during  the  examination. 

The  Court:  If  you  think  it  is  important  that  I 
read  it  now,  I  will  read  it  now. 

These  are  merely  sales  to  show  the  commercial 
success  ? 
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Mr.  Caiigliey:    Yes. 

The  Court:    All  right. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Erich  Fritsch  as  follows:) 

"Q.  Do  you  know  what  the  total  sales  of  these 
frames  hj  plaintiff  and  its  subsidiaries  have  been 
since  they  first  started  to  sell  them  up  imtil  the 
end  of  the  last  fiscal  year'?  A.     I  do. 

Q.     What  is  that  amount? 

A.     Approximately  a  million  and  a  half  dollars. 

Q.  Have  you  prepared  from  the  books  of  ac- 
count of  the  plaintiff  and  of  Van  Erode  Sales  Co., 
Inc.,  a  statement  of  dollar  volume  of  sales  of  the 
plastic  battery  hold-down  frames  sold  by  these 
companies  annually  since  they  began  to  manufac- 
ture these  frames? 

A.     I  had  such  a  statement  prepared,  yes. 

Q.     Would  you  produce  it,  please? 

A.    Yes." 

Mr.  Kirschstein:  The  witness  produced  a  docu- 
ment marked  31  on  the  deposition,  and  it  is  marked 
30  on  this  trial,  your  Honor. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Erich  Fritsch  as  follows:) 

"Q.  Will  you  take  Plaintiff's  Exhibit  31  for 
identification,  Mr.  Fritsch,  and  explain  what  the 
column  headed  'Date'  refers  to. 

A.  The  date  gives  you  the  times,  the  period  of 
the  sales  for  that  particular  year.  For  instance,  the 
first  item  listed  [303]  is  from  June  of  1951  through 
December  of  1952,  and  the  following  years  follow 
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along  the  same  line :  Jnne  of  1952 — I  beg  yonr  par- 
don. This  is  throngh  the  fiscal  year.  It  is  Jime  1, 
1951  throngh  May  1,  1952,  and  it  works  on  a  fiscal 
year  similar  to  onr  Government. 

Q.     What  is  the  next  one  in  that  column? 

A.  That  would  be  May  1,  1952  through  June  1 
of  1953. 

Q.     And  the  next  one? 

A.  That  would  be  May  1,  1953  through  June  1, 
1954. 

Q.     And  the  next  one? 

A.  May  1,  1954  through  Jime  1,  1955.  I  beg 
your  pardon — that  is  not — There  is  a  difference 
here,  which  I  can  explain.  That  is  not  through 
June  1,  1)ut  it  is  through  May  30.  I  beg  your  par- 
don, April  30. 

Q.     You  are  talking  about  line  6? 

A.     Line  6. 

Q.     Line  6  runs  from  when;  what  are  the  dates? 

A.     From  May  1,  1954  through  April  30,  1955. 

Q.     Why  is  there  that  difference  from 

A.  At  this  particular  break-off,  that  date  is  the 
date  that  we  changed  from  the  operation  of  the 
battery  hold-downs  from  that  of  Van  Erode  Mill- 
ing Company  making  it,  manufacturing  it  and  sell- 
ing it,  to  the  Van  Erode  Milling  Company  now 
manufacturing  and  Van  Erode  Sales  Company 
now  selling. 

Q.  AVhat  do  the  figures  opposite  these  dates  on 
lines  1,  [304]  2,  4,  and  6  constitute? 
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A.  They  are  the  total  dollar  volume  of  sales  of 
battery  hold-downs  during  the  period  indicated. 

'Q.  I  notice  that  on  line  3  there  is  a  circled 
figure,  and  on  line  5  there  is  a  circled  figure,  and 
that  there  are  circled  figures  on  lines  7,  8  and  9. 
What  are  those? 

A.  Those  are  returned — they  are  dollar  value 
of  merchandise  returned  and  they  cover  returns 
and  allowances. 

Q.  Are  the  totals  referred  to  figures  that  have 
been  obtained  after  subtraction  of  these  returns'? 

A.     That  is  true. 

Q.     What  is  the  figure  on  line  11? 

A.     One  hundred 

Q.     What  does  it  refer  to? 

A.  It  refers  to  the  total  net  dollars  worth  of 
sales  of  battery  hold-downs  made  when  Van  Brode 
Milling  Company  itself  was  selling  the  hold-downs, 
including  the  period  through  April  30,  1955. 

Q.     Beginning  with  June  1,  1951? 

A.     Beginning  with  June  1,  1951,  correct. 

Q.  Would  you  explain  lines  13,  14  and  15  un- 
der the  date  column? 

A.  From  this  period  on  the  sales  indicated  here 
are  the  sales  made  by  Van  Brode  Sales  Company, 
and  they  cover  the  period  from  May  1,  1955  through 
— the  first  one  is  from  May  1,  [305]  1955  through 
December  31  of  1955.  From  now  on  we  operate  on 
a  calendar  year  in  the  sales  company. 

Q.     What  is  line  15? 

A.     Line  15  is  the  sales  of  Van  Brode  Sales  Com- 
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pany  of  battery  hold-downs  from  January  1,  1956 

through  December  31,  1956. 

Q.     What  is  line  16 '^ 

A.  And  the  last  line,  line  16,  are  the  sales  of 
battery  hold-downs  from  January  1,  1957  through 
December  31,  of  1957. 

Q.  What  are  the  figures  opposite  these  date  en- 
tries in  lines  14,  15  and  16? 

A.  They  are  the  total  net  dollar  sales  of  bat- 
tery hold-dow^ns  during  these  particular  periods. 

Q.     Are  those  figures  after  deduction  of  any 

A.     They  are  net. 

Q.     Of  any  returns?  A.     That  is  correct. 

Q.  What  is  the  figure  on  line  17,  under  these 
other  figures? 

A.  Line  17  is  the  total  dollar  volume  sales,  net 
sales  of  battery  hold-downs  from  its  inception 
through  December  31,  1957. 

Q.     You  mean  from  June  1,  1951? 

A.     Yes,  through  December  31,  1957.  [306] 

Q.  They  w^ould  be  the  total  of  figures  in  lines 
11,  14,  15  and  16;  is  that  correct? 

A.     That  is  correct. 

Q'.  "Wliat  is  this  notation  on  the  right  side  of 
the  page  from  lines  23  to  26? 

A.  That  is  in  my  own  writing,  emphasizing 
again  the  grand  total  sales,  net  sales,  of  1951  to 
1957,  the  same  figure  as  indicated  here  on  this 
statement. 

Q.     Who  prepared  this  statement? 


256  Van  Erode  Milling  Co.,  Inc.,  vs. 

(Deposition  of  Erich  Fritsch.) 

A.  This  statement  was  prepared  by  Mr.  John 
Bailey. 

Q.     Who  is  he? 

A.  He  is  assistant  to  our  controller.  He  is  of- 
fice manager. 

Q.     You  directed  him  to  prepare  it? 

A.  I  directed  our  controller  to  have  it  prepared, 
and  he  directed  this  work  to  be  performed  by  his 
assistant." 

Mr.  Kirschstein :  I  am  skipping  now  to  page  38, 
beginning  on  line  16. 

(Whereupon  counsel  resumed  the  reading  of 
the  de^Dosition  of  Erich  Fritsch  as  follows:) 

"Q.  Mr.  Fritsch,  do  you  know  approximately 
what  the  battery  frames  that  you  sell,  sell  for 
wholesale?  A.     The  average  price? 

Q.     Yes,  approximately.  [307] 

A.  Approximately  around  60  cents.  I'm  not 
sure,  but  from  what  I  see,  around  60  cents. 

Q.  Can  you  estimate  on  this  basis  about  how 
many  frames  have  been  sold  by  plaintiff  up  until 
the  end  of  the  last  fiscal  year  from  the  beginning? 

A.     Well,  over  3,000,000  pieces,  I  would  say. 

Q.  I  notice  that  in  1955  there  is  a  large  growth 
in  your  sales.  A.     That  is  correct. 

Q.     Can  you  explain  that? 

A.  Our  12-volt  battery  hold-downs  came  out 
about  that  time,  and  the  sales  of  the  12-volt  battery 
together  with  the  6-volt  increased  the  sales  of  our 
entire  line  of  hold-downs." 
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Mr.  Kirschstein :  I  am  skipping  to  page  41,  be- 
ginning with  line  12. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Erich  Fritsch  as  follows:) 

"Q.  Through  what  channels  does  plaintiff  dis- 
tribute its  frames? 

A.    We  distribute  our — — " 

Mr.  Kirschstein:    There  is  an  objection  there. 

Mr.  Halle:  I  am  going  to  object  to  that  last 
answer,  "We  think  it  was,"  as  being  the  operation 
of  the  witness'  mind  [308]  rather  than  any  evidence 
that  he  has  given. 

Mr.  Kirschstein:  Excuse  me,  your  Honor.  The 
answer  wasn't  read  in  yet.  It  is  my  mistake.  That 
answer  wasn't  read. 

I  will  start  further  down  on  the  page. 

The  Court:     All  right. 

Mr.  Kirschstein:  I  am  starting  with  line  18 — I 
am  sorry,  your  Honor.  I  am  skipping  to  page  42, 
and  am  starting  with  the  third  to  the  last  line. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Erich  Fritsch  as  follows:) 

"Q.  AVhat  channels  are  the  plaintiif's  frames 
distributed  through  ? 

A.  Our  hold-downs  are — our  battery  hold-downs 
are  sold  by  automotive  distributors  and  chains. 

Q.     Are  these  sales  nationwide? 

A.     They  are  nationwide. 

Q.     Do  they  include  the  State  of  California? 

A.     It  includes  the  State  of  California. 
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Mr.  Kirschstein :  Please  mark  this  box  as  Plain- 
tiff's Exhibit  32  for  identification." 

The  Clerk:  That  is  our  31  in  the  trial  exhibits, 
Plaintiff's  31.  [309] 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Erich  Fritsch  as  follows:) 

"Q.  I  show  you  Plaintiff's  Exhibit  32  for  iden- 
tification and  ask  you  if  you  know  what  it  is. 

A.     Yes,  it  is  our  box. 

Q.    What  box? 

A.  It  is  our — it  is  the  type  of  box  that  we  use 
to  package  our  battery  hold-downs. 

Q.  Except  for  size,  are  all  of  your  battery  hold- 
down  frames  that  are  sold  in  boxes,  sold  in  con- 
tainers like  this? 

A.     With  one  exception,  yes. 

Q.     What  is  the  exception? 

A.  We  sell  our  frames  to  Wizard,  Western 
Auto,  in  their  box;  but  any  of  the  hold-downs  that 
we  sell  in  our  box,  this  is  the  box  we  have  always 
used. 

Q.     This  is  the  only  box,  except  for  size? 

A.     Except  for  size. 

Q.     Would  you  open  the  box,  sir?  A.    Yes. 

Mr.  Kirschstein:  Let  the  record  show  that  the 
witness  opened  the  box  and  took  an  object  out  of  it. 

Q.  Hand  me  the  object  that  you  just  took  out 
of  the  box,  Mr.  Fritsch. 

A.     Yes  (handing  object  to  Mr.  Kirschstein). 

Mr.  Kirschstein:  Please  mark  this  as  Plain- 
tiff's [310]  Exhibit  No.  33  for  identification." 
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The  Clerk:    It  was  marked  in  our  numbering  as 
No.  32,  Plaintiff's  32. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Erich  Fritsch  as  follows:) 

"Q.     I  show  you  Plaintiff's  Exhibit  No.  33  for 
identification,  and  ask  you  what  it  is. 

A.     It  is  the  Van  Erode  battery  hold-down. 

Q.     What  color  is  that  frame? 

A.     The  color  is  red. 

Q.    Have  they  always  been  red? 

A.     All   the   hold-downs   that   we   ever   sold   for 
batteries  were  red. 

Q.     How  long  has  the  particular  red  color,  which 
this  frame  has,  been  present  on  your  frames? 

A.     At  least  since  1952. 

Q.     On  all  of  the  frames? 

A.     On  all  the  frames  that  we  sold  commercially. 

Q.     That  you  sold  commercially? 

A.     Yes. 

Q.    Before  then,  were  your  frames  red,  also? 

A.     They  were  red. 

Q'.     There  was  a  slightly  different  shade? 

A.     I  understand  there  was  a  different  shade  of 
red.  [311] 

Q.     Do  you  advertise  your  frames? 

A.     We  do. 

Q.     What  type  of  advertising  do  you  do? 

A.     We    advertise    our    battery    hold-downs    in 
trade  journals. 

Q.     About  how  much  has  been  your  total  adver- 
tising of  your  frames  since  inception? 
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A.  About  $6,000.  I  have  the  exact  figure,  if 
you  want  it,  but  it  is  about  $6,000. 

Q.  Have  you  brought  here  typical  examples  or 
samples  of  your  advertising? 

A.  I  have.  I  think  you  have  them  now.  They  are 
in  the  scrap  book,  I  suppose." 

Mr.  Kirschstein:  I  am  skipping  down  to  the 
sixth  line  from  the  bottom  of  the  page. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Erich  Fritsch  as  follows:) 

"Q.  You  certainly  wouldn't  have  advertised 
these  frames  much  more  than  $6,000  worth,  would 
you?  A.     No." 

Mr.  Halle:  I  object  to  both  the  question  and  the 
answer  and  move  it  be  stricken. 

Mr.  Caughey:  The  objection  was  withdrawn  ac- 
cording to  the  stipulation,  I  believe.  [312] 

Mr.  Halle:  This  is  asking  him  what  he  cer- 
tainly would  or  wouldn*t  have  done.  You  have  your 
stipulation  there.  What  he  would  do  about  some- 
thing about  advertising  has  nothing  to  do  with  it. 

The  Court:  It  is  an  argumentative  question.  He 
has  already  stated  it  is  about  $6,000.  The  propor- 
tion of  advertising  to  sales  doesn't  mean  anything. 
Some  articles  sell  themselves.  I  will  sustain  the  ob- 
jection. 

Unless  it  has  been  waived,  I  will  sustain  the  ob- 
jection to  the  question  because  it  is  argumentative. 
He  has  already  stated  what  the  amount  is. 

Go  ahead. 

Sometimes  advertising  is  out  of  proportion  to  the 
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result.  We  had  an  ilkistration  of  that  in  the  Looz 
case.  More  than  half  of  the  income  was  spent  in 
plugging  the  item  on  the  air.  But  it  doesn't  make 
much  difference  one  way  or  the  other.  Sometimes 
a  product  sells  itself  once  it  is  established. 

All  right.  Let's  go  to  the  next  matter. 

Mr.  Kirschstein:  Your  Honor,  on  pages  46 
through  48  are  marked  Exhibits  34-A  through  H 
on  the  deposition,  which  are  33  through  40  of  this 
trial. 

I  am  starting  again  at  page  49,  line  12. 

(Whereupon  counsel  resmned  the  reading  of 
the  deposition  of  Erich  Fritsch  as  follows:) 

"Q.  In  Plaintiff's  Exhibit  34-A  for  identifica- 
tion, what  [313]  page  is  the  advertisement  on? 

A.     Page  146. 

Q.  In  Plaintiff's  Exhibit  34-G,  what  page  is  the 
advertisement  on?  A.     On  page  132. 

Q.  In  Plaintiff's  Exhibit  34-B,  what  page  is  the 
advertisement  on?  A.     Page  107. 

Q.  Now,  the  exhibits  I  just  showed  you,  Plain- 
tiff's Exhibits  34-A,  B,  and  G,  are  trade  journal 
advertisements,  aren't  they?  A.     Correct. 

Q.  How  are  advertisements  such  as  Exhibit 
34-H  distributed? 

A.  Exhibit  H  is  what  they  would  call  a  flyer 
and  they  are  either  sent  on  request  or  we  may 
mail  them  to  a  customer  that  has  bought  our  bat- 
tery hold-downs.  How  is  it  used?  It  is  pasted  on  a 
window  of  a  place  where  it  is  being  sold.  Usually 
we  hope  it  would  get  into  the  retail  channel. 


262  Van  Erode  Milling  Co.,  Inc.,  vs. 

(Deposition  of  Erich  Fritsch.) 

Q.  What  type  of  publications  are  Exhibits  A, 
B,  and  G? 

A.     They  are  trade  publications. 

Q.     The  automotive  trade? 

A.     Automotive  trade  publications. 

Q.     What  is  Exhibit  34-E? 

A.     That  is  another  trade  publication.   [314] 

Q:    What  is  the  exhibit? 

A.  It  is  a  proof  of  an  advertisement  that  was 
going  to  appear  in  the  March  1955  issue  of  the 
Southern  Automotive  Journal. 

Q.     What  is  Plaintiff's  Exhibit  34-C? 

A.  Exhil)it  34-C  is  a  proof  of  an  advertisement 
that  appeared  in  Jobber  Topics,  the  October  1956 
edition. 

Q.    What  is  Exhibit  34-F? 

A.  This  is  a  full-page  torn  from  the  Automotive 
News  issue  of  March  21,  1955,  where  our  ad  ap- 
pears." 

Mr.  Kirschstein:  On  the  rest  of  the  page  of  this 
deposition,  your  Honor,  page  51,  another  exhibit 
was  marked  as  35  on  the  deposition,  and  it  is  41  on 
the  trial. 

Now,  starting  at  page  52: 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Erich  Fritsch  as  follows:) 

"Q.  Mr.  Fritsch,  I  show  you  Plaintiff's  Exhibit 
35  for  identification,  and  ask  you  if  you  know 
what  it  is. 

A.     Yes,  I'm  familiar  with  this  book. 

Q.     What  is  it? 
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A.  It  is  a  scrapbook  maintained  by  Sid  Cole- 
man showing  price  lists,  catalogue  sheets  and  what- 
have-you,  of  merchandise  that  is  handled  through 
the  Automotive  Department. 

Mr.  Halle:    Why  don't  you  number  the  pages? 

Mr.  Kirschstein:  All  right,  we  will  do  it  right 
now.  [315] 

Let  the  record  show  that  at  Mr.  Halle's  sugges- 
tion I  am  numbering  the  pages  beginning  with  the 
inside  of  the  front  cover." 

Mr.  Kirschstein:  Your  Honor,  the  defendant  will 
agree  we  can  skip  the  next  few  pages  where  the 
witness  identified  all  of  the  items  on  these  pages. 

The  Court:  They  have  already  been  given  a 
number  here. 

Mr.  Kirschstein:  On  the  numbered  pages,  your 
Honor,  I  think  they  speak  for  themselves,  but  I 
will  read  them  if  the  defendant  wants  it. 

Mr.  Halle:    You  don't  have  to  read  it. 

Mr.  Kirschstein:  So  I  am  skipping  to  page  57, 
line  10. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Erich  Fritsch  as  follows:) 

"Q.  Do  the  plastic  battery  hold-down  frames 
manufactured  by  the  plaintiff  and  sold  by  the  plain- 
tiff or  its  subsidiary,  Van  Erode  Sales  Company, 
Inc.,  bear  a  patent  notice?  A.     They  do. 

Q.  I  show  you  plaintiff's  Exhibit  33  for  identi- 
fication and  ask  you  if  you  can  fuid  that  notice. 

A.     Yes. 

<3.     Would  you  read  it? 
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A.     It  says,  'U.  S.  Patent  No.  2710660.' 

Q.  When  did  the  plaintiff  start  putting  that  no- 
tice on?  [316] 

A.  After  we  were  issued,  were  assigned  the 
patent  that  was  issued  to  Mr.  Coleman. 

Q.    After  the  patent  was  issued? 

A.     Issued. 

Q.     And  has  it  always  been  on  ever  since? 

A.     As  far  as  I  know  it  has. 

Q.     On  all  the  models? 

A.     As  far  as  I  know  it  has. 

Mr.  Kirschstein:    That  is  all." 

*  *  *  *  * 

The  Clerk:  The  defendant  has  marked  for  iden- 
tification their  Exhibits  Q  and  R. 

(The  exhibits  referred  to  were  marked  De- 
fendant's Exhibits  Q  and  R  for  identification.) 

Mr.  Halle:  Now,  your  Honor,  as  part  of  the 
deposition  of  Mr.  Fritsch  that  was  just  read  there 
was  a  statement  made  in  answer  to  a  question,  that 
the  plaintiff  always  packs  their  frame  in  a  box, 
and  your  Honor  has  seen  the  plaintiff's  box,  and 
then  at  one  point  Mr.  Fritsch  said  "with  one  ex- 
ception." [317]  And  what  is  the  exception?  He 
said,  "We  sell  our  frames  to  Wizard,  Western 
Auto,  in  their  box;  but  any  of  the  hold-do^vns  that 
Ave  sell  in  our  box,  this  is  the  box  we  have  always 
used." 

Now,  I  have  obtained  a  box  of  the  Western  Auto 
Company  showing  their  trademark  "Wizard"  on 
it,  with  a  Van  Erode  frame  packed  in  it,  and  I 
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am  going  to  offer  this  in  evidence,  with  the  con- 
sent of  the  plaintiff  herein,  showing  that  product 
that  Mr.  Fritsch  was  referring  to  as  the  Van  Brode 
frame  packed  by  the  Western  Auto  Company. 

The  Court:    All  right. 

The  Clerk:     Q  and  R  in  evidence. 

(The  exhibits  heretofore  marked  Defend- 
ant's Exhibits  Q  and  R  were  received  in  evi- 
dence.) 

Mr.  Halle:  Cross  examination.  I  am  reading 
from  page  58  at  the  middle  of  the  page. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Erich  Fritsch  as  follows:) 

"Q.  (By  Mr.  Halle)  :  You  do  not  do  any  adver- 
tising with  the  consumer  pul^lic,  is  that  right"? 

A.     We  do  not  do  any  consumer  advertising. 

Q.  Mr.  Fritsch,  you  have  in  your  lap  a  ledger 
which  you  brought  as  supporting  evidence  to  some 
of  the  figures  that  were  presented  in  Exhibit  31. 

A.    Yes. 

Q.  Can  you  determine  from  that  ledger  the  date 
of  the  first  sale  of  a  plastic  battery  hold-down  by 
your  company?  A.     Yes. 

Q.     What  is  that  date? 

A.  It  show^s  a  sale — I  can't  imderstand  w^hy — 
it  is  a  sale  of  only  $2.66  on  October  28,  1951.  The 
first  real  sale,  or  of  any  money  was  January  6, 
1952. 

Q.     What  was  the  amount  of  that  sale? 

A.     $7,974.96. 
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Q.  Would  you  know  offhand  who  that  sale  was 
to? 

A.  This  is  a  ledger.  Therefore,  it  would  be  sum- 
mary of  individual  sales.  There  would  be  a  bunch 
of  documents  to  support  this.  That  was  the  first 
entry  they  made. 

Q.     That  would  reflect 

A.     An  accumulated  number  of  sales. 

Q.  For  that  period  of  a  week  or  ten  days,  be- 
forehand? A.     I  assume  so,  yes. 

Q.  So,  roughly,  it  would  be  January  1,  1952, 
when  any  substantial  sales  were  first  made? 

A.     It  would  appear  so  from  this  book,  yes. 

Q.  This  sale  of  $2.66  in  October  may  have  been 
some  kind  of  a  sample? 

A.     I  don't  know. 

Q.  Could  it  be  possible  that  the  sale  of  $2.66  in 
October  [319]  was  made  for  the  purposes  of  get- 
ting a  trademark  registration  on  the  product? 

Mr.  Kirschstein:  Objected  to,  and  I  direct  the 
witness  not  to  answer.  My  objection  is  on  the 
grounds  of  irrelevancy  and  immateriality. 

Q.  Do  I  understand  that  Mr.  Sidney  Coleman 
and  his  associates  promote  this  plastic  battery  hold- 
down  frame  for  you? 

A.    What  do  you  mean  by  the  word  'promote'? 

Q.     Are  they  in  charge  of  the  sales? 

A.    Yes. 

Q.  And  representing  you  with  all  of  your  cus- 
tomers? 

A.     On  the  battery  hold-downs,  yes. 
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Q.  Do  you  pay  Mr.  Coleman  and  his  associates 
approximately  2%  per  cent  of  your  sales  price  for 
their  share  in  handling  the  sales'? 

A.  I  pay  Mr.  Coleman  2^/0  per  cent.  I  pay  a 
different    rate    to    his    representatives,    prol^ably 

higher."  [320] 

***** 

"Q.  What  is  the  total  cost  to  you  per  dollar 
vohmie  of  sales  for  your  sales  cost? 

A.  I  really  don't  know  the  exact  percentage.  I 
think  it  is  under  10  per  cent,  total  sales  cost. 

Q.  In  other  words,  approximately,  for  every 
dollar's  worth  of  battery  hold-dov/n  frames  that 
you  sell,  they  cost  your  company  10  cents  for  the 
services  of  Mr.  Coleman  and  his  associates? 

A.  No,  I  didn't  say  that.  I  said  for  every  dollar 
that  you  sell,  10  cents  on  the  dollar  is  actually  your 
sales  expense,  made  up  of  advertising,  of  which 
you  have  $6,000,  telephone  calls,  show  expenses — 
appearing  at  the  shows — postage,  stenography  serv- 
ices, use  of  our  stationery — the  whole  works. 

Q.  Then,  for  a  million  and  a  half  dollars  worth 
of  sales,  [322]  the  cost  of  those  sales  would  be  ap- 
proximately $150,000,  and  would  not  exceed  10  per 
cent 

A.     If  that  is  $150,000,  true." 

Mr.  Halle :  I  am  going  to  skip  to  the  bottom  of 
page  62,  next  to  the  last  question  from  the  bottom. 
(Whereupon  coimsel  resumed  the  reading  of 
the  deposition  of  Erich  Fritsch  as  follows:) 

"Q.     The  first  battery  hold-down  frame  that  your 
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company   made   had   triangular   reinforcements   at 

the  corners;  is  that  correct? 

A.     I  don't  know  for  sure,  but  I  think  so. 

Q.  I  hand  you  Exhibit  33  for  identification. 
You  will  note  that  there  are  no  triangular  re- 
inforcements at  the  corners;  is  that  correct? 

A.     That  is  correct. 

Q.  When  did  your  company  make  the  first 
model  battery  hold-down  frame  similar  to  Exhibit 
33,  without  the  triangular  reinforcements? 

A.     I  don't  know. 

Q.  Was  it  at  or  about  the  time  that  the  12- volt 
storage  batteries  came  out? 

A.     I  would  think  so. 

Q:     Would  that  be  in  the  year  1955? 

A.  Without  looking  at  the  price  lists  and  so 
forth,  I'm  not  sure  of  that,  but  I  would  have  to 
assume  that.  You  see,  [323]  this  is  a  detail  that  I 
wouldn't  pay  attention  to. 

Q.  After  you  made  the  model  without  the  tri- 
angular reinforcements  for  the  12-volt  batteries, 
did  you  also  make  a  similar  model  without  the  tri- 
angular reinforcements  for  the  6-volt  batteries? 

A.     I  don't  know. 

Q.  I  show  you  Exhibit  32,  which  is  the  package 
for  the  frame A.     Yes. 

Q.    (Continuing)     and  I  ask  you  whether  it 

is   the   custom   of   your   company   to   ship   battery 
frames  in  packages  such  as  that. 

A.     For  most  of  our  business,  yes. 
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Q.  And  you  also  ship  to  a  company  that  you 
call  Wizard? 

A.     That  is  Western  Auto,  yes. 

Q.     And  they  have  their  own  boxes? 

A.     They  have  their  own  box. 

Q.  And  you  are  making  no  claim  with  reference 
to  the  defendants  here  in  connection  with  those 
Wizard  boxes,  are  you?  A.     No,  sir. 

Q.  With  the  exception  of  the  Wizard  boxes,  did 
you  ever  ship  frames  without  being  packaged? 

A.    Yes. 

Q.     Who  do  you  ship  those  frames  to? 

A.  To  another  company  that  boxes  it  them- 
selves. [324] 

Q.  I  would  like  to  restrict  it  to  the  unfair  com- 
petition aspect  of  this  case.  Do  you  ship  any  frames 
of  your  own  with  which  you  claim  the  defendant 
Kravex  competes  unfairly  where  you  don't  ship 
those  frames  packaged  in  a  box  such  as  Exhibit  32  ? 

A.     I'm  afraid  I  might  have  lost  you  on  that. 

Mr.  Halle:     I  will  withdraw  the  question. 

Q.  You  have  mentioned  two  companies  that  you 
ship  frames  to  without  packages.  Are  there  any 
other  companies?  A.     Not  that  I  know  of. 

Q.  In  other  words,  as  far  as  you  know  all  other 
frames  shipped  by  your  company  are  packaged  in 
a  box  similar  to  Exhibit  32?  A.     True. 

Q.  And  as  far  as  you  know,  the  frames  arrive 
at  your  customer's  premises  packaged  in  such  a 
box?  A.    True." 
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Mr.  Halle:  I  skip  now  to  page  69,  the  second 
question  from  the  top  of  the  page. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Erich  Fritsch  as  follows:) 

"Q.  Do  you  personally  know  of  any  instance 
where  the  defendant,  Cox  Air  Gauge  Systems,  Inc. 
sold  a  red  plastic  battery  hold-down  frame  of  a 
manufacture  other  than  yours  for  [325]  one  of 
your  frames? 

A.     I  do  not  know  of  it  personally,  no. 

Q.  Do  you  have  any  reports  that  were  made  to 
your  company  that  such  a  thing  ever  happened? 

A.     Repeat  the  question  again. 

(The  reporter  read  the  last  question  as  re- 
corded.) 

A.     You  mean 

Mr.  Halle:     I  will  withdraw  the  question. 

Q'.  Have  any  complaints  ever  been  made  to  your 
company  that  Cox  Air  Gauge  Systems,  Inc.  sold  a 
red  plastic  battery  frame  that  was  not  of  your 
manufacture  when  they  were  specifically  asked  for 
your  battery  frame,  your  Kant-Ker-Rode  battery 
frame  ? 

A.     I  don't  know  of  any  instance,  no." 

Mr.  Halle:  I  skip  now  to  page  71.  Pardon  me. 
Page  70  at  the  bottom  of  the  page. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Erich  Fritsch  as  follows:) 

"Q.  In  other  words,  any  complaint  you  may  have 
had  would  have  been  through  Mr.  Coleman? 

A.     Yes,  the  manufacturers'  representatives. 


Cox  Air  Gauge  System,  Incorporated       271 

(Deposition  of  Erich  Fritsch.) 

Q.     Or  his  representatives? 

A.     That  is  right. 

Q.  Would  you  say  that  Mr.  Coleman  is  the  cen- 
tral link  [326]  in  your  sales  organization  in  com- 
munications from  you  to  your  customers  and  rep- 
resentatives ?  A.     Yes,  sir." 

Mr.  Halle:     At  the  bottom  of  page  71: 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Erich  Fritsch  as  follows:) 

"Q.  You  mentioned  that  since  1952  your  frames 
were  made  of  a  certain  red  shade  of  which  Exhibit 
33  is  an  example.  A.    Yes,  sir. 

Q.  Do  you  have  any  arrangement  with  anyone 
to  produce  that  red  shade  for  you? 

A.  What  do  you  mean  by  'arrangement,'  Mr. 
Halle? 

Q.  I  believe  there  are  two  companies  that  sup- 
ply you  with  molding  powder  for  that  frame,  Mon- 
santo and  Bakelite.  A.    True. 

Q.  Do  you  have  any  arrangement  with  either 
of  those  companies  to  reserve  that  particular  shade 
of  red  for  your  company? 

A.     I  don't  know  of  any. 

Q.  I  notice  that  in  Exhibit  35  we  have  a  flyer 
on  page  12,  and  also  a  flyer  on  page  25,  which  ap- 
pear to  be  the  same.  Are  those  the  same  flyers? 

A.  Could  be.  I  have  no  way  of  knowing  without 
looking,  the  same  way  you  are.  I  thought  that  some 
of  the  stuff  here  [327]  was  repetitious.  There  is  no 
date  on  either  one,  and  they  seem  to  be  the  same." 

Mr.  Halle:    On  page  74,  the  first  question: 
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(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Erich  Fritsch  as  follows :) 

"Q.  Do  you  know  when  this  flyer,  which  is  rep- 
resented on  either  page  12  or  page  25  of  Exhibit 
35,  was  put  out? 

A.  I  don't  know,  except  if  we  can  tie  it  in  with 
a  price  list.  That  is  the  only  way  I  would  know." 

Mr.  Halle :  I  skip  now  to  page  75,  the  first  ques- 
tion. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Erich  Fritsch  as  follows:) 

"Q.  Maybe  we  can  get  it  a  little  more  definitely 
by  looking  at  the  flyer  itself.  It  says,  'Patent  No. 
2710660'  on  the  flyer  itself  at  page  25,  and  also 
on  the  flyer  on  page  12;  is  that  correct? 

A.    Yes. 

Q.  And  I  understand  your  patent  with  that  num- 
ber was  issued  on  June  14,  1955.  A.     Yes. 

Q.  So  that  means  that  these  two  flyers  on  pages 
12  and  25  must  have  been  used  in  a  promotion  some 
date  after  June  14,  1955.  [328]  A.     True. 

Q.  Would  you  explain  how  that  promotion 
worked. 

A.  Well,  this  particular  catalogue  sheet  was  di- 
rected— this  is  where  we  made  an  attempt  and  a 
rather  successful  attempt  to  have  the  gasoline  sta- 
tions know  about  our  hold-down,  because  that  was 
the  link  that  was  very,  very  important  to  make. 
We  could  go  out  and  sell  our  hold-down  to  a  job- 
ber. Now,  to  make  the  jobbers  sell  it  to  the  retailer 
who,  in  turn,  would  sell  it  to  the  consumer,  was 
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always  a  problem  in  any  line  of  endeavor.  This 
was  an  attempt  to  give  something  to  the  retailer, 
the  gasoline  station,  the  garage  man,  so  that  he 
would  stock  our  hold-downs,  and  this  was  a  promo- 
tion designed  for  him  wherein  he  could  get  this 
l^articular  set  of  tools  free  by  buying  a  711  assort- 
ment, which  consists  maybe  of  about  fifteen  num- 
bers. I  don't  know  offhand.  We'd  have  to  look  that 
up.  These  tools,  being  of  such  a  nature,  that  he 
would  use  them  in  repairing  batteries.  They  are 
unique  tools  to  remove  the  cables  from  the  battery, 
and  so  forth.  This  was  sent  to  the  retailer." 

Mr.  Halle :    I  skip  to  the  next  question  after  that. 
(A¥hereupon  counsel  resumed  the  reading  of 
the  deposition  of  Erich  Fritsch  as  follows:) 

"Q.  Do  you  know  how  much  that  set  of  tools 
cost  that  was  given  as  a  premium?  [329] 

A.  The  set  of  tools  cost  about  three  dollars,  I 
believe,  and  we  didn't  pay  for  the  tools  altogether. 

Q.     Who  paid  for  that? 

A.     The  jobber  himself  pays  for  most  of  the  cost. 

Q.     The  jobber  would  be  your  customer? 

A.  The  jobber,  he's  bearing  most  of  the  load  of 
that.  I  think  we  paid  50  cents,  or  something,  of  the 
set." 

Mr.  Halle:     At  the  middle  of  the  page  there: 
(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Erich  Fritsch  as  follows :) 
"Q.     Would  you   say,   then,   that   approximately 
three  dollars'  worth  of  tools  were  given  away,  then, 
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with  an  order  of  approximately  $20  worth  of  mer- 
chandise '?  A.     Yes. 

Q.  And  the  cost  of  the  three  dollars  was  not 
borne  by  the  plaintiff?  A.     Not  entirely. 

Q.     How  much  did  the  plaintiff  bear  of  the  cost? 

A.  Not  knowing  offhand — but  between  two  dol- 
lars and  two  dollars  and  fifty  cents  was  borne  by 
the  j obiter.  We  bore  either  fifty  cents  or  a  dollar. 

Q.     The  price  that  the  jobber  paid  didn't  come 
into  your  cost  of  sales,  which  we  talked  about  be- 
fore? A.     No,  that  is  right."  [330] 
*  *  *  *  * 

Mr.  Kirschstein :  Page  72,  starting  at  the  second 
to  last  question: 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Erich  Fritsch  as  follow^s:) 

"Q.  Now,  your  product  is  sold  to  the  automotive 
trade.  A.     True. 

Q.  Do  you  sell  to  anybody  else  besides  the  auto- 
motive trade?  A.     Yes. 

Q.     Did  you  mention  chains  ? 

A.     That  is  the  automotive  trade. 

Q.     Who  else  do  you  sell  to? 

A.  We  sell  to  marine  users;  in  other  words, 
people  who  have  boats.  They  have  a  very  bad  cor- 
rosion problem.  We  sell  to  tractor  manufacturers, 
who  manufacture  tractors,  original  equipment. 

Q.  Would  you  say  that  the  bulk  of  your  product 
is  sold  to  the  automotive  trade?  A.     Sure. 

Mr.  Kirschstein:  You  sell  the  frame  as  original 
equipment  on  tractors?  [331] 
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The  Witness:    Yes,  sir. 

Mr.  Kirschstein :    Your  frames,  yon  mean  ? 

The  Witness:    Onr  frames,  Kant-Ker-Rode. 

Q.     Which  tractor  company? 

A.  That,  offhand,  I  can't  tell  yon.  I'll  find  that 
out. 

Q.     It  is  not  to  all  companies?  A.    No. 

Q.     One  of  the  companies? 

A.     One  or  two,  or  possibly  three."  [332] 
***** 

The  Court:  Gentlemen,  this  is  the  third  time 
very  recently  that  I  have  had  to  refer  to  the  fact 
that  in  the  law  on  the  patents  we  are  not  governed 
by  the  tyranny  of  words. 

I  dug  up  that  old  statement  that  the  patentee 
may  write  his  own  dictionary.  In  other  words,  he 
may  use  words  in  a  certain  manner  that  are  under- 
standable in  the  light  of  what  he  describes,  then 
the  fact  that  he  calls  it  one  thing  rather  than  an- 
other doesn't  matter. 

We  had  that  illustration  in  the  Everlube  case 
where  the  problem  arose  whether  a  certain  combina- 
tion was  thermoplastic  or  thermosetting.  We  had  it 
also  in  another  case.  No.  In  the  same  case  we  had 
the  question  whether  a  [339]  combination  of  ele- 
ments constituted  truly  an  emulsion  or  not. 

In  a  more  recent  case  I  also  made  similar  obser- 
vations. 

I  think  the  question  presented  by  the  motion  is 
one  that  should  be  determined  also  as  a  question 
of  fact. 

I  think  this  patent  is  very  limited.  A  study  of 
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the  file  wrapper  demonstrates  it.  Because  it  is  in- 
conceivable that  the  patentee  should  have  acquired 
a  monopoly  on  any  combination  of  any  use  of 
plastics. 

The  best  truth  of  it  is  this:  That  his  entire  pat- 
ent based  upon  the  idea  of  the  use  of  plastic,  with- 
out designating  a  particular  kind  of  plastic,  were 
cancelled  out,  and  on  appeal  to  the  board  the  board 
sustained  the  examiner,  and  then  they  allowed  him, 
imder  the  mile,  to  modify  his  claims.  In  his  modi- 
fication of  chaims  he  sought  to  introduce  what  are 
now  the  four  claims,  in  addition  to  the  other  four, 
and  the  examiner  rejected  the  claims  and  renum- 
bered them.  He  wanted  those  in  addition  to  the 
claims  he  rejected,  claims  1  and  2,  which  would 
have  claimed  the  entire  field. 

So  we  are  back  to  Mr.  Joyce's  case  where  this 
patentee  has  been  given  a  very  limited  patent  to  a 
frame  made  of  certain  types  of  plastic,  and  that  is 
all  he  has.  He  cannot  recapture  claims  1  and  2, 
which  would  have  given  him  the  entire  field.  Be- 
cause it  would  be  absurd  to  think  that  the  Patent 
Office  would  in  this  era  of  plastics  give  a  man  a 
patent  upon  the  use  of  plastic  in  a  thing  like  this, 
just  a  [340]  frame,  vs^hich  is  so  simple  a  mechan- 
ism that  I  doubt  if  anybody  has  any  patent  upon 
the  idea.  Because  clamping  a  thing  down  is  not  a 
patentable  device. 

You  can  clamp  a  thing  down  by  making  it  work 
as  a  vise. 

So  the  original  claims  were  rejected.  What  he 
wanted  was  to  cover  the  entire  field,  which  would 
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have  eliminated  the  use  of  plastic  by  anyone  else. 

So  when  he  comes  back  it  is  very  significant — • 
I  studied  this  file  wrapper  very  carefully,  and  when 
Mr.  Herzog  tried  to  recapture,  retain  1  and  2,  plus 
the  4,  this  is  the  argument  he  used,  which  of  course 
was  rejected.  But  he  himself  realized  that  he  was 
modifying  the  proposed  claims. 

"The  board  held  the  original  claims  unpatentable 
not  in  view  of  the  references  of  record,  but  because 
they  set  forth  merely  the  desired  properties  of  the 
plastic  and  in  no  way  recited  the  composition  of 
the  plastic.  This  defect  having  now  been  cured,  the 
claims  should  be  allov/ed,  and  accordingly  a  Notice 
of  Allowance  is  respectfully  requested." 

You  see,  he  renumbered  his  claims,  and  in  addi- 
tion to  the  others  he  asked  that  he  be  allowed  to 
present  four  claims  in  addition  to  the  others.  The 
examiner  rejected,  stood  by  the  original  order  re- 
jecting the  original  claims,  and  gave  him  merely 
the  limited  four  claims  which  describe  a  frame 
[341]  consisting  of  a  certain  type  of  plastic. 

So  in  the  light  of  that  we  have,  as  I  say,  a  very 
limited  patent  consisting  of  a  hold-down  frame; 
not  the  frame  itself,  because  that  is  evidently  in 
the  public  domain,  but  the  making  of  it  with  a 
particular  plastic. 

And  it  is  very  significant  that  the  allowance  of 
the  claim  is  not  as  requested,  but  the  notice  of  al- 
lowance states  "battery  hold-down  frame  of  syn- 
thetic rubber-resin  material  as  amended  by  exam- 
iner." 

Aiid  the  amendment  by  the  examiner  consisted  of 
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renumbering  them  1,  2,  3  and  4,  instead  of  2,  3,  4, 
5  and  6,  and  adding  them  to  the  others.  Because  the 
examiner  again  rejected  the  claim  to  the  entire  field. 

So  I  believe  with  that  statement  I  will  deny  the 
motion  and  I  will  put  you  upon  such  additional 
proof  as  you  desire  to  present. 

Mr.  Halle :  Your  Honor,  I  would  like  to  call  Mr. 
Raymond  B.  Stringfield  to  take  the  stand  as  our 
witness. 

The  Court:    All  right. 

RAYMOND  B.  STRINGFIELD 

called  as  a  witness  on  behalf  of  the  defendant,  be- 
ing first  duly  sworn,  was  examined  and  testified  as 
follows : 

The  Clerk:    Your  full  name. 

The  "Witness:    Raymond  B.  Stringfield. 

The  Clerk:    S-t-r-i-n-g-f-i-e-1-d.  [342] 

The  Witness:     That's  right. 

The  Clerk:    Thank  you. 

Direct  Examination 

Q.  (By  Mr.  Halle) :  Mr.  Stringfield,  what  is 
your  business? 

A,  I  am  a  consulting  chemical  engineer,  and 
also  president  of  Fullerton  Manufacturing  Com- 
pany of  Fullerton,  California. 

Q.  Would  you  state  your  past  experience,  par- 
ticularly with  reference  to  chemicals  and  plastics, 
and  such  experience  as  you  may  have  had  in  the 
molding  of  plastics. 

A.     I  am  a  graduate  in  chemistry  of  the  Univer- 
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sity  of  Southern  California,  in  1913;  a  graduate 
in  chemical  engineering  from  the  Massachusetts 
Institute  of  Technology  in  1915.  After  some  five 
years  commercial  experience  I  went  in  the  rubber 
industry  in  1920  and  spent  nine  years  with  the 
Goodyear  Tire  &  Rubber  Company,  some  five  years 
as  manager  of  service  laboratories  and  process  de- 
velopment in  Akron  at  their  main  plant,  and  the 
remainder  of  the  time  as  chief  chemist  of  the  Good- 
year plant  in  Los  Angeles. 

After  leaving  them  I  entered  the  consulting  prac- 
tice, and  since  1929  have  been  a  consulting  chemical 
engineer  specializing  in  rubber  and  plastics,  and  at 
the  same  time  have  had  a  finger  in  several  different 
enterprises. 

From  1930  to  '35  I  was  connected  with  a  plastic 
[343]  molding  plant,  in  fact  my  connection  with 
plastics  began  in  1929,  at  which  time  the  only  plas- 
tics available  were  thermosetting  materials,  and  has 
continued  in  close  connection  ever  since. 

From  1932  to  1944  I  was  part  time  on  the  faculty 
of  the  University  of  Southern  California  in 
the  Chemical  Engineering  Department,  and  in  con- 
nection with  that  work  they  asked  me  each  year 
to  give  a  course  in  the  evening  in  chemistry  of  syn- 
thetic resins,  and  also  a  second  course  in  rubber 
technology,  which  were  given  during  that  period. 

During  the  war  I  was  staif  process  engineer  for 
Consolidated  Vultee  Aircraft  Corporation,  and  was 
also  chairman  of  the  board  of  Reeves  Rubber,  In- 
corporated,  San  Clemente,   California,   and   at  the 
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end  of  the  war  in  1946  a  group  of  us  purchased 
a  plant,  and  I  have  been  president  of  Fullerton 
Manufacturing  Company,  FuUerton,  California,  a 
rubber  molding  plant,  smce  that  time,  but  also  de- 
voting a  portion  of  my  time  to  consulting  practice. 
The  Court:  What  products  does  Fullerton  Man- 
ufacturing Company  make? 

The  Witness:  Fullerton  Manufacturing  Com- 
pany is  primarily  a  rubber  molding  plant  making 
custom  molded  rubber  goods,  about  60  per  cent  rub- 
ber parts  for  the  oil  tool  industry.  We  also  have  a 
plastics  department  which  does  plastic  extrusion. 
The  Court:    All  right.  [344] 

The  Witness :  Incidentally,  over  the  years  I  have 
been  a  member  of  a  number  of  technical  societies 
and  have  been  chairman  of  the  Southern  California 
section  of  the  American  Chemical  Society,  the 
American  Institute  of  Chemical  Engineers,  the 
American  Society  for  Testing  Materials,  and  was 
organizer  and  first  chairman  of  the  Los  Angeles 
Rubber  Group,  which  is  the  technical  society  of  the 
rubber  industry;  and  I  am  a  registered  chemical 
engineer  in  California,  No.  27. 

The  Court:    All  right. 

Didn't  you   testify  in   a   case   last  year  in   this 
court  ? 

The  Witness :    Yes. 

The  Court :    Which  case  was  that  ? 

The  Witness :    That  was  in  the  Reading  Tire  case. 

The  Court :    I  thought  your  name  and  background 
sounded  familiar. 
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All  right. 

Q.  (By  Mr.  Halle)  :  Mr.  Stringfield,  could  you 
define  a  Buna  S  for  us? 

A.  Buna  S  today  is  almost  an  obsolete  term.  It 
was  originated  during  World  War  I  to  designate 
the  synthetic  rubbers  that  were  made  in  Germany 
by  the  copolymerization  of  butadiene  and  styrene 
with  a  sodium  catalyst. 

It  is  carried  over  and  is  used  sometimes  since 
that  [345]  time,  but  it  is  practically  obsolete  at 
the  moment.  It  simply  designates  a  copolymer  of 
butadiene  and  styrene  made  with  a  sodium  catalyst, 
which  the  catalyst  is  no  longer  used  in  normal 
practice. 

The  Clerk:  There  has  been  marked  for  identifi- 
cation, your  Honor,  Defendant's  Exhibit  S. 

(The  exhibit  referred  to  was  marked  Defend- 
ant's Exhibit  S  for  identification.) 
Mr.   Halle:     I   am   going   to   offer   this   exhibit, 
which  is  contained  in  an  envelope,  Exhibit  S.  I  am 
going  to  offer  it  in  evidence  right  now. 

These  are  the  Bakelite  molding  material  pam- 
phlets. 

The  Clerk:    May  it  be  received,  your  Honor? 
The  Court:    What  did  you  identify  it  as?  What 
did  you  say  it  was? 

Mr.  Halle:     The  Bakelite  Company  material  on 
molding  TMD  2155,  and  concerning  material. 
The  Court:    All  right. 

(The  exhibit  heretofore  marked  Defendant's 
Exhibit  S  was  received  in  evidence.) 
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Q.  (By  Mr.  Halle) :  Mr.  Stringfield,  is  there  a 
product  in  the  industry  today  known  as  a  high  im- 
pact plastic? 

A.     High  impact  plastic?    Yes. 

The  high  impact  styrenes  come  under  that  term. 
That  term  as  such  is  not  used  particularly,  but 
high  impact  styrene  [346]  would  be  a  high  impact 
plastic. 

Q.  What  are  the  properties  of  a  high  impact 
styrene  ? 

A.  The  impact  strength  of  polystyrene  has  been 
greatly  increased  by  modification  of  the  original 
polystyrene  by  various  additives  or  copolymers  to 
produce  a  product  capable  of  being  molded  and  hav- 
ing much  greater  strength  than  the  original  poly- 
styrene did. 

Q.  Is  it  well  known  in  the  trade  today  that  you 
can  modify  polystyrene  with  a  copolymer  such  as 
one  of  butadiene  and  styrene? 

A.  Yes,  there  are  several  commercial  molding 
compounds  on  the  market. 

Q.  Do  you  have  a  publication  which  lists  some 
of  these  compounds  that  you  are  talking  about  ? 

A.  Yes.  The  book  Synthetic  Rubber,  which  is 
actually  a  publication  sponsored  by  the  Division  of 
Rubber  Chemistry  of  the  American  Chemical  So- 
ciety, with  Dr.  G.  S.  Whitby,  editor  in  chief,  pub- 
listed  in  1954,  lists  on  page  644  commercial  brands 
of  high  styrene  resins  and  related  materials  pro- 
duced commercially,  and  gives  a  matter  of  29  dif- 
ferent compounds  in  that  classification. 
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Q.     That  is  table  XI? 

A.     Table  XI,  high  styrene  resins. 

Q.  Will  you  turn  to  page  632  of  Whitby  and 
would  you  read  that  chapter  starting  ''Properties 
of  High-Styrene  Resin"?  [347] 

A.  There  is  a  paragraph  on  page  632  titled 
"Properties  of  High-Styrene  Resins." 

"The  properties  of  high-styrene  resins  depend  in 
large  measure  on  the  ratio  of  styrene  to  butadiene 
employed  in  their  manufacture.  A  polymer  contain- 
ing equal  amounts  by  weight  of  the  two  monomers 
appears  to  be  a  rubber  at  room  temperature,  al- 
though certain  characteristics  in  its  cured  stocks, 
such  as  resilience,  heat  buildup,  and  low-tempera- 
ture flexibility,  are  much  poorer  than  in  more  truly 
rubberlike  polymers,  such  as  GR-S.  As  the  propor- 
tion of  styrene  increases  and  that  of  butadiene  de- 
creases, the  polymer  becomes  stiffer,  less  extensible, 
and   harder,   thus   approaching   the   properties    of 
polystyrene.  If  films  are  cast  from  latexes  of  vari- 
ous butadiene-styrene  copolymers,  it  is  found  that 
the  polymer  must  contain  at  least  25  to  30  per  cent 
butadiene,  to  obtain  a  continuous  film  on  drying  at 
room  temperature.      Copolymers   containing   small 
proportions  of  butadiene  (10  to  15  per  cent)  have 
the  physical  appearance  of  polystyrene  but  are  less 
soluble  and  less  brittle  and  have  lower  softening 
points.  Other  differences  will  be  noted  in  a  discus- 
sion of  applications  of  these  new  resins.    D'lanni, 
Hess,  and  Mast  have  reported  the  latex  and  solid 
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polymer  properties  of  a  series  of  resins  containing 

more  than  50  per  cent  styrene."  [348] 

Q.  Would  you  read  the  next  paragraph,  too,  Mr. 
Stringfield. 

A.  "Storey  and  H.  L.  Williams  studied,  not  only 
a  series  of  butadiene-styrene  copolymers  having  va- 
rious monomer  ratios  up  to  ratios  representing 
high-styrene  resins,  but  also  blends  of  these  co- 
polymers themselves  and  blends  of  them  with  GrR-S. 
They  found  that  beyond  a  styrene  content  of  50 
per  cent  there  occurred  on  vulcanization  a  fall  in 
tensile  strength  and  ultimate  elongation  and  an  in- 
crease in  modulus.  A  copolymer  from  a  30/70  buta- 
diene-styrene charge  could  not  be  flexed,  and  from 
a  20/80  charge  the  product  resembled  ebony.  Latex 
blends  of  such  polymers  exhibited  properties  at 
least  as  good  as  those  of  blends  made  on  a  mill. 
The  properties  of  blends  were  determined  primarily 
by  the  total  styrene  content  of  the  blend  rather  than 
by  the  composition  of  the  specific  copolymers 
blended." 

Q.  Mr.  Stringfield,  do  you  agree  with  the  state- 
ments made  in  Whitby? 

A.     Yes,  those  are  correct. 

Q.  Could  you  tell  us  when  a  copolymer  such  as 
a  copolymer  of  butadiene  and  styrene  is  varied — 
when  the  styrene  content  is  varied  from,  let's  say, 
99  per  cent  [349]  butadiene  to  1  per  cent  styrene 
away  up  to  1  per  cent  butadiene  and  99  per  cent 
styrene — could  you  tell  us  whether  there  is  a  gen- 
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eral  point  at  which  it  ceases  to  be  a  rubbery  mate- 
rial and  becomes  more  of  a  resinous  material'? 

A.  There  is  no  sharp  point  at  which  that  occurs. 
As  the  styrene  content  is  increased  the  material 
becomes  stiffer,  and  the  application  of  the  low  sty- 
rene materials  are  in  the  rubber  range.  Their  first 
introduction,  of  course,  being  as  synthetic  rubbers, 
and  the  development  of  the  synthetic  rubbers  in- 
cluded studies  of  the  entire  range  of  composition. 

The  GrR-S  that  was  settled  upon  was  settled  upon 
as  a  matter  of  a  combination  of  properties  that  was 
desirable  from  a  rubber  standpoint  which  included 
the  considerations  of  ^n_ilcanization.  And  in  the 
range  immediately  above  that,  on  up  to  40  and  50 
per  cent,  you  have  products  which  are  vulcanizalDle 
but  which  become  stiff er  and  have  less  elongation. 
So  for  most  purposes  they  are  not  as  suitable  for 
rubbers,  although  the  GrR-S  latex  containing  some 
40  or  43  per  cent  styrene  has  been  used  extensively 
as  a  binder  for  papers  and  as  backing  for  cloth, 
and  thmgs  of  that  sort.  But  as  the  styrene  content 
increases  above  50  per  cent,  altliougli  there  is  no 
shai'p  dividing  line,  you  are  getting  into  a  resin 
classification  where  the  material  is  being  used  for 
its  stiffening  effect  primarily,  rather  than  for  any 
vulcanization  considerations,  and  that  has  led  to 
the  use  of  the  high  [350]  styrene  polymers  contain- 
ing 70  to  85  per  cent  of  styrene  for  such  purjooses 
as  the  blending  with  rul)ber  for  shoe  soles  and  for 
belt  coverings,  and  for  many  purposes  where  a  stiff 
composition  is  used,  and  in  recent  years  has  led  to 
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their  use  as  blends  with  polystyrene  to  greatly  in- 
crease its  impact  resistance. 

There  enters  into  the  picture,  again,  the  fact  that 
polystyrene  is  far  different  from  GR-S  rubber,  or 
natural  rubber,  and  inasmuch  as  vulcanization  con- 
siderations were  not  indicated,  a  study  of  the  range 
of  properties  that  would  be  obtained  with  different 
percentages  of  styrene  has  led  more  recently  to  the 
development  of  high  impact  materials  using  lower 
percentages  of  styrene  than  were  originally  used 
for  blends.  And  these  have  been  found  to  be  com- 
mercially satisfactory  in  their  handling  on  molding 
equipment. 

The  Court:  So  that  because  of  this  change  in 
resistance  this  synthetic  material  could  be  called  a 
rubber  resin,  although  it  would  be  a  contradiction 
in  terms  ordinarily? 

The  Witness :  Yes,  it  is  a  rather  loose  term  with 
no  definite  end  point  either  way.  The  higher  ones 
are  very  resinous,  and  the  lower  styrene  contents 
are  very  rubbery. 

In  the  early  period  of  this,  in  the  '46,  '47,  '48, 
there  were  practically  only  the  two  extremes,  the 
GR-S  at  one  end  being  rubbery  and  having  25  per 
cent  styrene,  actually — it  actually  ended  up  23% 
per  cent  due  to  not  all  the  [351]  styrene  being  poly- 
merized and  the  excess  being  steamed  out — and  the 
first  of  the  high  styrene  copolymers,  which  was 
G-oodyear's  pliolite  S-3,  which  contained  85  per  cent 
styrene  and  which  was  used  for  its  stiffening  pur- 
poses. And  during  those  years  the  whole  picture 
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was  under  Government  control  and  there  was  very 
little  work  being  done  outside  of  the  development 
laboratories  on  the  intermediate  ranges. 

Q.  Professor,  would  you  state  the  range  of  sty- 
rene  content  in  a  high  styrene  butadiene-styrene 
copolymer  ? 

A.  I  would  consider  that  from  50  per  cent  up 
would  be  a  high  styrene  butadiene  copolymer,  and 
from  50  per  cent  down  would  be  a  rubbery  styrene 
copolymer,  because  of  the  fact  that  while  there  is 
no  sharp  break-off  point  there,  the  materials  in  the 
40  to  50  per  cent  range  have  been  used  as  rubbers, 
and  I  do  not  know  of  any  such  use  in  the  ranges 
above  that. 

Q.  Would  you  classify  the  range  below  50  per 
cent  as  a  low  styrene  content  copolymer? 

A.    Yes,  sir,  I  think  that  would  be  correct. 

Q.  And  above  50  per  cent  as  a  high  styrene  con- 
tent? 

A.     Yes,  sir,  I  think  that  would  be  correct. 

The  Court:  With  that  description,  the  low  sty- 
rene content  would  result  in  a  material  that  retains 
some  of  the  qualities  of  rubber,  is  that  correct? 

The  Witness:  The  copolymer  itself  is  quite  [352] 
rubbery,  and  introduced  into  rubber  does  not  have 
the  stiffening  effect  that  is  wanted  in  the  uses  that 
they  use  the  high  polymers. 

The  Clerk:  There  has  been  marked  for  identifi- 
cation Defendant's  Exhibit  T. 

(The  exhibit  referred  to  was  marked  Defend- 
ant's Exhibit  T  for  identification.) 
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Mr.  Halle:  I  now  offer  Defendant's  Exhibit  T 
in  evidence,  your  Honor.  It  is  some  pages  photo- 
stated from  the  1950  edition  of  the  Modern  Plastics 
Encyclopedia  and  Engineers  Handbook,  and  it  was 
published  on  or  about  June  16,  1950. 

The  Court :    All  right.  It  may  be  received. 

(The  exhibit  heretofore  marked  Defendant's 
Exhibit  T  was  received  in  evidence.)  [353] 
Q.     (By  Mr.  Halle) :     I  hand  you  these  pages, 
Exhibit  T  in  evidence,  and  I  ask  you  whether  you 
have  had  a   chance   to   study  this   article   entitled 
Styrene  Polymers  and  Copolymers? 
A.     Yes,  sir.  I  have  read  the  article. 
Q.     Do  you  agree  with  the  statements  made  in 
that  article? 

A.     I  think  in  general  I  would  agree  with  them. 
Q.     I^ow,  I  ask  you  to  look  at  page  754  and  start 
reading  from  the  last  paragraph  on  that  page. 

A.  "A  new  styrene-base  copoljoner  was  an- 
nounced during  1949,  which  offers  impact  strength 
in  the  cellulosic  range,  plus  excellent  dimensional 
stability  due  to  its  low  water  absorption  and  the 
absence  of  plasticizers.  Of  particular  note  is  its  re- 
sistance to  battery  acids  and  gasolines.  Initial  ap- 
plications have  included  batteiy  cases  and  parts, 
housings  for  business  machines  and  electrical  appli- 
ances, tool  handles,  and  vacuum  cleaner  parts. 

"Another  high  styrene-butadiene  copolymer  has 
been  blended  with  polystyrene  to  give  tough,  fairly 
transparent  blends.  The  compoimds  are  best  made 
by  mixing  the  resin  and  pigments  on  a  heated  mill 


Cox  Air  Gauge  System,  Incorporated       289 

(Testimony  of  Raymond  B.  Stringfield.) 
or  internal  mixer,  although  fairly  good  results  have 
been  obtained  by  simply  blendrug  the  powdered 
resin  with  colored  polystyrene  molding  pellets  in  a 
tumbling  [354]  drum  just  prior  to  injection  mold- 
ing. The  company  points  out  that  polystyrene  in 
such  a  combination  contributes  low  cost,  surface 
hardness,  and  glossy  finish  while  the  high  styrene- 
butadiene  copolymer  gives  higher  elongation,  im- 
pact strength,  and  good  mold  flow." 

Q.     Is  there  a  footnote  there  that  shows  what 
product  is  being  spoken  about  there? 
Mr.  Kirschstein:    I  object  to  that. 
A.     Yes. 

Mr.  Kirschstein:    There  were  two  products  being 
spoken  of. 

The  Court:    It  speaks  for  itself. 
The  Witness:    In  the  second  paragraph  the  high 
styrene-butadiene  copolymer  that  has  high  impact 
strength  is  noted  as  Darex  copolymer  X-34,  Dewey 
&  Almy  Chemical  Company. 

Q.  (By  Mr.  Halle) :  Do  you  know  what  the 
styrene  content  in  Darex  X-34  is? 

A.  That  is  85  per  cent,  according  to  the  Dewey 
and  Almy  literature. 

Q.     And  Darex  Xo.  3  has  a  70  per  cent? 
A.     70  per  cent. 

Q.  This  publication  that  you  just  read  from, 
Modern  Plastics  Encyclopedia  and  Engineers  Hand- 
book, is  this  a  [355]  standard  reference  work  in 
the  plastics  industry? 

A.    Yes.  That  is  put  out  by  the  same  company 
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which  put  out  Modern  Plastics,  the  magazine,  and 
is  an  annual  publication  that  summarizes  develop- 
ments of  the  year  and  tabulates  the  data  of  the 
industry  and  is  widely  accepted. 

Q.  I  hand  you  Plaintiff's  Exhibit  1  in  evidence, 
which  is  a  copy  of  the  suit  patent,  and  ask  you 
whether  you  have  had  an  opportunity  to  study  that? 

A.     Yes,  I  have. 

Q.  I  hand  you,  again.  Defendant's  Exhibit  T  in 
evidence,  and  with  particular  reference  to  that  para- 
graph that  you  read  about  the  high  styrene-buta- 
diene  copolymer,  which  has  been  blended  with  poly- 
styrene to  give  tough  blends,  and  I  ask  you  whether 
there  is  anything  in  Plaintiff's  Exhibit  1,  the  suit 
patent,  that  teaches  anything  more  than  is  said  in 
that  article? 

A.  As  far  as  I  have  been  able  to  find  there  is 
nothing  in  the  suit  patent  which  teaches  anything 
more  than  that,  because  they  give  no  percentage 
compositions,  no  direction  for  making  the  molding 
powder,  any  more  than  is  given  in  that  article. 

The  Court:  When  you  are  speaking  of  the  pat- 
ent, you  are  talking  about  the  entire  patent? 

The  Witness:     Yes,  that  is  correct. 

The  Court :  The  specifications  and  not  merely  the 
claims?  [356] 

The  Witness:    That's  right. 

The  patent  simply  states  that  they  add  their 
Darex  copolymer  No.  3  to  polystyrene  and  get  a 
molded  article  with  improved  building  strength, 
toughness  and  flexibility. 
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Q.     (By  Mr.  Halle)  :    Are  there  any  molding  in- 
structions given  in  the  specification  of  the  patent? 
A.     No,  there  are  no  mixing  instructions  or  mold- 
ing instructions. 

Q.    And  it  is  a  fact 

A.     And  no  percentage  composition, 
Q.     It  is   a   fact  that  no   information   is   given 
other  than  the  fact  that  they  mix  polystyrene  with 
Darex  No.  3  to  get  certain  desired  qualities? 
A.     That  is  correct. 

The  Court:  Would  a  person  from  the  use  of 
this  compound,  copolymer,  draw  any  inference  as 
to  percentages? 

The  Witness:  No,  I  don't  believe  so.  The  patent 
doesn't  give  any  percentages,  and  the  article  in  the 
Modern  Plastics  catalog  does  not  give  any  percent- 
ages. Anyone  wishing  to  compound  a  compound  of 
that  type  would  have  to  experiment  with  various 
proportions  of  the  poljnner  and  also  develop  mixing 
methods  for  satisfactorily  accomplishing  the  result. 
Even  if  he  is  skilled  in  the  art  that  would  involve 
quite  a  considerable  amount  of  experimentation  and 
testing  to  [357]  develop  a  product  that  would  an- 
swer the  purpose. 

The  Court:     In  column  2,  line  71,  this  appears: 
"The  'Darex  copolymer  No.  3'  above  referred  to 
is  an  elastic  type  of  synthetic  rubber  resin,  made 
by  copolymerizing  butadiene   and  styrene  to  pro- 
duce a  Buna  S  with  a  high  styrene  content." 
Would  that  carry  a  meaning  to  one  in  the  art? 
The  Witness:     I  think  it  merely  says  that  it  is 
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a  high  styrene   copolymer.   Otherwise   it  does  not 
even  there  state  the  percentage  of  styrene  in  Darex 
No.  3. 

That  is  available  from  the  Dewey  and  Almy  liter- 
ature and  is  not  made  a  secret  at  all  by  the  Dewey 
and  Almy  Company.  In  fact,  they  have  several  pub- 
lications on  it. 

Q.  (By  Mr.  Halle):  Mr.  Stringfield,  I  hand 
you  a  copy  of  Plaintiff's  Exhibit  2,  which  is  the 
file  wrapper  of  the  patent,  and  I  turn  to  page  num- 
bered at  the  bottom  57,  which  is  the  first  page  of 
an  amendment,  which  was  received  by  the  Patent 
Office  on  April  7,  1955,  and  I  point  out  to  you  at 
this  portion  it  says : 

"insert  The  'Darex  copolymer  No.  3'  above  re- 
ferred to  is  an  elastic  type  of  synthetic  rubber 
resin,  made  by  copolymerizing  butadiene  and  sty- 
rene to  produce  a  Buna  S  with  a  high  styrene  con- 
tent." 

That  is  the  portion  that  the  Judge  just  read  to 
you  from  the  specification  of  the  patent,  and  in  ac-  \ 
cordance  Avith  this  [358]  exhibit  it  shows  that  was 
first  amended  into  the  specification  as  of  April  7, 
1955.  Now,  prior  to  that  amendment  did  the  patent 
teach  anything  at  all  about  the  composition  of  the 
copolymer  ? 

You  may  look  at  the  patent,  and  we  will  remove 
that  portion  that  was  just  read  starting  at  line  71, 
I  believe,  in  column  2,  and  ending 

The  Witness:    There  is  a  mention  of  Darex  No.  | 
3  further  up  in  the  column. 
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Q.  A  mere  mention  of  the  product  as  Darex  No. 
3,  ])ut  removing  those  four  or  five  lines,  is  there 
anything  in  the  patent  showing  what  Darex  No. 
3  is? 

A.  No,  there  is  no  mention  of  the  composition 
of  Darex  No.  3,  or  of  the  amount  used. 

Q.  Now  I  hand  you  Defendant's  Exhibit  M, 
which  is  a  copy  of  Modern  Plastics  magazine  for 
December  1948,  and  I  ask  you  to  read  that  portion 
"Molding  High  Styrene  Resins,"  on  page  190  of 
the  magazine. 

A.  "Referring  to  a  series  of  articles  in  Modern 
Plastics  last  summer  concerning  the  development 
of  high  styrene-butadiene  resins,  the  following  let- 
ter has  been  received  from  the  Dewey  and  Almy 
Chemical  Company,  a  producer  of  that  resin: 

"  'We  should  like  to  point  out  that  the  designation 
which  you  used,  Darex,  is  Dewey  and  Almy's  [359] 
trademark  for  most  of  their  products.  The  high 
styrene  resins  should  have  been  referred  to  as 
Darex  copolymers  No.  3,  X-34  and  X-43. 

"  'Your  article  mentioned  that  the  high  styrene 
copolymers  had  not  been  successfully  injection 
molded.  We  might  point  out  that  one  of  the  first 
plastic  products  made  from  Darex  copolymer  X-34 
was  an  injection  molded  fluorescent  light  fixtures 
which  you  show  in  your  Modern  Plastics  Encyclo- 
pedia. Since  that  time  we  have  also  made  poker 
chips,  coasters,  and  a  variety  of  other  products. 

"  'Our  more  recent  work  has  been  to  use  Darex 
copolymer  X-34  as  an  extender  and  plasticizer  for 
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polystyrene  in  order  to  make  the  latter  material 
useful  in  applications  where  ordinarily  it  would  be 
too  brittle.  The  X-34  greatly  improves  the  impact 
strength.'  Signed  K.  M.  Fox,  Organic  Chemicals 
Division,  Dewey  and  Almy  Chemical  Company, 
Cambridge  40,  Massachusetts." 

Q.  Now,  sir,  does  that  article  which  bears  the 
publication  date  on  the  magazine  of  December  1948 
— does  that  teach  how  to  modify  polystyrene  with 
a  high  styrene  copolymer? 

A.  Yes.  Copolymer  X-34  is  a  high  styrene  co- 
polymer, and  it  says  that  they  have  been  using  it 
to  increase  the  impact  strength  of  polystyrene.  [360] 

Q'.  Now,  I  will  use  Mr.  Miller's  language  for 
a  moment  and  I  will  ask  you  considering  what  he 
testified  to  about  a  Buna  S  with  a  high  styrene  con- 
tent, does  that  also  teach  modifying  polystyrene 
with  a  Buna  S  with  a  high  styrene  content? 

A.  Definitely.  If  you  call  the  high  styrene  resins 
Buna  S  resins,  X-34  is  a  Buna  S  with  a  high  sty- 
rene content. 

Mr.  Halle:  I  offer  the  magazine  in  evidence, 
your  Honor. 

The  Court:    It  may  be  received. 

The  Clerk:    M  received. 

(The  exhibit  heretofore  marked  Defendant's 
Exhibit  M  was  received  in  evidence.) 

Mr.  Halle:  I  have  offered  some  exhibits  which 
I  did  not  have  copies  of,  and  I  would  like  to  have 
permission  when  we  are  through  today  to  withdraw 
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them  and  make  photostats  of  them  so  we  may  re- 
tain the  original  vohmie. 

Mr.  Canghey:     That  is  entirely  satisfactory. 

The  Court:  That  may  be  done,  and  substitutes 
may  be  photostated.  And  any  books,  there  is  no  use 
to  leave  the  books. 

Mr.  Halle:  We  will  make  photostat  copies  of 
the  pages  referred  to. 

The  Court:  Where  the  paragraph  was  small  and 
was  read  into  the  record  there  is  no  need  to  leave 
the  book  at  all.  [361] 

All  right.  Go  ahead. 

Did  I  hear  you  say  that  the  terminology  "Buna 
S"  is  not  used  any  more  at  the  present  time? 

The  Witness:  It  is  practically  obsolete  at  the 
moment,  because  it  referred  to  the  old  sodium  poly- 
merization that  the  Germans  developed,  and  we  are 

using  different  catalysts  at  the  present  time.   [362] 
***** 

Direct  Examination — (Resumed) 

Q.  (By  Mr.  Halle)  :  Mr.  Stringfield,  I  give  you 
Defendant's  Exhibit  A  for  identification — just  a 
moment.  I  don't  believe  this  is  in  evidence  yet.  I 
would  like  to  offer  Defendant's  Exhibit  A,  which 
is  the  Goodrich  patent,  in  evidence. 
,    The  Clerk:    May  it  be  received,  your  Honor"? 

The  Court:     Yes,  it  may  be  received. 

Mr.  Caughey:  For  what  purpose,  may  I  ask,  is 
it  being  offered? 

Mr.  Halle:  It  is  being  offered  for  every  purpose 
that  I  can  use  it  for.  As  prior  art 


296  Van  Erode  Milling  Co.,  Inc.,  vs. 

(Testimony  of  Raymond  B.  Stringfield.) 

Tlie  Court:     Is  that  one 

Mr.  Halle:  That  is  one  we  agreed  upon  in  our 
prior  [363]  art  list  between  counsel,  that  could  be 
used  as  a  prior  art  patent. 

Mr.  Kirschstein:  We  agreed  there  would  be  no 
objection  to  the  use  of  a  soft  copy  of  it.  There  was 
no  other  agreement  regarding  this  or  any  other 
prior  art. 

The  Court :  Has  statutory  notice  been  given  that 
this  is  one  of  the  patents  you  are  pleading  as  an- 
ticipation ? 

Mr.  Halle:  We  served  interrogatories  on  the 
other  side,  and  we  also  made  a  stipulation  that  all 
patents  mentioned  in  the  interrogatories  could  be 
used  as  if  they  were  amended  into  the  Answer,  as 
notice  of  prior  art. 

Mr.  Kirschstein:  We  are  raising  no  objection 
on  lack  of  notice,  your  Honor. 

The  Court:    I  beg  your  pardon? 

Mr.  Kirschstein:  We  are  raising  no  objection 
on  the  ground  that  we  didn't  have  sufficient  notice. 
We  are  not  raising  objection  on  that  ground. 

The  Court:    What  is  your  objection,  then? 

Mr.  Kirschstein:  The  patent  issued  after  the 
filing  date  of  the  suit  patent.  I  believe  that  it  is 
only  admissible  on  the  issue  of  prior  invention ;  not 
on  any  other  issue. 

Mr.  Caughey:    It  is  not  a  publication,  sir. 

Mr.  Halle:  I  will  concede  that  it  is  not  a  pub- 
lication prior  to  the  filing  date. 

The  Court:     All  right.  Let  it  be  received.  The 
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[364]  scope  may  be  limited.  I  haven't  the  time  to 
stop  now  and  look  at  your  interrogatories.   Con- 
cededly  it  is  introduced  to  show  what — the  status 
of  the  art? 

Mr.  Halle:  As  an  anticipation  mider  the  well 
settled  law 

The  Court:  Under  that  subdivision  described  in 
the  patent? 

Mr.  Halle:    That  is  right.  102E,  I  believe. 

Mr.  Caughey:    102E. 

The  Court:    All  right.  It  may  be  received. 

(The  exhibit  heretofore  marked  Defendant's 
Exhibit  A  was  received  in  evidence.) 

Mr.  Caughey:  It  may  be  received,  your  Honor, 
with  the  understanding  that  we  don't  agree  that  it 
can  serve  as  an  anticipation,  if  your  Honor  i)lease. 

The  Court:  I  will  say  as  bearing  upon  the  art. 
Can  we  do  it  that  way? 

In  many  of  these,  in  the  Ford  Alexander  case, 
I  think  we  had  a  book  of  about  60  of  prior  art,  and 
I  picked  out  al^out  three  that  were  the  best  refer- 
ences. 

You  know  in  every  lawsuit  a  lot  of  patents  are 
offered,  and  ultimately  it  becomes  a  question  for 
the  court  to  determine  whether  they  are  anticipa- 
tory or  not. 

When  I  reach  that  stage  then  I  pick  out  the  best 
references.  Many  a  time,  as  you  know,  I  ask  coun- 
sel to  [365]  indicate  what  the  best  reference  is. 

So  we  need  not  discuss  at  the  present  time  what 
bearing  it  has   on  any   of  the   defenses   that  are 
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being  made  here.  It  is  just  being  received  as  ger- 
mane to  the  inquiry  as  to  the  validity  of  the  patent. 

They  didn't  plead  all  the  29  that  Walker  has, 
but  most  of  them  they  did,  the  usual  defenses. 

Mr.  Halle:  Your  Honor,  I  will  simplify  pro- 
ceedings to  this  extent:  This  is  the  only  patent  that 
I  will  put  in  evidence  and  rely  on  as  anticipation. 
I  won't  put  any  other  patents  in  evidence. 

The  Court:    All  right. 

Q.  (By  Mr.  Halle) :  Mr.  Stringfield,  you  heard 
the  definition  given  yesterday  by  Mr.  Miller  for  a 
copolymer  with  a  high  styrene  content,  and  if  my 
recollection  serves  me  correctly  it  could  mean  any- 
thing with  a  styrene  content  above  25  per  cent. 
Now,  using  that  defijiition  as  a  basis  for  these  ques- 
tions that  I  am  going  to  ask  you,  I  would  like  to 
ask  you  whether  this  patent.  Defendant's  Exhibit 
A,  teaches  modifying  polystyrene  with  a  butadiene- 
styrene  content  with  a  high  styrene  content  in  the 
copolymer  ? 

A.  In  column  5,  examples  V  and  VI,  both  teach 
the  use  of  a  copolymer  of  butadiene  with  styrene 
in  proportions  of  50-50,  and  under  Mr.  Miller's 
definition  that  would  be  a  high  styrene  copolymer 
in  that  it  is  above  the  normal  percentage  of  [366] 
OR-S  rubber. 

Q.  Does  the  Coleman  patent,  which  is  at  issue 
herein,  describe  anything  further  than  is  described 
in  examples  V  and  VI?  When  I  say  "examples  V 
and  VI,"  I  am  referring  to  column  5  of  Defend- 
ant's Exhibit  A. 
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A.     No;  the  Coleman  patent  merely  says: 

u*   *   *   j^j-^  elastic  type  of  synthetic  rubber 
resin,  made  by  copolymerizing  butadiene  and 
styrene  to  produce  a  Bima  S  with  a  high  sty- 
rene  content." 
So  that  would,  I  believe,  come  under  the  same  def- 
inition. 

Q.  Does  the  Goodrich  patent.  Defendant's  Ex- 
hibit A,  have  any  claims  claiming  the  construction 
of  a  composition  of  polystyrene  modified  by  a  co- 
polymer of  a  Buna  S  with  a  high  styrene  content, 
in  accordance  with  Mr.  Miller's  definition? 

A.  Yes.  Claims  5  and  6  both  refer  to  the  use  of 
high  stjrrene  copolymers  between  20  and  50  per  cent 
of  styrene. 

Q.     That  is  in  claim  5? 

A.     That  is  in  claim  5. 

Claim  6  calls  for  equal  parts  by  weight  of  com- 
bined butadiene  and  styrene. 

Claim  7  calls  for  the  same  thing. 

Q.  So  that  both  claim  6  and  claim  7  claim  a 
product  made  of  polystyrene  modified  by  a  copoly- 
mer with  equal  parts  of  butadiene  and  styrene? 

A.     Yes.  [367] 

Q.  And  mider  Mr.  Miller's  definition  that  Avould 
be  a  copolymer  with  a  high  styrene  content? 

A.    Yes. 

Q.  Let's  get  back  to  the  definition  that  you  gave 
this  morning.  That  is  a  copolymer  with  more  than 
50  per  cent  styrene  would  be  one  with  a  high 
styrene  content,   and   a  copolymer  with  less   than 
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50  per  cent  styrene  would  be  one  with  a  low  sty- 
rene  content.  Am  I  correct  in  stating  that  defini- 
tion? A.     Yes,  I  would  say  that. 

Q.  Now,  I  will  ask  you  to  look  at  Plaintiff's 
Exhibit  63  in  evidence.  This  is  the  stipulation 
about  the  contents  of  both  the  plaintiff's  and  the 
defendant's  products.  I  ask  you  to  look  at  i^ava- 
graph  4a  on  the  second  page,  and  it  states  there 
that  from  about  October  1951  until  about  July 
1952  frames  manufactured  and  sold  by  plaintiff 
were  composed  of  a  physical  mixture  consisting  of 
a  predominant  amount  of  polystyrene  and  a  minor 
amount  of  a  copolymer  known  as  Darex  copolymer 
No.  3,  sometimes  with  and  sometimes  without  a 
minute  amount  of  inorganic  filler.  The  Darex  co- 
polymer No.  3  consisted  of  butadiene  in  the  range 
of  30  per  cent  by  weight  and  styrene  in  the  amomit 
of  70  per  cent  by  weight.  Now,  would  that  copoly- 
mer in  the  combination  of  polystyrene  and  Darex 
No.  3,  would  that  copolymer  be  a  copolymer  with 
a  high  styrene  content  or  low  styrene  content*? 

A.  In  my  opinion  that  is  a  high  styrene  co- 
polymer. 

Q.  Now,  I  direct  your  attention  to  paragraph 
4B  where  it  states: 

"From  about  July  1952  imtil  about  November 
1952  plastic  battery  hold-dowm  frames  manufac- 
tured and  sold  by  plaintiff  were  composed  of  Bake- 
lite  brand  TMD  2155  only  (this  material  at  the 
time  being  known  as  BMSQ  155),  the  combination 
of  this  material  being  that  defined  in  paragraph 
2  hereof." 
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Now,  I  direct  your  attention  to  paragraph  2,  that 
portion  which  reads  as  follows: 

"The  composition  of  Bakelite  brand  TMD  2155 
is  as  follows: 

"It  is  composed  of  a  physical  mixture  consisting 
of  a  predominant  amount  of  polystyrene,  a  minor 
amoimt  of  a  copolymer  of  butadiene  and  styrene, 
a  small  fraction  of  anti-oxidant,  and  a  small  amount 
of  pigment.  The  copolymer  consists  of  butadiene  in 
the  range  of  58  per  cent  to  62  per  cent  by  weight 
and  styrene  in  the  range  of  38  per  cent  to  42  per 
cent  by  weight." 

Now,  in  your  opinion,  is  that  copolymer  a  high 
styrene  content  copolymer  or  low  styrene  content? 

A.     I  would  call  that  a  low  styrene  copolymer. 

Q.  I  again  direct  your  attention  to  paragraph 
4c.  Again  referring  to  the  plaintiff's  product  and 
referring  [369]  particularly  to  a  product  by  Mon- 
santo Chemical  Company,  I  read  as  follows: 

"The  last  mentioned  composition  is  at  present 
designated  Lustrex  Hi-Test  89  and  was  formerly 
known  as  LT-1173  Red  P  61-235-2  Lustrex  LT 
and  Lt-1173  Red  PIB-2  Lustrex  LT.  The  composi- 
tion of  the  Monsanto  material  is  as  follows:  It  is 
composed  of  a  physical  mixture  consisting  of  a 
predominant  amoimt  of  polystyrene  and  a  minor 
amoimt  of  a  copolymer  of  butadiene  and  styrene. 
The  copolymer  consists  of  butadiene  in  the  range 
of  60  per  cent  to  50  per  cent  by  weight  and  sty- 
rene in  the  range  of  40  per  cent  to  50  per  cent  hj 
weight." 
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Now,  in  your  opinion,  sir,  is  that  copolymer  a 
high  styrene  copolymer  or  a  low  styrene  copolymer  ? 

A.     I  would  call  that  a  low  styrene  copolymer. 

Q.  I  again  direct  your  attention  to  Defendant's 
Exhibit  A,  that  is  the  Goodrich  patent,  and  ask  you 
to  look  at  claim  5,  and  I  will  read  the  last  portion 
of  that  claim.  It  speaks  about  a  molded  battery 
container  comprising  a  homogeneous  mixture  of 
high  molecular  weight  jjolystyrene  with  from  one- 
tenth  to  one-third  its  weight  of  a  rubbery  copolymer 
consisting  of  50  to  80  per  cent  by  weight  of  buta- 
diene and  20  to  50  per  cent  by  weight  of  styrene. 

Now,  I  ask  you  to  consider  that  the  Bakelite  pro- 
duct [370]  TMD  2155  has  a  copolymer  with  the 
styrene  in  the  range  of  38  to  42  per  cent.  My  spe- 
cific question  is  this:  Does  the  Bakelite  material 
come  within  claim  5?  A.     Yes,  it  does. 

Q.  I  just  want  to  show  you  Defendant's  Exhibit 
K  in  evidence,  and  I  would  like  to  read  a  jDortion 
to  you  and  ask  you  whether  you  agree  with  it.  This 
is  the  1956  Modern  Plastics  Encyclopedia  and  En- 
gineers Handbook,  page  157,  and  I  am  going  to 
read  this  portion  from  the  middle  of  the  second 
colunm  on  the  page  from  an  article  by  Donald  S. 
Black: 

"The  most  common  and  widely  used  of  the  syn- 
thetic rubbers  today  is  the  copolymer  of  butadiene 
and  styrene — GR-S  (Government  Rubber  Styrene). 

"Butadiene  and  styrene  are  reacted  in  a  range 
of  ratios  between  virtually  100  per  cent  butadiene 
to  50  per  cent  butadiene/50  per  cent  styrene.  With 
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products   containing   higher   levels   of   styrene   the 
polymer  takes  the  form  of  a  resin  rather  than  an 
elastomer." 

Do  you  agree  with  that  statement? 

A.  Yes,  sir,  I  would  agree  with  that  in  general. 
There  is  no  sharp  dividing  line,  but  products  hav- 
ing over  50  per  cent  styrene  are  definitely  harder 
and  more  resinous. 

Mr.  Halle:  I  have  no  further  questions,  your 
Honor. 

The  Court:    All  right.  Cross  examine.  [371] 

Cross  Examination 

Q.  (By  Mr.  Kirschstein) :  GR-S  is  Bima  S,  is 
it  not? 

A.  Yes,  it  comes  within  the  general  class  of 
Buna  S,  although  that  term  is  practically  obsolete 
at  the  present  time. 

Q.  Was  that  term  "Buna  S"  practically  obso- 
lete in  1949? 

A.  Yes.  It  was  used  occasionally,  but  it  is 
simply  a  carry-over  from  World  War  I. 

Q.  I  hand  you  a  copy  of  the  Dewey  and  Almy 
bulletin,  Defendant's  Exhibit  J.  That  bulletin  you 
will  agree  is  devoted  to  a  description  of  an  item 
known  as  Darex  copolymer  No.  3. 

A.    Yes. 

Q.  Does  not  that  bulletin  describe  that  sub- 
stance as  a  rubber? 

A.  It  describes  it  as  a  special  purpose — as  one 
of  a  series  of  special  purpose  rubbers  and  resins, 
which  Dewey  and  Almy  are  preparing. 
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Q.  Does  it  describe  it  as  a  rubber,  in  your 
opinion  ? 

A.  It  specifically  mentions  resin.  Darex  copoly- 
mer No.  3  is  an  elastic  type  of  synthetic  rubber- 
resin  made  by  copolymerizing  butadiene  and  sty- 
rene  to  produce  a  Buna  S — they  use  that  word — 
with  a  high  styrene  content. 

Q.  Are  resins,  as  you  imderstand  the  term,  vul- 
canizable  ? 

A.  There  are  some  resins  that  are  vulcanizable. 
Belata,  [372]  for  instance,  is  considered  resin  more 
than  rubber,  but  it  again  is  in  that  general  inter- 
mediate classification.  A  resin  can  be  either  vul- 
canizable or  not  vulcanizable. 

Q.  Isn't  it  a  fact  that  the  capacity  to  be  vul- 
canized is  characteristic  of  rubbers  in  general? 

A.  The  phenomena  of  vulcanization  is  one  that 
is  applied  to  rul^bers  to  produce  products  having 
certain  qualities,  and  most  of  the  uses  of  resins  do 
not  particularly  need  vulcanization. 

On  the  other  hand,  there  are  a  large  number  of 
resins  that  are  used  as  compounding  ingredients 
in  rubber  to  modify  their  characteristics,  both  in 
the  uncured  and  the  cured  conditions  to  make  rub- 
ber process  more  smoothly,  to  make  it  harder  or 
softer  in  its  vulcanized  condition. 

There  are  compounding  ingredients  that  are 
widely  used,  and  there  is  no  sharp  line  between 
them. 

Q.  Is  vulcanizes  or  vulcanizing  a  term  in  the 
rubber   industry?  A.     Yes. 
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Q,     What  does  that  term  refer  to? 

A.  That  term  refers  to  a  cross  polymerization 
in  which  a  basic  material  which  has  some  double 
bonds  present  is  linked,  usually  with  sulphur,  but 
occasionally  with  other  compounds,  to  form  a  ther- 
moset  mixture,  and  usually — I  should  say  a  thermo- 
set  article,  and  usually  an  article  which  has  aj)- 
preciable  [373]  elasticity,  although  in  the  case  of 
some  hard  rubbers  that  elasticity  is  very  small. 

Q.  But  most  rubbers  are  vulcanized  before  they 
can  be  used,  isn't  that  true"? 

A.  In  the  big  majority  of  cases,  although  there 
are  a  number  of  cases  where  unvulcanized  rubbers 
are  used,  such  as  adhesive  tapes  and  the  industrial 
tapes,  and  certain  gasket  materials,  and  so  forth. 

Q.  In  most  cases  they  are  vulcanized,  is  that 
your  answer? 

A.  In  most  cases  rubber  products  are  vulcan- 
ized, yes. 

Q.  Doesn't  this  ])ulletin  teach  the  vulcanization 
of  Darex  copolymer  No.  3? 

A.  Yes.  This  bulletin  teaches  the  admixture  of 
Darex  copolymer  No.  3  with  other  softer  rubbers, 
and  the  later  vulcanization  of  the  mixture,  and 
Darex  copolymer  No.  3  contains  a  small  amount  of 
double  bonds,  relatively  small,  and  therefore  is  a 
vulcanizable  material  and  vulcanizes  along  with 
other  rubber  in  that  particular  application. 

Q.  Doesn't  the  bulletin  also  teach  the  use  of 
Darex  copolymer  No.  3  by  itself? 

A.     I  am  not  sure. 
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Yes,  sir,  I  believe  it  does. 

Q.     Where  do  you  find  thaf? 

A.  Under  "Properties,"  where  it  mentions  in 
the  paragraph  [374]  "Properties":  "For  highest 
resistance  to  ozonolysis  by  high  frequencies  it 
should  be  compoimded  and  vulcanized." 

Q.  It  also  says  in  that  paragraph  that  it  has 
been  used  alone  as  extruded  insulation  for  radio 
and  electronic  equipment;  isn't  that  true? 

A.     Yes. 

Q.  And  isn't  that  a  use  of  the  material  as  a 
rubber? 

A.  Yes,  sir,  that's  right.  All  of  these  high  sty- 
rene  copolymers  have  been  used  for  such  things  as 
insulation,  where  they  want  a  stiff  product,  and 
some  of  those  uses  they  are  vulcanized  and  used 
alone. 

Q.    And  they  are  used  as  rubbers? 

A.     Yes,  of  that  type. 

Q.  If  you  will  turn  to  the  second  page  of  the 
bulletin.  Refer  to  the  paragraph  "Processing." 
Doesn't  that  describe  a  process  of  compounding 
rubber?  A.     Yes,  it  does. 

Q.  You  would  agree,  would  you  not,  therefore, 
that  Buna  S's  with  styrene  contents  over  50  per 
cent  are  and  have  been  treated  as  rubbers  in  the 
industry  ? 

A.  They  are  compounding  ingredients  which 
are  used  in  the  rubber  industry,  and  sometimes 
used  alone,  yes. 
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That  is  an  entirely  different  use  than  their  use 
in  the  plastics  industry. 

Q.  But  they  are  treated  as  rubbers,  is  that  not 
true?  [375] 

A.  They  are  one  of  the  vulcanizable  compoimds, 
and  they  themselves  take  place  in  \^ilcanization, 
so  they  can  be  said  to  be  rubbers  for  that  purpose, 
although  they  have  resinous  characteristics. 

Q.  I  ask  you  if  they  are  treated  and  called 
rubbers  ? 

A.     Yes,  sir,  that  word  is  used. 

Q'.  Wasn't  Pliolite  S-3  known  as  a  rubber  in 
1949? 

A.  The  only  use  for  Pliolite  S-3  that  I  know 
of  in  1949  was  as  a  rubber  compounding  ingredi- 
ent, so  that  although  it  is  recognized  that  it  was 
a  specially  treated  resinous  rubber,  it  was  used  in 
rubber  compounding  and  thought  of  as  a  specialty 
rubber.  Resinous  rubber,  however. 

Q.  I  believe  you  testified  that  this  dividing  line 
that  you  drew  of  50  per  cent  between  the  high 
Buna  S  and  the  low  Buna  S  was  not  a  definite 
line;  is  that  true? 

A.  There  is  no  sharp  line.  The  rubber  manu- 
facturers list  no  GR-S's  that  have  over  50  per  cent 
styrene  in  them,  and  the  only  use  for  the  ones  that 
are  up  in  the  40  to  50  per  cent  range  that  has 
amoimted  to  any  tonnage  has  been  in  the  latex 
form  where  they  are  using  them  for  adhesives.  The 
lower  styrene  copolymers  being  more  useful  for 
flexible  rubbers. 
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Q.  I  believe  your  answer  to  my  question  was 
that  the  line  isn't  definite.  Is  that  right  I 

A.     That  is  right.  [376] 

Q.  How  flexible  is  this  definition?  How  about 
46  per  cent  styrene,  is  that  a  low  or  a  high  Buna 
S? 

A.  By  picking  this  arbitrary  point  I  would  say 
that  that  is  a  low  Buna  S,  because  it  is  rapidly  be- 
coming a  low  styrene  Buna  S,  if  you  want  to  use 
that  term,  because  it  is  rapidly  becoming  more  rub- 
bery as  the  percentage  of  styrene  is  decreased. 

Q.  But  you  testified  that  the  line  you  drew  was 
not  a  definite  one,  so  I  am  trying  to  'find  out  how 
much  low^er  or  higher  than  50  per  cent  you  would 
go,  if  the  50  isn't  definite.  Could  you  withm  your 
definition  go  as  low  as  46  and  still  call  it  Buna  S 
with  a  high  styrene  content? 

A.  The  rubbers  between  40  and  50  are  considered 
pretty  rubbery,  so  if  you  were  going  to  draw  a  line 
at  all  and  make  a  line  of  demarcation,  I  would  say 
that  those  are  low  styrene  rubbers. 

Q.  What  I  am  trying  to  find  out  is  how  rigorous 
that  line  of  demarcation  is.  In  other  words,  are  you 
prepared  to  say  that  49  per  cent  styrene  is  a  low 
Buna  S  and  51  is  a  high  Buna  S? 

Do  we  have  any  range  in  there? 

A.  I  don't  think  that  you  can  pick  a  definite 
point  any  more  than  you  can  say  on  a  spectrum 
where  you  begin  to  run  from  red  to  orange.  You 
have  a  change  that  is  so  gradual  that  there  is  no 
specific  iDoint.  When  you  get  over  into  70  per  cent 


Cox  Air  Gauge  System,  Incorporated       309 

(Testimony  of  Raymond  B.  Stringfield.) 
styrene  you  definitely  have  a  high  styrene  content. 
[377]  When  you  get  down  to  25  to  40  per  cent  sty- 
rene, you  definitely  have  a  low  styrene  content. 

Q.    How  about  42  per  cent? 

A.  Well,  that  is  closer  to  the  low  than  it  is  to 
high.  I  would  say  it  is  definitely  a  low  styrene  con- 
tent. 

Q.  When  you  were  giving  a  definition  were  you 
referring  to  the  charge  of  the  latex  or  to  bound 
styrene  content? 

Q.  You  don't  mean  the  charge  of  the  latex.  You 
mean  the  charge  of  the  raw  ingredients  in  making 
the  polymer. 

Q.     That  is  what  I  mean. 

A.  The  charge  of  the  raw  ingredients  in  mak- 
ing the  polymer  is  always  a  little  bit  higher  than 
the  actual  composition  of  the  powder — of  the  poly- 
mer, I  should  say.  Actually  you  will  find  in  the 
normal  GR-S  they  charge  25  per  cent  styrene  and 
come  out  with  a  polymer  that  averages  about  23%. 
Because  some  of  the  styrene  is  not  polymerized 
and  some  of  the  butadiene  is  not  polymerized,  and 
that  is  removed  at  the  termination  of  the  reaction, 
and  the  resulting  compound  has  about  23%. 

You  will  find  the  same  thing  if  they  charge 
50-50,  the  resulting  compound,  depending  on  just 
how  far  it  is  carried,  will  have  somewhat  less  than 
50  per  cent  styrene  ordinarily. 

Q.  If  you  charge  50-50  you  probably  would  end 
up  with  a  45 

A.    About  a  42  to  45  or  thereabouts.  [378] 
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Q.  Let  me  ask  you  about  a  50-50  charge.  Is  that 
a  Buna  S  with  a  high  styrene  content? 

A.  Inasmuch  as  you  are  making  a  rubbery  pro- 
duct, I  think  that  is  about  the  line  that  you  want 
to  draw  for  a  GrR-S  with  a  low  styrene  contact. 

You  certainly  are  charging  far  above  that  when 
you  are  making  polymers  with  the  70  to  85  per 
cent  styrene. 

Q.  I  take  it  that  your  definition  which  you  have 
drawn  is  totally  imr elated  to  standard  GR-S,  isn't 
that  correct?  A.     What  per  cent? 

Q.  Standard  GR-S  under  your  defijiition  is  a 
low  styrene  Buna  S,  is  that  right? 

A.  GR-S  is  the  term  that  is  referred  to  in  mak- 
ing the  Government  rubbers,  and  the  most  common 
GR-S  that  was  used  during  the  war  and  that  is 
still  used  is  in  the  25  per  cent  range. 

There  is  a  slight  difference  between  the  GR-S 
which  is  made  by  the  so-called  hot  process  at  122 
degrees  Fahrenheit,  and  the  cold  process  at  40  de- 
grees Fahrenheit.  But  those  are  rubbers  that  were 
m.ade  in  the  Government  synthetic  plants. 

Now,  the  work  on  the  high  styrene  copolymers 
was  all  done  independently  by  these  various  com- 
panies. It  was  not  that  they  didn't  do  experimental 
work,  but  there  were  no  high  styrene  copolymers 
put  out  by  the  Government  program.  They  were 
put  out  by  individual  companies.  The  first  one  that 
was  [379]  on  the  market  was  the  Pliolite  S-3,  which 
was  put  out  by  Goodyear,  and  that  was  followed 
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by  the  Dewey  and  Almy  copolymers  and  later  by 

some  of  the  others. 

Q.  Suppose  we  took  GIR-S,  the  all  purpose  rub- 
ber, the  25  per  cent,  as  our  standard,  wouldn't  it 
be  true  that  those  rubbers  with  a  substantially 
higher  content  than  25  would  be  high  styrene  con- 
tent Buna  S's,  and  that  those 

A.     I  would  not  use  the  word  "Buna  S." 

That  is  being  used  incorrectly  there,  and  they 
are  not  considered  high  styrene  rubbers  because 
they  are  too  flexible.  There  is  a  slight  difference 
in  properties.  But  you  can  go  up  to  30,  35  per  cent 
there  and  still  have  a  rubbery  product  that  will 
actually  make  a  good  tire.  But  it  was  not  selected 
under  the  combination  of  properties  that  was 
wanted. 

Q.  I  would  like  you  to  listen  to  my  question 
and  I  will  ask  it  again. 

If  you  take  GR-S  as  a  standard,  25  per  cent 
styrene,  if  that  were  the  standard  wouldn't  it  be 
true  that  Bima  S's  or  GR-S's,  if  you  will,  with  a 
substantially  higher  styrene  content,  would  be  high 
styrene  Buna  S's  in  comparison  to  the  standard? 

A.  They  would  be  higher  than  the  standard, 
yes. 

Q.     And  those  below  would  be  low? 

A.  Assuming  that  you  take  that  for  a  standard, 
yes. 

Q.     That  is  what  I  am  assuming.  [380] 

A.     Yes. 
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The  Conrt:  You  would  have  to  call  it  inter- 
mediate ? 

The  Witness:  It  depends  on  whether  you  are 
considering  the  whole  'field  of  butadiene- styrene 
copolymers  or  whether  you  are  considering  the  GR-S 
rubbers.  The  GR-S  rubbers  can  be  taken  as  high 
or  low  around  the  GR-S  which  is  the  most  used, 
but  the  whole  field  involves  polymers  going  up  as 
high  as  95  per  cent. 

The  Court:  And  you  feel  to  take  that  GR-S  as 
a  standard  is  not  proper  because  that  is  a  rubber 
standard  and  isn't  a  resin  standard;  is  that  cor- 
rect? 

The  Witness:  That  is  right.  And  because  those 
rubbers  are  used  for  quite  different  purposes  than 
the  original  high  polymers. 

In  fact,  there  were  none  of  the  intermediate 
range  i)olymers  being  used  in  the  early  stages  of 
this  prior  to  along  in  1948  or  thereabouts. 

Q.  (By  Mr.  Kirschstein)  :  Mr.  Stringfield,  you 
just  said,  I  believe,  if  you  take  it  on  the  basis  that 
they  are  used  for  different  purposes.  That  is  why 
you  don't  want  to  take  the  GR-S  standard  with  25 
per  cent  as  the  standard,  isn't  that  right,  because 
you  are  talking  about  different  purposes  between 
rubbers  and  resins — isn't  that  correct? 

A.  We  are  talking  al^out  copolymers  of  buta- 
diene and  styrene,  and  there  is  no  particular  rea- 
son for  picking  GR-S  [381]  as  a  standard  base 
above  which  you  are  going  to  say  one  is  high  and 
the  other  is  low.  GR-S  is  nothing  but  a  synthetic 
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rubber  and  doesn't  bear  any  particular  significance 
to  the  uses  for  which  the  high  styrene  copolymers 
were  introduced. 

Q.  But  isn't  it  a  fact,  Mr.  Stringfield,  that  the 
literature  you,  yourself,  have  testified  as  to  shows 
these  70  per  cent  copolymers  and  the  40  per  cent 
coi^olymers  used  for  the  same  purpose  to  modify 
polystyrene?  A.     Later. 

Q.     Later,  but  it  shows  it,  isn't  that  true? 

A.     The  70 

Q.    And  it  does  not  show  25  per  cent  being  used  ? 

A.  Let  me  quote  from  the  India  Rubber 
World  of  October  1946,  page  66,  which  is  Defend- 
ant's Exhibit  L,  in  the  first  paragraph: 

"In  this  classification  of  high  styrene  copolymer 
resins  are  foimd  resins  which  have  styrene-diolefin 
ratios" — that  means  butadiene — "ranging  from  70 
per  cent  styrene  to  under  95  per  cent  styrene.  The 
general  properties  and  uses  of  these  resins  in  rub- 
ber compounds  have  been  discussed  in  the  litera- 
ture." 

This  is  written  by  Sell  and  McCutcheon,  who  are 
in  the  chemical  products  development  division  of 
the  Goodyear  Tire  &  Rubber  Company,  and  who 
obviously  at  that  time  considered  the  high  styrenes 
with  70  to  95  per  cent  styrene  [382]  copolymers. 

Q.     Let's  go  back  to  my  question. 

You  have  presented  literature  going  back  I  be- 
lieve to  '48,  at  least,  showing  what  you  consider  a 
high  styrene  copolymer  being  used  to  modify  poly- 
styrene; isn't  that  true?  A.    Yes. 
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Q.  And  the  Bakelite  material,  which  apparently 
was  available  in  1952,  shows  a  copolymer  of  38  to 
42  being  used  for  the  same  purpose,  isn't  that  true, 
to  improve  the  qualities  of  the  polystyrene? 

A.  Yes,  the  Bakelite  literature  shows,  that  they 
used  about  a  40-42  per  cent  copolymer  as  a  com- 
pounding ingredient  in  polystyrene  in — whatever 
that  early  date  was. 

Q.     '52,  I  believe,  is  the  earliest  we  have.  That    i 
is  in  the  stipulation.  A.     Yes. 

Q'.     That  is  the  same  use  of  the  copolymer  as  the 
use  of  the  Darex  copolymer  that  is  shown  in  the   j 
other  literature,  isn't  that  true? 

A.     Yes,  that  is  used  in  polystyrene  for  the  same    1 
purpose. 

There  is  nothing  to  show  whether  the  percentage 
used  is  the  same  or  not,  and  there  are  no  compara- 
tive figures  given  as  to  impact  resistance.  But  that 
copolymer  of  about  42  per  cent  styrene  is  used  for 
the  same  purpose  as  the  earlier  [383]  copolymers 
of  70  to  85  per  cent  polystyrene  were  used,  but  is  I 
a  later  development. 

Q.     These  two  copolymers,  one  in  the  70's,  and    j 
one  in  the  high  30's  and  low  40's,  are  used  for  the 
same  purpose 

A.     To  make  high  impact  polystyrene. 

Q.  And  they  both  are  substantially  higher  than 
standard  GR-S,  the  25  per  cent  copolymer,  that  is 
not  shown  used  for  that  purpose,  isn't  that  true? 

A.     That  is  right. 

Q.     Your   definition   of  the   difference,   or  your 
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basis  for  drawing  your  line  at  50  x^er  cent,  is  be- 
cause  the   more   rubbery   materials   under   50   are 
used  for  different  purx^oses  than  what  you  call  the 
more  resinous  materials  above  50;  isn't  that  right? 

A.  Yes,  that  is  right.  The  bulk  of  the  usage  of 
the  materials  under  50  per  cent  has  been  for  rubber 
purposes,  but  after  this  later  development  there  is 
some  usage  for  the  material  aromid  40  per  cent, 
taking  over  a  use  that  was  originally  confined  to 
the  high  styrene  copolymers. 

Q.  Isn't  it  true,  though,  that  as  far  as  the  pur- 
poses that  we  are  concerned  with  here,  which  is  to 
modify  x:»olystyrene,  the  standard  that  should  be 
taken  is  the  standard  GR-S? 

A.     I  don't  know  as  you  can  say  that. 

Q.     You  don't  agree  with  that? 

A.  No.  You  are  talking  about  synthetic  resins 
and  not  [384]  talking  about  rubbers. 

Q'.  Whether  you  call  them  resins  or  rubbers, 
they  are  both  used  for  the  same  x)urposes  as  far  as 
modifying  polystyrene  ? 

Mr.  Proujansky:  I  object  to  that  as  already  an- 
swered. There  is  no  use  going  over  this  time  and 
time  again. 

The  Court:  That  is  all  right.  It  is  i)roper  cross 
examination. 

You  may  answer. 

Mr.  Kirschstein:    Would  you  read  the  question. 
(Question  read  by  the  reporter.) 

The  Witness:  Yes,  in  the  plastics  industry  they 
are  both  used  for  the  same  purpose. 
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Q.  Now,  the  term  "high  impact  polystyrene,"  I 
take  it,  is  one  that  has  meaning  to  you? 

A.     Yes. 

Q.  What  is  the  earliest  high  impact  polystyrene 
you  know  of? 

A.  The  first  one  that  I  loiow  of  was  Dow  475, 
which  came  on  the  market  about  1947  or  '8. 

Q.     So 

A.  There  is  an  article  in  one  of  the  journals 
which  tells  when  Dow  polystyrene  came  on  the 
market.  It  was  made  in  a  different  manner. 

Q.     How  was  it  made? 

A.  It  was  made  by  adding  additional  amounts 
of  styrene  [385]  and  butadiene  monomer  to  par- 
tially polymerized  styrene,  so  as  to  get  a  different 
effect  from  what  you  would  have  if  you  started 
with  the  entire  batch  and  carried  on  the  polymer- 
ization at  the  same  time,  and  therefore  does  not 
come  under  the  exact  patent,  but  was  a  large  im- 
provement in  the  art  at  that  particular  time. 

Q.  In  other  words,  it  was  a  chemical  compound, 
not  a  phj^sical  mixture? 

A.     That's  right. 

Q.  Let  me  confine  my  question.  When  did  the 
first  high  impact  polystyrene  that  was  a  physical 
mixture  of  polystyrene  and  something  else  come  on 
the  market,  and  what  was  the  something  else? 

A.  The  December  1948  India  Rubber  World, 
which  is  in  evidence.  No.  The  December  1948  Mod- 
ern Plastics. 

The  Clerk:    Exhibit  M. 
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Q.  (By  Mr.  Kirsclistein) :  That  is  the  one  you 
testified  from  before? 

A.  Yes.  That  mentions  the  fact — December  1948 
Modern  Plastics,  on  page  190,  mentions  the  fact 
that  the  Darex  copolymer  X-34  has  been  used  as 
an  extender  and  plasticizer  for  polystyrene  in  or- 
der to  make  the  latter  material  useful  in  applica- 
tion where  ordinarily  it  would  be  too  brittle. 

That  is  in  this  letter  from  K.  M.  Fox  of  Dewey 
and  Almy.  [386] 

When  they  put  that  first  on  the  market  as  a 
compound  I  do  not  have  a  date,  but  this  was  pub- 
lished in  a  journal  of  circulation  in  December 
1948. 

Q.     This  is  a  letter  from  Mr.  Fox? 

A.     From  Mr.  Fox  to  the  magazine. 

Q.  Do  you  know  whether  the  material  that  he 
is  referring  to  has  a  name  or  had  a  name? 

A.     No,  I  do  not  know. 

Q.  Do  you  know  whether  it  was  a  successful 
material?  A.     No,  I  do  not  know. 

Q.     And  you  don't  know 

A.  I  know  that  high  impact  styrenes  became 
available  shortly  around  that  period,  because  the 
toy  manufacturers  in  particular  were  troubled 

Q.     The  what? 

A.  The  toy  manufacturers  were  greatly  troubled 
by  breakage  of  styrene  toys  and  other  styrene  ar- 
ticles, and  had  been  very  anxious  to  get  styrene 
of  higher  impact,  it  being  the  cheapest  molding 
powder  available  for  making  toys. 
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Q.  Did  Bakelite  have  a  high  impact  polystyrene 
in  1948? 

A.  I  don't  know  the  date  that  Bakelite  TMD 
2155  came  out,  exactly.  It  was  not  long  after  that. 

Q:     It  was  not  long  after  that?  A.     No. 

Q.  What  is  the  first  successful  high  impact 
polystyrene  made  by  physical  mixture  of  rubber 
and  polystyrene  that  you  know  of? 

A.  Monsanto  had  a  Lustrex  compound,  and 
Bakelite  had  their  2155,  and  I  don't  know  just 
which  one  came  on  the  market  first.  And  there 
may  have  been  some  experimental  numbers  that 
were  used  during  that  development  period  that 
there  was  a  lot  of  activity  around  about  that  time. 

Q.  What  is  that  time?  What  is  the  earliest 
recollection  you  have  of  such  a  compound  being 
out?  A.     Around  1949. 

Q.  Do  you  have  anything  that  can  substantiate 
that  statement,  besides  your  recollection? 

A.  I  am  not  sure — I  don't  believe  I  have  any- 
thing personally  that  I  can  lay  my  hand  on  at  the 
moment.  I  do  not  have  any  data  personally  from 
Bakelite  as  to  when  they  put  those  on  the  market, 
although  I  was  involved  in  a  case  involving  high 
impact  styrenes  that  referred  to  that  data  some  time 
ago. 

Here  is — is  this  in  evidence   (indicating)  ? 

Q.  Let  me  ask  you  a  question:  Do  any  of  the 
references  of  any  kind  about  which  you  testified 
on  direct  show  the  Bakelite  or  Monsanto  material 
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as  being  available  at  the  time  you  [388]   indicate, 

namely,  aroimd  1949? 

A.  No,  I  believe  not.  This  bulletin  of  the  Bake- 
lite  molding  materials  talking  alDout  TMD  2155 
says  that  it  was  introduced  by  the  Bakelite  Com- 
pany in  1951. 

Q.     That  is  what  the  bulletin  says? 

A.    Yes. 

Q.  That  is  two  years  later  than  you  testified  be- 
fore, isn't  that  right? 

A.  Yes.  I  think  that  in  all  probability  any 
earlier  material  that  was  available  was  experi- 
mental samples  except  for  Dow's  475,  which  did 
come  on  the  market  earlier  and  which  was  a  chemi- 
cal combination,  rather  than  a  physical  mixture. 

Q.  That  composition  doesn't  have  anything  to 
do  with  this  particular  situation? 

A.  I  believe  Dow  475  is  not  pertinent  to  this 
case. 

Q.  Does  the  bulletin  indicate  when  in  1951  they 
came  up  with  this  material? 

A.     No,  it  does  not. 

Q.  Coming  back  to  the  1948  Modern  Plastics 
Reference  that  we  were  just  speaking  of,  that 
letter  from  Mr.  Fox,  does  that  article  give  you  any 
information  about  the  proportions  of  the  copolymer 
and  the  polystyrene? 

A.     No,  it  does  not. 

Q.  Does  it  give  you  any  suggestion  or  does  it 
teach  the  use  of  that  material  for  anything?  [389] 
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A.  For  applications  where  ordinary  polystyrene 
would  be  too  brittle. 

Q.  Does  it  teach  the  application  of  the  material 
to  any  i:)articiilar  thing? 

A.  No.  It  merely  says  to  make  the  material 
more  useful  in  applications  where  ordinarily  it 
would  be  too  brittle.  Copolymer  X-34,  of  course,  is 
known  as  an  85  per  cent  styrene  copolymer. 

Q.  If  you  will  look  at  the  1950  Modern  Plastics 
Reference,  please. 

A.     I  do  not  have  that  here. 

Q.     It  is  that  one.  A.     Yes. 

Q.  If  you  will  look  at  the  first  paragraph  which 
you  read  on  page  754,  the  right-hand  column,  "A 
New  Styrene-Base  Copolymer." 

A.  This  is  Defendant's  Exhibit  T  and  is  the 
Modern  Plastics  Encyclopedia  and  Engineer's 
Handbook  of  1950,  page  754. 

Q.  If  you  will  look  at  the  first  paragraph  you 
read,  that  refers  to  a  copolymer,  is  that  correct? 

A.  Yes,  a  copolymer  blended  with  natural  or 
sjmthetic  rubber,  not  with  polystyrene. 

Q.  Blended  with  natural  or  synthetic  rubber, 
and  it  suggests  what  that  can  be  used  for,  is  that 
correct?  [390] 

A.  It  suggests  that  it  has  high  impact  resist- 
ance, low  water  absorption. 

In  the  next  paragraph  it  suggests 

Q.  No,  no.  The  same  paragraph,  sir.  Doesn't  it 
say,  "Of  particular  note  is  its  resistance  to  battery 
acids"  ? 
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A.  No,  it  doesn't  say  battery  acids  in  that  para- 
grax)li. 

Q.  On  the  next  page  in  the  same  paragraph  it 
says  "Initial  applications  have  included  battery 
cases'"? 

A.     Which  page  are  we  talking  about  now"? 

Q.  I  will  show^  you.  Here  is  the  paragraph  I  am 
talking  about,  and  here  is  the  statement  up  here. 

A.     Yes. 

The  Court:  It  is  part  of  the  same  article,  isn't 
it,  sir? 

The  Witness:    Yes,  it  is. 

Q.  (By  Mr.  Kirschstein) :  Now,  referring  to 
the  second  paragraph  you  read,  which  spoke  about 
a  blend,  first  of  all  does  that  paragraph  suggest 
any  article  that  the  blend  can  be  used  for? 

A.  Yes,  it  suggests  that  it  is  useful  for  textile 
spools,  chemical  buckets,  photographic  trays,  chemi- 
cal piping,  and  other  uses  where  hard  rubber  was 
formerly  employed. 

Q.  I  am  talking  about  the  second  paragraph 
you  read,  which  is  the  first  complete  paragrax)h  be- 
ginning on  page  755,  which  says,  "Another  high 
styrene  butadiene  copolymer  has  been  [391]  blended 
with  polystyrene."  Do  you  see  the  paragraph  I 
mean?  A.     Yes,  I  see. 

Q.  Does  that  paragraph  suggest  any  use  for  the 
material  it  is  speaking  of? 

A.  No,  it  doesn't  suggest  any  specific  uses  in 
that  paragraph. 

Q.     Isn't  it  true  that  the  other  materials  referred 
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to  in  this  article  are  all  tied  up  with  specific  uses? 

A.  They  seem  to  mention  specific  uses  in  most 
cases.  I  haven't  checked  every  one  of  them,  but 
they  give  properties  and  suggest  a  use  or  two. 

Q.  But  in  this  case  they  don't  suggest  any  use, 
do  they? 

A.     They  don't  in  that  particular  paragraph. 

Q.  Is  there  any  indication  of  a  commercial 
name  for  the  blend  itself? 

A.  Not  the  blend  itself,  no.  They  merely  men- 
tion the  copolymer  X-34  and  say  that  it  has  been 
blended  with  polystyrene  to  give  tough  transparent 
blends. 

Q'.     Does  it  give  any  proportions  of  these  blends  ? 

A.     No. 

Q.  Isn't  it  true  that  you  could  have  over  50  per 
cent  of  the  copolymer  in  such  a  blend  imder  this 
description  ? 

A.  They  give  no  proportions,  so  you  would  have 
to  experiment  to  get  properties  that  you  want. 

Q.  But  could  you  under  this  description  as  a 
blend  have  a  mixture  that  would  have  over  50  per 
cent  of  the  copolymer  and  less  than  50  per  cent  of 
the  polystyrene? 

A.     Yes,  I  presume  you  could. 

Q.  Now,  let  me  ask  you  this:  If  you  have  less 
than  the  50  per  cent  of  the  polystyrene,  it  would 
not  be  a  modified  polystyrene,  would  it;  it  would 
be  a  modified  copolymer? 

A.     I  suppose  that  would  be  correct,  yes. 

They  do  not  call  it  a  modified  copolymer,  they 
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just  say  it  is  blended  with  polystyrene  to  give  tough, 

fairly  transparent  blends. 

Q.     You  don't  know  which  it  is,  though? 

A.     It  might  be  either  one. 

Q.  The  suit  patent  refers  to  polystyrene  modi- 
fied by  a  copolymer,  doesn't  it?  A.     Yes. 

Q.  So  that  material  definitely  is  polystyrene 
predominantly,  isn't  that  true? 

A.     This  paragraph  further  down 

Q.     Would  you  please  answer  my  question? 

A.  Yes,  sir,  your  suit  patent  definitely  refers  to 
polystyrene  modified  with  a  copolymer,  that  is  cor- 
rect. 

Q.     You  were  going  to  point  something  out. 

A.     Further  down  in  the  paragraph  it  says: 

"The  company  points  out  that  the  polystyrene 
[393]  in  such  a  combination  contributes  low  cost, 
surface  hardness,  and  glossy  finish  while  the  high 
styrene-butadiene  copolymer  gives  higher  elonga- 
tion, impact  strength,  and  good  mold  flow." 

Therefore  you  would  presume  that  they  are  talk- 
ing about  modifying  polystyrene  with  the  copoly- 
mer, rather  than  modifying  the  copolymer  with 
polystyrene. 

Q.     Why  is  that? 

A.  Because  it  points  out  that  the  polystyrene  in 
such  a  combination  contributes  the  low  cost  surface 
hardness,  and  so  forth,  that  it  is  the  cheaper  of  the 
two  materials. 

Q.  Doesn't  it  also  say  that  the  high  styrene 
butadiene  copolymer  contributes  certain  qualities. 
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also  ?  A.     Yes,  sir,  that's  right. 

Q.  Why  not  take  that  as  the  major  ingredient? 
The  answer  is  that  you  can't  tell  from  the  refer- 
ence, isn't  that  true? 

A.     I  think  that  is  probably  technically  correct. 

Q.  Coming  to  Defendant's  Exhibit  A,  that  is,  the 
Ditz  patent,  I  believe  you  will  note  that  patent  is 
assigned  to  Goodrich.  A.     That  is  right. 

Q.  Are  you  familiar  at  all  with  the  Groodrich 
Company?  A.     Quite  so,  yes. 

Q.  They  make  finished  products,  isn't  that  true  ? 
[394]  I  mean  they  don't  manufacture  molding  pow- 
ders like  Bakelite  supplies  to  others? 

A.  They  do.  Their  chemical  division  manufac- 
tures a  great  many  raw  materials  that  are  used  in 
the  rubber  industry  and  sells  them  universally. 

Q.     I  don't  understand  your  answer. 

A.  The  Groodrich  Company  has  a  subsidiary 
chemical  division  which  supplies  raw  materials  to 
the  plastics  people  and  the  rubber  trade. 

Q.     Do  they  make  polystyrene  molding  powders? 

A.  The  B.  F.  Groodrich  Company  itself,  I  be- 
lieve, does  not  make  polystyrene,  but  I  believe  they 
do  make  the  molding  powder  TMD  2155,  which  is 
the  blend. 

Q.     That  is  the  Bakelite  material  ? 

A.  I  beg  your  pardon.  They  do  not  make  that 
one.  They  supply  a  large  amount  of  raw  material 
to  the  rubber  and  the  plastic  trade.  Now,  whether 
that  currently  includes  a  reinforced  polystyrene 
molding  powder,  I  do  not  know. 
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Q.  But  in  any  event,  they  do  make  finished 
articles,  that  is  certainly  tnie,  isn^t  it? 

A.  They  make  finished  rubber  articles.  I  do  not 
iDelieve  they  make  any  finished  plastic  articles. 

Q.  In  other  words,  the  article  disclosed  in  this 
patent  you  wouldn't  think  was  made  by  them,  is 
that  true? 

Mr.  Halle:     I  object  to  that  question.  [395] 

The  Court:  He  says  he  isn't  familiar  with  their 
activities.  He  was  asked  if  this  has  been  reduced 
to  practice. 

The  Witness:  To  the  best  of  my  knowledge,  the 
B.  F.  Goodrich  Company  or  its  subsidiaries  do  not 
themselves  make  a  battery  box. 

Q.  (By  Mr.  Kirschstein)  :  Do  you  know  whether 
this  material  that  is  shown  in  the  examples  you 
refer  to  ever  came  on  the  market — that  is  shown  in 
those  examples  you  referred  to? 

A.  I  do  not  know  whether  that  was  ever  put 
on  the  market  by  them  imder  that  patent. 

Q.  (By  Mr.  Kirschstein)  :  Do  you  find  that  ma- 
terial in  the  1950  Modern  Plastics  Reference?  I 
take  it  you  are  familiar  with  that  reference? 

A.    Yes. 

Q.     Did  you  find  that  material  in  there  ? 

A.  No,  I  do  not  find  the  material  by  Groodrich 
in  there. 

Q.  If  you  will  turn  to  page — I  am  afraid  I  mil 
have  to  look  at  yours.  My  copy  is  distorted. 

The  Court:    Do  you  want  a  short  recess? 
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Mr.  Kirschstein:     I   am  almost  done   with  this 
point,  your  Honor. 

The  Court:    All  right. 

Mr.  Kirschstein :  I  think  I  will  be  finished  fairly 
soon.   [396] 

The  Court:  All  right.  We  will  have  a  short  re- 
cess, then. 

(Recess  taken.) 

The  Clerk:    All  parties  are  present,  your  Honor. 

The  Court:    All  right. 

The  Clerk:    Mr.  Stringfield  continues  testimony. 

Q.  (By  Mr.  Kirschstein) :  On  page  762  of  this 
Modem  Plastics  Reference,  in  the  right-hand  col- 
umn is  a  heading  Other  Butadiene  Styrene  Copoly- 
mers, and  you  will  find  I  think  in  the  fifth  line 
Hycar  OS-10.  A.     Yes. 

Q.  And  the  footnote  c  after  Hycar  refers  to 
B.  F.  Goodrich  Chemical  Company?  A.     Yes. 

Q.     Is  that  correct?  A.     Yes. 

Q.  Further  down  in  that  column  it  describes 
Hycar  OS-10  as  a  50-50  butadiene  styrene  copoly- 
mer. A.     Yes,  this  is  correct. 

Q.     So  the  copolymer  is  shown?  A.     Yes. 

Q.     But  not  the  mixture  with  polystyrene? 

A.  They  make  a  number  of  copolymers  that  they 
sell  as  Hycar  under  different  numbers  to  the  trade, 
and  I  had  forgotten  about  the  OS-10  being  one  of 
them.  It  is  not  used  in  the  [397]  rubber  industry 
very  much. 

Q.  But  the  mixture  of  the  copolymer  and  the 
polystyrene  is  not  shown  in  this  reference,  is  it? 
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A.     That  is  correct. 

Q.  I  take  it  you  are  familiar  with  these  Bake- 
lite  and  Monsanto  materials,  is  that  correct? 

A.     Reasonably  so,  yes. 

Q.  Does  the  polystyrene  in  these  materials  have 
improved  heat  resistance  over  plain  polystyrene'? 

A.  Which  ones  are  yon  referring  to  specifically 
now? 

Q.  2155  and  Lustrex  Hi-test  89.  I  believe  I  can 
give  you  the  bulletins  which  describe  these. 

Handing  the  witness  Exhibits  76  and  73. 

A.  Those  have  slightly  improved  heat  resistance 
over  the  un-modified  polystyrenes,  but  their  main 
quality  is  an  improved  impact  resistance. 

Q.  In  other  words,  they  have  improved  building 
strength  and  toughness? 

A.     Tougliness  in  particular,  yes. 

Q.  Mr.  Stringfield,  weren't  there  standard  mix- 
ing methods  for  different  rubbers  with  each  other 
in  1951? 

A.  No,  that  is  not  the  case  for  any  type  of  a 
blend.  You  have  to,  by  experiment,  find  the  type  of 
mixing  which  will  do  the  best  job,  and  the  tempera- 
ture at  which  it  is  done,  whether  you  are  doing 
it  on  a  mill  or  in  a  Banbury  mixer.  [398] 

Q.     How  about  polystyrene? 

A.  The  same  thing  would  be  true,  you  would 
have  to  find  out  by  practice  whether  or  not  you 
want  to  introduce  your  polystyrene  on  the  mill  first 
and  then  add  the  rubber,  or  vice  versa,  and  at  what 
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temperature  and  speed  of  addition  was  most  ef- 
fective. 

Q.  If  you  were  given  two  rubbers  whose  prop- 
erties were  described  to  you,  would  you  know  how 
to  mix  them? 

A.  With  the  background  that  I  have  of  a  good 
many  years  of  experience  in  mixing,  I  could  prob- 
ably make  a  very  good  guess.  But  I  would  prob- 
ably modify  my  first  attempt  in  one  direction  or 
another  to  improve  it  after  I  had  tried  it. 

Q.  To  improve  it,  but  could  you  make  a  pretty 
good  guess  to  begin  with? 

A.  You  might  be  able  to  make  a  fairly  good 
guess  to  begin  with  yes,  but  given  no  proportions 
you  would  have  to  make  a  number  of  different 
batches  and  do  testing  to  see  what  you  wanted  to 
get  in  the  way  of  certain  properties. 

Q.  Darex  Copolymer  No.  3  is  a  trade  name, 
isn't  it?  A.     Yes. 

Q.  In  1951  the  composition  of  the  material  so 
designated  was  known,  isn't  that  true? 

A.     In  1951,  yes,  I  believe  so. 

Q.  So  that  anybody  reading  this  trade  name 
could  find  out  what  the  material  was  that  was  des- 
ignated? [399] 

A.  They  could  at  least  find  out  from  company 
literature  what  the  percentage  of  styrene  was,  yes. 

Mr.  Kirschstein :    That  is  all. 

The  Court:  The  company  wouldn't  let  you  know, 
I  gather  from  the  letter  that  was  introduced  yester- 
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day,  that  they  didn't  like  to  disclose  the  percentages 

because  of  trade  secrets? 

Mr.  Kirschstein :  I  brought  that  out  because  they 
mentioned  on  the  direct  the  patent  doesn't  say  what 
Darex  Copolymer  No.  3,  the  percentages,  are. 
I  bring  out  that  the  trade  name  designates  an  arti- 
cle of  known  composition  at  the  time  of  the  patent. 
That  was  my  purpose  in  asking  this  question. 

Mr.  Caughey :  I  think  the  letter  your  Honor  had 
reference  to  was  the  Bakelite  letter.  This  was  Dewey 
and  Almy. 

Mr.  Kirschstein:  Dewey  and  Almy  disclosed  the 
composition,  and  it  was  known.  That  was  all  I 
wanted  to  prove. 

The  Court:    I  am  sorry.  I  remember  now. 

Redirect  Examination 

Q.  (By  Mr.  Halle) :  Mr.  Stringfield,  I  just  want 
to  clear  up  one  point  about  GR-S. 

Is  GR-S  a  general  term  in  the  art  or  is  that  some- 
thing [400]  that  the  government  puts  on  for  speci- 
fications ? 

A.  GR-S  was  used  solely  for  rubbers  made  under 
government  supervision,  and  although  the  trade  says 
GR-S  when  they  refer  to  the  general  purpose  GR-S, 
specifically  it  should  be  accompanied  by  a  number, 
and  the  only  GR-S's  are  rubbers  that  were  made  in 
the  government  plants  and  given  a  definite  type 
number. 

The  Court:  That  is  when  the  government  was 
helping  develop  synthetics  ? 
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The  Witness :    When  plants  were  being  operated 
under  government  supervision. 

Now  when  they  have  been  returned  to  private,  the 
companies  all  use  individual  names  of  their  own. 

Mr.  Halle:     Thank  you.  I  have  no  further  ques- 
tions. [401] 


*  *  *  * 


The  Court:  Call  it  W  and  then  -1,  -2,  -3,  -4,  -5, 
whatever  you  have  got. 

I  discovered  a  little  coincidental  date;  that  the 
Coleman  application  was  filed  the  day  before  the 
Ditz  patent  was  issued. 

Mr.  Caughey :    That's  right. 

The  Court:  The  Coleman  application  was  filed 
December  10,  1951,  and  the  Ditz  patent  was  issued 
December  11,  1951,  the  very  next  day. 

It  doesn't  mean  anything,  but  you  rarely  come 
upon  that.  [402] 


*  *  *  *  * 


Mr.  Halle :  V  is  a  catalog  of  the  Whitaker  Cable 
Products  Company.  This  is  a  current  catalog  of  the 
company  that  made  that  steel  frame  with  the  red 
plastic  covering  on  it.  I  offer  that  catalog  in  evi- 
dence. 

The  Court:  I  can  take  judicial  notice  of  the  fact 
that  some  of  these  accessories  made  of  rubber  are 
either  in  black  or  in  red.  I  think  perhaps  the  most 
common  that  you  can  see  out  of  boxes  are  the  fan 
belts.  I  think  most  of  them  are  red. 

Mr.  Halle :    Yes,  your  Honor. 

The  Court:    And  they  are  displayed  very  freely, 
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and  they  are  not  in  packages.  I  know  I  have  trav- 
eled all  over  the  country  and  I  have  seen  black  ones 
in  some  parts  of  the  Middle  West.  I  think  out  here 
they  are  all  red. 

V  is  received,  and  the  five  patents,  Exhibit  W 
[404]  through  W-4  are  received. 

(The  exhibit  referred  to  was  received  in  evi- 
dence and  marked  as  Defendant's  Exhibit  V.) 
Mr.  Halle :    We  are  now  ready,  your  Honor.  Mr. 
Proujansky  will  read  the  answers. 

This  is  the  deposition  of  Peter  Maitland,  and  it  is 
Exhibit  No.  77  for  identification. 

(Whereupon  counsel  commenced  the  reading 
of  the  deposition  of  Peter  M.  Maitland,  as  fol- 
lows :) 

DEPOSITION  OF  PETER  M.  MAITLAND 

"Q.  (By  Mr.  Kirschstein) :  Would  you  state 
your  full  name,  address  and  age,  please? 

A.  Peter  M.  Maitland,  Neck  Road,  Lancaster, 
Massachusetts.  I'm  forty-eight  years  old. 

Q.    What  is  your  occupation,  Mr.  Maitland  ? 

A.  I'm  assistant  to  the  Executive  Vice-President 
of  Van  Erode  Milling  Co. 

Q.     Is  that  the  plaintiff  in  these  cases? 

A.     That  is  right. 

Q.     Who  is  the  Executive  Vice-President? 

A.     Mr.  Erich  Fritsch. 

Q.  How  long  have  you  been  employed  by  the 
plaintiff? 

A.     Since  November  15,  1948."  [405] 
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Now  turn  to  page  6,  the  top  of  the  page. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Peter  Maitland  as  follows :) 

"Q.  Are  you  familiar,  generally,  with  the  busi- 
ness of  the  plaintiff?  A.     I  am. 

Q.  Are  you  familiar  with  its  automotive  busi- 
ness? A.     I  am. 

Q.  Are  you  familiar  with  the  plastic  battery 
hold-down  frames  involved  in  these  cases? 

A.     I  am. 

Q.  Do  your  duties  relate  in  any  way  to  those 
plastic  battery  hold-down  frames? 

A.  They  have,  during  the  course  of  my  employ- 
ment." 

Mr.  Halle :  Please  turn  to  page  19,  the  first  ques- 
tion at  or  about  the  middle  of  the  page  there. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Peter  Maitland  as  follows :) 

"Q.  Do  you  know  anything  about  the  chemical 
composition  of  this  battery  hold-down  frame? 

A.     I  do  not. 

Q.     You  said  you  do  not  ?  A.    I  do  not. 

Q.  Did  you  ever  know  anything  about  its  chem- 
ical [406]  composition? 

A.     I  do  not.  I  never  have." 

Mr.  Halle :    Please  turn  to  page  23. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Peter  Maitland  as  follows :) 

"Q.     Can   you   remember   any  specific   company 
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that  you  tried  to  interest  in  purchasing  the  plain- 
tiff's frames?" 

Mr.  Halle:  Then  there  was  some  colloquy,  and 
then  the  answer  was : 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Peter  Maitland  as  follows:) 

"A.  I  have  never  tried  to  sell  any  jobbers  or 
wholesalers. 

Q.  Have  you  ever  tried  to  sell  anyone  other  than 
your  friends'? 

A.  Well,  I  have  tried  to  interest  some  of  the 
automobile  manufacturers  in  taking  it  on  as  original 
equipment. 

Q.    Were  you  successful  in  those  endeavors'? 

A.    Not  as  yet. 

Q.    When  did  you  first  start  that? 

A.  The  question,  as  I  see  it  now,  is  when  did  I 
[407]  first  try  to ■ 

Q.  interest  manufacturers  in  using  this  plas- 
tic frame  as  original  equipment  on  cars." 

Mr.  Kirschstein:  Excuse  me,  your  Honor.  There 
is  an  objection  here  to  this  line  of  questioning  as 
exceeding  the  scope  of  the  direct  examination. 

The  Court :    I  beg  your  pardon  ? 

Mr.  Kirschstein:  There  was  an  objection  put  on 
the  record  at  the  time  this  deposition  was  taken  that 
the  examination  exceeded  the  scope  of  the  direct, 
which  did  not  relate  to  this. 

Mr.  Halle:    I  am  asking  this  witness  now,  your 
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Honor,  when  he  tried  to  sell  the  automobile  manu- 
facturers this  plastic  battery  frame. 

The  Court :  We  have  already  learned,  gentlemen, 
that  whatever  success  this  frame  has  had  has  been 
due  to  jobbers  and 

Mr.  Halle :  I  have  another  purpose.  I  am  trying 
to  show  that  this  witness  did  something  insofar  as 
the  patent  application  is  concerned  which  perhaps 
he  shouldn't  have  done,  and  this  is — I  am  building 
up  to  that  by  asking  these  questions. 

Mr.  Kirschstein:    Your  Honor,  I  think 

The  Court:  I  am  familiar  now  with  the  attacks 
[408]  that  are  being  made  on  what  was  done  in  the 
Patent  Office,  but  I  don't  remember  that  you 
pleaded  fraud  or  misrepresentation  in  the  Patent 
Office. 

Mr.  Halle:  Let  me  check.  I  believe  there  is  some 
defense  in  the  answer. 

The  Court:  Of  course,  I  have  also  held  that  it  is 
about  time  the  patent  bar  learned  the  Federal  Rules 
of  Procedure  and  not  just  follow  those  general  alle- 
gations as  you  find  them  in  the  back  number  of 
Walker,  the  old  edition  especially. 

Unless  you  specifically  pleaded  it,  I  don't  think 
the  matter  should  be  gone  into. 

Mr.  Halle :  I  am  looking  for  the  allegations  now, 
your  Honor. 

The  Court:  You  gentlemen  know  better  than  I 
do.  Do  you  find  any  pleading  of  misrepresentation? 

Mr.  Halle:  I  find  in  the  Answer  in  the  third  de- 
fense, subparagraph  7 
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The  Court:  Just  a  minute.  Let  me  get  a  hold 
of  it. 

Mr.  Halle:    It  is  on  page  3  of  the  answer. 

The  Court:    AYhat  line? 

Mr.  Halle:    Line  23,  starting  paragraph  7. 

The  Court:  I  think  you  pleaded  some  kind  of 
misrepresentation  there.  [409] 

Mr.  Kirschstein:  Your  Honor,  I  would  like  to 
say  this :  This  concerns  a  petition  to  make  special. 

The  Court:    Which? 

Mr.  Kirschstein :  The  material  that  they  are  try- 
ing to  introduce  now  concerns  simply  a  petition  to 
make  special.  I  don't  see  what  it  would  possibly  have 
to  do  with 

The  Court:  I  want  to  say  that  counsel  will  have 
to  be  more  successful  than  some  recent  attempts 
that  have  been  made.  I  dislike  the  attempt  to  bring 
fraud  into  these  matters,  and  I  was  shocked  and  I 
expressed  my  shock  when  a  man  in  one  of  the  cases 
came  in  and  repudiated  an  affidavit  that  he  wrote. 
I  let  him  know  that  I  thought  very  little  of  him. 

Coimsel  is  free  to  do  it,  but  you  will  have  to  be 
very  successful.  More  successful  than  recent  at- 
tempts to  show  that  either  statements  made  by  per- 
sons or  by  lawyers  or  by  others  are  necessarily 
fraudulent,  unless  you  show,  as  I  said  recently  in 
one  case,  there  is  scienter,  that  they  knew.  That  was 
in  the  Ford  Alexander  case.  I  said,  before  you  can 
prove  fraud  in  the  Office  you  have  to  show  that  not 
only  was  some  statement  made  that  wasn't  true,  but 
it  was  made  with  the  intention  to  deceive. 
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Mr.  Halle :    Yes,  your  Honor. 

The  Court:    Go  ahead  and  prove  it. 

Mr.  Halle :    I  will  try. 

I  have  just  read  these  questions  that  indicated 
that  [410]  the  witness  never  knew  anything  about 
the  chemical  composition  of  the  frame.  Now  I  am 
reading  about  his  attempts  to  interest  car  manu- 
facturers, and  the  last  question:  "Q.  interest 

manufacturers  in  using  this  plastic  frame  as  orig- 
inal equipment  on  cars." 

That  was  the  time  when  that  was  attempted  to  be 
done. 

The  Court:    All  right. 

The  objection  is  overruled.  Gro  ahead. 

Mr.  Halle :  At  page  24  start  reading  the  answer, 
"I'd  say  approximately  May  or  Jime  *  *  *" 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Peter  Maitland  as  follows :) 

"A.     I'd  say  approximately  May  or  June  of  1954. 

Q.  Since  May  or  June  of  1954,  to  date,  you  have 
not  been  able  to  interest  a  car  manufacturer  in  using 
this  plastic  frame  as  original  equipment;  is  that 
correct  ? 

A.  In  addition  to  my  other  duties,  of  course,  as 
I  have  said  previously,  since  October  of  1955  I  have 
not  done  anything  with  the  hold-downs  as  far  as 
sales  are  concerned. 

Q.  Anyway,  since  May  of  1954  imtil  October  of 
1955,  you  were  not  able  to  interest  a  major  car  man- 
ufacturer in  using  your  frame  on  a  car? 
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A.  On  the  contrary,  I  will  not  say  that  I  was  not 
successful  in  making  them  interested. 

Q.    Did  you  sell  any  frames?  [411] 

A.     I  did  not. 

Q.  Do  you  know  whether  your  company  sold  any 
frames  to  a  car  manufacturer  for  original  equip- 
ment during  that  period? 

A.     During  that  period? 

Q.     Right. 

A.     I  do  not  believe  they  did." 

Mr.  Halle :  I  am  skipping  down  to  the  bottom  of 
page  25. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Peter  Maitland,  as  follows :) 

"Q.  Have  you  ever  seen  a  copy  of  Patent  No. 
2710660? 

A.     I  have  seen  a  copy  of  the  patent." 

The  Court:    That  is  the  Ditz  patent? 
Mr.  Halle :    That  is  the  suit  patent. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Peter  Maitland,  as  follows :) 

"Q.  I  hand  you  Defendants'  Exhibit  A,  which  is 
a  copy  of  Patent  No.  2710660,  and  I  ask  you  when 
is  the  first  time  you  saw  a  copy  of  that  patent. 

A.  Frankly,  I  couldn't  answer  it.  I'm  not  posi- 
tive of  the  date.  I  probably  have  seen  it  in  the  last 
year,  or  year  [412]  and  a  half  possibly,  or  even 
maybe  further  back  than  that.  I  don't  just  recall. 

Q.     But,  in  any  event,  you  are  not  familiar  with 
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the  chemical  composition  that  plaintiff  claims  in  the 

patent,  Defendants'  Exhibit  A? 

A.     I  am  not. 

Q.  As  your  comisel  phrases  it,  you  are  not  fa- 
miliar with  the  chemical  composition  of  the  article 
made  of  a  specific  material  which  is  disclosed  in 
Defendants'  Exhibit  A?  A.     I  am  not." 

Mr,  Halle :  Then  the  file  wrapper  of  the  prosecu- 
tion was  marked  Defendants'  Exhibit  K  on  the  dep- 
osition, and  it  is,  I  believe.  Plaintiff's  Exhibit  2 
in  this  case. 

The  Court:    All  right. 

What  portion  do  you  want  to  refer  to  ? 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Peter  Maitland  as  follows :) 

"Q.  I  hand  you  Defendants'  Exhibit  K  for  iden- 
tification and  direct  your  attention  to  the  following 
pages  —  which  are  page  numbers  of  the  exhibit — 
pages  47,  48  and  49.  This  is  an  affidavit,  and  I  ask 
you  whether  this  is  your  signature  on  page  49,  which 
has  the  typewritten  figure  "4"  on  the  page. 

A.     It  is. 

Q.  And  the  three  pages  I  mentioned  were  sub- 
scribed and  [413]  sworn  to  by  you  on  the  27th  day 
of  January  1955?  A.     That  is  right." 

Mr.  Halle:  That  is  pages  47,  48,  and  49,  your 
Honor. 

Mr.  Kirschstein:  Your  Honor,  I  would  like  to 
object  to  the  evidence  about  to  be  read  on  this 
ground.  Having  established  the  witness'  signature 
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to  this  affidavit,  the  witness  was  not  examined  on  it, 
bnt  the  next  witness,  Mr.  Fritsch,  was  then  exam- 
ined on  it,  counsel  neglecting  to  examine  the  witness 
who  could  have  explained  anything  about  the 
matter. 

I  would  like  to  mention,  also,  the  petition  to  make 
special  that  was  involved  here  was  not  considered 
by  the  Patent  Office,  even,  because  the  appeal  deci- 
sion was  about  to  be  handed  down.  So  it  couldn't 
have  a:ffected  this  case  in  any  manner  whatsoever. 

The  Court :  Any  statement  made  in  the  course  of 
any  proceedings — ultimately  this  proceeding  before 
the  Board  of  Appeals  was  a  part  of  the  proceedings 
in  the  prosecution  of  the  patent,  and  the  file  wrap- 
per is  admissible,  and  if  there  are  any  statements 
inconsistent  with  what  a  witness  testified  to  later  on, 
they  may  have  a  chance  to  call  it  to  the  court's  at- 
tention and  comment  on  it. 

Gro  ahead. 

Mr.  Halle :    Then  I  go  over  to  page  28.  [414] 

(Whereupon  coimsel  resumed  the  reading  of 
the  deposition  of  Peter  Maitland  as  follows :) 

"Q.  You  mentioned,  Mr.  Maitland,  that  you  suc- 
ceeded in  interesting  some  automobile  manufactur- 
ers in  using  the  plastic  frames  made  by  the  plaintiff 
as  original  equipment,  but  that  you  did  not  sell 
them.  A.     That  is  right. 

Q.     Can  you  explain  the  reason  for  that? 

A.     Yes."  [415] 
*  *  *  ^f  * 
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A.  Yes.  Primarily,  it  is  the  added  cost  of  our 
red  plastic  hold-downs  as  against  the  metal  frame 
that  the  manufacturer  uses  on  his  original  equip- 
ment. 

Q.     Are  there  any  other  reasons'? 

A.     No,  that  was  the  main  reason. 

Q.  Did  you  ever  try  to  sell  these  frames  to  the 
Government?  A.     I  did. 

Q.     Was  the  Government  interested? 

A.     Yes. 

Q.     Were  they  sold  to  the  Government? 

A.    No. 

Q.     Why  was  that? 

A.  Because  we  refused  to  waive  our  patent 
rights  which  the  Government  wanted  us  to  do,  feel- 
ing that  even  [415]  though  we  were  losing  a  great 
dollar  volume  of  business,  that  in  the  long  nm  we 
would  be  better  off  to  maintain  our  patent  rights 
rather  than  accept  that  business  at  that  time." 

Mr.  Halle :  Now,  your  Honor,  I  am  going  to  read 
— unless  there  is  anything  you  want  to  read  from 
there  ? 

Mr.  Kirschstein:    No. 

Mr.  Halle:  I  am  going  to  read  from  the  deposi- 
tion of  Augustine  L.  Colarusso,  taken  February  27, 
1958.  This  is  No.  59  for  identification. 

The  Court :  I  don't  remember ;  did  the  other  side 
read  any  of  that? 

Mr.  Halle :    I  don't  believe  so. 

Mr.  Caughey:    No,  sir. 
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The  Clerk:    Two  persons  are  in  that  deposition. 
Morton  Bean  was  the  one  read  previously. 
What  is  this  name? 
Mr.  Halle:    Colarusso. 
The  Court :    This  one  has  not  been  read  ? 
Mr.  Halle :    No,  you  have  not  heard  from  this  one, 
your  Honor. 

The  Court:    All  right.  Go  ahead. 

Mr.  Halle:    On  page  44,  by  Mr.  Kirsehstein: 

(Whereupon  counsel  commenced  the  reading 
of  the  deposition  of  Augustine  L.  Colarusso  as 
follows:)  [416] 

DEPOSITION  OF  AUGUSTINE  L. 
COLARUSSO 

"Q'.  (By  Mr.  Kirsehstein)  :  State  your  name, 
age,  and  address,  please. 

A.  Augustine  L.  Colarusso;  age  fifty-four;  ad- 
dress, 6  North  Hudson  Street,  Boston,  Massachu- 
setts. 

Q.     What  is  your  present  occupation,  please? 

A.  I  am  vice  president  in  charge  of  research  and 
development  in  the  Van  Brode  Milling  Company, 
Clinton,  Massachusetts. 

Q.     How  long  have  you  held  that  position? 

A.     Since  December  of  1956. 

Q.  How  long  have  you  been  with  Van  Brode 
Milling  Company,  Inc.? 

A.     Since  July  1947." 

Mr.  Halle :    Just  skip  a  question. 

(Whereupon  comisel  resumed  the  reading  of 
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the  deposition  of  Augustine  Colarusso  as  fol- 
lows :) 

"Q.  Are  you  familiar  with  the  subject  matter  of 
this  case?  A.     Yes. 

Q.  Are  you  familiar  with  the  plastic  battery 
hold-down  frame  put  out  by  your  company? 

A.    Yes." 

Mr.  Halle :  Turn  to  page  72,  please,  down  toward 
the  [417]  bottom  of  the  page. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Augustine  Colarusso  as  fol- 
lows :) 

"Q.  Are  you  familiar  with  the  material  that 
you  use?  A.    Yes. 

Q.    What  material  do  you  use? 

A.     At  the  present  time? 

Q.     Yes. 

A.  We  are  using  a  Bakelite  material  designated 
as  2155.  I  think  there  are  three  letters 

Q.     Would  that  be  TMD-2155? 

A.  Yes.  And  a  Monsanto  material  designated 
LHR,  and  I  think  it  is  changed  now  to  another 
identification  which  I  do  not  remember.  The  pur- 
chasing agent  would  know  that.  But  it  is  a  Mon- 
santo material. 

Q.  Is  there  any  other  material  that  your  com- 
pany uses  in  molding  the  frames  at  this  time? 

A.    No. 

Q.  Wlien  did  you  first  start  using  the  materials 
that  you  mentioned  ? 
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A.  Well,  Bakelite  material  was  the  only  material 
used  in  approximately  —  back  in  approximately 
1952.  At  a  later  date,  and  I  believe  the  following 
year,  the  Monsanto  material  was  incorporated  in  the 
formulation. 

Q.  And  these  two  materials  are  blended  to  make 
the  [418]  frame?  A.     Yes. 

Q.  Were  you  consulted  in  1952  before  this  Bake- 
lite material  was  first  used?  A.     Yes. 

Q.     Do  you  recall  who  you  consulted  with  ? 

A.  Well,  being  in  the  position  as  technical  direc- 
tor at  that  time  and  also  checking  on  quality  control 
of  materials,  I  know  that  we  were  having  some  diffi- 
culty with  the  composition  used  at  that  time — pro- 
duction difficulties. 

Q.    What  material  did  you  use  at  that  time  ? 

A.  Well,  prior  to  Bakelite,  we  were  using  the 
composition  known  as  the  Darex  Copolymer  Num- 
ber 3,  and  Polystyrene  and  a  filler. 

Q.    What  type  of  filler  did  you  use  ? 

A.     It  was — it  came  in  the  classification  as  a  clay. 

Q.  Did  you  have  any  discussion  concerning  the 
use  of  that  original  material  with  anyone  at  your 
plant  ? 

Mr.  Kirschstein :  Could  you  narrow  that  down  as 
to  when  you  mean  ? 

A.     Yes.  I  am  just  trying  to  figure  out  here 

Q.  When  did  your  company  first  start  producing 
battery  frames  ?  A.     I  don't  remember. 

Q.     I  believe  we  have  an  exhibit  in  evidence  in  the 
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[419]  case  showing  a  purchase  of  a  mold  from  Kas- 

kadusa  Molding  Company?" 

Mr.  Halle :    That  was  withdrawn. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Augustine  Colarusso  as  fol- 
lows :) 

"Q.  I  show  you  Defendants'  Exhibit  L  for  iden- 
tification and  just  ask  you  to  look  it  over,  to  refresh 
your  recollection  as  to  various  dates.  (Exhibit 
handed  to  witness.) 

I  also  show  you  a  copy  of  Defendants'  Exhibit  O 
for  identification  and  ask  you  to  look  at  that  and 
note  the  dates." 

Mr.  Kirschstein:  These  exhibits  are  not  marked 
in  this  case,  are  they? 

Mr.  Halle :    No,  they  are  not  marked  in  the  case. 
(Whereupon  coimsel  resumed  the  reading  of 
the  deposition  of  Augustine  Colarusso  as  fol- 
lows :) 

"Q.     Surely. 

"The  Witness:  May  I  look  at  that  at  the  same 
time? 

"Mr.  Halle:  Right.  Here  is  Exhibit  O  (handing 
to  witness.) 

Q.  (By  Mr.  Halle)  :  After  looking  at  those  two 
exhibits,  does  that  refresh  [420]  your  recollection 
as  to  when  you.  first  discussed  the  material  for  a 
plastic  battery  hold-do^^^l  frame  to  be  manufactured 
by  the  plaintiff,  Van  Erode  Milling  Company? 
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The  Witness:    I  do. 

The  first  time  that  I  discussed  materials  pertain- 
ing to  battery  hold-do^vn  frames  was  when  Coleman 
asked  me  whether  polystyrene  could  be  blended  with 
a  particular  material  which  he  had  in  a  cigarette 
case — with  a  material  that  fomied  a  cigarette  case 
that  he  had. 

Q.     When  was  that ;  do  you  recall  ? 

A.     I  don't  remember. 

Q.  If  Mr.  Coleman  testified  that  that  was  some 
time  in  the  early  part  of  1951,  would  that  serve  your 
recollection  ? 

A.     That  sounds  approximately  right. 

Q.  Do  you  remember  the  plastic  cigarette  case 
that  he  showed  you? 

A.     Yes,  I  have  some  recollection  of  that  novf. 

Q.    What  did  that  look  like? 

A.  It  was  a  case  in  which  a  common  ordinary 
pack  of  cigarettes  could  be  put  into. 

Q.  Did  you  note  the  material  that  the  case  was 
made  out  of? 

A.  The  material  was  marked  "Darex" ;  that  is  all 
that  I  remember  of  it  now.  [421] 

Q.  Did  you  do  anything  with  reference  to  that 
cigarette  case,  after  he  showed  it  to  you  ? 

A.  I  talked  with  a  technical  sales  representative 
from  Dewey  &  Almy — I  believe  his  name  was  Carl 
Fox — at  the  time  and  I  asked  that  specific  question 
of  Coleman,  and  he  told  me  that  polystyrene  would 
blend  with  Darex  copolymers. 

Q.    Have  you  seen  Carl  Fox  since  then? 
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A.  Not — I  saw  Carl  Fox  maybe  twice — I  don't 
remember  exactly — and  he  left  the  company  at  that 
time,  shortly  after  that. 

Q.    You  don't  know  where  he  is  now? 

A.    No,  sir. 

Q.  As  a  result  of  that  conversation,  did  you 
order  some  material  from  Dewey  &  Almy  Chemical 
Company  ? 

A.  No,  not  immediately.  I  gave  Coleman  the  an- 
swer and  it  was  sometime  after  that  that  I  told 
Dewey  &  Almy  to  make  up  a  formulation  for  us, 
based  on  information  submitted  to  me  by  Mr.  Cole- 
man." 

Mr.  Halle:  Will  you  kindly  turn  to  page  97, 
about  the  middle  of  the  page  ? 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Augustine  Colarusso  as  fol- 
lows :) 

"Q.  Let's  get  back  to  the  materials  that  the 
Dewey  &  Almy  Company  mixed  for  you  on  an  ex- 
perimental [422]  basis,  and  I  take  it  that  was  some 
time  between  January  and  July  of  1951 ;  am  I  cor- 
rect ?  A.     Some  time  about  that  period. 

Q.  After  Dewey  &  Almy  made  these  experimen- 
tal mixtures  for  you,  am  I  correct  in  saying  that 
they  never  again  mixed  anything  for  you,  but  they 
just  sold  you  their  trade-marked  articles,  such  as 
Darex  copolymer  No.  3?  A.     Yes." 

Mr.  Halle :    Page  99,  bottom  of  the  page. 

(Whereupon  counsel  resumed  the  reading  of 
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the  deposition  of  Augustine  Colarusso  as  fol- 
lows :) 

"Q.  What  did  you  do  with  the  Darex  copolymer 
No.  3  that  you  ordered  on  October  15,  1951  % 

A.  I  believe  that  went  to  Stedfast  Rubber  Com- 
pany for  compounding  with  the  other  ingredients  in 
the  formulation  of  the  battery  hold-down. 

Q.  Aside  from  you,  personally,  did  your  com- 
pany try  to  mix  Darex  No.  3  with  the  other  ingre- 
dients, after  they  had  received  the  experimental 
mixtures  ? 

A.  No ;  we  did  not  have  the  necessary  equipment 
to  effect  such  compounding. 

Q.  Do  you  know  of  a  company  called  Marine 
Plastics  ?  A.     Yes. 

Q.  Did  your  company  send  Darex  No.  3  to  them 
to  mix  [423]  with  the  other  ingredients'? 

A.  Darex  No.  3  was  mixed  with  the  other  ingre- 
dients in  the  formulation  in  a  mechanical  manner, 
and  sent  to  Marine  Plastics  for  compounding  and 
coloring. 

Q.  What  do  you  mean  by  "compounding"? 
A.  In  order  to  effectively  blend  into  an  alloy  the 
ingredients  which  go  into  the  formulation  of  the 
battery  hold-down  material,  they  have  to  be  pressed 
through  heated  calendaring  rolls,  and  then,  because 
of  the  heat,  and  some  other  plasticizing  taking  place 
in  that  compounding,  the  materials  would  finally 
take  on  the  form  of  a  homogeneous  mixture  and 
would  come  back  to  us  in  slab  form,  which  we  sub- 


348  Van  Erode  Milling  Co.,  Inc.,  vs. 

(Deposition  of  Augustine  L.  Colarusso.) 
sequently  ground  to  the  proper  particle  size  neces- 
sary for  injection  molding. 

Q.  Then  you  would  take  those  ground  particles 
and  put  them  in  the  mold  and  make  battery 
frames?  A.     Yes." 

Mr.  Halle:     Page  103,  down  toward  the  bottom. 

(Whereupon  counsel  resumed  the  reading  of 

deposition  of  Augustine  Colarusso  as  follows:) 

"Q.  Is  it  not  a  fact  that  shortly  thereafter  you 
changed  over  to  a  material  from  the  Bakelite  Com- 
pany ?  A.     Yes. 

Q.  In  making  that  change-over,  were  you  con- 
sulted? [424]  A.    Yes. 

Q.     Who  consulted  with  you  ? 

A.  I  believe  it  was  both  Sid  Coleman  and  Robert 
Crossley,  or  Sid  Coleman  talking  to  Robert  Cross- 
ley,  and  finally  Robert  Crossley  consulting  me.  It 
worked  in  about  that  manner. 

Q.  Do  you  recall  the  conversation  you  had  with 
Robert  Crossley? 

A.  In  a  general  way,  it  was  that  complaints  had 
come  in  that  some  of  the  battery  hold-downs  were 
breaking.  He  also  told  me  that  the  injection  molding 
department  told  him  that  the  material  didn't  always 
mold  exactly  as  it  should,  and  Bob  also  thought  that 
since  we  didn't  have  the  necessary  equipment  for 
compounding,  it  would  be  nice  if  we  could  find  a 
material  which  would  do  equally  well  as  a  battery 
hold-down  from  the  present  available  resins  on  the 
market  at  that  time. 
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Q.    How  did  you  select  the  Bakelite  material  ? 

A.  From  time  to  time  manufacturers  of  plastic 
items  inform  prospective  customers  of  new  materials 
which  they  are  either  experimenting  with  or  are 
manufactured  products,  or,  shall  I  modify  that, 
manufactured  resins.  They  also  submit  samples  for 
us  to  evaluate,  to  possibly  find  applications  for  their 
products;  also  send  literature  showing  the  various 
physical  and  chemical  properties  of  these  mate- 
rials. [425] 

The  literature  concerning  these  materials  usually 
comes  to  my  attention,  and  in  evaluating  the  litera- 
ture, which  I  usually  do  with  all  types  of  new  plas- 
tic materials,  I  noted  that  the  Bakelite  material — 
I  don't  recall  the  number  of  it — which  later  was 

Q.     Could  it  have  been  BMSQ'  2155  ? 

A.  I  wouldn't  remember — which  later  was  identi- 
fied as  2155,  with  some  letters  —  TMD  2155  —  that 
this  material  possessed  physical  properties  which 
are  equivalent  to  our  mixture  of  Darex  Copolymer 
3,  polystyrene,  et  cetera. 

I  then  asked  Bob  Crossley  to  get  a  sample  for  me 
and  we  made  loattery  hold-downs  from  that  material. 
I  tested  the  hold-downs  in  the  laboratory  and  I  then 
authorized  the  purchase  of  the  Bakelite  material  to 
be  used  in  the  manufacturing  of  battery  hold-downs 
at  that  time." 

Mr.  Halle :    Please  turn  to  page  108. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Augustine  Colarusso  as  fol- 
lows :) 
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"Q.  Did  there  come  a  time  when  you  changed 
your  formula  to  include  Monsanto  material  in  addi- 
tion to  the  Bakelite  material  ?  A.    Yes. 

Q.  Was  that  shortly  after  you  took  on  the  Bake- 
lite [426]  material? 

A.  That  was  not  shortly  after ;  it  was  quite  some 
time.  It  could  be  several  months. 

Q'.  Do  you  recall  having  a  discussion  with  any- 
one concerning  the  addition  of  the  new  material"? 

A.    Yes. 

Q.     With  whom  did  you  have  that  discussion? 

A.  I  believe  I  discussed  the  addition  of  this  ma- 
terial with  Robert  Crossley.  I  think  I  told  Sid  Cole- 
man about  it,  and  I  talked  with  Max  Antritter,  the 
molding  room  superintendent,  about  that. 

Q.    What  discussion  did  you  have  with  Crossley 

about  if? 
***** 

A.     The  discussion  was  along  this  line 


***** 


A.  There  is  an  improvement  on  the  product  by 
the  addition  of  this  Monsanto  material,  and  if  we 
want  to  stop  there,  all  well  and  good.  But  that  is 
generally  the  reason  why  I  decided  to  use  the  Mon- 
santo material,  plus  the  fact  that  it  was  a  little  bit 
cheaper  and  would  bring  the  cost  of  the  materials 
do\vn  somewhat  without  affecting  the  practical  usage 
of  the  finished  item. 

Q.  Are  you  familiar  with  the  ingredients  of  the 
Bakelite  material? 

A.     No,  sir.  I  guess  that  is  a  trade  secret.  [427] 
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Q.     But  at  least  you  do  not  know  it? 
A.    I  don't  know  it." 

Mr.  Halle :    Kindly  turn  to  page  115. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Augustine  Colarusso  as  fol- 
lows :) 

"Q.  Did  there  come  a  time  when  it  was  generally 
brought  to  your  attention  by  the  sales  representa- 
tives of  various  plastic  powder  suppliers  that  there 
was  a  new  development  in  high  impact  polystyrene  ? 

A.    Yes. 

Q.     When  was  that  ? 

A.  This  is  done  every  time  they  have  a  new 
product  which  either  is  classified  in  the  group  of 
high  impact  materials  or  medium  impact  materials 
or  other  type  of  materials.  The  information  is  al- 
ways, or  usually,  submitted  to  us  for  evaluation  or 
possible  application  for  anything  that  we  may  have 
in  mind."  [428] 


*  *  *  *  * 


The  Court:    All  right.  Go  ahead. 
Mr.  Kirschstein :    On  page  120,  the  second  to  last 
line. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Augustine  Colarusso  as  fol- 
lows :) 

"Q.  Did  you  ever  hear  of  mixing  polystyrene 
with  a  copolymer  comprising  Buna  S  before  Mr. 
Coleman  asked  you  whether  polystyrene  could  be 
mixed  with  Darex  material?  A.     No. 
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Q.    You  never  heard  of  it?  A.     No." 

Mr.  Kirschstein:  Page  124,  the  first  question  on 
the  page. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Augustine  Colarusso  as  fol- 
lows :) 
"Q.     Can  you  tie  down  when  you  first  became 
familiar  with  high  impact  polystyrene  as  such? 

A.  As  far  as  I  can  remember  now,  it  was  about 
the  time  that  I  discovered  the  Bakelite  material. 

Q.  You  mean  when  you  saw  their  brochure 
on  it? 

A.  Yes,  because  I  didn't  know  too  much  about 
plastics,  and  as  the  weeks  went  on  I  was  learning, 
because  I  knew  this  was  going  to  be  part  of  our 
business."  [429] 

Mr.  Kirschstein:     Now  on  page  78. 
The    previous    questions    were    about    ordering 
some  material  based  on  information  submitted  to 
the  witness  by  Mr.  Coleman.    I  am  taking  up  where 
Mr.  Halle  left  off.     The  last  question  on  the  page. 
(Whereupon  counsel  resinned  the  reading  of 
the  deposition  of  Augustine  Colarusso  as  fol- 
lows :) 
"Q.     What  was  that  information? 
A.     He  gave  me  some  proportions  of  Darex  co- 
polymer and  polystyrene  that  should  be  mixed  to- 
gether, and  he  also  wanted  to  add  an  inert  material 
for  cost  purposes,  because  of  the  low  cost  of  the 
inert  material,  if  it  didn't  affect  any  other  proper- 
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ties.     And  that  is  the  time  that  I — I  don't  recall 

whether  it  was  I  directly  or  with  the  aid  of  our 

purchasing  agent — got  Dewey  &  Almy  to  make  up 

the  first  batch  of  material  to  be  tested  for  battery 

hold-downs. 

Q.  When  you  talk  about  inert  material,  is  that 
what  you  refer  to  as  a  tiller  1 

A.     As  the  tiller,  yes. 

Q.  Did  Dewey  &  Almy  mix  a  complete  molding 
powder  for  you  at  that  time?  A.     Yes. 

Q.     Including  polystyrene?  A.     Yes. 

Q.     Did  you  try  that  powder  out?  [430] 

A.  I  did  not  try  it  out.  It  was  either  tried 
out  hj  Max  Antritter,  with  Sid  Coleman,  or  with 
Sid  Coleman  and  somebody  down  in  the  injection 
molding  room. 

Q.    Was  that  material  satisfactory? 

A.    Yes. 

Q.     Do  you  know  what  was  in  it?  A.    Yes. 

Q.    What? 

A.     Well,  I  don't  know  whether  I 

There  was  Darex  copolymer  3,  polystyrene,  a 
clay,  and  a  small  amount  of  wax  for  lubricating 
purposes,  just  for  the  molding  purposes,  not  in 
any  way  affecting  the  properties  of  the  compound. 

Q.  .1  show  you  Defendants'  Exhibit  L  and  ask 
you  to  look  at  a  letter  contained  therein,  dated 
October  15,  1951,  signed  by  Robert  F.  Crossley, 
Purchasing  Department.  (Exhibit  Handed  to  Wit- 
ness.) A.    Yes. 

Q.    You  have  looked  at  that  letter?        A.    Yes. 
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Q.  Is  the  material  asked  for  in  that  letter  the 
same  material  that  you  just  described  to  me? 

A.     The  one  I  referred  to,  Darex  material? 

Q.     That  is  right.  A.     Yes. 

Q.  What  I  am  trying  to  specifically  get  at  is 
[431]  whether  the  order  for  Darex  No.  3  included 
the  material  mixed  with  polystyrene  and  clay,  as 
you  have  testified  to? 

A.  This — not  in  this  purchase  order,  it  doesn't 
specify.  We  are  specifically  asking  for  Darex  co- 
polymer No.  3.  It  has  nothing  to  do  with  the  com- 
pound which  we  call  the  battery  hold-down  mate- 
rial. 

Q.  By  "the  battery  hold-down  material,"  you 
mean A.     The  complete  mixture. 

Q.     polystyrene,  plus  Darex  No.  3,  plus  clay? 

A.     Yes. 

Q.  So  this  material  ordered  on  October  15,  1951, 
did  not  include  the  complete  mixture  that  you  have 
already  testified  to?  A.     Yes. 

Q.     It  did  not?  A.     It  did  not. 

Q.  Are  you  quite  certain  that  the  first  material 
you  received  from  the  Dewey  &  Almy  Company 
was  a  mixture  of  polystyrene,  Darex  No.  3  and 
clay?  A.     No,  sir;  that  is  not  true. 

I  said  when  they  made  a  composition  for  us,  that 
I  know  definitely.  But  the  first  material  we  ever 
received  from  Dewey  &  Almy  was  samples  of  their 
various  copolymers. 

Q.  Did  you  receive  any  technical  information 
along  with  those  samples? 
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A.     Yes,  their  brochure  sheets  accompanying. 

Q'.  Do  you  have  a  technical  bulletin  for  Darex 
No.  3?  A.     Did  we  have  then? 

Q.     Yes.  A.     Yes. 

Q.  Did  you  also  have  a  technical  bulletin  for 
Darex  copolymer  X-34?  A.    Yes. 

Q.     And  X-43?  A.    Yes. 

Q.  I  am  not  quite  sure  so  far  from  your  testi- 
mony as  to  whether  you  meant  that  Dewey  &  Almy 
made  a  mixture  for  you,  or  whether  they  merely 
supi^lied  you  with  their  own  products? 

A.  They  first  supplied  Van  Erode  Milling  with 
samples  of  their  various  copolymers,  along  with 
technical  bulletins. 

Later,  when  I  had  a  formulation  for  somebody 
to  develop,  I  asked  whether  Dewey  &  Almy  could 
do  that  for  us  on  an  experimental  basis,  and  they 
did. 

Q.  I  take  it  that  that  was  a  formulation  that 
you  made  up  in  your  laboratory? 

A.     That  Mr.  Coleman  gave  me. 

Q.     Was  it  written  down  on  a  piece  of  paper? 

A.  No,  I  think  he  told  me  the  formulation,  and 
I  wrote  it  down,  I  imagine,  on  a  piece  of  paper." 

Mr.  Kirschstein :  I  am  stopping  on  line  7  of  page 
83. 

Now  going  to  page  101. 

We  are  talking  about  the  making  up  of  the  mold- 
ing powder  with  Darex  No.  3  and  polystyrene.  Be- 
ginning on  the  fourth  line: 

(Whereupon  counsel  resumed  the  reading  of 
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the  deposition  of  Augustine  Colarusso  as  fol- 
lows :) 

"Q.  Do  you  loiow  anything  about  the  molding 
process  of  putting  the  ground  particles  into  the 
molds  ? 

A.  What  I  know  about  that  process  is  purely 
observation.  The  materials  are  generally  loaded  in 
a  hopper;  they  are  fed  into  the  machine;  they  are 
heated  to  a  given  temperature ;  and  by  pressure  they 
are  forced  into  the  cavity  of  a  mold  so  designed  as 
to  produce  the  finished  product. 

Q.  Did  you  first  send  the  material  to  Stedfast 
Ru]3ber  Company  and  then  the  same  material  to 
Marine  Plastics ;  were  those  two  different  processes  ? 

A.  No.  The  reason  why  we  changed  from  Sted- 
fast to  Marine  was  because  it  was  more  convenient 
for  us,  since  Marine  was  located  within  the  Clinton 
area,  and  Stedfast  was  at  least  40  miles  away.  And 
we  knew  that  Marine  had  the  type  of  equipment 
which  could  be  used  in  compounding  the  ingredi- 
ents which  went  into  the  formation  of  the  battery 
hold-dow^."  [434] 

Mr.  Kirschstein:    Page  103,  line  9. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Augustine  Colarusso  as  fol- 
lows :) 

"Q.  I  am  not  asking  you  whether  the  43  did; 
I  am  asking  you  whether  your  company  was  still 
looking  for  materials  for  the  battery  hold-down 
frame? 

A.     No,  sir.    We  felt  we  had  an  excellent  prod- 
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net,  as  I  remember,  from  the  materials  that  were 
made   from  the  processing  mixture  made  for  us 
by  Dewey  &  Ahny  Company." 

Mr.  Kirschstein:  "43"  refers  to  another  co- 
polymer. 

Page  123,  line  9. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Augustine  Colarusso  as  fol- 
lows :) 

"Q.  Was  the  plastic  battery  hold-down  made 
with  polystyrene  and  the  Darex  Copolymer  No.  3 
a  good  commercial  product?  A.     Yes. 

Q.  Was  there  any  difficulty  with  it,  other  than 
the  problem  of  getting  the  proper  chemical  means 
of  getting  it  mixed? 

A.  We  had  no  problems  when  Dewey  and  Almy 
made  the  first  material.  We  had  no  problems  when 
Stedfast  Rubber  made  the  compound  for  us.  A¥e 
experienced  problems  during  [435]  the  time  Marine 
Plastics  did  the  compounding. 

Q.  You  testified  about  the  selection  of  materials 
from  Bakelite  and  Monsanto.  Am  I  correct  in  stat- 
ing that  that  was  concerned  with  the  question  of 
production  after  you  had  a  commercial  frame  on 
the  market  for  some  time?" 

Mr.  Halle:  I  object  to  that  as  leading,  your 
Honor. 

The  Court:     Go  ahead.     Overruled. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Augustine  Colarusso  as  fol- 
lows :) 
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"A.    Yes." 

Mr.  Kirschstein:  That's  all. 
Mr.  Halle:  I  would  just  like  to  read  at  page 
103  where  Mr.  Kirschstein  stopped  reading.  The 
last  question  there  was  where  the  witness  said  they 
felt  they  had  an  excellent  product  from  Dewey  & 
Almy  Company.     The  next  question. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Augustine  Colarusso  as  fol- 
lows :) 
"Q.     Is    it   not    a   fact    that    shortly    thereafter 
you  changed  over  to  a  material  from  the  Bakelite 

Company?  A.     Yes."   [436] 

***** 

(Whereupon  counsel  commenced  reading  the 
deposition  of  Daniel  P.  Phillips  as  follows:) 

DEPOSITION  OF  DANIEL  P.  PHILLIPS 

"Examination  by  Mr.  Halle: 

Q.     State  your  name  and  address. 

A.  Daniel  P.  Phillips,  211  Lenox  Avenue,  South 
Orange,  New  Jersey. 

Q.  Are  you  presently  employed  by  the  Bakelite 
Company,  a  division  of  Union  Carbide  and  Carbon 
Corporation,  with  offices  at  30  East  42nd  Street, 
New  York,  New  York?   [442]  A.     Yes. 

Q.     What  is  your  position  with  the  company? 

A.     Assistant  Sales  Manager  of  molding  material. 

Q.  I  hand  you  Defendant's  Exhibit  M  for  iden- 
tification, which  was  supplied  to  me  by  the  attor- 
neys for  the  plaintiff.  Van  Erode  Milling  Company, 
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to  show  when  the  first  shipments  of  bakelite  mate- 
rial was  made  to  this  company,  and  as  part  of  that 
Exhibit  there  is  an  invoice  of  the  Bakelite  Com- 
pany, shipper's  order  number  454475,  date  shipped 
6-18-52,  for  a  quantity  of  BPSQ155.  Is  that  a 
material  produced  by  the  Bakelite  Company? 

A.     Yes."    [443] 
*  *  *  *  * 

"Q'.  Was  the  material  designated  as  BPSQ155 
available  for  shipment  on  order  for  any  of  your 
customers  on  or  after  July  25,  1951? 

A.     Yes." 
***** 

Mr.  Kirschstein:  Starting  at  the  bottom  of  page 
4,  line  25: 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Daniel  Phillips  as  follows:) 

"Q.     You  said  that  you  made  a  search  of  the 
records.    Did  you  make  that  search  personally? 
A.     No.    I  did  not. 
Q.    You  yourself  did  not  examine  the  records? 

A.    No. 

Q.     Then  what  you  testified  to  is  information  that 
was  told  to  you,  is  that  correct? 
A.     That  is  correct."  [444] 
Mr.  Kirschstein:    Page  9,  line  5. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Daniel  Phillips  as  follows:) 
"Q.     How  long  have  you  been  with  Bakelite? 
A.     19  years. 
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Q.  Do  you  have  anything  to  do  with  the  ship- 
ping out  of  the  samples'?  A.     Upon  occasion. 

Q.    Did  you  ever  see  any  samples  shipiDed  ouf? 

A.    No. 

Q.  You  didn't  see  any  samples  of  this  material 
that  you  have  been  talking  about  being  shipped 
out,  did  you? 

A.  I  was  not  concerned  with  management  at 
that  time.  I  was  a  salesman  covering  a  different 
territory  at  that  time. 

Q.  In  other  words,  your  testimony  regarding  the 
fact  that  samples  went  out,  if  they  did  and  when, 
is  based  on  what  you  were  told  by  someone,  is  that 
correct  ? 

A.     And  upon  records  that  I  have  seen. 

Q.     What  records  were  those? 

A.     A  copy  of  his  sample  order  shipping  papers. 

Q.     When  did  you  see  that? 

A.     During  the  week  of  March  3. 

Q.     You  mean  this  year? 

A.  Yes,  1958.  May  I  correct  myself?  I  am 
in  error.  [445]  I  did  not  see  that  samxole  order. 
I  was  thinking  of  something  else. 

Q.  Then  your  testimony  is  based  on  what  you 
have  been  told? 

A.     That  is  correct." 

Mr.  Kirschstein:  Now,  going  further  down  on 
the  page.    I  will  continue. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Daniel  Phillips  as  follows:) 

"Q.     Would  you  tell  us  what  you  did  to  get  the 
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information   you   told   us    about   today   after   you 
were  notified  that  you  would  be  examined  as  to  the 
particular  information  sought? 

A.  We  have  consulted  our  development  labora- 
tory reports  to  obtain  all  possible  information  along 
the  lines  requested. 

Q.  And  this  record  of  the  shipment  of  samples, 
where  is  that  kept? 

A.  That  w^ould  be  kept  at  Bound  Brook,  New 
Jersey. 

Q.  And  did  you  contact  Bound  Brook  by  tele- 
phone ?  A.    Yes. 

Q.    And  did  you  talk  to  somebody  there? 

A.    Yes. 

Q.     AYho  did  you  talk  to? 

A.     Mr.  P.  B.  Potter.  [446] 

Q.  Is  he  a  person  in  charge  of  the  records  out 
there  ? 

A.  He  is  in  the  supervisory  capacity  in  our 
development  department. 

Q.  And  did  you  ask  him  to  look  up  these  rec- 
ords for  you?  A.    Yes. 

Q.  And  as  the  result  of  that  did  he  give  you 
some   information  ? 

A.  He  had  one  of  his  men  telephone  me  back 
and  provide  the  information. 

Q.  And  that  is  the  information  you  have  been 
testifying  to  today?  A.     Yes." 

Mr.  Kirschstein:  Your  Honor,  I  submit  that  on 
this  basis  this  man's  testimony  is  purely  hearsay. 
It  is  not  even  based  on  his  own  inspection  of  rec- 
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ords,  it  is  not  even  based  upon  the  inspection — on 
what  was  told  him  by  the  man  who  inspected  them; 
it  is  based  on  what 

The  Court:  What  significance  is  there?  He  is 
merely  testifying  as  to  a  shipping  date. 

Mr.  Kirschstein:  I  submit,  your  Honor,  that 
that  date  is  not  established  by  this  testimony. 

Mr.  Halle:  May  I  read  the  colloquy  that  en- 
sued, [447]  your  Honor?    It  is  just  about  a  page. 

The  Court:    Yes. 

Mr.  Halle:     (Reading.) 

"Mr.  Halle:  Mr.  Kirschstein,  are  you  objecting 
to  this  on  the  groimd  that  it's  not  the  best  evidence  ? 

"Mr.  Kirschstein:  I  will  make  any  objection  I 
have  when  the  testimony  is  offered. 

"Mr.  Halle:  I  am  in  a  position  now  to  get  to  the 
original  records  if  I  have  to  and  if  you  will  make 
such  objection  I  will  do  what  I  can  to  get  the  rec- 
ords. However,  I  am  not  going  to  wait  imtil  the 
trial  of  these  issues  to  have  you  raise  that  objec- 
tion and  I  state  that  I  will  consider  you  waive  the 
objection  unless  you  specifically  make  it  now. 

"Mr.  Kirschstein:  You  can  consider  it  so  but 
I  hereby  state  I  am  not  waiving  any  objections 
except  as  the  court  may  hold  at  the  trial  according 
to  the  law. 

"Mr.  Halle:  But  you  are  not  making  any  objec- 
tion as  of  this  moment? 

"Mr.  Kirschstein:  At  this  moment  I  have  not 
put  in  any  objection. 

"Mr.  Halle:    That's  all." 
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Mr.  Kirschstein:  Your  Honor,  I  am  not  object- 
ing on  the  ground  it  is  not  the  best  evidence;  I  am 
objecting  on  the  ground  this  testimony  is  purely 
what  somebody  else  told  somebody  else  over  the 
telephone.  [448] 

The  Court:     Aji  offer  was  made  at  the  time  to 
produce  the  documents  as  things  kei)t  in  the  regu- 
lar course  of  business.    The  offer  was  not  accepted. 
In  view  of  that  I  will  overrule  the  objection. 
*****  [449] 

Mr.  Kirschstein:  In  view  of  the  fact  that  the 
testimony  is  being  allowed  in,  I  would  like  to  read 
one  further  part. 

The  Court:    All  right.    Go  ahead. 

Mr.  Kirschstein:    Page  5,  line  8. 

(Whereupon,  counsel  resumed  the  reading  of 
the  deposition  of  Daniel  Phillips  as  follows:) 

"Q.  When  you  send  samples  of  a  product  out 
to  customers  at  that  time  in  the  manufacturing 
product,  would  I  be  correct  in  stating  that  when 
the  product  is  a  quite  new  one  it's  just  the  begin- 
ning of  it  in  your  line?  A.     Yes. 

Q.  So  when  you  send  samples  out  you  are  not 
in  commercial  production,  are  you,  for  ordinary 
volume  of  shipment  to  customers,  are  you? 

A.  We  are  also  sending  out  samples  after  we 
are  in  production. 

Q.  In  July,  when  you  sent  out  samples  of  the 
material  you  have  h?en  talking  about,  were  you  in 
commercial  production  then?  A.     No. 

Q.     Is  it  customary  for  Bakelite  to  put  out  bro- 
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chures  on  their  materials  when  the  materials  are 

in  the  regular  line'?  A.     Yes. 

Q.  When  are  those  l)rochures  put  out  with  rela- 
tion to  [450]  the  time  that  the  material  has  been 
in  the  line?  A.     No  specific  time. 

Q.  Is  putting  out  these  brochures  one  of  the 
ways  of  making  your  products  commercially  known  ? 

A.    Yes. 

Q.  Do  you  know  when  the  first  brochure  re- 
garding the  material  you  have  been  talking  about 
was  put  out?  A.    Yes. 

Q.    When  was  that? 

A.     We  have  searched  our  records  and  up  to  the 

present  time   the   earliest  brochure   that  we   have 

found  is  dated  May  20,  1952.    This  was  forwarded 

to  our  salesmen  for  transmission  to  the  customers." 
*****  ["45]^] 

(Whereupon  counsel  commenced  the  reading 
of  the  deposition  of  Sidney  Coleman  as  fol- 
lows :) 

DEPOSITION  OF  SIDNEY  COLEMAN 
"Q.     (By  Mr.  Halle):    What  is  your  name? 
A.     Sidney  Coleman. 

Q.     What  is  your  address,  Mr.   Coleman? 
A.     38  Acton  Street,  Maynard,  Massachusetts. 
Q.     What  is  your  connection  with  the  plaintiff? 
A.     I   am   an  independent  director   of   sales   or 
sales  counselor. 

Q.     What  are  your  duties  as  such? 

A.     I    handle    the    sales    through    my    associate 
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members  of  my  own  organization  to  sell  and  pro- 
mote and  originate  and  design,  if  possible  and 
what  not,  for  the  Van  Erode  Milling  Company — 
Van  Erode  Sales  Company,  which  formerly  was 
Van  Erode  Milling  Company." 

Mr.  Halle:  Please  turn  to  page  7,  down  toward 
the  bottom  of  the  page. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Sidney  Coleman  as  follows:) 

"Q.  I  hand  you  Defendant's  Exhibit  A  for  iden- 
tification which  was  marked  at  Mr.  Fritsch's  exam- 
ination previously,  and  ask  you  if  that  is  a  patent 
which  your  name  appears  as  the  inventor?   [452] 

A.     Yes,  sir.    It  is." 

Mr.  Halle:  Sir,  that  is  the  suit  patent,  that  ex- 
hibit. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Sidney  Coleman  as  follows:) 

"Q.  In  reference  to  the  invention  contained  in 
the  patent.  Exhibit  A,  when  I  use  the  word  inven- 
tion I  am  not  conceding  that  there  is  an  invention, 
I  am  just  using  it  for  purposes  of  talking  about 
the  patent,  Mr.  Coleman?  A.     Yes. 

Q.  In  reference  to  that  invention,  did  you  make 
sketches  concerning  that  hold-down  frame  prior  to 
applying  for  the  patent? 

A.  I  made  a  wooden — I  made  a  wooden  sample 
that  was  adhered  to  with  an  adhesive. 

Q.  Aside  from  the  wooden  sample,  did  you  make 
any  sketch  on  paper?  A.     No. 

Q.     Or  any  other  material?  A.     No. 
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Q.  Did  you  make  a  written  description  of  the 
invention?  A.     No.  I  didn't."   [453] 

Mr.  Halle:     Page  15,  please. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Sidney  Coleman  as  follows:) 

"Q.    What  was  your  next  step?" 

The  Court:  I  suppose  disclosure  to  his  patent 
lawyer. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Sidney  Coleman  as  follows:) 

"A.  Well,  I  was  a  little  bit  undecided.  I  knew 
I  had  to  do  something  to  strengthen  the  polysty- 
rene, because  that  was  material  that  was  priced 
properly  to  bring  out  the  item  at  the  price  that  I 
needed  and  wanted,  and  I  just  didn't  know  what 
to  do  about  it  immediately  and  kept  mulling  it  over 
and  thinking  about  it,  and  one  day  I  walked  into 
the  laboratory  and  I  saw  on  one  of  the  assistants — 
one  of  the  men  that  worked  in  the  laboratory — I 
saw  a  sample  of  a  cigarette  case.  I  picked  it  up 
and  felt  it,  and  it  seemed  to  have  what  I  was  look- 
ing for.  I  immediately  instructed  to  get  me  some 
of  this  material. 

Q.     What  material  was  that? 

A.  It  was  marked  on  the  case — I  didn't  know 
who  it  came  from.  It  was  marked  on  the  case 
Darex  number  3.  The  thing  that  determined  me 
asking  for  this  material  was — it  is  common  prac- 
tice in  the  plastice  business  to  determine  what 
plastic  is  made  of  is  to  take  a  match  and  hold  it 
to  the  [454]  plastic  and  burn  it  and  you  can  tell 
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from  the  odor  what  it  contains.     I  smelt  rubber 
in  the  Darex  container,  which  is  the  reason  I  asked 
for  the  material. 

Q.  Do  you  have  any  professional  training  as  a 
chemist,  Mr.  Coleman'? 

A.  No,  sir.  I  have  no  professional  training  as 
a  chemist. 

Q.  Do  you,  in  any  way,  hold  yourself  out  as  an 
expert  on  chemistry? 

A.     No,  sir.    I  do  not.    I  am  a  lajrtnan." 

*    *    ■x-    *    * 

"Mr.  Halle:  *  *  *  Have  you  made  any  research 
or  gained  any  experience  or  knowledge  from  sources 
other  than  the  cost  price  of  the  market  or  from  the 
materials  that  you  saw  in  other  products'? 

The  "Witness :  I  would  say  that  working  with  an 
item,  being  of  a  curious  nature,  I  naturally  learned 
the  characteristics  of  plastics. 

Q.     Tell  me  how  you  do  that?  [455] 

A.  Well,  I  knew  that  polystyrene  was  brittle. 
I  knew  that  polyethylene  could  be  used  for  manu- 
facturing squeeze  bottles  and  things  that  were  soft 
and  was  flexible.  This  was  the  extent  of  that  par- 
ticular specific  knowledge  that  I  might  have. 

Q.  Was  that  the  knowledge  that  you  had  in 
January  and  February  of  1951? 

A.     That's  right. 

Q.     Nothing  further  than  that? 

A.     That's  right. 

Q.  After  you  discovered  the  cigarette  case  with 
the  name  Darex  on  it,  what  did  you  do? 
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A.  I  instructed  them  to  get  me  some  of  this 
material. 

Q.    Who  was  them? 

A.     The  purchasing  agent. 

Q.  Would  that  be  the  purchasing  agent  of  Van 
Erode,  Mr.  Coleman?  A.    Yes. 

Q.    What  was  his  name? 

A.    Robert  Crossley. 

Q.     Is  he  still  employed  by  Van  Erode? 

A.    He  is. 

Q.  Did  the  purchasing  agent  obtain  a  quantity 
of  Darex?  A.    Yes.  [456] 

Q.    Is  this  a  powder?  A.    Yes.  It  is. 

Q.  Did  he  obtain  a  quantity  of  powder  for  you, 
Mr.  Coleman?  A.    Yes.    He  did. 

Q'.     Was  it  delivered  to  you  personally? 

A.     No.     It  was  delivered  to  the  plant. 

Q.  What  did  you  do  ?  Did  you  do  anything  with 
that  powder  thereafter?  A.     Yes.    I  did. 

Q.    What  did  you  do? 

A.  I  told  them  to  mix  that  with  polystyrene, 
the  greatest  quantity  to  be  polystyrene  and  I 
wanted  to  add  this  Dewey  &  Almy  copolymer  num- 
ber three. 

Q.     Darex  number  3? 

A.  Darex  number  3  to  the  polystyrene  to  see  if 
I  could  get  the  characteristics  that  I  had  to  have. 

Q.     Who  is  them,  when  you  say,  I  told  them? 

A.     People  in  the  laboratory. 

Q.    Do  you  know  the  names? 
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A.  Yes.  I  know  the  first  name  of  one,  and  I 
know  the  last  name  of  one. 

Q.     Give  us  what  you  know? 

A.  Yes.  Paul  something  or  other  and  Gus 
Colarusso."  [457] 

Mr.  Halle:     Next  page,  the  second  question. 

(AYliereupon  counsel  resumed  the  reading  of 
the  deposition  of  Sidney  Coleman  as  follows:) 

"Q.  It  was  yourself  and  Paul  and  Gus  Cola- 
russo, is  that  right? 

A.  Well,  they  weren't  in  it,  they  were  just  told 
what  to  do,  they  didn't  even  know  what  I  wanted 
the  material  for  originally. 

Q.    Did  you  have  the  model  at  that  time? 

A.    Yes.     I  had  the  model. 

Q.  Did  you  tell  them  to  put  it  into  the  mold, 
Mr.  Coleman? 

A.  No.  I  told  him  to  mix  the  powder  thor- 
oughly, then  I  authorized — I  told  him  to  give  it  to 
Max  Antritter  and  have  him  give  me  some  samples." 

Mr.  Halle :    Down  at  the  bottom  of  the  page. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Sidney  Coleman  as  follows:) 

"Q.     Then  he  caused  it  to  be  x>ut  into  the  mold? 

A.     That's  right. 

Q.  By  a  usual  molding  process  made  into  a 
frame,  is  that  right?  A.     That's  right. 

Q.  Is  there  anything  new  al^out  that  process, 
Mr.  [458]  Coleman?  A.     The  molding  process? 

Q.    Yes.  A.    No. 
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Q.  You  are  not  claiming  that  as  your  invention, 
is  that  right?  A.     No. 

Q.     When  was  that  done? 

A.     That  was  done  in  February. 

Q.     Some  time  in  February,  1951? 

A,     That's  right. 

Q.  Do  you  know  what  proportions  they  mixed 
at  that  time? 

A.  I  told  them  to  have  the  majority  of  the  mate- 
rial polystyrene,  and  not  to  add  a  teaspoon,  but  to 
give  me  a  good  chimk  of  it  in  there  because  I 
wanted  to  see  if  I  wouldn't  modify  the  polystyrene.'* 

Mr.  Halle:    Then  Mr.  Kirschstein  said: 

"What  is  that?" 

And  the  witness  continued: 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Sidney  Coleman  as  follows:) 

"A.  (Continued)  A  chunk  of  Darex  number  3. 
I  didn't  specify  so  much  of  this  and  so  much  of 
that. 

Q.  Do  you  have  any  idea  of  what  was  the  ap- 
proximate  [459]  proportions  that  they  mixed? 

A.  That  the  approximate  proportions  were — I 
had  no  idea — ^no  exact  figure.  I  had  three  or  four 
batches  made.  There  were  some  with  more  Dewey 
added  and  there  were  some  with  less  Dewey  added. 

Q.  You  mean,  Mr.  Coleman,  some  were  50% 
of  the  copolymer? 

A.  The  greatest  majority  at  all  time  was  poly- 
styrene.   I  insisted  on  that. 

Q.     Can  you  give  us  an  approximate  percentage 
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of  polystyrene  when  you  talk  about  greatest  ma- 
jority'? 

A.  It  was  arranged  in  which  it  was  used — I 
don't  know. 

The  Witness:  Can  I  speak  to  the  attorney  about 
this.  I  don't  know  whether  that  is  to  be  disclosed 
or  not,  because  that  is  a  company  secret. 

Q'.  You  are  claiming  the  exact  or  the  approxi- 
mate proportions  as  a  trade  secret? 

A.     That's   right." 

Mr.  Halle:     Then  Mr.  Kirschstein  said: 

"I  would  say  the   exact  proportions   right  now 

may  be  a  secret.     I  don't  think  Mr.  Coleman  is  in 

a  position  to  know  what  the  company  claims."  [460] 
***** 

"Mr.  Kirschstein :  You  can  tell  him  the  approxi- 
mate amount  of  polystyrene  at  the  beginning  if  you 
know  it.    Is  that  what  you  want  to  know? 

"Mr.  Halle:  That  is  one  thing  I  would  like  to 
know. 

"A.  The  maximum  amount  that  was  used  was 
80-20.    m%  polystyrene  and  20. 

Q.  What  was  the  minimum  amount  that  was 
used,  Mr.  Coleman? 

Mr.  Kirschstein:    Again,  if  you  recall. 

A.  The  minimum  amount  used  was  12%  Darex 
and  88%  polystyrene. 

Q.  So  the  maximum  and  minimum  ranges  were 
80-20  and  88-12?  A.     That's  right. 

Q.  With  the  greater  amount  in  each  case  being 
polystyrene?  A.     That's  right. 
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Q.  Is  it  present  company  policy  to  claim  the 
proportions  as  a  trade  secret  f 

Mr.  Kirschstein:  I  think  we  ought  to  read  the 
colloquy  there. 

Mr.  Halle:    I  will  read  the  entire  colloquy. 

(Whereupon  counsel  resumed  the  reading  of 
the  [461]  deposition  of  Sidney  Coleman  as  fol- 
lows :) 

"Mr.  Kirschstein:  Could  I  please  have  that 
question  again? 

(Reporter  reads  back  the  last  question.) 

Mr.  Kirschstein:  You  mean  the  proportions  of 
the  present  compound  that  they  make. 

Mr.  Halle:  That  they  make  under  this  inven- 
tion. 

Mr.  Kirschstein:  I  mean  do  you  want  the  pro- 
portions of  the  product  that  is  sold  today? 

Mr.  Halle:    Yes.     Under  this  patent. 

Mr.  Kirschstein:  Yes.  He  is  not  going  to  dis- 
close what  their  exact  proportions  are  today. 

Mr.  Halle:  I  don't  want  the  proportions.  I 
want  to  know  whether  they  claim  that  as  a  trade 
secret  ? 

Mr.  Kirschstein:  You  are  asking  him  whether 
they  claim  it  as  a  trade  secret? 

Mr.  Halle:     Yes. 

Mr.  Kirschstein:    Let  us  put  it  this  way. 

Mr.  Halle:     Go  ahead. 

Mr.  Kirschstein:    Off  the  record. 
(Off  the  record  discussion.) 
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Mr.  Kirschstein:  If  you  know  tell  him  what  the 
proportion  now  is. 

The  Witness:  I  am  not  a  100%  sure,  because  I 
am  not [462] 

Mr.  Halle:  I  didn't  ask  him  about  the  propor- 
tion. I  want  to  know  what  the  company  is  claim- 
ing as  a  policy,  as  a  trade  secret? 

The  Witness:  I  do  not  believe  the  company  is 
claiming  it  as  a  trade  secret. 

Q.  I  would  like  to  know  what  proportions  you 
use  today? 

A.     That  I  am  not  qualified  to  answer. 

Q.  Is  it  somewhere  near  the  range  that  you 
have  already  testified  to? 

A.  It's  in  the  range  that  we  have  specified  in 
the  patents." 

Mr.  Kirschstein :    Are  you  going  to  read  the  next  ? 

Mr.   Halle:     Mr.   Kirschstein   said: 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Sidney  Coleman  as  follows:) 

"Mr.  Kirschstein:  You  mean  the  range  as  speci- 
fied this  morning,  don't  you? 

The  Witness:  Yes,  sir.  Of  which  we  are  talk- 
ing about  here  now. 

Q.  When  did  you  make,  what  you  considered, 
your  first  successful  frame? 

A.     In  February,  1951. 

Q.  What  was  the  range  for  the  successful  frame, 
Mr.  [463]  Coleman? 

A.     It  was,  if  I  remember,  within  that  range. 
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We  had  hold-downs  made  of  anywhere  from  80-20 

down  to  88-12  were  successful  frames. 

Q.     Yes. 

A.    Had  the  characteristics  that  I  needed  and 

required." 

***** 

"Q.  Do  you  know  that  the  first  mold  for  the 
battery  frame  was  made  by  the  Kaskadusa  Tool 
Company?  A.     Yes,  sir. 

Q.     Do  you  know  when  that  mold  w^as  ordered? 

A.  I  think  it  took  four  or  five  weeks  prior  to 
when  we  went  in  and  made  the  first  sample,  and  I 
think — I  would  say  it  was  made  right  after  the 
first — the  order  was  placed  right  after  the  first  of 
the  year,  however  the  purchasing  agent  would  give 
you  the  exact  date." 

Mr.  Halle:  Kindly  turn  to  page  37,  the  question 
just  above  the  middle  of  the  page. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Sidney  Coleman  as  follows:) 

"Q.  Would  it  be  a  fair  statement  to  say  that 
the  wood  sample  was  similar  to  the  drawing  on  the 
patent,  Mr.  Coleman?  A.     Yes. 

Q.  And  it  had  those  little  triangular  corners 
on  that?  A.     Yes. 

Q.  You  have  no  claim  that  that  wooden  sample 
is  your  invention?  A.     No." 

Mr.  Halle:    Page  39,  please,  line  7. 

(Whereupon  counsel  resumed  the  reading  of 
the  de^Dosition  of  Sidney  Coleman  as  follows:) 

"Q.     I  believe  you  told  us  that  until  production 
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started  and  sales  were  made  in  1951,  and  that  is 
the  point  we  have  come  to  at  this  time,  yon  used 
no   other   copolymer   powder   for   the   polystyrene 
than  the  Darex?  A.     That's  right. 

Q.  You  experimented  with  no  other  powder,  is 
that  right?  A.     That's  right." 

Mr.  Halle:     Down  to  line  21. 

(Whereupon  counsel  resumed  the  reading  of 
the  [465]  deposition  of  Sidney  Coleman  as  fol- 
lows :) 

"Q.  After  October  of  1951  did  you  try  the  prod- 
uct of  another  company? 

A.     I  did  that,  sir. 

Q.     When  was  that? 

A.  The  exact  date  I  don't  know,  but  I  started 
to  experience  some  trouble  with  the  hold-downs. 
We  could  not  successfully  mix  the  powder  ourselves, 
and  when  I  say  successfully  mix,  I  mean  get  it 
thoroughly  mixed  within  the  two  powders,  and 
Dewey  &  Almy  did  not  have  the  facilities  or  would 
not  undertake  to  mix  the  powders  for  us. 

Q.     When  did  they  then  inform  you  of  that? 

A.  They  informed  us  of  that  and — let's  say — I 
would  give  a  guess — March. 

Q.     Of  1952?  A.     Of  1951. 

Q.     1951? 

A.    When  we  first  bought  the  powder  from  them. 

Q.     I  see. 

A.  When  I  started  to  have  some  problems  with 
the  hold-downs,  that  they  weren't  being  modified  a 
100%,  because  of  the  mixing  arrangement  that  we 
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had  in  our  own  plant,  we  asked  them  to  do  it,  and 
they  said,  they  didn't  have  the  facilities  to  do  it 
and  they  recommended  somebody  to  do  it  for  us. 

Q.    Go  ahead. 

A.  We  had  this  somebody  else  do  it  for  us  and 
it  still  was  not  satisfactory  for  me. 

Q.    When  was  that  in  the  point  of  time? 

A.  I  would  say  possibly  sixty  days  or  ninety 
days  from  the  first. 

Q.    From  the  first  frame  that  was  made? 

A.     That's  right. 

Q.  That  would  be  February,  March,  or  April  of 
1951? 

A.     I  think  it  was  earlier  than  that. 

Q.     March?  A.     March. 

Q.  Who  was  recommended  to  do  the  mixing  for 
you,  Mr.  Coleman?  A.     Marine  Plastics. 

Q.     Where  are  they  located? 

A.     In  Clinton,  Massachusetts. 

Q.     Did  they  mix  some? 

A.  They  mixed  some  but  they  still  didn't  give 
me  the  complete  mix  that  I  had  to  have. 

Q.     What  did  you  do  after  that? 

A.  Then  I  gave  the  purchasing  agent  an  order 
to  get  me  another  plastic  source  of  supply  that 
could  mix  the  powder  for  me,  and  he  came  up  with 
two  companies  that  had  an  equivalent  to  Darex 
number  3,  each  one  having  a  respective  [467]  name 
for  their — or  number  for  their  product. 

Q.     YvHiat  were  those  companies? 

A.     Monsanto  and  Bakelite." 
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Mr.  Halle:    Page  42,  line  17. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Sidney  Coleman  as  follows:) 

"Q.  When  did  you  first  receive  samples  of  the 
products  that  you  are  talking  about? 

A.  Almost  immediately  after  the  request  was 
made. 

Q.     In  March  of  1951?  A.     That's  right. 

Q.     Did  you  try  them?  A.     Yes,  sir. 

Q.    What  did  you  find? 

A.  I  found  that  we  had  a  perfect  mix,  which  was 
something  we  did  not  have  before." 

Page  44,  line  12. 

(Whereupon  counsel  resumed  the  reading  of 
the  deiDOsition  of  Sidney  Coleman  as  follows:) 

"Q.  But  you  do  not  know  whether  it  is  the  same 
material,  is  that  right? 

A.  I'm  not  a  chemist,  I  have  no  way  of  know- 
ing, I  had  to  base  on  what  they  told  me.  [468] 

Q.  In  other  words  you  got  a  material  which 
made  a  battery  hold-do^^ai  frame  which  you  con- 
sidered satisfactory,  is  that  right? 

A.     That's  right. 

Q.     But  you  do  not  know  what  the  material  is? 

A.     I  personally  do  not  know." 

Mr.  Halle :    Page  45,  line  13. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Sidney  Coleman  as  follows:) 

"Q.     When  was  that  done? 

A.  That  was  done  within  sixty  days  from  the 
time  we  went  into  production.    I  think  our  purchase 
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order   will   show   a   delivery   of   alDout   sixty   days 

after." 

Mr.  Halle:    Page  46,  line  14. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Sidney  Coleman  as  follows:) 
"Q.     Would  that  be  sixty  days  after  you  went 
into  production  or  sixty  days  after  sales? 
A.     Sixty  days  after  sales." 
Mr.  Halle:    Line  20. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Sidney  Coleman  as  follows:) 
"Q.     Do  you  mix  the  Monsanto  and  the  Bake- 
lite  or  do  (you)  use  them  separately? 
A.     They're  used  separately. 
Q.     One  run  of  frames  is  made  with  Monsanto 
and  another  will  be  made  with  Bakelite? 
A.     To  the  best  of  my  knowledge." 
Mr.  Halle:     Page  48,  line  5. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Sidney  Coleman  as  follows:) 
"Q.     You  had  nothing  to  do  with  the  develop- 
ment of  the  Darex  number  3? 
A.     Nothing  at  all. 

Q.     Or  any  Darex  product?  A.     No,  sir. 

Q.     You  also  had  nothing  to  do  with  the  develop- 
ment of  the  Monsanto  or  the  Bakelite  products? 
A.     No,  sir. 
Mr.  Halle:    Page  49,  line  5. 

(Wliereupon  counsel  resumed  the  reading  of 

the  deposition  of  Sidney  Coleman  as  follows:) 

"Q.     When  we  speak  of  the  Darex  being  unsatis- 
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factory  because  your  company  couldn't  mix  it  and 
then  you  gave  it  to  the  other  company  to  mix  and 
they  couldn't  mix  it,  how  did  [470]  that  show  up  in 
the  product?  A.    We  had  breakage. 

Q.  It  was  not  a  commercially  acceptable  prod- 
uct, is  that  right?  A.     That's  right. 

The  Witness:  Let  me  clarify  that.  Where  we 
got  a  good  mix — it  was  where  we  got  a  poor  mix, 
that  it  wasn't. 

Q.  When  I  say  commercially  acceptable  I  mean 
for  production? 

A.  Yes.  The  way  we  discovered  it — we  shipped 
them  out  and  they  came  back  broken.  That's  when 
we  started  to  look  for  trouble. 

Q.  But  it  was  not  satisfactory  for  your  commer- 
cial production?  A.     That's  right. 

Q.     It  was  not  satisfactory? 

A.     It  was  not,  because  of  the  mix. 

Q.  Would  I  be  safe  in  saying  that  after  October, 
1951 — I  mean  December  1951,  Darex  number  3  was 
permanently   abandoned?  A.     That's   right." 

Mr.  Halle:    Line  13. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Sidney  Coleman  as  follows:) 

"Q.  Did  either  of  you  or  the  company  have 
records  concerning  the  history  of  the  changeover 
from  the  Darex  to  the  Monsanto  and  the  Bakelite? 

A.  No.  It  was  done  so  quickly  after  the  dis- 
covery that  we  were  having  mixing  problems,  that 
there  was  nothing  except  my  complaint,  which  you 
could  have  heard  all  over  the  place. 
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Q.  Did  Mr.  Crossley  have  any  correspondence 
with  Bakelite  and  Monsanto? 

A.  No.  I  believe  he  called  those  gentlemen  in 
and  orally  had  them  quote — to  submit  samples. 

Q.  Did  you  make  any  search  for  records  before 
coming  down  today'?  The  notice  for  examination 
called  for  production  of  certain  records.  Did  you 
make  any  search  for  records. 

Mr.  Kirsehstein:  I  can  answer  that.  He  has 
brought  what  the  company  told  him  they  had." 

Mr.  Halle:     Page  52,  line  6. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Sidney  Coleman  as  follows:) 

"Mr.  Halle:  I  would  like  to  be  a  little  more 
specific.  So  far,  during  the  examination  of  Mr. 
Fritsch  and  Mr.  Coleman  up  to  this  point  we  have 
developed  no  record  concerning  the  production  of 
the  invention. 

Mr.  Kirsehstein:  There  are  no  experimental 
[472]  records,  as  I  recall  according  to  Mr.  Fritsch's 
testimony  or  formulas  or  drawings  or  the  like  re- 
lating to  the  development.  No  lab  notes  and  so 
on — correspondence  between  the  company,  Van 
Erode,  and  suppliers  of  any  of  this  material  we 

have  looked  for." 
«  »  «  »  «' 

"Q.  I  take  it,  Mr.  Coleman,  that  you  are  totally 
unfamiliar  of  the  chemical  formula  for  any  of  the 
materials  we  have  been  discussing? 

A.  I'm  not  a  chemist.  I  know  a  little  bit  more 
today,  of  course,  than  I  did  when  I  first  got  started 
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in  the  plastic  business,  but  I  don't  ever  make  any 
statement  anything  further — that  I  have  full  knowl- 
edge of  anything  in  chemistry.  [473] 

Q.  You  could  not  state  any  of  the  formulas  to 
me  now,  is  that  right? 

A.  No.  I  couldn't.  The  only  thing  I  could  state 
is  that  I  know  Darex  niunl^er  3  and  the  equivalents 
that  we  are  now  using  contain  rubber-synthetic 
rubber. 

Q.  You  do  not  personally  know  of  any  specifi- 
cations that  Mr.  Crossley  gave  to  Bakelite  or  Mon- 
santo, could  you? 

A.  No.  The  only  instructions  that  I  gave  Mr. 
Crossley  was  to  get  me  an  equivalent,  already  mixed 
of  what  we  had  with  Darex  and  our  polystyrene. 

Q.  From  there  on  we  either  have  to  find  out 
from  Mr.  Crossley  or  some  other  representative 

A.     That's  right. 

Q.     Of  the  company?  A.     That's  right. 

Q.  Did  any  of  the  gentlemen  we  have  already 
mentioned  as  having  followed  your  instructions  to 
mix  the  powders  and  to  put  them  in  the  mold,  did 
any  of  them  make  any  suggestions  to  you  in  con- 
nection with  this  invention? 

A.  They  did  not,  because  I  didn't  even — I  hap- 
pen to  be  a  very  strong  individual  and  I  would 
not  let  them  do  anything  in  any  direction  at  all, 
because  I  felt  I  knew  what  I  wanted  and  I  wouldn't 
let  them  interfere  in  any  way  on  it. 

Q.     Mr.   Coleman,  do  you  know  what  the  term 
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high-styrene  content  means  in  reference  to  a  buta- 

diene-styrene  copolymer?  [474] 

A.  I  believe  I  do.  It  means  that  there  is  lots  of 
styrene  in  the  majority  of  the  material — the  major- 
ity of  the  material  contains  styrene. 

Q.  When  you  say  majority,  would  you  mean 
more  than  50% 

A.     This  would  be  what  I  think  is  so. 

Q.     In  other  words 

A.  I  have  nothing  to  substantiate.  This  is  just 
my  pure  thinking  on  the  thing. 

Q.  In  other  words,  your  pure  thinking  on  the 
thing,  is  that  right?  A.     Yes. 

Q.     Indicated  that  a  high  styrene  content 

A.     Means  more  than  50%. 

Q.     More  than  50%  styrene  ?  A.     Right. 

Q.  Have  you  ever  made  any  effort  to  determine 
whether  or  not  the  Bakelite  material  has  a  copoly- 
mer with  either  more  or  less  than  50%  styrene  con- 
tent? A.    No. 

Q.  Did  the  plaintiff  make  any  test  to  determine 
whether  or  not  the  Bakelite  product,  the  copolymer 
in  the  Bakelite  product  contained  more  than  50% 
styrene?  A.     Not  to  my  knowledge. 

Q.  Would  your  answer  be  the  same  as  to  the 
Monsanto  product?  [475] 

A.     That's  right." 

Mr.  Halle:    Page  64,  line  10. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Sidney  Coleman  as  follows:) 
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"Q.  Getting  back  to  that  inorganic  filler  that  is 
mentioned  in  the  patent,  I  take  it,  you  never  used 
in  a  commercial  production  ?  A.     That's  right. 

Q.  You  don't  know  whether  the  present  material 
you  are  receiving  has  an  inorganic  filler? 

A.  I,  not  knowing  what  the  compound  is,  I 
don't  know. 

Q.     You  don't  know? 

A.  But  they  decided  not  to  use  the  inorganic 
filler. 

Q.  Wliat  types  of  inorganic  fillers  did  you  use  at 
the  time  ? 

A.  We  were  experimenting  with  two  or  three 
different  types.  I  don't  know  what  they  were. 

Q.     When  was  that  in  point  of  time? 

A.  Before  we — when  I  was  fooling  with  the 
other  plastics." 

Mr.  Halle :    Line  5,  the  next  page. 

(Whereupon  coim.sel  resumed  the  reading  of 
the  deposition  of  Sidney  Coleman  as  follows:) 

"Q.  Who  did  you  discuss  the  inorganic  filler 
with? 

A.     I  discussed  it  with  Mr.  Colarusso. 

Q.  Did  you  tell  him  to  put  in  an  inorganic  filler, 
Mr.  Coleman? 

A.  I  asked  him  to  put  anything  in  that  would  be 
necessary,  which  I  didn't  even  know  what  an  inor- 
ganic filler  was.  He  said  he  was  going  to  use  an 
inorganic  filler.  That's  all  I  knew  about  it.  I  didn't 

care  what  he  used."  [477] 
***** 
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"Q.  Did  you  know  that  during  the  progress  of 
this  patent  prosecution  the  claims  were  rejected  and 
it  went  up  to  the  Board  of  Appeals  of  the  Patent 
Office?  A.     I  knew  of  it. 

Q.    Were  you  consulted  at  that  time  ? 

A.    No,  sir. 

Q.  Were  you  consulted  at  any  time  thereafter 
until  the  issuance  of  the  patent?  [480] 

A.     No,  sir. 

Q.  In  connection  with  the  question  which  your 
attorney  directed  you  not  to  answer  concerning  the 
ingredients  in  the  properties — —  A.     Yes. 

Q.  Do  you  know  the  ingredients  in  the  proper- 
ties which  were  mentioned  by  Mr.  Herzog  in  the 
communication  of  April  2,  1955? 

A.  I  don't  know  the  exact  properties,  but  I  know 
it  contained  butane — synthetic  rubber  with  a  high 
styrene  content. 

Mr.  Kirschstein:    And  polystyrene. 

The  Witness:  Polystyrene — no — not  polystyrene 
— and  polystyrene." 

Mr.  Halle :    Page  114,  line  13. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Sidney  Coleman  as  follows:) 

"Q.  As  I  recall  your  testimony  yon  mixed  some 
polystyrene  and  the  Darex  copolymer  number  3 
yourself  in  the  laboratory  or  some  was  mixed  in 
Van  Brode's  laboratory,  is  that  right? 

A.     That's  right. 
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Q.  Will  you  be  able  to  mix  it,  for  the  purpose  of 
your  tests,  sufficiently?  [481] 

A.    Yes.  We  were  able  to  mix. 

Q.     To  get  workable  frames  ? 

A.  We  were  able  to  mix  a  small  quantity  and  we 
had  enough  for  us  to  mold  enough  samples  that  I 
could  find  out  whether  they  were  good  enough 
or  not. 

Q.    You  could  not  mix  them  commercially  ? 

A.    ¥0. 

Q.    Nor  would  Dewey  &  Almyf 

A.  No.  Dewey  &  Almy  couldn't  mix  them  com- 
mercially." [482] 

*    *    *    -x-    * 

"Q.  Is  it  correct  to  say  that  what  you  received 
from  Bakelite  and  Monsanto  is  a  completely  mixed 
powder,  Mr.  Coleman?  A.     Yes.  It  was. 

Q.     Ready  for  molding?  A.     Yes." 

Mr.  Halle:    Page  118,  line  8.  [484] 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Sidney  Coleman  as  follows:) 

"Q.  Darex  copolymer  number  3 — the  name  Darex 
copolymer  number  3  is  a  trade  name? 

A.     That's  right. 

Q.  Do  you  know  the  general  description  of  that 
material?  A.     Yes. 

Q.    What  is  that? 

A.  It's  a  specific  special  rubber — synthetic  rub- 
ber with  a  high  styrene  content? 

A.     What  do  you  call  that? 
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A.  I  think  it's  called  bunadiene  or  buna  S — I'm 
not  sure  of  that. 

Q.  When  did  you  first  become  familiar  with  that 
general  description,  do  you  recall,  generally  refer- 
ring to  the  year? 

A.  It  was  quite  a  little  while  before  when  they 
went  to — when  I  asked  them  to  get  a  material  that 
was  comparable  to  Dewey  &  Almy's  material.  I  then 
learnt  of  what  Darex  number  3  was  and  also  what 
the  competitor's  item  was  made  of. 

Q.     Monsanto  and  Bakelite? 

A.     Monsanto  and  Bakelite. 

Q.  You  testified  before  that  you  thought  that 
buna  S  [485]  with  a  high  styrene  content  would 
have  over  50%  of  the  styrene,  is  that  correct? 

A.     That's  right. 

Q.  Is  that  something  based  on  knowledge  or  is 
that  a  guess? 

A.  That's  purely  a  guess.  I  have  no  way  of  know- 
ing. I  took  from  the  high  styrene  that's  what  they 

meant." 
***** 

"Q.  You  testified  that  you  did  not  think  that  the 
color  scheme  on  the  plaintiff's  package  and  the  de- 
fendant's package  for  the  battery  hold-down  frames 
would  trick  anybody  into  buying  one  frame  from 
the  other.  Who  were  the  people  you  were  referring 
to  that  would  not  be  tricked  ? 

A.     The  jobber,  the  wholesaler  to  whom  we  solicit 

their  business."  [486] 
***** 
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"Q.  What  did  you  notice  as  far  as  returns  of 
broken  hold-downs  —  ratio  of  returns  after  you 
stopped  using  the  Darex  copolymer  number  3  ? 

A.  After  we  stopped  the  copolymer  number  3 
and  we  had  the  proper  mixture  that  came  to  us  al- 
ready mixed  up  from  the  factory  our  returns  be- 
came nil. 

Q.  When  you  say  the  proper  mixture  from  the 
factory  you  are  referring  to  either  Monsanto  or 
Bakelite'?  A.     That's  right." 

Mr.  Halle:    Page  158,  line  23. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Sidney  Coleman  as  follows:) 

"Q.  Merchandise  of  this  type  is  sold  over  the 
counter,  is  that  right?  A.     Yes.  [487] 

Q.  A  customer  comes  in  and  requests  a  battery 
frame,  is  that  right? 

A.  No.  This  item  is  sold  by  the  gas  station. 
A  customer  doesn't  ask  for  it.  The  man  who  drives 
his  car  in  doesn't  ask  for  any  particular  battery 
frame. 

The  Witness :    You  own  a  car,  don't  you  ? 

Mr.  Halle:    Yes. 

The  Witness :  You  got  a  metal  frame  more  than 
likely  that  came  from  the  car  manufacturer. 

Mr.  Halle:    Right. 

The  Witness :  It  is  not  giving  you  any  particular 
problem. 

Mr.  Halle :    That's  right. 
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Mr.  Coleman:  If  somebody  told  you  why  this  is 
better  you  wouldn't  change  it. 

Mr.  Halle:  If  I  were  to  go  to  a  gas  station  and 
the  attendant  said,  "Looks  like  you  need  a  new  bat- 
tery frame,"  I  say,  "Okay  put  one  in." 

The  Witness:  You  usually  don't  specify  what 
kind  you  want. 

Mr.  Halle:  No.  You  just  wouldn't  spend  your 
money  like  that.  He  would  have  to  give  you  a  good 
reason  why  I  should  have  it.  I  usually  don't  ask  for 
a  particular  brand  of  battery  frame,  do  I? 

The  Witness :    You  don't  ask  for  any.  [488] 

The  Witness :    Neither  does  the  other  customer. 

Mr.  Halle :    Nobody  does. 

The  Witness :    The  point  of  sale  is  not  within  the 
consumer,  it's  with  the  dealer.  He  knows  the  con- 
sumer does  not  know." 
***** 

The  Court:  How  much  of  it  do  you  want  to 
put  in  ? 

Mr.  Kirschstein:  Your  Honor,  there  is  a  pretty 
good  amount  I  would  like  to  read,  and  I  would  like 
to  read  from  another  deposition  which  corrects  some 
erroneous  impressions  created  in  the  parts  read. 

The  Court:  Let's  finish  with  this  before  you  go 
to  the  other. 

Mr.  Kirschstein:  Yes,  your  Honor,  that  is  what 
I  meant  to  do. 

I  want  to  request  permission  to  read  the  parts 
after  I  finish  reading  this,  so  as  to  correct  this. 
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The  Court;  That  is  all  right.  If  they  dovetail,  it 
is  perfectly  all  right. 

Mr.  Kirschstein:    Page  12,  line  6,  start  with  the 

answer : 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Sidney  Coleman  as  follows:) 

"A.     That  wooden  sample  was  made  in  1950. 

Q.     1950? 

A.  I  don't  recall  the  exact  date.  It  was  made,  as 
I  recall  it  vaguely,  sometime  in  the  early  part  of 
1950. 

Q.     Did  you  show  it  to  anyone  ? 

A.    Yes.  I  showed  it  to  Mr.  Eric  Pritsch. 

■Q.     Did  you  also  show  it  to  Mr.  Van  Erode  ? 

A.  I  showed  it  to  Mr.  Erode  whose  office  was 
adjacent  to  Mr.  Pritsch's  at  the  time,  and  he  also 
saw  it. 

Q.  Do  you  recall  your  conversation  with  Mr. 
Pritsch  at  that  time  %  A.     I  said 

Q.     If  any? 

A.  I  said,  "That  there  was  a  great  need  for 
some — for  a  plastic  battery  hold-down  or  some  hold- 
down  to  replace  the  metal  one."  Eecause  having 
spent  40  years  of  my  life  in  selling  automotive  elec- 
trical parts  I  knew  of  the  great  need  of  it. 

Q'.  What  did  you  do  after  that  in  connection 
with  that  wooden  sample? 

A.  I  persuaded  Mr.  Pritsch  to  have  a  sample  die 
made  to  correspond  with  my  wooden  sample. 

Q.     Did  you  know  when  that  die  was  made  ? 
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A.  That  die  was  made  in  the  latter  part  of  1950 
or  the  early  part  of  1951.  It  was  either  delivered  in 
January  [490]  or  December — I'm  not  sure. 

Mr.  Kirschstein :    You  mean  January,  1950  ? 

The  Witness:  Januaiy  of  1951  or  December  of 
1950. 

Q.  When  did  you  make  your  first  battery  frame 
out  of  plastics? 

A.     The  first  one  was  made  in  January  of  1951, 

just  as  soon  as  I  had  the  die."  [491] 
***** 

"Q.  When  did  you  first  start  using  polystyrene, 
Mr.  Coleman? 

A.  When  we  manufactured  the  first  hold-down 
on  the  polyethylene,  it  did  not  have  the  characteris- 
tics that  I  needed  and  required.  I  talked  to  the 
molding  foreman  and  told  him  I  wanted  a  sample 
made  out  of  polystyrene,  which  was  made  for  me, 
and  of  course  they  laughed  at  me  at  the  time,  and  of 
course  it  was  very  brittle  and  broke  very  easily,  and 
it  did  not  have  the  characteristics  that  I  needed  and 
wanted. 

Q.  After  giving  that  nice  little  speech,  will  you 
kindly  answer  the  question  and  tell  me  when  you 
made  it? 

A.     In  January  of  1951."  [492] 

***** 

Mr.  Kirschstein :    Page  31,  line  25. 

(Whereupon  counsel  resumed  the  reading  of 

the  deposition  of  Sidney  Coleman  as  follows:) 

"Q.    Mr.  Kirschstein  has  offered  the  information 
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that  you  started  to  produce  the  frames  coimner- 

cially  in  August  of  1951?  A.     That's  right. 

Q.  And  that  the  first  sales  were  made  in  October 
of  1951?  A.     That's  right. 

Q.  Did  you  have  anything  to  do  with  the  further 
development  of  the  frames,  if  any,  between  Febru- 
ary, 1951  and  August  of  1951  ? 

A.    Yes.  I  tested  them. 

Q.     What  tests  did  you  subject  them  to? 

A.     I  put  them  in  a  refrigerator  and  brought 

them  down  to  a  low  temperature  and  hit  them  with 

a  bar — I  subjected  them  to  impact.  I  also  put  them 

on  our  automobiles  and  watched  the  performance  of 

each  individual  one."  [495] 
***** 

Mr.  Kirschstein:    Page  110,  line  4. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Sidney  Coleman  as  follows:) 

"Q.  You  referred  to  problems  and  defects  you 
noticed  [496]  with  metal  frames,  metal  battery 
hold-down  frames.  A.     Yes. 

Q.     Would  you  state  what  those  were? 

A.  Well,  having  been  in  the  industry  for  many 
years  in  the  electrical  field  I  knew  the  defects  of 
the  metal  hold-down  and  the  advantages  that  one 
could  have  if  he  could  correct  them. 

Q.     What  were  the  disadvantages  ? 

A.  Well,  a  metal  hold-down  is  veiy  rigid  and 
digs  into  the  storage  battery,  corrodes,  is  a  con- 
ductor of  electricity 
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Q.  Are  there  any  bad  effects  from  the  corrosion, 
Mr.  Coleman? 

A.  And  the  corrosion  that  occurs  creates  a  flak- 
ing of  the  corrosion  which  is  picked  up  by  the  fan 
and  sulphuric  acid  is  blown  all  over  the  automobile, 
which  affects  the  voltage  regulators,  the  fuel  pumps, 
etc. 

Q.     Go  ahead. 

A.  A  plastic  battery  hold-down  would  not  adhere 
to  the  battery,  would  be  good  for  the  storage  bat- 
tery, would  not  carry  current  electrically  across  the 
battery,  and  would  expand  and  contract  at  the  same 
ratio  as  the  battery  itself  does. 

Q.     Go  ahead. 

A.  The  battery  life  is  greatly  increased  with  a 
plastic  [497]  battery  hold-down. 

Q.  What  were  the  characteristics  that  you  felt 
the  plastic  battery  hold-down  frame  had  to  have? 

A.  Well,  it  first  had  to  be  flexible  and  it  had  to 
withstand  both  heat  and  cold,  it  had  to  be  strong 
enough  to  hold  the  battery  down,  and  it  had  to  be 
elastic  enough  to  allow  the  battery  to  expand  and 
contract  without  bringing  any  undue  pressure  on  the 
battery  and  it  also  had  to  contain  the  current  elec- 
trically. 

Q.     Within  the  battery  itself? 

A.     Without  allowing  it  to  discharge. 

Q.  You  mean  it  should  not  be  a  conductor  of 
electricity A.     That's  right. 

Q.     Is  that  right?  A.     That's  right. 

Q.     Hovn^  about  the  corrosion  problem? 
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A.  Plastics  are  non  —  are  impervious  to  corro- 
sion. 

Q.     That  is  what  you  wanted? 

A.     That  is  what  I  wanted. 

Q.  I  believe  that  you  testified  that  in  the  late 
40's  you  had  been  working  at  different  automotive 
plastic  materials  ?  A.     That's  right. 

Q.  Did  you  have  occasion  to  familiarize  yourself 
[498]  generally  and  physically  with  what  they  were 
like? 

A.     Yes. 

Q.     What  did  you  do  mth  them  sometimes? 

A.  In  order  to  determine  what  plastic — a  unit 
was  made  up  of  we  would  determine  the  factor  by 
taking  a  match  and  lighting  it  and  appljring  it  to 
the  plastic  and  determine  by  the  odor  what  the  plas- 
tic material  was. 

Q.  Did  you  ever  try  to  break  plastic  articles  or 
squeeze  theim  to  see  what  tlieir  physical  character- 
istics were? 

A.  Yes.  We  did.  We  knew  that  polystyrene  was 
very,  very  brittle.  It  would  break  on  impact.  We 
knew  that  polyethylene  had  a  great  deal  of  elasticity 
and  could  be  squeezed. 

Q.  These  were  things  you  learned  in  just  haji- 
dling  the  material? 

A.  Just  by  being  in  the  business  and  being  as- 
sociated with  the  items. 

Q.  Did  you  know  that  plastic  powders  were  and 
are  sometimes  mixed?  A.    Yes.  I  did. 
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Q.  Did  you  know  that  at  the  time  in  the  late 
40 's,  Mr.  Coleman?  A.    Yes.  I  did. 

Q.  When  you,  I  believe  you  said,  January,  1951, 
you  saw  this  plastic  cigarette  case  in  the  Van  Erode 
[499]   laboratory A.     Yes. 

A.  I  believe  you  testified  you  handled  it,  is  that 
right?  A.     Yes.  I  did. 

Q.  What  was  the  significance  of  your  contact 
with  that  item? 

A.  Well,  it  had  tensile  strength  and  it  had  elas- 
ticity and  it  came  to  me  that  this  was  the  thing  that 
I  needed  to  put  into  the  hold-down 'to  give  me  what 
I  was  looking  for. 

Q.     Put  into  what,  specifically? 

A.     Polystyrene. 

Q.     What  did  you  do  after  that? 

A.  I  ran  over  to  Mr.  Fritsch  and  I  got  all  excited 
like  a  little  boy  would.  I  said,  "Eric,  I  got  it."  He 
said,  "You've  got  what?"  I  said,  "I  think  I've  got 
the  answer  that  I've  been  trying  to  get."  And  I  ex- 
plained to  him  in  detail,  and  you  know  how  Vice 
Presidents  are — usually  very  non-committal.  They 
expect  guys  like  me  in  the  sales  field  to  be  a  little 
eccentric.  He  said,  "So  what?"  I  said  "I  want  to 
get  some  of  the  material."  He  said,  ''Co  ahead." 

Q.     Then  you  got  some? 

A.     Then  I  got  some. 

Q.     Where  did  the  polystyrene  come  from? 

A.  We  had  thousands  of  poimds  of  it  in  our 
plant  in  [500]  the  manufacture  of  other  items  that 
we  were  making. 
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Q.  As  I  recall  your  testimony  you  mixed  some 
polystyrene  and  the  Darex  copolymer  number  3 
yourself  in  the  laboratory  or  some  was  mixed  in 
Van  Brode's  laboratory,  is  that  right?' 

A.     That's  right." 

Mr.  Kirschstein:    Page  119,  line  8. 

No.  Page  130,  line  15. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Sidney  Coleman  as  follows:) 

"Q.  When  did  you  find  that  your  material  ex- 
panded and  contracted  at  the  same  ratio  as  the 
substitute  hard  rubber  of  the  ]>attery  case? 

A.     When  it  was  tried. 

Q.    Was  that 

A.  When  we  put  them  on  test  in  February  of 
1951. 

Q.    February  of  1951?  A.     That's  right. 

Q.    You  did  not  know  it  before  that? 

A.     No. 

Q.  What  tests  did  you  make  to  determine  that 
ratio  ? 

A.  Well,  we  made  a  comparison  test.  A  metal 
hold-down  on  a  battery  six  months  old  or  more  will 
dig  into  the  side  of  the  case.  A  plastic  hold-down 
on  a  battery  will  not  [501]  dig  into  the  side  of  the 
case. 

Q.    What  other  tests? 

A.     Those  were  the  only  tests. 

Q.  I  take  it  you  took  an  old  battery  frame  and 
took  the  frame  off  and  saw  that  it  dug  in  and  then 
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you  took  a  batteiy  of  which  you  placed  one  of  your 

frames  and  you  found  you  didn't  dig  into  if? 

A.  No.  We  started  with  two  cars — ^^vith  two  bat- 
teries. 

Q.     Go  ahead. 

A.  One  had  a  metal  frame  and  one  had — we  put 
on  a  plastic  f  rame^ — brand  new  automobiles.  In  three 
months  we  saw  where  the  metal  frame;  had  dug  into 
the  metal  case. 

Q.    Was  that  one  ? 

A.  It  was  more  than  one.  A  dozen  in  every  case, 
except  with  very  few  exceptions. 

Q.  What  were  the  controls  you  placed  on  that 
test?  Who  watched  the  batteries?  A.     I  did. 

Q.     Where  did  you  keep  the  batteries  ? 

A.     They  belonged  to  employees. 

Q.  They  were  not  under  your  constant  siiper- 
vision?  A.     That's  right. 

Q.  Periodically  they  were  driven  in  personal 
automobiles?  A.     That's  right.  [502] 

Q.     What  are  the  names  of  the  employees? 

A.     I  can  give  them  to  you. 

Q.    Will  you  get  me  those  names? 

A.     Adolph  Wheaty. 

Mr.  Halle:  Would  you  furnish  those  names  to 
us,  Mr.  Kirschstein? 

A.    Yes.  We  can  give  them  to  you. 

Mr.  Kirschstein:  I  will  have  Mr.  Coleman  tell 
me  the  names  and  I  will  furnish  them. 

Q.     Do  you  know  the  condition  of  each  one  of 
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the  batteries  when  you  first   started  making  the 

tests,  Mr.  Coleman'? 

A.    We  tested  them  on  new  automobiles. 

Q.     Brand  new  automobiles? 

A.     That's  right. 

Q.    Brand  new  batteries  1 

A.     That's  right. 

Q.     How  long  would  you  test  run? 

A.     Three  or  four  months. 

Q.     Three  or  four  months  from  February,  1951? 

A.     That's  right. 

Q.  You  concluded  your  test  in  May  or  Jmie  of 
1951,  is  that  right? 

A.  Not  only  did  we  conclude  oiu"  test — ^that  this 
is  an  accepted  standard  in  the  industry  that  can  be 
verified."  [503] 

Mr.  Kirschstein:    Page  137,  line  17. 

(Whereupon  counsel  resiuned  reading  of  the 
deposition  of  Sidney  Coleman  as  follows:) 

"Q.  Who  informed  you  that  plastic  powders  were 
being  mixed?  A.     Mr.  Colarusso. 

Q.     That  was  prior  to  January  1,  1951  ? 

A.     That's  right. 

Q.  When  did  you  first  learn  that  you  could  mix 
polystyrene  with  a  copolymer?  After  buna  S? 

A.     I  didn't  know  that  it  contained  buna  S. 

Q.     You  know  now,  don't  you?  A.     Yes. 

Q.  When  did  you  first  learn  that  a  powder  of 
polystyrene  could  be  mixed  with  a  powder  of  buna. 
S? 
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A.  I  asked  Mr.  Colarusso  whether  this  could  ])e 
mixed  with  polystyrene  and  he  said,  yes. 

Q.  He  told  you  that  on  or  about  January  1,  1951, 
is  that  right? 

A.  After  then,  some  time  in  February.  Shortly 
after  I  saw  the  cigarette  case." 

Mr.  Kirschstein:     Skipping  to  line  12. 

(Whereupon  counsel  resumed  to  the  reading 
of  thei  deposition  of  Sidney  Coleman  as  fol- 
lows:)  [504] 

''Q.  When  you  said  you  asked  Mr.  Colarusso, 
just  what  did  you  ask  him? 

A.  I  said,  "Gus,  will  these  two  powders  mix?" 
And  he  said,  "Yes." 

Q.     Which  two  powders? 

A.  The  cigarette  case  that  I  had  in  my  hand, 
which  I  showed  him  and  the  polystyrene.  In  fact 
I  tried  to  mix  before  that,  without  even  consulting 
with  him,  polystyrene  and  polyethylene,  and  I  had 
a  very  serious  chemical  reaction. 

Q.  When  you  asked  Mr.  Colainisso,  can  I  mix 
polystyrene  powder  that  this  cigarette  case  is  made 
out  of,  what  he  tell  you? 

A.  He  told  me  I'll  check  it  and  I'll  let  you  know\ 
He  came  back  and  told  me,  "Go  ahead,  you  can  mix 
it." 

Q.     How  long  did  it  take  him  to  check  it? 

A.  It  didn't  take  him  long  at  all.  A  couple  of 
days. 

Q.  Do  you  know  whether  he  made  any  experi- 
ments, Mr.  Coleman? 
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A.  I  tliink  he  checked  with  somebody  from  a 
factory.  I  don't  know  from  where  he  got  his  infor- 
mation. After  all  he  is  a  chemist  and  I  have  to  buy 
what  he  tells  me. 

Q.  Even  when  Mr.  Colarusso  told  you  this  you 
did  not  know  the  composition  of  the  different  pow- 
ders, is  that  right?  A.     No.  I  didn't.  [505] 

Q.  Did  you  show  the  cigarette  case  which  you 
received  from  the  Dewey  &  Almy  Company  as  a 
sample  to  Mr.  Colarusso?  A.     Yes. 

Q.  When  you  showed  it  to  him,  Mr.  Coleman, 
what  did  you  say  to  him? 

A.     I  said  to  him,  "Gus,  this  has  got  the  quality 

that  I  think  I  can  use  in  the  hold-down.  Can  I  put 

this  with  polystyrene  and  will  it  work?"  And  he 

said,  "I'll  have  to  check,  and  I'll  let  you  know." 
*  *  *  *  * 

(Whereupon  counsel  commenced  reading  the 
deposition  of  Erich  Fritsch  as  follows:) 

ERICH  FRITSCH 

"Direct  Examination  by  Halle: 

"Q,  Mr.  Fritsch,  are  you  employed  by  Van  Erode 
Milling  Co.,  Inc.?  A.     I  am. 

Q.     And  they  are  the  plaintiff  in  this  action? 

A.     That  is  correct. 

Q.     What  is  your  capacity  with  that  company? 

A.  I'm  the  executive  vice  president  and  general 
manager  of  Van  Erode  Milling  Co. 

Q.    Are  you  also  a  director? 

A.    I  believe  I  am. 
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Q.    And  are  you  a  stockholder? 

A.    I  am  not. 

Q.  Are  you  generally  familiar  with  the  facts 
[507]  concerning  this  lawsuit  *?  A.    I  am." 

Mr.  Halle:  Then  I  asked  that  the  suit  patent  be 
marked  as  Exhibit  A  on  the  deposition. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Erich  Fritsch  as  follows:) 

''Q.  I  hand  you  Defendant's  Exhibit  A,  which  is 
a  copy  of  U.  S.  Patent  number  2710660  and  ask  you 
if  you  know  the  inventor  named  therein,  Sidney 
Coleman?  A.     I  do." 

Mr.  Halle:  Turn  to  page  16,  please.  Reading  at 
line  3. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Erich  Fritsch  as  follows :) 

''Q.  Now,  did  you,  at  any  time,  ever  become 
acquainted  with  tlie  material  that  Mr.  Coleman  used 
— did  Mr.  Coleman  ever  show  you  a  model  of  an 
item  manufactured  in  accordance  with  Defendant's 
Exhibit  A? 

A.    I  believe  he  showed  me  a  wooden  model. 

Q.  And  was  that  made  out  of  several  parts  nailed 
together?  A.     Nailed  or  laminated. 

Q.  Was  that  at  the  first  conversation  that  [508] 
you  had  with  him  concerning  the  item? 

A.    No. 

Q.     Later   on?  A.    Yes. 

Q.  Was  it  after  the  application  for  the  patent 
was  filed?  A.     Before. 
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Q.  At  that  time,  did  Mr.  Coleman  tell  you  what 
material  he  plamied  to  make  the  item  out  of? 

A.  He  told  me  he  was  going  to  make  it  out  of 
plastic. 

Q.  Did  he  mention  the  name  of  any  company 
that  he  Avould  purchase  the  plastic  from? 

A.     No  he  did  not. 

Q.  Did  Mr.  Coleman  ever  make  a  production 
model  of  the  item  ?  A.     He  himself  ? 

Q.    Yes.  A.     He  did  not. 

Q.     Did  your  company'?  A.    We  did. 

Q.  When  did  you  make  your  first  production 
model  ? 

Mr.  Kirschstein:  I  direct  the  witness  not  to  an- 
swer. 

Q.  Did  your  company  make  the  first  production 
model?  A.     We  did.  [509] 

Q.  And  was  it  at  the  direction  of  Mr.  Sidney 
Coleman  ? 

A.  Mr.  Coleman  had  no  power  to  direct  us  to 
make  that  production  model.  We  decided  we'd  want 
to  make  a  production  model. 

Q.  And  was  it  made  by  employees  of  your  com- 
pany? 

A.  The  production  model  was  not  made  by  em- 
ployees of  Van  Erode  Milling  Co. 

Q.    Who  was  it  made  by? 

A.     Kaskadusa  Tool  Co." 

Mr.  Halle :    Page  19,  line  3. 

(Wliereupon  counsel  resumed  the  reading  of 
the  deposition  of  Erich  Fritsch  as  follows:) 
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"Q.  Did  Mr.  Coleman  supervise  the  manufac- 
ture of  the  first  miit  in  your  organization 

A.  What  do  you  mean  by  supervised?  Mr.  Cole- 
man has  no  knowledge  of  how  to  run  a  molding 
machine  so  therefore  he's  not  qualified  to  supervise. 

Q.  What  did  Mr.  Coleman  do,  if  anything  at  all, 
in  connection  with  making  the  first  unit  at  your 
plant  on  Cameron  Street  in  Clinton,  Massachusetts? 

A.  He  came  in  with  this  item  as  we  discussed. 
We  had  a  mold  made.  The  question  of  materials 
were  recommended  by  Mr.  Coleman  who  had  been 
in  touch  with  a  number  of  plastic  manufacturers 
who  manufacture  molding  powder  such  as  [510] 
Bakelite,  Monsanto,  Dow  Chemical  Company. 

Q.  And  did  he  also  consult  with  the  Dewey  and 
Almy  Co.  ?  A.     I  believe  he  did. 

Q.  And  as  a  result  of  those  consultations  did  he 
bring  in  a  material  for  you  to  use  ? 

A.  He  brought  in  a  material  that  he  recom- 
mended we  use." 

Mr.  Halle:    Page  22,  line  1. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Erich  Fritsch  as  follows:) 

"Q.  And  some  of  the  work  was  done  in  your 
laboratory  ? 

A.  Some  was  probably  done  in  our  laboratory. 
Our  molding  laboratory  had  to  waste  some  time  on 
our  molding  machines.  It  didn't  mold  properly, 
and  so  forth." 

Mr.  Halle:    Skip  down  to  line  14. 
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(Whereupon  coimsel  resumed  the  reading  of 
the  deposition  of  Erich  Fritsch  as  follows:) 

"Q.  Did  there  come  a  time  when  Mr.  Coleman 
told  you  to  order  material  from  a  particular  com- 
pany ? 

A.  He  would  not  tell  us — he  would  recommend. 
There's  a  little  difference.  After  all,  he's  not  em- 
ployed by  Van  Erode  Milling  Co.  He  can  only 
suggest. 

Q.  Weren't  these  services  performed  for  you  as 
a  paii:  of  your  general  arrangement  with  Mr.  Cole- 
man? [511] 

A.  Actually,  Mr.  Coleman  was  not  receiving  a 
cent  wliile  this  was  being  done. 

Q.  Why  don't  you  answer  my  question?  Do  you 
know  whether  Mr.  Coleman  was  performing  these 
services  as  a  gift  or  as  part  of  his  arrangement 
with  you  ?  A.     Part  of  our  arrangement. 

Q.  Whether  he  direicted  or  suggested  you  to  do 
something,  did  there  come  a  time  when  he  named 
a  certain  company  to  purchase  powder  from  to  make 
the  unit  of  the  plastic  battery  hold-down  frame? 

A.    Yes. 

Q.     What  was  the  name  of  that  company? 

A.     I  believe  it  was  Dewey  and  Almy. 

Q.  Did  he  show  you  anything  in  support  of 
his  recommendation  to  purchase  the  powder  from 
Dewey  and  Almy? 

A.  He  showed  me  a  finished  hold-down  that  was 
made. 

Q.     That  was  after  you  had  made  the  mold? 
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A.     After  we  had  made  the  mold. 

Q.  In  other  words,  the  mold  was  made  first  and 
at  the  time  the  mold  was  made,  the  choice  of  ma- 
terial was  still  in  doubt  1 

A.  I  have  no  way  of  knowing.  We  ordered  the 
mold  and  then  we  saw  the  plastic  material  that  was 
used  ]>y  Dewey  and  Almy  and  whether  he  had  a 
plastic  material  before,  I  don't  know.   [512] 

Q.  I'm  asking  you  if  you  knew  of  a  plastic  ma- 
terial at  the  time  the  mold  was  made? 

A.     I  did  not. 

Q.  The  various  materials  tested  were  tested  in 
the  mold  made  at  Kaskadusa  Tool  Co.  ? 

A.     That's  correct. 

Q.  And  at  that  time,  you  had  only  one  mold,  is 
that  correct?  A.     One  mold. 

Q.  Do  you  know  how  long  it  took  from  the  time 
that  you  received  the  mold  from  Kaskadusa  Tool 
Co.  until  you  had  decided  on  the  material  of  the 
Dewey  and  Almy  Co.  ? 

A.  I  think  as  soon  as  the  mold  arrived,  the  mate- 
rial was  on  hand  to  be  tested. 

Q.  Well,  you  also  had  other  materials  at  that 
time,  to  test?  A.     Probably. 

Q.  Now,  how  long  was  it  until  you  made  the  de- 
cision, after  the  testing  period,  to  use  the  Dewey 
and  Almy  material? 

A.     I  can't  recall  the  exact  time. 

Q.     Was  it  a  matter  of  some  weeks? 

A.    Maybe  a  couple  of  weeks.  That  they  were 
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going  to  be  the  source  of  supply  or  that  we  were 

going  to  purchase  some  material  from  them  ? 

Q'.     That's  right. 

A.     I  have  to  say  I  imagine — ^I  don't  know — it 

was  [513]  within  a  couple  of  weeks,  because  we  were 

very  anxious  to  see  what  this  item  was  going  to  be." 
***** 

"Q.  I'm  directing  your  attention  to  the  time 
when  the  mold  was  delivered  to  your  company  from 
the  Kaskadusa  Tool  Co.,  and  I  understand  that  at 
that  time  you  had  powders  from  several  different 
companies  to  test  on  that  mold  in  making  the  bat- 
tery hold-down  frames.  I  also  understand  that 
within  a  period  of  a  few  weeks  your  company  made 
a  decision  to  use  the  Dewey  and  Almy  product  in 
making  that  unit?  A.     Yes. 

Q.  At  that  time,  did  you  find  that  any  other 
powder  made  by  other  companies  or  company  was 
satisfactory  for  your  purpose  ? 

A.  All  I  can  tell  you  is  that  after  a  period  of 
time,  Dewey  and  Almy  was  found  to  be  unsatisfac- 
tory, very  shortly  thereafter. 

Q.  And  you  then  substituted  Dewey  and  Almy 
powder  with  [514]  a  different  powder'? 

A.  I  don't  know  whether  they  used  Dewey  and 
Almy's  with  somebody  else's.  I  don't  know. 

Q'.  But  at  any  rate  the  battery  hold-down  frame 
made  with  the  Dewey  and  Almy  powder  alone  was 
not  satisfactory? 

A.  It  did  not  give  us  what  we  were  looking  for 
in  a  good  well-rounded  item." 
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Mr.  Halle :    Turn  to  page  28,  please,  line  16. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Erich  Pritsch  as  follows:) 

"Q.  And  did  you  find  that  in  the  original  bat- 
tery frames  there  was  a  weakness  in  construction? 

A.  In  the  original  frame,  there  was  a  weakness 
in  construction."  [515] 

4&     -9^     *     *     * 

"Q.  Did  Coleman  ever  give  your  company  a  writ- 
ten formula  for  a  plastic  for  the  material  for  a 
plastic  battery  hold-down  frame? 

A.  I  don't  know  of  any  written  formula."  [517] 
*  *  *  ♦  * 

"Q.  I  believe  you  testified  on  October  11,  1957, 
that  the  present  practice  of  your  company  is  to  mix 
one  of  these  powders,  some  Bakelite  powder  or 
Monsanto  powder,  with  some  other  materials  in 
molding.  Mr.  Coleman  testified  that  you  used  the 
powder  as  you  receive  it  from  the  supplier,  without 
any  change  other  than  to  mold  it  into  a  battery 
frame.  Now,  do  you  know  which  is  the  correct 
answer  ?  A.    Yes. 

Q.    Which? 

A.  We  mix  both.  We  use  two  materials  and 
they  are  mixed.  Mr.  Coleman  was  in  error.  In 
fact,  last  night  was  the  last  time  I  had  seen  him. 
I  asked  him  "How  come  you  said  that?";  and  he 
said  "I  never  said  that."  He  was  in  error  then. 
He  didn't  think  he  was  making  such  a  statement. 


Cox  Air  Gauge  System,  Incorporated       407 

(Deposition  of  Erich  Fidtsch.) 

Q.  He  may  not  have  thought  so,  but  that  is 
what  he  said;  that  is  what  my  recollection  is. 

A.     Well,  that  is  what  the  testimony  reads. 

Q.  But,  at  any  rate,  whether  he  said  it  or 
didn't  say  it,  the  correct  thing  would  be  to  say 
that  it  is  mixed  with  some  other  material? 

A.  Our  xDresent  hold-down  is  made  of  at  least 
two  materials. 

Q.  Would  that  be  a  mixture  of  Monsanto  and 
Bakelite? 

A.  Do  I  have  to  answer  that"?  These  are  trade 
secrets  of  current  nature,   I  feel. 

Q.     You  claim  a  privilege  of  a  trade  secret? 

A.     On  technique,  sure."   [519] 
***** 

Mr.  Kirschstein:  Going  back  to  page  27,  line  1. 
(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Erich  Fritsch  as  follows:) 

"Q.  And  the  sale  of  the  first  unit,  was  that  a 
unit  made  with  the  Dewey  and  Almy  powder? 

A.     I  believe  it  was. 

Q.  Was  it  after  that  date  that  you  found  that 
the  Dewey  and  Almy  powder  was  not  entirely  sat- 
isfactory ? 

A.  Now,  whether  at  that  time,  we  also  had  an- 
other material,  I  can't  answer  because  there's  no 
question  that  we  had  some  Dewey  and  Almy  mate- 
rial in  the  beginning. 

Q.  What  I'm  trying  to  do  is  refresh  your  recol- 
lection. 

A.     We  did  sell  some  items  with  Dewey  and  Almy 
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powder.    These  items  might  have  been  made  prior. 
I  know  nothing  was  [532]  sold  because  no  invoice 
was  made — I  talk  about  a  sale,  I  mean  actually 
shipped  out — until  the  beginning  of  1952. 

Q.  Now,  taking  the  first  sale  as  a  ]ooint  of  ref- 
erence, does  it  refresh  your  recollection  as  to  the 
date  when  your  company  discovered  that  the  Dewey 
and  Almy  powder  alone  was  not  entirely  satisfac- 
tory? 

A.  The  date?  I  didn't  look  at  the  date.  It 
wouldn't  mean  anything  to  me  particularly. 

Q.  The  one  thing  doesn't  relate  itself  in  your 
mind  to  the  other?  A.     No. 

Q.  Well,  would  you  say  that  the  item  was  proved 
imsatisf actory  after  you'd  had  some  sales  experience 
with  it? 

A.  I  think  it  was  a  question  of  testing  and  con- 
tinually testing — put  them  on  a  car  in  cold  weather. 
I  know  I  had  them  on  my  car. 

Q.     And  was  that  during  the  winter  of  1951-52? 

A.     I  would  say  so. 

Q.  Can  you  recall  which  month  you  had  it  on 
your  car?  A.     I  don't  recall  the  months. 

Q.     It  was   during  freezing  weather? 

A.     It  was  during  cold  weather. 

Q.  Did  you  find  that  the  battery  frames  con- 
tracted in  cold  weather?  A.     No.   [533] 

Q.  What  did  you  find  was  unsatisfactory  wdth 
them? 

A.     It  w^as  an  acceptable  item,  however  it  could 
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stand   improvement.      We    changed   the    structure, 

made  certain  parts  stronger." 

Mr.  Kirschstein:    Page  33,  line  18. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Erich  Fritsch  as  follows:) 

"Q.  Did  you  receive  returns  of  battery  hold- 
do\^^l  frames  during  the  period,  1952? 

A.     I  don't  think  so. 

Q.     No  frames  were  returned? 

A.     I  don't  know  of  any. 

Q.  You  don't  know  of  any  frame  being  returned 
because  it  was  unsatisfactory? 

A.     I,  myself,  don't  know  of  that. 

Q.     Who  would  know  that? 

A.  I  think  we'd  have  to  check  if  there's  any  re- 
turns in  the  accounts  receivable  or  Mr.  Coleman 
would  know.  Let  me  modify  that  in  one  way.  If 
an  account  went  out  of  business  and  merchandise 
was  returned,  certainly,  there  must  have  been  a 
refusal,  but  I,  myself,  don't  know  of  any  specific 
return. 

Q.  Mr.  Coleman  would  be  the  man  to  know  if 
there  were  any  returns  because  the  material  was 
imsatisf  actory  ? 

A.  I  imagine  so.  I  don't  recall  of  any  complaint 
from  [534]  the  outside  of  our  material  being  un- 
satisfactory." 

Mr.  Kirschstein:    Page  40,  line  19. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Erich  Fritsch  as  follows:) 
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"Q.  Did  Mr.  Coleman  ever  give  you  a  sketch 
of  a  plastic  battery  hold-down  frame? 

A.     To  me,  personally? 

Q.     To  your  company?  A.     Probably." 

Mr.  Kirschstein:    Page  66. 

There  are  some  exhibits  here  that  I  think  we 
want.    Did  you  mark  Exhibit  L? 

Mr.  Halle:     No. 

The  Court:    You  can  mark  them  now. 

Mr.  Kirschstein:  This  is  Defendant's  Exhibit  L 
in  this  deposition,  which  I  am  having  marked  now 
as  a  plaintiff's  exhibit. 

The  Clerk:    Plaintiff's  Exhibit  86. 

The  Court:     All  right. 

(The    exhibit   referred    to    was    marked    as 
Plaintiff's  Exhibit  No.  86  for  identification.) 

The  Court :    What  is  this,  roughly  ? 

Mr.  Kirschstein:  Invoices  from  the  Dewey  and 
Almy  [535]   Company. 

The  Court:  I  presume  that  is  to  establish  the 
date  which  Mr.  Coleman  didn't  know? 

Mr.  Kirschstein:  It  is  to  establish,  your  Honor, 
the  quantity  of  powder  that  was  bought  from  Dewey 
and  Almy  and  actually  used  in  frames. 

The  Clerk:  Plaintiff's  Exhibit  86  is  marked  for 
identification. 

The  Court:    All  right. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Erich  Fritsch  as  follows :) 

"Q.  I  hand  you  Defendants'  Exhibit  L  for  iden- 
tification, Mr.  Fritsch.  These  are  papers  which  your 
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counsel  has  furnished  to  us  in  reply  to  a  request 
made  for  records  concerning  the  Dewey  and  Almy 
Chemical  Company.  Did  you  furnish  these  papers  to 
your  counsel?  A.     I  have. 

Q.     Who  made  the  search  for  these  papers? 
A.     I  directed  Mr.  Crossley,  and  a  girl  in  corre- 
spondence, a  stenographer,  to  look  in  the  general 
file  for  them. 

Q.     When  was  that  search  made? 
A.     Prior  to  my  last  testimony. 
Q.     That  is,  prior  to  October  11,  1957? 
A.     In  other  words,  when  we  were  requested  to 
bring  whatever  files  we  had  available.  [536] 

Q.  Now,  in  this  exhibit  there  are  some  letters 
from  Dewey  and  Almy  Chemical  Company  to  Mr. 
Colarusso'  of  your  organization.  There  are  other  let- 
ters between  your  organization  and  Dewey  and 
Almy  Chemical  Company.  There  are  invoices  for 
the  purchase  of  Darex  copolymer  No.  3.  Do  the 
invoices  contained  in  this  exhibit  represent  the  total 
purchase  of  Darex  copolymer  No.  3  for  battery  hold- 
down  frames  by  your  company? 

A.  These  are  all  we  have  been  able  to  find,  yes, 
sir." 

Mr.  Kirschstein:    Page  69,  line  9. 
I  need  the  other  exhibits  for  this. 
Mr.  Halle:    Do  you  just  want  to  establish  a  date 
of  purchase? 

I  will  stipulate  that  and  we  can  save  some  time 
that  way. 

Mr.  Kirschstein :    Your  Honor,  we  are  stipulating 
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that  the  first  order  by  the  plaintiff  from  the  Bake- 

lite  Company  was  June  18, 1952. 

Mr.  Halle:    It  is  so  stipulated. 

The  Court:    All  right. 

Mr.  Kirschstein:  And  the  first  order  from  the 
Monsanto  Company  was  on  August  12,  '52. 

Mr.  Halle :    So  stipulated. 

The  Court:    All  right. 

This  Exhibit  86,  the  invoices,  would  indicate  [537] 
November  2,  1951.  40  bags,  I  think.  I  don't  know 
what  that  means.  "14 — 40  bags  Darex  Copolymer 
No.  3  (36  bags — back  ordered)" — ^what  does  that 
mean  ? 

Mr.  Kirschstein :  I  don't  really  know,  your  Honor. 
I  put  the  exhibit  in  to  demonstrate  the  quantity 
of  powder  that  was  purchased  from  the  Dewey  & 
Almy  Company. 

The  Court:    All  right. 

Mr.  Kirschstein:  Mr.  Miller  tells  me  that  what 
that  means  is  they  made  an  incomplete  delivery  the 
first  time  and  they  were  completing  it. 

The  Court:  There  are  several  invoices,  however. 
That  is  one  of  them,  November  2nd.  The  price 
$257.60. 

And  then  there  is  one  dated  October  22nd,  evi- 
dently they  go  backwards,  giving  10  bags,  price 
$184.00. 

And  then  there  are  letters,  and  then  there  is  an- 
other one,  November  8,  1951,  40  bags,  and  29  bags, 
$533.60. 

Then  a  receipt  follows,  and  then  another  order, 
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Noveml)er  8,  '51,  seven  40-pound  bags,  $128.89,  and 
then  a  receipt  for  those.  And  then  another  receipt, 
and  the  rest  is  correspondence  relating  to  them. 

Mr.  Kirschstein:  I  would  like  to  explain  that 
the  reason  for  this  is  that  Mr.  Coleman  was  mis- 
taken as  to  how  soon  the  Darex  was  stopped  being 
used 

Mr.  Halle:  Are  you  putting  that  in  to  impeach 
your  own  witness?  [538] 

Mr.  Kirschstein:    No.  I  am  making  a  statement. 

The  witness  at  the  time  didn't  testify  from  rec- 
ords, and  it  turned  out  the  material  had  been  used 
a  year  longer. 

The  Court:    That  is  all  right. 

Mr.  Kirschstein:  In  reading  the  depositions  the 
way  they  were  read,  an  erroneous  impression  was 
created,  and  that  is  why  I  am  taking  the  time  to 
show  your  Honor  how  much  was  used. 

The  Court:  It  was  quite  apparent  that  he  was 
testifying  from  memory  and  didn't  have  it,  and  if 
these  had  been  presented  to  him  later  on,  he  would 
have  identified  them. 

That  is  not  impeaching  one's  own  witness;  it  is 
merely  supplying  a  deficiency  in  a  witness'  testi- 
mony due  to  the  fact  that  he  didn't  have  the  rec- 
ords before  him. 

Mr.  Kirschstein :    That  is  exactly  it,  your  Honor. 

The  Court:    All  right. 

Mr.  Kirschstein:  Page  77,  starting  with  the  an- 
swer on  line  5: 

"We  use  Bakelite  material" 
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The  Court:  You  gentlemen  have  been  using  these 
depositions  back  and  forth,  and  there  is  no  record 
made  that  either  of  you  were  resorting  to  43(b), 
so  the  ordinary  rules  don't  apply.  We  presume  that 
all  witnesses  speak  verity,  and  you  introduce  them 
for  whatever  purpose  they  are  material.  That  is  of 
course  the  danger  of  a  deposition.  [539] 

When  you  have  live  witnesses,  you  can  protect 
yourself  against  a  statement  by  an  opponent  by 
calling  him  under  43(b),  and  you  can  contradict 
him. 

I  merely  wanted  to  see  what  the  object  of  this 
group  of  letters  was. 

Mr.  Kirschstein:  That  exhibit  shows  how  much 
was  actually  used. 

The  Court:  Evidently  a  large  quantity,  begin- 
ning in  October. 

Mr.  Halle :  But,  of  course,  a  lot  of  it  was  wasted, 
because  they  couldn't  mix  it,  your  Honor. 

Mr.  Kirschstein:    I  object  to  that  statement. 

The  Court:  I  pay  no  attention  to  statements  of 
counsel  that  are  comments  on  the  evidence. 

I  think  you  have  done  pretty  well,  so  let's  keep 
that  up. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Erich  Fritsch  as  follows :) 

"A.  We  use  Bakelite  material  and  we  use  Mon- 
santo's  material,  the  two  purchase  orders  herein 
covered,  covering  the  first  purchases  from  each  com- 
pany. 
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Q.  How  long  have  you  been  using  those  mate- 
rials in  that  fashion? 

A.     Since  about  1952. 

Q.  That  was  when  you  stopped  using  the  Dewey 
and  Almy  material?  [5540]  A.     That  is  true. 

Mr.  Kirschstein:  I  think  it  should  be  clear  that 
he  means  that  is  when  he  stopped  using  the  Dewey 
and  Almy  material  as  a  modifier  for  polystyrene. 
Isn't  that  what  you  mean? 

The  Witness:  Not  knowing  too  much  about  the 
chemical  properties,  about  the  Dewey  and  Almy 
or  this,  I  know  the  Dewey  and  Almy — ^the  first  pur- 
chase we  ever  made  of  Monsanto  was  in  1952,  so 
sometime  before  this  date,  which  was — ^I  don't  know 
— we  had  to  finish  using  the  materials  that  we  had 
on  hand  previously." 

The  Court:  That  is  evidently  from  Coleman's, 
too,  because  he  spoke  of  the  returns  and  breakages, 
showing  that  this  material  had  been  sent  out  and 
had  come  back  unsatisfactory.  And  this  now  con- 
firms it. 

They  being  thrifty  New  Engianders,  they  wanted 

to  use  the  material  before  they  started  something 

else.  [541] 
***** 

Mr.  Kirschstein:    Page  84,  line  11. 

(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Erich  Eritseh  as  follows :) 
"Q.     Since  we  have  had  a  chance  to  talk  on  Octo- 
ber 11,  and  since  you  have  spoken  to  Mr.  Coleman 
at  various  times  since  then,  have  you  made  any  ef- 
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fort  to  determine  when  you  definitely  stopped  using 
the  Dewey  and  Almy  powder  in  commercial  produc- 
tion'? 

A.  When  we  were  searching  for  the  first  pur- 
chase order — there  is  no  record  of  production  rec- 
ords that  would  indicate  when  one  material  is 
stopped  and  when  one  material  is  started,  so  there- 
fore you  have  to  narrow  it  down  to  when  did  you 
purchase  the  next  material,  and  then  you  have  to 
base  your  assumption  that  when  you  received  the 
new  material  the  old  material  must  have  been  used 
up,  because  we  didn't  throw  it  away. 

Q.  So  that  if  your  first  purchase  of  Monsanto 
material  was  8/6/52 — that  would  be  August  6,  1952 
— and  your  first  purchase  of  Bakelite  was  on  7/8/52 
— I  guess  that  is  July  8,  1952 — it  would  be  fairly 
certain  that  you  didn't  use  either  one  of  those  ma- 
terials prior  to  the  dates  or  purchase?  [542] 

A.     That  is  correct. 

Q.  And  that  all  of  the  frames  shipped  out  be- 
fore then  would  have  been  made  with  the  Dewey 
and  Almy  copolymer  plus  the  polystyrene. 

A.     Sure. 

Q.     I  refer  to  Exhibit  31." 

Mr.  Kirschstein:     That  was  the  sales  analysis. 
(Whereupon  counsel  resumed  the  reading  of 
the  deposition  of  Erich  Fritsch  as  follows:) 

"Q.  I  refer  to  Exhibit  31.  The  first  entry  would 
be  June,  1951  to,  I  believe — what  was  the  end  of 
your  fiscal  year  then? 

A.     I  think  we  were  going  in  May.  Actually,  look- 
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ing  in  the  ledger,  thongh,  of  course,  it  shows  May 
31  or  June  1,  where  this  entry  is  $16,339.35,  right 
here  (indicating)  ;  and  that  is  June  1. 

Q.  And  that  would  represent  shipments  on  or 
before  June  1,  1952  ?  A.     Right. 

Q.  Would  those  figures  of  shipments  show  what 
returns  were  made  on  those  $16,000  worth  of 
frames  'F 

A.     Not  in  this  particular  page. 

Q.     Would  you  have  it  on  another  page '? 

A.  I  see  1951  and  1952  returns,  plastic,  forks, 
knives,  hold-downs,  $470.06. 

Q.  That  does  not  indicate  why  those  returns  were 
made,  does  it?  A.     No. 

Q.  That  figure  is  not  significant  as  to  why  the 
frames  w^ere  returned?  A.     No. 

Q.  Would  it  be  safe  to  say  that  sometime  after 
June  1,  1952,  and  within  a  month  or  two  thereafter 
was  the  time  when  you  stopped  shipping  frames 
made  of  the  Dewey  and  Almy  material  ? 

A.     After  June  1,  1952? 

Q.    Yes. 

A.  That  would  be  rather  hard  to  say,  because — 
since  when  we  brought  in  Bakelite's  material  in 
July — So  there  is  a  possibility  that  we  had  a 
quantity  of  hold-doA^ms  made  on  hand  in  July  of 
1952  of  Dewey  and  Almy.  There  is  no  way  of  de- 
termining that. 

Q.  Do  you  know  how  many  pounds  of  material 
it  takes  to  make  a  frame? 

A.     I  have  an  idea,  yes.  You  can  weigh  it  up. 
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Q.    About  how  much? 

A.     We  weighed  it. 

Q.  In  other  words,  the  weight  of  the  frame 
weighs  approximately  the  same  as  the  weight  of 
the  material  that  goes  into  it?  [544] 

A.  Exactly.  You  might  lose  one  tenth  of  one  per 
cent  in  waste,  or  something  that  is  thrown  away. 

Q.  The  figure  of  about  $16,000  would  be  approxi- 
mately 32,000  frames? 

A.  I  can't  use  that  figure  back  in  1951,  because 
the  price  at  that  time  was  a  lower  price,  you  see, 
so  when  Mr.  Kirschstein  asked  me  what  is  the  aver- 
age price  today,  I  said,  'About  sixty  cents  or  fifty 

cents.'  So  it  varies,  you  see."  [545] 
***** 

ISADOR  MILLER 
recalled  as  a  witness  herein,  having  been  heretofore 
duly  sworn,  was  examined  and  testified  further  as 
follows,  in  rebuttal: 

Direct  Examination 
Q.  (By  Mr.  Kirschstein) :  Mr.  Miller,  if  in 
early  '51  or  1950  you  had  wanted  [551]  to  make  a 
battery  hold-down  frame  of  plastic,  was  there  avail- 
able on  the  market  an  appropriate  plastic  for  you 
to  select? 

A.  No  complete  molding  powder  with  the  neces- 
sary properties  was  available  in  1951. 

Q.  If  you  had  wanted  to  make  such  an  object 
out  of  polystyrene,  and  recognized  the  deficiencies 
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of  polystyrene,  what  would  have  been  your  attack 

on  the  problem? 

A.  Well,  knowing  that  we  required  a  material 
which  had  a  certain  rigidity  or  building  strength, 
as  well  as  elasticity,  I  would  have  endeavored  to 
modify  the  properties  of  the  polystyrene  by  the 
introduction  of  a  plasticizer,  and  in  that  way  hope 
to  arrive  at  a  material  which  would  have  the  proper 
resiliency  and  flexing  strength  for  the  purpose. 
Q.  Is  this  what  the  inventor  did*? 
A.     No,  sir. 

Q.  When  did  the  term  "high  impact  styrene" 
first  come  to  your  attention  ? 

A.  The  term  "high  impact  styrene"  came  to  my 
attention  either  the  end  of  1951  or  early  in  1952,  as 
a  material  available  on  the  market. 

Q.  Do  you  recall  how  it  first  came  to  your  at- 
tention by  any  chance? 

A.  One  of  my  clients  attended  a  meeting  of  the 
Society  of  Plastics  Industry  which,  if  I  remember 
correctly,  took  place  in  December  of  1951,  and  re- 
ported to  me  on  the  subject  [552]  matters  which 
had  been  discussed  and  which  had  come  to  his  at- 
tention at  that  meeting.  That  meeting  I  believe  was 
held  in  Detroit.  He  mentioned  to  me  that  either 
through  a  slip  in  the  course  of  one  of  the  meetings, 
or  at  one  of  the  so-called  receptions  in  the  suite 
of  the  Bakelite  Company,  one  of  their  men  had  let 
slip  a  statement  that  before  very  long  the  Bakelite 
Company  was  going  to  put  upon  the  market  a  high 
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impact  polystyrene  superior  to  anything  which  had 

been  on  the  market  previously. 

Q.  Did  Bakelite  have  high  impact  styrene  in 
1948  ?  A.     They  did  not. 

Q.     Can  you  substantiate  that? 

A.  I  believe  I  can.  I  have  a  ])ook  called  The 
Handbook  of  Plastics,  edited  by  three  men,  Sim- 
mons, Weth  and  Bigelow.  The  Weth  in  this  case 
is  a  former  research  director  of  the  Bakelite  Com- 
pany in  the  Banbrook  plant,  which  is  the  plant 
which  manufactures  their  polystyrene  moldmg  pow- 
ders. The  preface  to  the  book  is  dated  1948.  The 
section  in  the  hook  on  polystyrene  is  written  by  a 
member  of  the  research  department  of  the  Bakelite 
Company. 

In  this  book  there  is  a  section  which  is  on  page 
107  headed  Bakelite  Corporation  Unit  of  Union 
Carbide  and  Carbon  Corporation,  Bakelite  Brand 
Plastics. 

At  the  bottom  of  the  page  starts  the  section  on 
polystyrene  molding  plastics,  and  that  section  does 
[553]  not  mention  a  high  impact  styrene. 

Incidentally,  I  may  say  that  this  section  of  this 
book,  as  is  well  known  to  everybody  who  knows  the 
book — I  am  personally  acquainted  with  two  of  the 
editors — ^this  section  of  the  book  is  practically  noth- 
ing but  a  reprint  of  the  catalogs,  the  catalog  sheets 
of  the  various  manufacturers,  and,  as  I  say,  in  this 
particular  section  which  is  substantially  a  reprint 
of  Bakelite  data  as  given  out  to  the  trade,  there  is 
no  mention  of  high  impact  styrene. 
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In  the  section  on  page  421,  which  is  the  section 
designated  Polystyrene,  next  to  the  title  there  is  a 
number  referring  to  a  footnote,  and  this  footnote 
says  "Prepared  in  cooperation  with  Virgil  May- 
hard,  Bakelite  Corporation."  Mr.  Mayhard  is  not 
personally  known  to  me. 

In  this  section,  also,  where  they  give  the  various 
forms,  where  he  discusses  polystyrene,  its  uses  and 
properties,  there  is  no  mention  of  any  material 
which  he  designates  as  high  impact  polystyrene. 

From  that  I  conclude  that  at  the  time  of  the 
publication  of  this  book,  in  other  words,  in  October 
of  1948,  a  commercial  high  impact  polystyrene  was 
unknown  to  the  Bakelite  Company. 

Q.  When  does  the  term  "high  impact  polysty- 
rene" first  appear  in  Modern  Plastics? 

A.     1952.   [554] 

Q.     Have  you  anything  to  substantiate  that? 

A.     I  have. 

Q.     These  Exhibits  82,  83,  84,  and  85,  I  hand  you. 

A.  These  exhibits,  your  Honor,  are  photostats 
of  the  title  page,  the  index  page  or  pages,  and  the 
page  referring  to  the  properties  of  polystyrene  as 
described  in  these  issues. 

In  the  1949  issue  imder  the  title  "Styrene,"  it 
starts  on  page  20,  "Styrene  Resins" 

Q.  (By  Mr.  Kirschstein)  :  What  exhibit  is  that, 
Mr.  Miller? 

A.  This  is  Exhibit  No.  82.  This  is  the  1949  copy. 
The  index  page  starts  on  page  20.  In  the  third  col- 
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umn  on  the  right-hand  side  there  is  the  title  "Sty- 

rene  Resins." 

The  index  continues  to  the  next  page,  page  21, 
and  I  will  read  the  last  two  entries  on  page  20 
under  "Styrene,"  "Finishing,"  "Foamed,"  "High 
Styrene  Copolymers,"  "Identification  Chart."  The 
term  "high  impact"  does  not  occur  on  that  page. 

In  the  1950  issue,  corresponding 

Q.     What  exhibit  is  that? 

A.  No.  83.  In  the  corresponding  sections  we  have 
"Styrene  Resins,"  reading  in  the  same  way,  "Fin- 
ishing," "Foamed,"  "Heat  Sealing,"  "Identification." 

The  term  "high  impact"  as  a  classification  [555] 
of  styrenes  which  are  to  be  discussed  does  not  ap- 
pear. 

In  Exhibit  No.  84,  which  is  the  1951  correspond- 
ing sheets,  the  index  sheets  on  page  No.  12,  the 
section  "Styrene"  —  under  "Styrene"  we  have 
"Foamed,"  "Glass  Mat,"  "Heat  Resistant,"  "Hous- 
ings, Machine,"  "Lacquers  For,"  "Latex."  The  term 
"high  impact  polystyrene"  as  a  section  to  be  dis- 
cussed does  not  occur. 

In  Exhibit  No.  85,  which  is  the  1952  section,  the 
index  page  No.  15  under  "Styrene"  has  the  terms 
"Foamed,"  "Foamed,  Fabricating,"  "High  Impact, 
Molding,  page  74."  This  is  the  first  issue  in  which 
the  term  "high  impact  polystyrene"  appears  in  Mod- 
em Plastics.  [556] 


***** 


Q.     (By  Mr.  Kirschstein) :    Mr.  Miller,  you  have 
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been  handed  a  copy  of  Defendant's  Exhibit  A,  the 

Goodrich  patent;  are  you  familiar  with  that"? 

A.     I  am. 

Q.  Was  the  modified  polystyrene  described 
therein  known  to  you  in  1951? 

A.     It  was  not. 

Q.  Was  information  as  to  its  composition  avail- 
able to  you  in  early  '51  ?  [559]  A.     It  was  not. 

Q.     Why  is  that? 

A.  This  patent  issued  on  the  11th  day  of  Decem- 
ber 1951,  and  the  subject  matter  therein  described 
w^as  in  the  Patent  Office  and  in  the  Patent  Office 
files,  the  patent  was  imder  prosecution,  and  that  in- 
formation was  not  available  to  me. 

Q.     Have  you  examined  the  claims  of  this  patent? 

A.     I  have. 

Ql     Do  they  relate  to  an  article? 

A.  They  relate  to  an  article,  to  a  molded  battery 
container. 

Q.     Molded  battery  container? 

A.  All  the  claims  read  on  a  molded  battery  con- 
tainer.   There  are  seven  claims  in  the  patent. 

Q.  Does  the  patent  indicate  any  other  use  for 
the  materials? 

A.  In  the  body  of  the  specification  the  patent 
states  that  these  materials  described  in  this  patent 
are  suitable  for  use  as  stiffening  agents  for  shoe 
soles  and  heels. 

Q.  Are  you  familiar  with  the  Goodrich  Com- 
pany? A.     I  am. 

Q.    What  is  their  primary  business?  [560] 
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A.  The  Goodrich  Company  is  a  rubber  and  rub- 
ber goods  manufacturer,  which  among  other  things 
manufactures  batteries. 

Q.     Do  they  make  finished  articles? 

A.  They  make  finished  articles  in  the  rubber 
field. 

Q.  Did  you  hear  the  testimony  of  Mr.  String- 
field  regarding  a  comparison  of  the  teachings  of 
the  Goodrich  patent  and  the  suit  patent? 

A.    I  did. 

Q.     Do  you  agree  with  his  testimony? 

A.     I  do  not. 

Q.     In  what  respect  don't  you  agree? 

A.  The  Goodrich  patent  relates  to  a  molded  bat- 
tery container  and  relates  to  a  molding  compound. 
The  suit  patent  relates  to  a  hold-down  frame  made 
from  a  specific  material, 

Q.  Outside  of  the  difference  in  the  articles,  is 
there  a  difference  in  the  teachings  of  these  patents 
beyond  that? 

A.  In  the  words — as  I  say,  referring  to  the 
molding  art  in  one  case 

Q.     In  which  case? 

A.  In  the  Goodrich  case,  and  in  the  other  to  a 
specific  use  for  a  specific  purpose,  it  relates  to  a 
modification  of  polystyrene  so  as  to  make  it  suitable 
for  a  specific  use,  namely,  a  hold-down  frame.  [561] 

Q.  What  is  the  Goodrich  patent  concerned  with, 
primarily  ? 

A.  It  is  concerned  primarily  with  a  battery  con- 
tainer of  a  given  composition. 
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Q.    And  what,  with  respect  to  that  container  % 

A.  The  molding  properties  of  that  container — it 
is  a  hollow,  five-sided  object,  and  the  molding  prop- 
erties which  must  be  inherent  in  a  material  which 
is  suitable  for  the  manufacture  of  such  a  hollow, 
five-sided  object. 

Q.  Do  you  know  the  material  of  which  battery 
casings  have  ordinarily  been  made? 

A.  Ordinarily  have  been  made  of  hard  rubber, 
so-called  hard  rubber. 

Q.  Is  there  any  suggestion  in  the  Groodrich  pat- 
ent to  making  a  plastic  battery  hold-down  frame 
with  the  material?  A.     There  is  not. 

Q.  Referring  to  the  1950  Modern  Plastics  Ref- 
erence, Defendant's  Exhibit  T,  are  you  familiar  with 
that  reference?  A.     I  am. 

Q.  Does  it  anywhere  suggest  making  a  battery 
hold-down  frame  from  any  of  the  materials  shown 
in  it?  A.     It  does  not. 

Q.  Does  any  reference  submitted  by  the  defend- 
ant show  this,  or  suggest  this?  [562] 

A.  None  of  the  references  I  have  seen.  Mr. 
Kirschstein,  I  would  modify  that  to  say  that  yes- 
terday afternoon  the  defendant  introduced  four 
structural  patents,  of  which  I  believe  at  least  two 
referred  to  a  battery  hold-down  frame. 

Q.  I  am  talking  about  the  references  having  to 
do  with  plastics  and  plastic  materials,  do  they  sug- 
gest anywhere  using  any  of  the  same  for  battery 
hold-do\vn  frames? 

A.     None  of  the  references  indicate  that  use. 
***** 
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Q.  (By  Mr.  Kirschstein)  :  Did  you  hear  Mr. 
Stringfield's  definition  of  a  Buna  S  with  a  high 
styrene  content?  A.     I  did. 

Q.     Do  you  agree  with  that  definition? 

A.     I  do  not. 

Q.     Could  you  explain  to  us  why? 

The  Court:  I  will  sustain  an  objection  because 
he  has  already  told  us  that  in  his  opinion  every- 
thing from  25  up  is  high,  and  it  is  just  merely  re- 
peating what  he  already  told  me  before. 

Mr.  Kirschstein:  I  just  want  him  to  explain  why. 
Mr.  Stringfield  had  an  opportunity  to  criticize  Mr. 
Miller's  definition.  I  simply  want  Mr.  Miller  to  ex- 
plain why  he  feels  it  should  be  defined  his  way, 
that  is  all. 

The  Court:  He  has  told  us  that  in  his  opinion 
anything  25  per  cent  or  over  is  high.  And  the  other 
man  said  in  his  opinion — he  didn't  criticize  the 
other  man's  opinion,  but  he  merely  said  in  his 
opinion — and  your  inventor  agrees  with  him,  your 
inventor  says  that  high  means  50  per  cent  or  above. 
That  is  what  his  testimony  is  in  this  case.  [568] 

Mr.  Kirschstein :  He  didn't  know,  your  Honor 

The  Court:  That  doesn't  make  any  difference. 
That  is  why  I  said  we  have  three  views;  the  in- 
ventor who  says  the  defendant's  expert  is  right, 
and  your  expert  says  the  inventor  is  wrong;  he 
didn't  know  anything  about  it.  But  you  are  not 
defending  Mr.  Miller.  Mr.  Miller  didn't  invent  this 

process. 
*  *  *  *  » 
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Q.  (By  Mr.  Kirschstein)  :  Mr.  Miller,  if  some- 
body showed  you  the  suit  patent  and  asked  you  to 
make  a  battery  hold-down  frame  on  the  basis  of  that 
disclosure,  would  you  be  able  to  do  it? 

A.  I  would  be  able  to  use  the  proper  material 
for  making  it. 

Q.  Would  you  have  any  trouble  finding  a  method 
of  mixing?  [569]  A.     I  would  not. 

Q.     Why  is  that? 

A.  In  the  rubber  and  plastic  art  there  are  stand- 
ard pieces  of  equipment  which  are  used  for  prac- 
tically all  mixing  operations. 

In  the  plastic  art  these  pieces  of  equipment  were 
adapted  from  the  rubber  art.  They  consist  essen- 
tially of  two  classes.  One  is  what  can  be  described 
as  mixing  rolls,  and  the  other  is  internal  mixers 
best  illustrated  by  the  Banbury  type  mixer. 

Those  are  the  tools  which  are  available  to  us  in 
the  rubber  and  plastic  art  for  the  mixing  of  mate- 
rials, and  I  would  know  in  order  to  mix  the  mate- 
rials described  in  this  patent  I  would  require  the 
use  of  those  tools,  and  I  would  know  how  to  use 
them,  and  I  therefore  v/ould  not  anticipate  any  dif- 
ficulty in  arriving  at  a  proper  mix. 

Q.  Would  you  have  any  difficulty  with  the  mold- 
ing temperatures  or  pressures? 

A.  I  don't  think  so.  I  know  I  would  not  have 
any  difficulty  because  each  plastic  has  its  own  range 
of  temperatures  at  which  it  gives  optimum  results. 
And  as  far  as  the  pressures  required  for  a  given 
plastic,  those  pressures  are  also  a  function  of  the 
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machinery  available  for  molding  that  material,  and 
in  injection  molding  material  those  pressures  would 
be  within  a  given  range,  and  I  would  not  have  any 
[570]  difficulty  in  choosing  the  range  which  was 
suita])le  ]3oth  for  the  material  and  for  the  equip- 
ment. 

Q.  Would  you  have  any  trouble  in  getting  your 
formulation?  A.     I  would  not. 

Q.  Have  you  ever  worked  under  a  patent  be- 
fore? A.     I   have   many   times. 

Q.  Were  you  ever  able  to  immediately  get  the 
exact  formulation  for  the  best  result? 

A.  I  don't  believe  I  have  ever  been  able  to  get 
the  optimum  results  in  the  first  try.  But  in  any 
patent  where  the  disclosure  is  given,  for  anybody 
who  works  in  the  particular  art  and  is  familiar  with 
the  particular  art,  there  is  no  difficulty  in  arriving 
at  a  practical  result  even  though  it  may  not  be  the 
optimum. 

Q.  Does  the  suit  patent  differ  from  this,  in  your 
opinion  ? 

A.     Not  in  my  opinion.  [571] 

**■}«■*  * 

The  Court:  But  you  heard  the  testimony  read 
of  an  officer  of  plaintiff's  company,  that  for  eight 
or  nine  [574]  months,  from  August,  if  I  remember, 
of  1951,  to  '52,  they  experimented  with  this  Dewey 
&  Almy  product,  but  they  proved  breakable  and  un- 
satisfactory, and  until  they  turned  to  Bakelite  and 
had  a  more  homogeneous  mixture 

The  Witness:    The  result  was  undesirable. 

The  Court:    the  result  was  undesirable. 
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It  is  only  when  they  stiTick  upon  the  Monsanto 
material 

The  Witness:  Let  me  be  so  bold  as  to  speak  out 
of  tuni,  because  I  am  now  in  a  position  where  I 
am  not  answering  a  direct  question,  but  since  you 
have  brought  up  the  question  of  testimony,  may  I 
call  to  your  attention  that  just  before  the  noon  re- 
cess from  one  of  the  depositions  that  was  read  it 
was  shown  that  out  of  $16,000  worth  of  materials 
which  had  been  shipped,  only  $470  odd  worth  of 
returns  had  been  returned,  and 

Mr.  Halle :    Your  Honor,  may  I 

The  Witness:  As  I  say,  I  am  a  little  out  of  my 
province. 

Mr.  Halle:  May  I  move  that  this  answer  be 
stricken  ? 

The  Court:    Yes,  it  may  be  stricken. 

What  I  meant  to  say  is  this:  Don't  you  think 
that  a  patent,  from  the  standpoint  of  a  chemist- — ^I 
will  decide  the  legal  question. 

The  Witness:    I  believe  you  will,  your  Honor. 

The  Court:  But  from  the  standpoint  of  a  chem- 
ist, don't  you  think  that  a  disclosure  which  would 
require  you  to  experiment  for  months  with  the  in- 
gredients, and  look  for  substitution,  lacks  some- 
thing from  a  scientific  standpoint  of  having  that 
accuracy  which  should  attach  to  an  invention,  aside 
from  any  legal  question  ? 

The  Witness:  But,  your  Honor,  I  do  not  agree 
with  you  that  this  invention  is  so  described  as  to 
require  months  of  experimentation  in  order  to  ar- 
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rive  at  a  proper  formulation,  nor  do  I  agree,  if  I 
may  be  so  bold  as  to  say  so,  with  your  Honor's 
statement  that  this  invention  also  requires  experi- 
mentation to  arrive  at  a  proper  substitute. 

The  Court:  I  am  going  by  what  the  evidence 
showed,  that  they  finally  had  to  abandon  that  Dewey 
product  and  substitute  for  it  after  eight  months. 


***** 


The  Court:    He  started  out  by  claiming  the  en- 
tire field. 

I  want  to  go  back  to  that  claim  1  that  was  re- 
jected, because  to  me  the  whole  lawsuit  hinges  upon 
that,  and  that  is  upon  the  two  original  claims  which 
were  rejected.  All  he  asked  for  was  a  one-piece 
battery  hold-down  frame  formed  of  plastic  material 
comprising  sides,  ends  connecting  said  sides,  and 
diagonal  clamping  members  at  the  juncture  of  said 
sides  and  ends,  said  clamping  members  being  dis- 
posed above  the  top  faces  of  said  ends  and  sides, 
the  plastic  material  of  which  said  frame  is  formed 
ha\dng  good  electrical  insulating  properties,  resist- 
ing changes  in  physical  properties  at  different  tem- 
peratures and  possessing  strength  and  toughness 
sufficient  to  withstand  pressure  to  which  the  frame 
is  [602]  subjected  in  its  function  to  hold  the  bat- 
tery on  its  support  by  having  enough  flexibility  to 
prevent  breakage  of  the  battery  top  against  which 
said  diagonal  clamping  members  bear  in  the  holding 
doAvn  operation. 

The  second  one  was  a  one-piece  battery  hold-down 
frame  according  to  claim  1,  including  lugs  for  en- 
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gagement  with  means  which  force  said  clamping 
members  into  engagement  with  the  battery  top. 

In  other  words,  he  was  claiming  the  whole  field 
of  plastic  batteries. 

He  said,  "I  am  the  first  one  who  thought  of  using 
it  in  that  connection.  I  want  it  all." 

That  was  rejected. 

The  Appeals  Board  heard  it,  and  they  upheld 
the  rejection. 

When  he  came  back  he  tried  to  recapture  this, 
plus  the  four  new  ones.  The  Examiner  modified 
many  and  struck  out  these  two,  so  all  he  has  got 
is  the  four  claims  which  are  merely  a  certain  type 
of  plastic  hold-down  frame. 

Now,  if,  as  you  say,  any  person  by  picking  this 
up  could  manufacture  it  without  the  quantities  be- 
ing given  as  to  ingredients,  if  that  is  sufficient,  then 
it  is  too  broad.  All  you  have  to  do  for  anybody, 
whoever  does  that,  is  to  put  your  own  interpreta- 
tion upon  the  word  "high," 

Now,  if  that  is  what  you  claim,  you  are  claiming 
[603]  the  entire  field,  then  the  Patent  Office  was 
wrong  in  not  allowing  you  a  monopoly  on  every- 
thing that  is  made. 

Is  the  quantity  necessary? 

It  is  admitted  that  it  is  necessary,  because  even 
Mr.  Miller  says  with  all  his  scientific  knowledge 
that  he  would  try,  knowing  chemistry,  he  would  try 
to  combine  various  things  until  he  arrived  at  the 
proper  thing. 

Now,  is  an  inventor  who  is  as  hazy  in  his  de- 
scription that  a  word  that  he  uses  can  be  inter- 
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preted  by  himself  as  meaning  50  per  cent,  by  an 
expert  employed  by  his  own  company  who  says  he 
doesn't  know  what  he  is  talking  about,  Ijecause  it 
is  anything  above  25,  and  by  a  third  man,  who  is  a 
scientist  and  expert  brought  in  by  the  defendant, 
who  says  that  "high"  would  be  over  and  above  50 — 
is  a  man  like  that  to  be  given  the  benefit  of  a  full 
disclosure  which  he  did  not  make? 

On  the  other  hand,  if  you  limit  him,  if  you  say, 
"This  is  sufficiently  described,"  then  of  course  if 
you  place  patentability  on  the  word  "high,"  then  it 
becomes  a  question  in  each  case  whether  it  is  high 
or  low,  and  therefore  anything  below  50  per  cent, 
if  we  take  the  inventor's  word  for  it,  or  the  defend- 
ant's expert,  isn't  infringement. 

In  other  words — I  am  not  putting  it  correctly.  It 
is  the  end  of  the  week  and  I  am  usually  tired  after 
a  long  week.  Perhaps  it  will  read  better  than  it 
sounds.  [604] 

The  point  is  this:  We  are  in  this  dilemma  of  al- 
lowing a  hazy  description,  and  if  we  say  this  de- 
scription is  sufficient,  then  we  give  him  a  monopoly 
to  which  he  is  not  entitled.  And  by  contrast  if  we 
say  this  is  subject  to  proof  as  to  what  is  high,  in 
view  of  the  fact  that  there  is  no  standard,  and 
three  persons,  including  the  inventor,  do  not  agree 
as  to  vdiat  is  high,  then  we  have  one  of  two  di- 
lemmas: Either  the  man  who  uses  a  lower  percent- 
tage  in  the  mixing  of  material  is  not  infringing,  or 
the  disclosure  is  inadequate. 

If  it  is  inadequate,  then  there  is  no  invention, 
because  the  combination  of  the  two  themselves  is 
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not  what  he  taught  to  the  art  of  chemistry.  The  art 
of  plastics  taught  what  these  two  elements  will  do 

when  combined.  [605] 

*  *  *  *  * 

Mr.  Kirschstein :  He  suggested  making  the  frame 
of  plastic,  and  provided  a  plastic  to  make  it  out  of, 
and  that  made  a  substantial  contribution  to  this 
industry. 

The  Court:  Then  you  are  back  to  your  original. 
Anyone  who  makes  a  plastic  out  of  the  two  in  what 
[611]  you  consider  a  high  combination — ^he  doesn't 
say  how  much.  What  is  a  high  combination,  then? 

If  that  is  true,  then  there  is  not  enough  disclo- 
sure. There  cannot  be  enough  disclosure  if  the  in- 
ventor  himself   can   disagree   with   the   theory   on 

which  his  assignees  try  the  lawsuit.  [612] 

*  *  *  *  * 

[Endorsed] :  Filed  August  18,  1958. 
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the  Ninth  Circuit. 


434  Van  Erode  Milling  Co.,  Inc.,  vs. 

In  the  United  States  Court  of  Appeals 
for  the  Ninth  Circuit 

No.  16168 

VAN  ERODE  MILLING  CO.,  INC., 

Appellant, 

vs. 

COX  AIR  GAUGE  SYSTEM,  INC., 

Appellee. 

CONCISE    STATEMENT    OF   POINTS    UPON 
WHICH  APPELLANT  INTENDS  TO  RELY 
•   UPON  APPEAL 

Comes  Now  the  appellant  in  the  above  entitled 
action  and,  pursuant  to  the  provisions  of  Rule 
17(6)  of  the  Rules  of  the  United  States  Court  of 
Appeals  for  the  Ninth  Circuit,  files  a  concise  state- 
ment of  the  points  upon  which  appellant  intends 
to  rely: 

1.  The  court  erred  in  finding  that  (Finding  of 
Fact  13): 

"There  is  nothing  in  the  record  to  indicate  that 
the  color  red  on  the  frame  or  the  colors  red  and 
white  on  the  boxes,  have  become  associated  in  the 
minds  of  either  prospective  customers  or  suppliers 
with  the  plaintiff's  product  or  that  either  have  ac- 
quired a  secondary  meaning  which  identifies  their 
source  and  sponsorship  with  the  plaintiff." 

2.  The  court  erred  in  failing  to  find  that  plain- 
tiff had   established   a   secondary   meaning  in   the 
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color  red  as  identifying  plastic  battery  hold-down 
frames  of  said  color  as  originating  from  plaintiff. 

3.  The  court  erred  in  finding  that  (Finding  of 
Fact  9)  : 

"There  is  no  evidence  of  limitation  or  deception 
which  would  tend  to  mislead  the  public  as  to  the 
source  and  sponsorship  of  the  goods." 

4.  The  court  erred  in  failing  to  find  the  color 
red  and  the  particular  shape  of  plaintiff's  plastic 
battery  hold-down  frame  had  acquired  a  secondary 
meaning. 

5.  The  court  erred  in  finding  that  (Finding  of 
Fact  11)  : 

"There  is  no  evidence  of  actual  confusion  or 
tendency  to  confuse." 

6.  The  court  erred  in  not  finding  that  the  claim 
of  unfair  competition  based  upon  secondary  mean- 
ing should  be  sustained  on  the  basis  of  proof  by 
plaintiff,  established  by  the  record,  that  the  color 
and  shape  of  plaintiff's  battery  hold-down  frames 
were  not  functional,  had  both  acquired  secondary 
meaning  and  had  both  been  imitated  by  the  de- 
fendant. 

7.  The  court  erred  in  not  sustaining  plaintiff's 
claim  for  imfair  competition. 

8.  The  court  erred  in  stating  that  (Opinion, 
page  2)  : 

"Nor  can  he  (plaintiff)  appropriate  the  color 
red  for  the  making  of  a  plastic  hold-down  frame 
and, — in  the  absence  of  any  imitative  deceptive 
devices  which  tend  to  mislead  the  public  as  to 
source  and  sponsorship  of  the  goods, — claim  un- 
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fair  competition  on  the  part  of  another  device 
similarly  made  of  plastic  and  colored  red." 

■  9.  The  Court  erred  in  stating  that  the  file  wrap- 
per of  the  patent  in  suit  showed  that  the  inventor 
still  sought  to  obtain  the  original  two  claims  of  the 
patent  application  after  the  appeal  to  the  Board  of 
Appeals  in  the  Patent  Office  and  pressed  these  two 
claims  as  well  as  four  additional  and  new  claims 
with  the  Examiner  after  the  decision  of  the  Board 
of  Appeals  (Opinion,  pages  4  and  5). 

10.  The  court  erred  in  stating  (Opinion,  page 
6): 

"There  is  nothing  in  the  patent  to  indicate  to 
anyone  skilled  in  the  art  what  the  words  'high 
styrene  content'  mean." 

11.  The  court  erred  in  stating  that  the  evidence 
showed  that  for  the  first  year  after  the  application 
for  the  patent  was  made,  and  during  which  time  a 
considerable  number  of  frames  were  sold,  that  the 
chemical  combination  employed  by  the  plaintiff  did 
not  work  successfully  (Opinion,  page  14;  Finding 
of  Fact  47). 

12.  The  court  erred  in  stating  that  the  combina- 
tion of  substances,  namely,  polystyrene  modified  hy 
a  butadiene  styrene  copolymer,  as  called  for  by  the 
claims,  was  known  and  taught  in  the  art  for  a  long 
time  prior  to  the  date  of  conception  of  the  inven- 
tion of  the  patent  in  suit.  (Opinion,  pages  14,  15 
and  16). 
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13.  The  court  erred  in  stating  that  the  patent 
in  suit  does  not  teach  how  to  combine  polystyrene 
with  a  butadiene  battery  hold-down  frame  (Opinion, 
page  19). 

14.  The  court  erred  in  finding  that  the  Ditz  et 
al  patent  No.  2,578,518,  granted  December  11,  1951, 
taught  how  to  modify  polystyrene  with  a  butadiene 
styrene  copolymer  of  high  styrene  content  to  pro- 
vide a  material  for  a  practical  plastic  battery  hold- 
dow^i  frame.  (Finding  of  Fact  30). 

15.  The  court  erred  in  admitting  the  Ditz  et  al 
patent  as  part  of  the  prior  art  and  in  failing  to 
hold  that  said  patent  was  admissible  only  on  the 
issue  of  prior  inventorship,  if  such  issue  were  pre- 
sented. 

16.  The  court  erred  in  admitting  the  Ditz  et  al 
patent  as  admissible  on  the  issue  of  prior  inventor- 
ship since  the  invention  of  said  patent  was  not  the 
same  as  the  invention  of  the  patent  in  suit. 

17.  The  court  erred  in  stating  that  the  modify- 
ing copolymer  used  in  defendant's  device  had  a  low 
and  not  a  high  styrene  content  and  that  said  de- 
vice, therefore,  does  not  infringe  the  claims  of  the 
patent  in  suit  (Opinion,  page  18). 

18.  The  court  erred  in  stating  that  invention 
does  not  lie  in  recommending  either  the  use  of 
plastic  or  of  one  plastic  rather  than  another  as  a 
material  for  a  practical  battery  hold-down  frame 
(Opinion,  page  18). 

19.  The  court  erred  in  stating  that  the  use  for 
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which  the  patent  in  suit  recommends  the  composi- 
tion therein  described  was  not  new  or  nonanalogoiis 
to  prior  art  teachings  (Opinion,  page  18). 

20.  The  court  erred  in  finding  that  the  plastic 
material  disclosed  in  the  patent  in  suit  for  use  in 
manufacturing  a  practical  battery  hold-down  frame 
had  been  taught  in  the  art  long  prior  to  the  inven- 
tion of  the  patent  in  suit  (Finding  of  Fact  33). 

21.  The  court  erred  in  finding  that  the  term 
"high  styrene  content",  as  used  in  the  specification 
claims  of  the  patent,  means  more  than  fifty  percent 
(50%)  styrene  (Finding  of  Fact  37). 

22.  The  court  erred  in  admitting  the  deposition 
testimony  of  the  witness  Daniel  P.  Phillips,  par- 
ticularly with  respect  to  the  first  use  and  first  date 
of  use  of  Bakelite  material  over  the  objection  that 
such  testimony  was  entirely  hearsay. 

23.  The  court  erred  in  stating  that  it  was  in- 
evitable that  those  connected  with  the  plastic  and 
automotive  industries  would  think  of  using  plastics 
of  high  resistance  for  battery  hold-down  frames 
(Opinion,  page  18). 

24.  The  court  erred  in  finding  that  (Finding  of 
Fact  38)  : 

"The  specification  of  the  suit  patent  does  not 
contain  a  written  description  of  the  invention  and 
of  the  manner  and  processes  of  making  and  using 
it  in  such  full,  clear,  concise  and  exact  terms  as  to 
enable  any  person  skilled  in  the  art  to  which  it 
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pertains  or  with  which  it  is  most  nearly  connected 
to  make  and  use  the  invention,  and  it  does  not  set 
forth  the  best  mode  contemplated  by  the  inventor 
of  carrying  out  his  invention." 

25.  The  court  erred  in  finding  that  (Finding  of 
Fact  39)  : 

"The  specification  does  not  conclude  with  one  or 
more  claims  which  particularly  point  out  and  dis- 
tinctly claim  the  subject  matter  which  the  ap- 
plicant regards  as  his  invention." 

26.  The  court  erred  in  finding  that  (Finding  of 
Fact  41)  : 

"The  term  'high  styrene  content'  as  used  in  the 
patent  is  vague  and  inde'finite,  and  as  used  in  the 
claims  is  broader  than  the  applicant's  disclosure. 
Even  construing  it  to  mean  more  than  50%  styrene 
content,  it  covers  too  broad  a  range  and  gives  to 
the  patent  holder  far  more  than  he  would  be  en- 
titled to." 

27.  The  court  erred  in  finding  that  (Finding  of 
Fact  42)  : 

"If  invention  lies  in  the  use  of  a  copolymer  of 
high  styrene  content,  Coleman  did  not  teach  that  to 
the  art.  It  was  old  in  the  art  and  the  suit  patent 
cannot  claim  what  Coleman  did  not  invent.  The 
patent  does  not  amount  to  invention  over  the  i^rior 
art." 

28.  The  court  erred  in  holding  the  patent  in  suit 
invalid  (Conclusion  of  Law  7). 
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29.  The  court  erred  in  finding  that  the  battery 
frame  described  and  claimed  in  the  patent  in  suit 
lacks  utility  (Finding  of  Fact  51a;  Conclusion  of 
Law  7). 

30.  The  court  erred  in  failing  to  find  the  patent 
in  suit,  including  the  claims  in  issue,  valid. 

31.  The  court  erred  in  failing  to  find  that  the 
battery  hold-down  frames  of  the  defendant  in- 
fringed the  claims  in  issue. 

32.  The  court  erred  in  dismissing  the  complaint   , 
in  its  entirety  (Conclusion  of  Law  12). 

Dated:   This  18th  day  of  September,  1958. 

LYON  &  LYON, 
/s/  REGINALD  E.  CAUGHEY, 

Attorneys  for  Appellant. 

[Endorsed] :  Filed  September  19,  1958.  Paul  P. 
O'Brien,  Clerk. 
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Van  Erode  Milling  Co.,  Inc., 

Appellant, 

— YS. — 

Cox  Air  Gauge  System,  Incorporated, 


Appellee. 


appeal  from  the  united  states  district  court  for  the 
southern  district  of  california,  central  division 


APPELLANT'S  OPENING  BRIEF 


JURISDICTION 

The  present  action  is  for  patent  infringement  and  unfair 
competition.  The  patent  involved  is  United  States  Letters 
Patent  No.  2,710,660,  dated  June  14,  1955,  issued  to  Sidney 
Coleman  and  assigned  to  api^ellant.  The  jurisdiction  of  the 
district  court  of  the  Patent  Count  arises  under  the  Patent 
Laws  of  the  United  States  (Title  35  of  U.  S.  C.)  and  Section 
1338(a)  of  Title  28  of  U.  S.  C.  The  unfair  competition 
count  relates  to  the  sale  by  the  appellee  of  the  same  article 
as  is  alleged  to  infringe  the  patent,  and  jurisdiction  of  this 
count  arises  under  Section  1338(b)  of  Title  28  of  the  U.  S.  C. 
and  under  Section  1332,  there  being  diversity  of  citizenship 
between  the  parties  and  the  amount  of  controversy  exclusive 
of  interest  and  costs  exceeding  the  amount  of  Three  Thou- 
sand ($3,000.00)  Dollars. 


Appellee  interposed  a  counterclaim  for  declaratory  judg- 
ment as  to  the  validity  and  infringement  of  United  States 
Letters  Patent  No.  2,710,660  aforesaid,  and  the  district 
court  had  jurisdiction  of  the  counterclaim  under  the  Patent 
Laws  of  the  United  States  (Title  35  of  U.  S.  C.)  and  Sections 
1338,  2201,  and  2202  of  Title  28  of  U.  S.  C. 

The  pleadings  showing  the  existence  of  the  jurisdiction 
of  the  district  court  are  the  complaint,  answer  and  reply 
(R.  pp.  3-14).* 

This  court  has  jurisdiction  to  review  the  Final  Judgment 
(R.  pp.  57-58)  herein  under  Sections  1291  and  1294(1)  of 
Title  28  of  the  U.  S.  C. 

The  Final  Judgment  was  filed  and  entered  May  20,  1958, 
and  on  June  10,  1958,  within  the  statutory  time  for  filing  a 
Notice  of  Api^eal,  a  Notice  of  Appeal  from  each  and  every 
part  from  the  aforesaid  Judgment  was  filed  in  the  district 
court.  By  stipulation  dated  June  23,  1958,  filed  in  the 
district  court  on  July  8,  1958  appellant's  time  to  file  its 
Record  on  Appeal  and  docket  its  ajDpeal  pursuant  to  Rule 
73(g)  of  the  Federal  Rules  of  Civil  Procedure  was  extended 
to  September  8,  1958,  the  extension  of  time  being  within 
the  90-day  period  provided  for  in  Rule  73(g).  The  Record 
on  Appeal  was  transmitted  on  August  22,  1958,  and  the 
appeal  was  docketed  September  3,  1958.  On  September  8, 
1958  appellant  applied  to  this  court  for  additional  time  to 
file  its  Statement  of  Points  and  Designation  of  Record  until 
September  28,  1958.  The  aj^plication  was  granted  and  the 
Statement  of  Points  and  Designation  of  Record  were  filed 
on  September  18, 1958. 

Appellant's  time  to  file  the  jDresent  brief  was  extended 
by  this  court  to  July  20, 1959. 


*     The  above  page  reference  and  all  page  references  made  hereinafter  are 
to  pages  of  the  Eecord  on  Appeal  unless  otherwise  specified. 


STATEMENT  OF  THE  CASE 

The  Complaint  herein  was  filed  September  3,  1957,  the 
Answer  and  Counterclaim  filed  October  8,  1957  and  the 
Reply  was  filed  October  28,  1957.  The  charges  of  patent 
infringement  and  unfair  competition  arise  out  of  the  sale 
by  aj^pellee  of  plastic  battery  hold-down  frames  allegedly 
embodying  the  invention  of  the  suit  patent  and  simulating 
appellant's  plastic  battery  hold-down  frames  manufactured 
under  the  patent  in  appearance,  particularly  as  to  color 
and  shape.  The  accused  frames  are  supplied  to  appellee  by 
Kravex  Manufacturing  Corp.  of  273  Van  Sinderen  Avenue, 
Brooklyn,  New  York  (hereinafter  referred  to  as  "Kravex"), 
and  are  molded  for  Kravex  by  Gary  Enterprises,  Inc.  of 
249— 49th  St.,  Brooklyn,  New  York  (hereinafter  referred 
to  as  "Gary"). 

Appellee  denied  patent  infringement  and  contended  that 
the  suit  patent  is  invalid  for  a  number  of  reasons,  the 
principal  ones  being  lack  of  invention  over  certain  prior 
art,  lack  of  utility  and  lack  of  sufficient  disclosure.  Appel- 
lee's contentions  regarding  invalidity  and  non-infringement 
are  also  embodied  in  its  counterclaim. 

On  the  issue  of  validity,  appellant  relied  on  testimony 
of  independent  witnesses  from  the  automotive  trade  as 
establishing  that  the  invention  of  the  suit  patent  had  solved 
a  long  existing  problem,  a  fact  not  controverted  by  appellee, 
and  on  documentary  evidence  as  well  as  testimony  of  wit- 
nesses as  establishing  commercial  success  of  its  patented 
frames.  On  the  issue  of  infringement,  appellant  relied  on 
the  testimony  of  an  expert  in  the  plastics  field,  an  expert  on 
batteries  and  on  a  stipulation. 

Appellee  relied  on  the  testimony  of  an  expert  witness, 
and  on  several  patents  and  publications  in  support  of  its 
contention  that  the  suit  patent  is  invalid  for  lack  of  inven- 
tion ;  relied  on  the  testimony  taken  by  dej^osition  of  the  in- 
ventor and  officers  of  appellee  in  supjjort  of  its  contention 


tliat  the  suit  patent  is  invalid  for  lack  of  utility ;  and  relied 
on  an  expert  witness  in  support  of  its  contention  of  in- 
validity because  of  lack  of  sufficient  disclosure  and  in  sup- 
port of  its  claim  of  non-infringement. 

On  the  question  of  unfair  competition,  a^Dpellee  denied 
that  appellant  had  any  rights  in  the  color  and  shape  of  its 
frames  which  have  been  violated  by  appellee.  More  par- 
ticularly, appellee  contended  in  this  regard  that  the  color 
and  shape  of  its  frames  were  functional  and  that  api3ellant 
had  not  established  secondary  meaning  regarding  the  color 
and  shape  of  its  frames.  Appellant  claimed  on  the  other 
hand  that  the  simulation  of  its  frames  by  appellee's  sup- 
plier in  which  simulation  appellee  participated  was  delib- 
erate and  that  appellant's  frames  had  in  fact  acquired  sec- 
ondary meaning  as  to  color  and  shape. 

To  establish  its  contentions  regarding  unfair  competition, 
appellant  relied  on  the  testimony  taken  by  deposition  of 
oJBficers  of  appellee's  supplier,  Kravex,  and  the  latter's 
molder,  Gary.  Also  relied  on  was  the  testimony  of  witnesses 
in  the  automotive  trade  as  to  secondary  meaning  and  the 
testimony  of  officers  of  appellant. 

After  trial  of  the  case  on  the  days  of  March  25  through 
28,  1958,  decision  was  rendered  by  the  district  court  in  an 
opinion  filed  April  21,  1958,  dismissing  both  counts  of  the 
complaint,  and  sustaining  the  appellee's  counterclaim  for 
declaratory  judgment  declaring  the  patent  invalid  and 
non-infringed.  The  district  court  held  that  the  suit  patent 
was  invalid  for  lack  of  invention  over  the  prior  art,  lack 
of  sufficient  disclosure  and  lack  of  utility.  Said  court  also 
held  that  the  patent  was  not  infringed  by  appellee's  product. 
On  the  issue  of  unfair  competition  the  lower  court  held 
that  appellant  had  no  exclusive  right  to  appropriate  the 
particular  color  and  size  of  its  battery  hold-down  frames, 
that  the  color  and  shape  of  the  frames  were  functional,  that 
appellant  had  not  established  secondary  meaning  in  the 
same,  and  that,  therefore,  it  had  no  rights  which  were  being 
infringed  by  the  aj)pellee.   No  transcript  of  the  testimony 


was  employed  by  the  court  prior  to  rendering  its  decision 
nor  were  any  briefs  after  trial  taken. 

The  district  court's  Findings  of  Fact  and  Conclusions  of 
Law  (R.  pp.  41-57)  were  signed  on  May  20,  1958,  and  the 
Final  Judgment  was  entered  May  20, 1958. 

SPECIFICATION  OF  ERRORS  RELIED  ON  BY 
APPELLANT 

I. 

Regarding  the  patent  infringement  count,  appellant  re- 
lies upon  the  following  errors : 

1.  The  court  erred  in  making  Finding  of  Fact  No. 
26  (R.  p.  48).  The  reason  is  that  the  suit  patent  does 
not  define  the  plastic  material  of  which  the  hold-down 
frames  are  made  "loosely"  as  stated  in  said  finding. 
The  definition  of  the  material  as  polystyrene  modified 
by  a  Buna  S  having  a  high  styrene  content  may  be 
broad,  but  it  is  not  a  loose  definition. 

2.  The  court  erred  in  making  Finding  of  Fact  No. 

31  (R.  p.  49)  because  there  was  no  evidence  that  be- 
ginning in  1948  the  literature  in  the  field  of  rubber 
resins  taught  the  use  of  high  styrene  copolymers  to 
effect  greater  strength  in  plastic  materials.  The  evi- 
dence showed  that  only  a  few  isolated  experiments 
had  been  made  prior  to  1952,  a  date  subsequent  to  the 
date  of  invention  of  the  suit  patent. 

3.  The  court  erred  in  making  Finding  of  Fact  No. 

32  (R.  p.  49)  because  the  prior  art  referred  to  therein 
does  not  teach  that  a  "high  styrene-butadiene  copoly- 
mer" [high  styrene  butadiene-styrene  copolymer]  *  was 
blended  with  polystyrene  to  give  tough  blends  with 
higher  elongation  impact  strength  and  good  mold  flow. 
Also,  said  Finding  should  not  have  been  made  because 


*  The  bracketed  material  is  inserted  for  sake  of  accuracy;  apparently, 
the  quoted  phrase  refers  to  a  butadiene-styrene  copolymer  having  a  high  sty- 
rene content ;  otherwise,  it  makes  no  sense  at  all.  The  court's  confusion  as  to 
terms  and  definitions  will  be  referred  to  at  greater  length  hereinafter. 


it  is  irrelevant ;  the  suit  patent  does  not  relate  to  plas- 
tics but  to  a  particular  article  made  of  a  particular 
type  of  plastic  so  that  the  teachings  referred  to  have 
nothing  to  do  with  the  issue  of  inventiveness  of  the 
suit  patent. 

4.  The  court  erred  in  making  Finding  of  Fact  No. 

33  (R.  p.  49)  because  the  inventor  of  the  suit  patent 
did  teach  how  to  combine  polystyrene  with  a  copolymer 
of  butadiene  and  styrene  having  a  high  styrene  con- 
tent to  produce  a  plastic  having  the  appropriate  dura- 
bility as  a  battery  hold-down  frame ;  this  was  not  taught 
and  known  in  the  art  long  before  him. 

5.  The  court  erred  in  making  Finding  of  Fact  No. 

34  (R.  p.  50)  because  the  public  literature  produced 
at  the  trial  and  admitted  in  evidence  does  not  define 
high  styrene  butadiene-styrene  copolymers  as  being 
only  those  having  styrene  contents  ranging  from  70% 
to  just  under  95%  by  weight,  but  on  the  contrary  shows 
that  such  copolymers  are  ones  having  styrene  contents 
higher  than  the  25%  present  in  standard  synthetic  rub- 
ber, the  basic  butadiene-styrene  copolymer.  This  Find- 
ing is  also  wrong  because  of  the  implication  that  the 
only  definition  of  high  styrene  content  in  the  suit 
patent  limits  the  term  to  meaning  70%  styrene  in  the 
butadiene-styrene  copolymer  used  to  modify  poly- 
styrene, whereas  the  70%  styrene  butadiene-styrene 
copolymer  mentioned  in  the  patent  was  given  as  an 
example,  not  a  limitation. 

6.  The  court  erred  in  making  Finding  of  Fact  No. 

35  (R.  p.  50)  because  the  range  of  styrene  contained  in 
styrene-butadiene  copolymers  does  not  vary  from  al- 
most none  to  almost  100%  styrene  but  varies  in  ac- 
cordance with  the  amounts  present  in  certain  specific 
known  and  synthesized  copolymers. 

7.  The  court  erred  in  making  Finding  of  Fact  No. 
37  (R.  p.  50)  because  the  term  high  styrene  content  as 
used  in  the  specification  and  claims  of  the  patent  in 
suit  to  describe  the  butadiene-styrene  copolymer  em- 
ployed to  modify  polystyrene  means  more  than  25% 


not  more  than  50%  as  found,  and  the  Finding  is  con- 
trary to  the  weight  of  the  evidence. 

8.  The  court  erred  in  making  Finding  of  Fact  No. 

38  (R.  p.  50)  because  this  Finding  is  contrary  to  the 
weight  of  the  evidence  which  established  that  the  speci- 
fication of  the  suit  patent  does  contain  a  description  of 
the  invention  sufficient  to  apprise  one  skilled  in  the 
art  as  to  how  to  practice  the  invention  and  does  set 
forth  the  best  mode  of  carrying  out  the  invention 
known  to  the  inventor  at  the  time  the  application  for 
the  suit  patent  was  filed.  The  specification  discloses 
that  the  invention  is  the  fabrication  of  a  i^lastic  bat- 
tery hold-down  frame  from  a  particular  type  of  plastic 
material  comprising  polystyrene  modified  by  a  Buna 
S  (butadiene-styrene  copolymer)  having  a  high  sty- 
rene  content  to  improve  its  physical  and  mechanical 
properties  whereby  the  battery  hold-down  frame  has 
the  heat  resistance,  building  strength  and  toughness 
as  well  as  enough  flexibility  to  function  successfully  as 
such. 

9.  The  court  erred  in  making  Finding  of  Fact  No. 

39  (R.  pp.  50-51)  because  the  patent  does  conclude  with 
claims  particularly  pointing  out  and  distinctively  claim- 
ing the  subject  matter  of  the  suit  patent.  The  claims 
clearly  recite  that  the  invention  is  the  provision  of  a 
battery  hold-down  frame  having  certain  recited  me- 
chanical features  from  a  plastic  material  recited  to 
comprise  polystyrene  modified  by  a  Buna  S  having  a 
high  styrene  content  to  improve  its  (the  polystyrene's) 
physical  and  mechanical  properties  whereby  the  bat- 
tery hold-down  frame  has  the  heat  resistance,  build- 
ing strength  and  toughness  as  well  as  enough  flexibility 
to  function  successfully  as  such. 

10.  The  court  erred  in  making  Finding  of  Fact  No. 

40  (R.  p.  51)  because  this  Finding  is  contrary  to  the 
weight  of  the  evidence;  specifically,  the  testimony  of 
appellant's  expert  and  the  undisputed  fact  of  what 
appellee's  supplier  Kravex  and  its  molder  Gary  were 
able  to  do  with  the  benefit  of  the  teachings  of  the  suit 
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patent  show  that  the  suit  patent  teaches  how  to  make 
a  plastic  battery  hold-down  frame  having  the  desired 
characteristics. 

11.  The  court  erred  in  making  Finding  of  Fact  No. 

41  (R.  p.  51)  because  this  Finding  is  contrary  to  the 
weight  of  the  evidence  which  established  that  the  term 
high  styrene  content  as  applied  to  butadiene-styrene 
copolymers  had  at  the  date  of  filing  of  the  application 
and  now  has  a  definite  meaning.  In  addition,  there 
is  nothing  in  the  record  to  justify  the  statement  in 
this  Finding  that  if  the  term  high  styrene  content  in- 
cludes a  range  extending  below  50%  styrene  said  range 
would  be  too  broad  and  would  give  the  patent  holder 
more  than  he  would  be  entitled  to.  The  reason  is  that 
no  prior  art  was  submitted  showing  the  making  of  a 
battery  hold-down  frame  from  plastic  of  any  kind 
whatsoever,  and  in  claiming  a  battery  hold-down  frame 
restricted  to  a  particular  type  of  plastic  the  inventor 
certainly  did  not  ask  for  and  obtain  more  than  that  to 
which  he  was  entitled. 

12.  The  court  erred  in  making  Finding  of  Fact  No. 

42  (R.  p.  51)  because  this  Finding  is  both  inaccurate 
in  its  implication  and  irrelevant  in  its  actual  language. 
Invention  is  not  claimed  in  the  suit  patent  for  the  mere 
use  of  a  butadiene-styrene  copolymer  having  a  high 
styrene  content ;  invention  was  claimed  in  the  creation 
of  a  plastic  battery  hold-down  frame  from  polysty- 
rene modified  with  such  a  copolymer.  This  Coleman 
unquestionably  did  invent.  The  court  erred  in  finding 
that  the  patent  did  not  amount  to  invention  over  the 
prior  art  on  the  basis  that  Coleman  was  not  the  in- 
ventor of  the  particular  plastic  per  se  mentioned  in 
his  patent — Coleman  never  claimed  to  be  the  inventor 
of  a  new  plastic. 

13.  The  court  erred  in  making  Finding  of  Fact  No. 

43  (R.  pp.  51-52)  because  the  art  referred  to  in  this 
Finding  unquestionably  does  not  show  the  elements  of 
the  patented  invention  inasmuch  as  none  of  it  discloses 
plastic  battery  hold-down  frames  of  any  kind  what- 


soever.  The  same  is  true  with  respect  to  U.  S.  Patent 
No.  2,578,518,  dated  December  11,  1951,  to  Ditz  et  al., 
also  referred  to  in  this  Finding. 

14.  The  court  erred  in  making  Finding  of  Fact  No. 
44  (R.  p.  52)  because  this  Finding  is  contrary  to  the 
weight  of  the  evidence  which  established  that  the  co- 
polymer employed  in  appellant's  j^lastic  to  modify  the 
polystyrene  thereof  has  a  high  styrene  content.  The 
reason  is  that  high  styrene  content  means  higher  than 
25%  which  is  the  styrene  content  in  standard  G.  R.  S., 
the  basic  butadiene-styrone  copolymer  employed  as  a 
general  all-purpose  substitute  for  rubber. 

15.  The  court  erred  in  making  Finding  of  Fact  No. 

47  (R.  p.  52)  because  this  Finding  is  contrary  to  the 
weight  of  evidence  which  established  that  when  appel- 
lant employed  the  combination  of  polystyrene  and 
Darex  Copolymer  No.  3  it  was  able  to  produce  a  com- 
mercially acceptable  frame.  The  evidence  established 
clearly  that  appellant  sold  a  large  quantity  of  frames 
made  of  its  original  formulation,  that  it  used  a  great 
deal  of  Darex  Copolymer  No.  3  to  make  such  frames; 
and  that  its  returns  on  them  for  all  reasons  were  very 
small.  The  testimony  showed  that  appellant  sought 
to  improve  its  product,  not  that  its  product  was  not 
acceptable.  The  Finding  is  also  improper  in  that  it 
is  indefinite  since  the  words  "unqualifiedly  commer- 
cially acceptable  frames"  are  vague  and  have  no  ante- 
cedent in  the  patent  law,  either  statutory  or  case. 

16.  The  court  erred  in  making  Finding  of  Fact  No. 

48  (R.  pp.  52-53)  because  it  is  contrary  to  the  weight 
of  the  evidence  which  established  that  appellant  dis- 
continued the  use  of  a  mixture  of  polystyrene  and 
Darex  Copolymer  No.  3  not  because  it  was  commer- 
cially unsatisfactory  but  because  a  completely  mixed 
molding  powder  was  available  which  was  much  more 
economical  for  appellant  to  use. 

17.  The  court  erred  in  making  Finding  of  Fact  No. 

49  (R.  p.  53)  because  this  Finding  is  contrary  to  the 
weight  of  the  evidence  which  established  that  the  co- 
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polymer  used  to  modify  polystyrene  in  Bakelite  TMD 
2155  employed  by  appellant  for  a  time  has  a  high 
styrene  content.  The  reason  for  this  is  given  under 
paragraph  14  hereof. 

18.  The  court  erred  in  making  Finding  of  Fact  No. 

50  (R.  p.  53)  because  this  Finding  is  contrary  to  the 
weight  of  the  evidence  which  established  that  the  co- 
polymer used  to  modify  polystyrene  in  the  Monsanto 
Chemical  Company  Lustrex  Hi-Test  89  employed  by 
appellant  for  a  time  has  a  high  styrene  content.  The 
reason  for  this  is  given  under  paragraph  14  hereof. 

19.  The  court  erred  in  making  Finding  of  Fact  No. 

51  (R.  pp.  53-54)  because  this  Finding  is  misleading 
and  unsupported  by  the  evidence.  The  testimony  estab- 
lished that  appellant's  frames  achieved  commercial 
success  from  the  beginning  and  that  its  difficulty  was 
not  at  all  in  producing  an  acceptable  and  satisfactory 
frame  but  in  the  obtaining  of  a  conveniently  located 
firm  to  mix  the  raw  materials  of  its  molding  powder. 
The  Finding  is  also  wrong  in  the  statement  that  ap- 
pellant's successful  frames  were  made  of  polystyrene 
modified  by  a  copolymer  having  a  low  styrene  content, 
for  the  reasons  set  forth  previously  under  paragraph 
14  hereof. 

20.  The  court  erred  in  making  Finding  of  Fact  No. 
51a  (R.  p.  54)  because  the  original  frames  produced 
by  appellant  with  its  original  formula  were  clearly 
shown  to  have  utility.  The  Finding  is  also  wrong  in 
the  statement  that  the  copolymer  used  to  modify  poly- 
styrene in  the  accused  (appellee's)  frames  has  a  low 
styrene  content,  the  reasons  for  this  having  been  set 
forth  already  under  paragraph  14  hereof. 

21.  The  court  erred  in  making  Finding  of  Fact  No. 

52  (R.  p.  54)  for  the  following  reasons:  First  of  all, 
even  if  the  materials  used  by  appellant  in  making  its 
frames  were  well  known  in  the  art,  this  would  be  irrel- 
evant to  the  issue  of  validity  herein  since  the  invention 
of  the  suit  patent  lies  in  the  making  of  a  battery  hold- 
down  frame  of  a  particular  type  of  plastic.   Secondly, 
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said  materials  were  not  shown  to  be  old.  Thirdly, 
under  the  circumstances  of  the  present  case  there  was 
invention  in  making  a  battery  hold-down  frame  of  a 
particular  type  of  plastic;  and  fourthly,  the  use  of 
plastic  for  a  battery  hold-down  frame  was  not  disclosed 
by  Leuvelink,  U.  S.  Patent  No.  2,382,428,  dated  August 
14,  1945,  prior  to  Coleman  as  stated  in  the  Finding; 
Leuvelink's  patent  relates  to  a  clamp  for  an  electron 
tube  and  discloses  the  use  of  a  plastic  wholly  unsuitable 
for  a  battery  hold-down  frame,  as  found  by  the  Board 
of  Appeals  in  the  Patent  Office. 

22.  The  court  erred  in  making  Finding  of  Fact  No. 
53  (R.  pp.  54-55)  because  said  Finding  is  vague,  in- 
definite and  irrelevant.  Durability  is  not  at  all  the  only 
necessary  characteristic  of  a  plastic  battery  hold-down 
frame,  so  the  fact  that  plastics  might  previously  have 
been  used  for  durable  articles  is  of  no  significance. 
Many  durable  plastics  are  utterly  unsuitable  as  materi- 
als for  battery  hold-down  frames.  Also,  the  Finding  is 
entirely  unsupported  by  the  evidence  which  did  not 
establish  that  any  article  "such  as  a  frame"  was  made 
of  plastic  prior  to  the  invention  of  the  suit  patent. 

23.  The  court  erred  in  making  Conclusion  of  Law 
No.  7  (R.  p.  55)  because  the  conclusion  that  the  suit 
patent  lacks  utility  and  does  not  disclose  and  claim  a 
patentable  invention  is  unsupported  by  the  facts,  and 
so  is  the  conclusion  that  the  patent  is,  therefore,  in- 
valid. 

24.  The  court  erred  in  making  Conclusion  of  Law 
No.  8  (R.  pp.  55-56)  because  the  conclusion  that  the 
patent  is  indefinite  is  not  supported  by  the  evidence 
inasmuch  as  the  patent  does  teach  one  skilled  in  the  art 
how  to  achieve  a  plastic  battery  hold-down  frame  hav- 
ing the  requisite  physical  and  mechanical  properties 
by  using  the  type  of  plastic  disclosed  and  the  claims 
also  point  all  this  out.  Moreover,  even  if  some  experi- 
mentation were  required  by  one  skilled  in  the  art  to 
achieve  a  frame  having  the  requisite  characteristics 
this  would  not  render  the  patent  invalid  since  there  is 
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no  law  to  the  effect  that  a  patent  disclosure  must  be 
so  exact  that  no  experimentation  whatsoever  would 
be  required  in  duplicating  the  invention.  Finally,  ex- 
act proportions  as  stated  in  this  Conclusion  are  not 
required  to  obtain  a  frame  having  the  requisite  me- 
chanical and  physical  characteristics  so  long  as  the 
basic  disclosure  of  the  suit  patent  is  followed.  The 
conclusion  that  the  suit  patent  is  invalid  in  its  en- 
tirety is  wrong  for  the  foregoing  reasons.  ■ 

25.  The  court  erred  in  making  Conclusion  of  Law 
No.  9  (R.  p.  56)  since  the  suit  patent  does  disclose  in- 
vention over  the  prior  art  and  is  valid,  and  the  subject 
matter  of  the  suit  patent  was  not  stated  in  any  printed 
publications  published  more  than  one  year  prior  to  the 
date  of  application  for  the  suit  patent. 

26.  The  court  erred  in  making  Conclusion  of  Law 
No.  10  (R.  p.  56)  since  this  conclusion  of  non-infringe-  I 
ment  is  based  on  the  erroneous  conclusion  that  the   '" 
patent  is  invalid. 

27.  The  court  erred  in  making  Conclusion  of  Law 
No.  11  (R.  p.  56)  because  the  accused  frames  do  in- 
fringe the  suit  patent  inasmuch  as  the  copolymer  em- 
ployed therein  to  modify  the  polystyrene  thereof  has  a 
high  styrene  content  and  not  a  low  one  or  is  the  equiva- 
lent of  a  copolymer  having  a  high  styrene  content. 
Also,  Conclusion  No.  11  is  contrary  to  the  evidence. 

28.  The  court  erred  in  making  Conclusion  of  Law 
No.  13  (R.  pp.  56-57)  because  appellee  was  not  entitled 
to  judgment  on  its  counterclaim  for  declaratory  judg- 
ment. The  suit  patent  and  the  claims  thereof  are  valid, 
and  the  accused  frames  do  infringe  the  claims  of  the 
suit  patent.  j 

29.  The  court  erred  in  admitting  in  evidence  U.  S. 
Patent  No.  2,578,518,  dated  December  11,  1951  to  Ditz, 
et  al.,  this  being  Def's  Ex.  A.  The  objection  to  the 
admission  of  this  patent  occurs  at  R.  p.  296  and  reads 
as  follows : 

"The  Court :  What  is  your  objection,  then? 


13 

Mr.  Kirschstein :  The  patent  issued  after  the  filing 
date  of  the  suit  patent.  I  believe  that  it  is  only  ad- 
missible on  the  issue  of  prior  invention;  not  on  any 
other  issue. 

Mr.  Caughey :  It  is  not  a  publication,  sir. 

The  full  colloquy  concerning  Def's  Ex.  A  including 
the  court's  ruling  upon  the  objection  and  a  statement  of 
the  purposes  for  which  appellee  offered  the  exliibit 
occurs  at  R.  pp.  295-298. 

The  Ditz,  et  al.  patent  relates  to  battery  containers 
and  the  molding  thereof  from  polystyrene  modified  by 
various  copolymers  of  butadiene  and  styrene. 

The  reason  why  the  Ditz  et  al.  patent  should  not 
have  been  admitted  in  evidence  as  prior  art  is  that  it 
bears  an  issue  date  later  than  the  filing  date  of  the 
suit  patent.  Under  the  law  such  a  patent  can  only 
serve  to  show  that  the  inventor  of  the  suit  patent  was 
not  the  first  inventor.  Since  the  Ditz  et  al.  patent  does 
not  relate  to  plastic  battery  hold-down  frames,  it  could 
not  possibly  show  even  that  the  inventor  of  the  suit 
patent  was  not  the  first  inventor  of  the  subject  matter 
thereof  and  could  not  properly  be  admitted  for  that 
purpose  either. 

30.  The  court  erred  in  basing  any  of  its  findings, 
holdings  or  conclusions  on  the  Ditz  et  al.  patent  which 
for  the  reasons  set  forth  in  paragraph  29  hereof  was 
improperly  admitted  in  evidence. 

II. 

Regarding  the  unfair  competition  count,  the  appellant 
relies  on  the  following  errors : 

1.  The  court  erred  in  making  Finding  of  Fact  No.  7 
(R.  p.  42)  to  the  effect  that  the  legends  and  symbols  on 
appellant's  cartons  for  its  battery  hold-down  frames 
and  appellee's  cartons  are  different.  Said  legends  and 
symbols  are  different  in  some  respects  but  are  sub- 
stantially the  same  in  form,  language  and  color  scheme. 
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2.  The  court  erred  in  making  Finding  of  Fact  No.  9 
(E-.  p.  42).  There  was  evidence  of  imitation  and  de- 
ception tending  to  mislead  the  section  of  the  public 
constituting  the  automotive  trade  as  to  source  and 
sponsorship  of  the  goods  of  the  parties.  The  fact  that 
the  accused  frames  deliberately  simulate  appellant's 
frames  in  non-functional  color  and  shape  despite  the 
conceded  availability  of  other  colors  was  clear  evi-  _, 
dence  of  intent  to  deceive,  and  this  evidence  was  sup- 1 
ported  by  uncontradicted  testimony  that  af)pellant's 
frames  have  long  and  frequently  been  displayed  out 
of  their  containers  in  gas  stations  and  automotive 
stores.  gj 

3.  The  court  erred  in  making  Finding  of  Fact  No.  10 
(R.  p.  42)  to  the  effect  that  all  of  the  elements  and  fea-  . 
tures  of  the  appellant's  and  appellee's  frames  are  func- 1 
tional.  There  was  no  evidence  whatsoever  that  the 
color  and  shape  of  the  frames  are  functional;  in  fact 
appellee  itself  introduced  in  evidence  a  metal  frame 
coated  with  plastic  and  capable  of  performing  the 
same  functions  as  the  accused  frames  but  having  an 
entirely  different  shape  and  appearance. 

4.  The  court  erred  in  making  Finding  of  Fact  No.  11 
(R.  p.  42)  to  the  effect  that  there  is  no  evidence  of  ac- 
tual confusion  or  tendency  to  confuse.  There  was  such 
evidence. 

5.  The  court  erred  in  making  Finding  of  Fact  No. 
13  (R.  p.  43).  The  statement  that  nothing  in  the  record 
indicates  that  the  color  red  of  appellant's  frames  had 
acquired  secondary  meaning  is  contrary  to  the  weight 
of  the  evidence.  There  was  testimony  of  independent, 
unbiased  witnesses  to  the  effect  that  the  color  red  had 
become  known  as  identifying  appellant's  frames  which 
were  asked  for  as  the  "red  frames." 


6.  The  court  erred  in  making  Conclusion  of  Law 
No.  2  (R.  p.  55)  because  the  conclusion  that  there  was 
no  evidence  to  sustain  appellant's  claim  for  unfair 
competition  was  completely  contrary  to  the  weight  of 
the  evidence. 
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7.  The  court  erred  in  making  Conclusion  of  Law- 
No.  3  (E.  p.  55)  because  the  evidence  clearly  established 
that  the  accused  frames  are  sold  in  unfair  competi- 
tion with  appellant's  frames. 

8.  The  court  erred  in  making  Conclusion  of  Law 
No.  4  (R.  p.  55)  because  appellant  established  clearly 
its  exclusive  right  to  the  color  red  for  a  battery  hold- 
down  frame. 

9.  The  court  erred  in  making  Conclusion  of  Law 
No.  5  (R.  p.  55)  because  appellant  established  its  ex- 
clusive right  to  the  design  of  its  hold-down  frame 
which  design  is  non-functional. 

10.  The  court  erred  in  making  Conclusion  of  Law 
No.  6  (R.  p.  55)  because  the  appellant  was  entitled  to 
relief  for  unfair  competition  since  it  established  sec- 
ondary meaning,  deception  and  likelihood  of  confusion 
between  its  frames  and  appellee's. 

11.  The  court  erred  in  making  Conclusion  of  Law 
No.  12  (R.  p.  56)  because  the  complaint  should  have 
been  sustained  as  to  both  counts  thereof. 

12.  The  court  erred  in  making  Conclusion  of  Law 
No.  14  (R.  p.  57)  insofar  as  it  stated  that  appellee  w^as 
to  be  awarded  costs;  the  complaint  should  have  been 
sustained  and  appellant  awarded  costs. 

III. 

As  to  the  counterclaim,  the  court  erred  in  failing  to  find 
and  conclude  that  the  suit  patent  is  valid  and  infringed 
and  that  therefore  the  counterclaim  should  be  dismissed. 


IS 

THE  PATENT  INFRINGEMENT  COUNT 
Introduction  and  Summary 

A  battery  hold-down  frame  is  a  device  employed  in 
automobiles  and  other  vehicles  such,  for  example,  as 
tractors,  to  hold  the  storage  battery  in  place.  It  is  fitted 
over  the  top  of  the  battery  container  and  bolted  to  the 
car,  the  battery  being  retained  in  place  by  the  clamping 
action  of  the  hold-down  frame.  Prior  to  the  present  in- 
vention (around  the  beginning  of  1951),  only  metal  hold- 
down  frames  had  been  employed  from  the  time  the  storage 
battery  came  into  use  on  automobiles  in  about  1914. 

The  metal  battery  hold-down  frames  were  subject  to 
many  drawbacks  both  from  the  point  of  view  of  having  an 
adverse  effect  on  the  storage  battery  and  even  on  the 
car  itself.  Basically,  their  electrical  conductivity  and  their 
corrodibility  made  them  dangerous  and  difficult  to  use. 
Their  only  advantage  was  cheapness.  The  patentee  over- 
came the  problems  presented  by  metal  frames  (which  will 
be  dealt  with  in  much  greater  detail  hereinafter)  by  invent- 
ing a  plastic  battery  hold-down  frame  having  none  of  the 
defects  of  the  metal  frame. 

The  plastic  frames  have  been  commercially  successful 
and  have  displaced  the  metal  hold-down  frames  to  a  very 
great  extent  as  far  as  the  sales  of  hold-down  frames  for 
replacement  purposes  (as  opposed  to  original  equipment 
purposes)  are  concerned. 

The  patent  in  suit  discloses  a  plastic  battery  hold-down 
frame  having  certain  physical  characteristics  whereby  it  can 
exert  force  against  the  top  of  a  storage  battery  and  thereby 
hold  the  battery  to  the  car  frame,  and  the  patent  further 
discloses  that  the  frame  is  to  be  made  of  a  particular 
type  of  plastic,  to  wit:  polystyrene,  whose  physical  and 
mechanical  characteristics  are  modified  along  certain  spe- 
cific,  necessary   and   desired  lines   by   the   addition   of  a 
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copolymer  of  butadiene  and  styrene  having  a  high  styrene 
content.  The  patent  sets  forth  the  defects  of  metal  frames 
and  the  particular  physical  and  mechanical  characteristics 
necessary  for  plastic  battery  hold-down  frames  if  they  are 
to  be  a  successful  and  acceptable  product.  All  of  this  will 
be  discussed  in  greater  detail  hereinafter. 

Appellee  raised  the  usual  defenses  of  invalidity  and  non- 
infringement, the  former  being  predicated  mainly  on  prior 
art  and  alleged  indefiniteness  of  the  disclosure  of  the  suit 
patent.  The  claim  of  non-infringement  was  based  on  the 
theory  that  the  copolymer  employed  to  modify  polystyrene 
in  the  composition  of  appellee's  hold-down  frames  is  not  a 
3utadiene-styrene  copolymer  having  a  high  styrene  content. 

Despite  clear  proof  that  the  patented  frames  filled  a 
ong-felt  need  in  the  trade,  that  they  had  great  commercial 
mccess,  that  the  prior  art  did  not  show  anything  like 
;he  invention,  and  that  the  patent  has  a  sufficiently  definite 
iisclosure,  the  lower  court  held  claim  3,  the  only  claim 
n  suit,  invalid.  In  addition,  the  trial  court  held  that 
;he  patent  was  not  infringed  despite  proof  that  the  accused 
:rames  come  within  the  mechanical  and  compositional 
imitations  of  claim  3  or  employ  an  equivalent  as  far  as 
iomposition  is  concerned. 

Butadiene-styrene  copolymers  are  known  as  "Buna  S's." 
rhe  butadiene-styrene  copolymer  having  a  25%  styrene 
content  is  the  standard  all-purpose  synthetic  substitute  for 
'ubber;  it  is  known  as  standard  G.  R.  S.  (meaning  Govern- 
nent  Rubber  Styrene). 

It  should  be  clearly  borne  in  mind  that  the  frames  of 
)oth  parties  are  not  made  of  polystyrene  alone  or  of  a 
3una  S  alone;  they  are  made  of  a  plastic  predominantly 
Dolystyrene  but  modified  by  a  Buna  S  having  a  styrene 
!ontent  higher  than  that  of  the  standard  Buna  S.* 


*  The  trial  court  repeatedly  indicated  in  its  opinion  a  confusion  as  to 
yliat  in  fact  the  plastic  frames  of  the  parties  were  made  of.  Most  of  the 
ime  the  court  appeared  to  be  under  the  impression  that  the  frames  were  made 
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It  is  to  he  emphasised  at  the  outset  that  the  present 
case  is  not  one  where  an  inventor  merely  took  an  old 
object  and  used  a  new  material  for  the  purpose  of  making 
it  in  order  to  impart  superior  characteristics  thereto. 
The  individual  raw  materials  for  the  patentee's  plastic  bat- 
tery hold-down  frames  were  old  and  had  long  been  avail- 
able. Yet,  despite  the  need  for  far  better  frames  than  the 
old  metal  ones,  no  one  thought  of  making  this  part  of  auto- 
mobile equipment  out  of  plastic  and  no  one  thought  of 
modifying  polystyrene  with  a  high  styrene  butadiene- 
styrene  copolymer  to  provide  a  material  for  such  a  frame. 
Butadiene-styrene  copolymers  with  styrene  contents  as 
high  as  that  in  the  modifying  copolymer  employed  in  the 
plastic  of  appellee's  frames  were  known  as  far  back  as 
1944,*  although  appellee's  specific  modifying  copolymer 
was  not  developed  till  later ;  and,  of  course,  polystyrene  is 
one  of  the  oldest  plastics  known. 

How  the  Invention  Was  Made 

The  inventor,  Sidney  Coleman,  at  the  time  he  conceived 
the  invention  of  the  suit  patent,  had  been  for  many  years 
a  salesman  in  the  automotive  field  (R.  p.  389).  He  was 
familiar  with  the  difficulties  with  the  old  metal  frames 
(R.  pp.  391-392)  and  in  the  early  part  of  1950  conceived 
the  idea  of  obviating  them  by  making  the  frames  of  plastic 
(R.  p.  389).  The  idea  of  making  frames  of  plastic  was  an 
entirely  new  concept  in  the  automotive  trade  and  no  one 
had  done  anything  like  it  before.  This  is  shown  irrefutably 
by  the  fact  that  plastic  frames  solved  the  problems  en- 

solely  of  the  modifying  butadiene  styrene  copolymer  itself  (R.  p.  20).  At 
another  point  the  court  indicated  that  it  thought  the  frames  were  made  of 
butadiene  and  polystyrene  (R.  p.  35).  This  confusion  as  to  nomenclature,  it 
is  believed,  militated  against  a  full  understanding  below  of  the  invention 
itself,  particularly  in  the  light  of  the  fact  that  the  Court  did  not  have  the 
benefit  of  a  transcript  of  the  testimony  nor  did  it  request  briefs  after  trial. 

*  See  Plaintiff's  Ex.  No,  69  at  R.  p.  465,  No.  70  at  R.  p.  467,  and  No.  71 
at  R.  p.  469. 
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countered   with   metal    frames    and   these    problems    had 
plagued  the  industry  for  upwards  of  forty  years. 

Having  conceived  the  idea  of  making  plastic  battery 
hold-down  frames,  there  remained  for  Mr.  Coleman  to  find 
a  type  of  plastic  that  would  be  suitable  for  them.  There 
was  no  precedent  for  using  any  particular  type  of  plastic 
since  there  had  been  no  plastic  battery  hold-down  frames 
at  all  prior  to  the  invention.  Moreover,  other  articles  in 
the  automotive  trade  made  of  plastic  such  as  battery 
casings  themselves  did  not  have  the  same  physical  require- 
ments at  all  as  the  frames.  Plastic  battery  hold-down 
frames,  as  set  forth  in  the  suit  patent,  firstly  had  to  have 
sufficient  flexibility  so  that  they  would  not  break  the  battery 
casings  when  used  to  maintain  a  battery  in  place  (a  char- 
acteristic not  required  by  the  battery  casings  themselves 
which  merely  need  to  be  sufficiently  unbrittle  so  that  they 
will  not  break  due  to  the  bumping  of  the  car  in  which  the 
battery  is  located).  Secondly,  a  plastic  frame  had  to  be 
able  itself  to  survive  the  impacts  involved  in  driving  a 
vehicle ;  further  it  had  to  be  impervious  to,  i.e.,  not  corrode 
when  subjected  to,  the  chemicals  of  the  battery,  water  and 
air.  And,  in  addition,  a  plastic  frame  had  to  be  a  non- 
conductor of  electricity  and  had  to  be  able  to  withstand 
the  high  temperatures  existing  near  the  motor  of  the 
car  (Suit  patent.  Col.  1,  lines  20-52  and  Col.  2,  line  40  to 
Col.  3,  line  2;  R.  pp.  392-393). 

Coleman  experimented  with  several  plastics  which  were 
readily  available  to  him,  these  being  polystyrene  and  poly- 
ethylene, but  polystyrene  was  too  brittle  and  polyethylene 
too  flexible  (R.  pp.  367,  390).  The  way  in  which  Coleman 
finally  arrived  at  a  plastic  to  satisfy  his  purposes  is  both 
interesting  and  significant  from  the  point  of  view  of  in- 
vention. He  realized  that  polystyrene  was  a  good  basic 
material  because  it  is  not  subject  to  corrosion  and  is  not 
a  conductor  of  electricity;  however,  its  melting  point  is 
too  low  to  withstand  the  temperatures  near  the  motor  of 
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a  car,  and  it  has  insufficient  strength,  toughness  and 
flexibility  to  be  used  for  the  desired  purposes  (Suit  patent, 
Col.  2,  lines  42-52).  While  mulling  over  the  problem  of 
how  to  modify  the  polystyrene,  Coleman  came  across  a 
cigarette  case  made  of  a  flexible  plastic.  Upon  examining 
it  and  testing  it  by  burning  and  smelling  the  smoke  given 
off  (a  common  layman's  test),  he  recognized  that  the  ma- 
terial was  a  rubbery  type  of  substance  and  it  occurred  to 
him  that  by  adding  some  of  it  to  polystyrene  he  might  be 
able  to  modify  the  polystyrene  so  as  to  obtain  a  plastic 
meeting  the  requirements  he  conceived  to  be  necessary 
(R.  pp.  366-367,  394). 

Having  in  mind  that  polystyrene  was  to  be  his  basic 
material  but  that  it  had  to  be  modified  in  certain  respects, 
Coleman  obtained  some  of  the  molding  powder  from  which 
the  cigarette  case  had  been  made  and  tried  molding  battery 
hold-down  frames  from  polystyrene  to  which  the  mate- 
rial of  the  cigarette  case  (which  material  came  in  powder 
form)  had  been  added;  he  found  that  when  sufficient  mate- 
rial was  added  to  modify  the  polystyrene,  a  plastic  frame 
meeting  all  of  his  requirements  could  be  produced  (R.  pp. 
367-369).  Later,  he  ascertained  that  his  modifying  ma- 
terial, which  was  a  product  known  as  "Darex  Copolymer 
No.  3"  manufactured  by  the  Dewey  and  Almy  Chemical 
Company  of  Cambridge,  Massachusetts,  was  a  copolymer 
of  styrene  and  butadiene  with  a  high  styrene  content  and 
that  such  copolymers  were  generally  known  as  Buna  S's 
with  a  high  styrene  content  (R.  p.  397).  Coleman's  re- 
duction of  his  invention  to  practice  as  aforesaid  occurred 
in  January  or  February,  1951  (R.  pp.  394,  397-398). 

The  polystyrene  and  modifying  copolymer  employed  in 
the  patented  frames  are  not  interpolymerized  with  one 
another  or  otherwise  chemically  combined;  they  are  phys- 
ically mixed.  Of  course,  the  making  of  polystyrene  itself 
involves  polymerization  of  styrene,  and  the  making  of 
a  Buna  S  involves  copolymerizing  butadiene  with  styrene. 
But    the    polystyrene    and    copolymer    molding    powder 
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employed  in  making  the  battery  hold-down  frames  is  a 
physical  mixture  of  the  two  separate  powders,  not  a 
chemical  compound  of  them. 

It  is  to  be  emphasised  that  Coleman  does  not  claim 
to  have  originated  either  battery  hold-down  frames  or  a 
new  plastic.  What  he  did  invent  and  does  claim  is  a 
plastic  battery  hold-down  frame  made  of  a  particular  type 
of  plastic  material  suitable  for  his  purposes.  The  invention 
thus  has  the  dual  aspect  of  the  conception  of  the  idea  of 
making  the  frames  from  a  plastic  material,  the  recognition 
of  the  requirements  for  the  plastic  material,  and  the  pro- 
vision of  a  particular  type  of  plastic  suitable  for  the 
purpose. 

The  Disclosure  of  the  Suit  Patent 

The  suit  patent  sets  forth,  first  of  all,  the  defects  of  the 
old  metal  battery  hold-down  frames.  Among  these  defects 
are  the  fact  that  said  frames  are  corrodible  and,  there- 
fore, subject  to  attack  by  the  electrolyte  of  the  battery, 
are  electrically  conductive,  tend  to  crack  the  top  of  the 
battery  because  of  the  frame's  lack  of  resiliency,  and 
adhere  to  the  battery  due  to  corrosion  (Suit  patent.  Col.  1, 
lines  20-52). 

The  suit  patent  discloses  that  the  defects  of  the  metal 
frames  can  be  overcome  by  making  the  frames  of  plastic 
but  that  to  do  this  certain  requirements  have  to  be  met, 
to  wit,  the  frames  must  be  non-conductive,  non-corrodible 
and  have  sufficient  elasticity,  heat  resistance,  building 
strength  and  toughness  (Suit  patent.  Col.  1,  line  72  to 
Col.  2,  line  4;  Col.  1,  lines  20-52;  Col.  2,  lines  62-68). 

Coming  now  more  specifically  to  the  disclosure,  the  in- 
vented frame  is  described  as  being  a  one-piece  rectangulai 
shaped  article  including  two  parallel  sides  connected  by 
two  parallel  ends.  Said  sides  and  ends  are  recited  as  being 
adapted  to  abut  against  the  outer  faces  of  the  sides  and 
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ends  of  the  battery  casing.  The  frame  also  includes  ele- 
ments adapted  to  bear  against  the  top  of  the  battery 
casing,  these  elements  constituting  the  inner  corners  of 
the  frame.  Openings  for  bolts  are  provided  either  at  the 
ends  or  along  the  sides  of  the  frames.  The  frames  are 
of  such  size  as  to  be  adaj)ted  to  fit  the  particular  battery 
casing  with  which  they  are  to  be  used  (Suit  patent,  Col.  2, 
lines  18-39).  The  plastic  of  which  the  frame  is  made  is 
described  in  the  patent  as  being  a  modified  polystyrene 
and  more  specifically  as  being  polystyrene  modified  with 
a  Buna  S  having  a  high  styrene  content  (Suit  patent,  Col. 
1,  line  72  to  Col.  2,  line  4;  Col.  2,  lines  40-41,  51-56;  and 
Col.  2,  line  71  to  Col.  3,  line  2). 

Inasmuch  as  will  be  pointed  out  in  greater  detail  herein- 
after the  trial  court  was  mistaken  as  to  the  nature  of  the 
invention,*  it  is  important  to  emphasize  that  the  patent 
discloses  an  article  made  of  a  particular  type  of  material. 
It  does  not  purport  to  he  a  chemical  patent  or  to  disclose 
a  new  plastic  or  formulation  or  chemical  combination  of 
some  hind.  The  invention  was  to  make  a  battery  hold-down 
of  plastic  from  a  type  of  plastic  which  would  have  the 
proper  characteristics  for  a  hold-down  frame.  Accordingly, 
the  claims  in  suit  describe  the  article  as  to  its  mechanical 
elements,  recite  that  it  is  to  be  made  of  plastic,  recite  that 
the  type  of  plastic  is  to  be  polystyrene  modified  with  a 
Buna  S  having  a  high  styrene  content,  and  recite  the  physi- 
cal and  mechanical  characteristics  which  the  plastic  must 
have.  In  other  words,  the  newly  invented  frame  had  to  be 
claimed  both  in  the  terms  of  its  mechanical  aspects  and  in 
terms  of  the  composition  of  which  it  is  made  and  the  physi- 
cal characteristics  imparted  by  the  composition  to  the  ar- 
ticle. This  is  entirely  permissible  in  patent  law  as  the 
cases  cited  infra,  p.  56,  hold. 

Claim  3  was  the  only  claim  relied  on  at  the  trial  and  in 
order  for  the  court  to  better  understand  the  nature  of  the 
present  case,  it  is  set  forth  in  full: 


The  Court  considered  it  to  relate  to  a  chemical  combination. 
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"3.  A  one-piece  open  battery  hold-down  frame 
formed  of  plastic  material  and  including  elements 
bearing  against  the  sides  and  top  of  the  battery,  the 
plastic  material  of  which  said  frame  is  formed  com- 
prising polystyrene,  the  mechanical  and  physical  prop- 
erties of  which  have  been  modified  by  the  addition  of 
a  Buna  S  with  a  high  styrene  content,  the  latter  im- 
parting to  the  polystyrene  improved  heat  resistance, 
building  strength  and  toughness  sufficient  to  withstand 
pressure  to  which  the  frame  is  subjected  in  its  function 
to  hold  the  battery  on  its  support,  and  also  imparting 
to  the  polystyrene  enough  flexibility  to  prevent  break- 
age of  the  battery  top  against  which  elements  of  said 
frame  bear  in  the  holding  down  operation." 

It  will  be  noted  that  neither  claim  3  nor  any  claim  of 
the  patent  nor  the  disclosure  of  the  patent  sets  forth 
precise  amounts  or  proportions  for  the  mixture  of  poly- 
styrene and  the  Buna  S  having  a  high  styrene  content. 
The  reason  for  this  is  that,  as  mentioned  above,  the  patent 
is  not  for  a  chemical  composition  nor  is  it  for  a  plastic 
frame  made  of  any  specific  precise  composition.  The  claim 
and  specification  do  specifically  set  forth,  however,  not 
only  the  particular  type  of  plastic  which  will  be  satisfac- 
tory and  what  it  is  composed  of,  but  also  the  very  physical 
and  mechanical  requirements  which  the  plastic  must  have, 
(in  addition,  of  course,  to  the  purely  mechanical  aspects 
of  the  invention).  This  will  be  shown  to  be  sufficient  com- 
pliance with  the  patent  law  in  view  of  the  fact  that  the 
invention  is  of  a  battery  hold-down  frame  made  of  a  par- 
ticular, suitable  type  of  plastic. 
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Argument — ^Validity 

POINT  I 

Appellant  established  a  long  felt  unsatisfied  need  which  was 
filled  by  the  invention  of  the  suit  patent. 

It  is  axiomatic  in  patent  law  that  one  of  the  most  com- 
pelling criteria  of  invention  is  that  a  long  felt  unsatis- 
fied need  existed  in  the  field  to  which  the  patent  relates  and 
that  the  need  was  satisfied  by  the  invention.  Sometimes  the 
matter  is  stated  in  terms  of  a  long  unsolved  problem  over- 
come by  the  invention  (see  cases  cited  infra,  pp.  45-46).  In 
the  present  case  the  existence  of  a  long  felt  unsatisfied 
need  and  of  a  problem  in  the  automotive  industry  was 
established  beyond  any  doubt ;  indeed,  it  was  even  conceded 
by  appellee  (R.  p.  67). 

Appellant's  witness  Samuel  Ert  was  a  man  with  almost 
fifty  years  experience  in  the  automotive  trade,  and  in  par- 
ticular his  experience  related  to  automobile  storage  bat- 
teries (R.  pp.  63-64).  His  unchallenged  and  unbiased  testi- 
mony, for  he  was  a  completely  independent  witness,  was 
supported  by  exliibits  brought  by  him  to  court  from  his 
own  shop.  Mr.  Ert's  testimony  established  that  the  metal 
hold-down  frames  previously  employed  to  hold  car  batteries 
in  place  until  the  advent  of  the  invention  of  the  suit  patent 
had  been  subject  to  many  serious  disadvantages  known  to 
the  trade  from  the  time  storage  batteries  were  first  em- 
ployed on  cars,  almost  forty  years  ago  (R.  pp.  64-69).  More 
specifically,  Mr.  Ert  testified,  in  this  respect  corroborating 
the  statements  made  in  the  suit  patent,  that  the  metal  hold- 
down  frames  are  highly  subject  to  corrosion  from  the  bat- 
tery acid  and  that  because  they  are  electrically  conductive 
there  is  great  danger  of  short-circuiting  which  can  cause  a 
fire  (R.  pp.  64-69).  He  stated  that  the  action  of  acid  fumes 
on  the  metal  frames  causes  them  to  corrode  and  presented 
exhibits  corroborating  this  (R.  pp.  64-65 ;  Pi's  Ex.  Nos.  56- 
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58).  In  addition,  he  brought  to  court  frames  taken  from 
cars  in  which  fires  had  been  caused  by  short-circuiting  (Pi's 
Ex.  Nos.  54  and  55).  Ert's  testimony  established  that  the 
corrosion  and  short  circuit  problems  were  very  serious  ones 
because  due  to  corrosion  there  is  leakage  of  battery  acid 
whereby  the  battery  is  weakened  and  due  to  the  short 
circuiting  the  battery  may  be  ruined  or  destroyed  by  fire 
or  even  the  car  itself  set  on  fire. 

Mr.  Ert  testified  further  that  appellant's  plastic  hold- 
down  frames,  embodying  the  invention  of  the  suit  patent, 
solved  the  problems  that  had  been  in  existence  for  over 
forty  years  with  the  metal  frames  because  the  plastic 
frames  would  not  corrode  so  that  they  could  continue  to 
protect  the  battery  and  that  they  could  not  cause  any  fire 
or  short  circuit  of  the  battery  (R.  pp.  69-72).  He  stated 
that  the  market  for  metal  frames  as  replacements  for  the 
original  equipment  on  cars  has  greatly  decreased  since  ap- 
pellant's plastic  frames  came  on  the  market  because  of  the 
superiority  of  the  latter  (R.  pp.  71-74). 

Corroborative  of  the  testimony  of  Mr.  Ert  was  the  testi- 
mony of  Morton  Bean  of  Quality  Electric  Products  of  New 
York  City,  New  York,  a  man  thoroughly  experienced  with 
and  familiar  with  the  automotive  trade  and  battery  hold- 
down  frames  (R.  pp.  98-99).  Mr.  Bean,  backing  up  state- 
ments made  in  the  suit  patent,  testified  that  not  only  do  the 
electrically  conductive  metal  frames  corrode  but  that  after 
they  have  corroded  to  some  extent  they  cause  a  drop  in 
the  battery  amperage  because  of  their  electrical  conduc- 
tivity (R.  p.  100).  Additionally,  he  pointed  out  that 
improperly  installed  metal  frames  break  the  tops  of  the 
battery  cases  which  are  made  of  a  plastic  material  not 
not  nearly  as  strong  and  hard  as  metal  (R.  p.  100).  As  was 
the  case  with  Mr.  Ert,  Mr.  Bean  had  personal  knowledge 
of  these  defects  (R.  p.  101). 

Bean  testified  that  when  the  appellant's  plastic  battery 
hold-down  frames  were  put  on  the  market,  there  was  an 
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immediate  favorable  response  to  them  and  they  were  a  big 
success  because  they  were  so  much  better  than  the  metal 
hold-down  frames.  Further,  Bean  stated  that  in  about  three 
years  his  iirm  sold  approximately  200,000  of  appellant's 
frames  and  that  the  demand  for  metal  frames  became  nil 
with  the  advent  of  the  plastic  frames;  indeed,  one  com- 
pany which  had  made  metal  frames  even  went  out  of  busi- 
ness after  the  plastic  frames  came  into  use  (R.  pp.  101-102, 
104-105). 

The  witness  Abraham  Golden  of  Mitchell  Auto  and  Tire 
and  London  Supply  Company,  New  York  City,  New  York, 
testified  to  substantially  the  same  matters  as  Bean,  He 
corroborated  Bean's  testimony  regarding  danger  of  short 
circuit  and  corrosion  with  the  metal  frames  and  the  fact 
that  the  plastic  frames  have  replaced  the  metal  ones  be- 
cause they  solved  the  problems  present  for  so  long  with 
metal  frames.  He  also  stated  that  his  concern  sold  about 
12,000  plastic  frames  a  year  and  that  the  sales  in  the  metal 
frames  have  declined  greatly  (R.  pp.  114-126). 

It  is  believed  that  appellant  established  clearly  beyond 
any  question  that  the  invention  of  the  suit  patent  solved 
a  long  existing  problem  of  great  significance  to  the  auto- 
mobile industry  and  filled  a  long  felt  need. 

POINT  II 
The  invention  has  been   a  commercial   success. 

The  appellant  as  assignee  of  the  patented  invention 
pioneered  the  use  of  plastic  battery  hold-down  frames  in 
the  automotive  industry,  introducing  them  in  June,  1951. 
Appellant's  frames  from  the  very  beginning  had  great 
utility,  and  appellant  was  able  to  establish  to  the  trade 
that  it  not  only  had  an  acceptable  article  but  a  highly 
superior  one  which  actually  eliminated  problems  that  had 
plagued  the  trade  for  many,  many  years.  Beginning  in 
1954,  appellant's  plastic  battery  hold-down  frames  caught 
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on  rapidly  and  sales  thereof  soared  (R.  p.  256).  And  for 
the  last  three  or  four  years  prior  to  the  trial  appellant's 
business  in  plastic  battery  hold-down  frames  has  been  a 
very  large  and  lucrative  one  and  sales  of  metal  hold-down 
frames  have  sharply  diminished  (R.  pp.  252-256;  Pi's  Ex. 
No.  30at  R.  p.  460). 

A  circumstance  that  gave  impetus  to  the  sales  of  appel- 
lant's plastic  frames  was  the  coming  into  use  of  12-volt 
storage  batteries  in  cars.  (The  previous  standard  battery 
was  6  volts.)  Such  batteries  with  their  extra  high  voltage 
arced  seriously  because  of  the  conductivity  of  the  metal 
hold-down  frames.  Arcing  is  a  phenomenon  which  occurs 
when  the  electric  current  jumps  from  one  electrode  of  a 
battery  to  the  other  and  is  in  essence  an  intermittent  short- 
circuit.  Many  12-volt  batteries  burned  out  in  short  periods 
of  time  and  were  fire  hazards  due  to  arcing ;  and  appellant's 
plastic  frames  which  prevented  the  arcing  therefore  in- 
creased greatly  in  popularity. 

From  1951  to  the  date  of  the  trial,  appellant  sold  over 
one  and  a  half  million  dollars  worth  of  plastic  frames, 
though  its  advertising  expense  in  all  that  time  was  not 
more  than  $6,000.00  (R.  pp.  259-260),  The  sales  mentioned 
represent  over  three  million  frames  sold  in  about  a  period 
of  six  years,  and  this  figure  assumes  even  greater  signifi- 
cance when  it  is  recognized  that  the  frames  primarily  are 
sold  for  replacement  and  not  as  original  equipment  on  cars 
(R.  pp.  252-256 ;  Pi's  Ex.  No.  30). 

Appellant's  plastic  battery  hold-down  frames  have  al- 
ways been  manufactured  in  accordance  with  the  suit  patent 
(R.  pp.  213-217;  Stip.,  Pi's  Ex.  No.  63  at  R.  pp.  461-464). 
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POINT  III 

The  invention  of  the  suit  patent  has  utility. 

On  the  question  of  utility,  appellee  seized  upon  certain 
remarks  made  by  the  inventor  and  by  Erich  Fritsch,  Vice- 
President  of  the  appellant,  in  the  course  of  their  deposi- 
tions, and  by  reading  in  evidence  portions  of  these  deposi- 
tions in  a  way  such  that  these  remarks  came  before  the 
trial  court  out  of  context  and  in  a  misleading  fashion, 
appellee  succeeded  in  misleading  the  trial  court  into  be- 
lieving that  appellant's  original  frames  were  not  satisfac- 
tory and  were  unsuccessful  because  of  breakage.  This  is 
not  so  as  quotations  from  the  record  below  will  clearly 
show. 

The  answer  to  the  claim  of  lack  of  utility  is  two-fold. 
First  of  all,  appellant  sold  approximately  32,000  frames 
totalling  $16,339.35  in  dollar  volume  during  the  very  first 
year  that  the  product  was  on  the  market  (R.  pp.  416-418; 
Pi's  Ex.  No.  30).  Appellant's  records  showed  that  during 
that  year  a  total  of  $470,60  worth  of  plastic  frames,  forks 
and  knives  were  returned  for  any  reason ;  obviously,  there- 
fore, the  returns  of  frames  for  defectiveness  were  negligible 
compared  to  sales  volume  thereof  (R.  p.  417).  The  frames 
sold  during  the  first  year  were  made  of  appellant's  very 
first  composition  (R.  pp.  415-417). 

Secondly,  appellant  proved  that  it  bought  5,000  pounds 
of  (2^2  tons)  of  Darex  Copolymer  No.  3,  the  modifying 
copolymer  first  used,  from  the  Dewey  and  Almy  Chemical 
Company  (Pi's  Ex.  No.  86  at  R.  pp.  497-500,  503-507).  Said 
material  was  all  used  in  making  the  first  production  of  the 
aforesaid  frames  very  few  of  which  were  returned  (R.  pp. 
415-417;  Pi's  Ex.  No.  30).  These  two  points  in  addition 
to  other  testimony  clearly  refute  the  claim  of  lack  of  utility. 

To  go  into  the  matter  in  somewhat  more  detail,  plaintiff 
encountered  at  the  beginning  of  its  manufacture  a  practical 
problem  of  having  the  molding  powder  made.    There  was 
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nothing  wrong  with  the  formulation;  it  was  simply  that  to 
produce  a  molding  powder  comprising  polystyrene  modi- 
fied with  Buna  S  having  a  high  styrene  content,  a  physical 
mixture  of  the  polystyrene  and  the  modified  substance  had 
to  be  made  (R.  pp.  347-348).  The  Dewey  and  Almy  Chem- 
ical Company  had  no  problem  doing  this  but  declined  to 
do  it  on  a  large  enough  scale  for  appellant  (R.  pp.  357, 
375).  The  Stedfast  Rubber  Company  also  had  no  trouble 
performing  this  mixing  but  was  located  at  a  distance  of 
at  least  40  miles  from  appellant  so  that  it  was  economically 
impractical  to  use  this  company  to  perform  the  mixing 
(R.  pp.  356-357).  Accordingly,  appellant  sought  to  have 
the  Marine  Plastics  Company  which  was  right  in  the  town 
of  Clinton,  Mass.  where  appellant  was  located  do  the  mix- 
ing; unfortunately  this  company  did  not  always  do  it 
properly.  As  a  result,  some  frames  were  defective,  and 
appellant  went  to  an  already  mixed  powder  which  had  sub- 
sequent to  the  invention  become  available  from  the  Bakelite 
Company  and  then  from  the  Monsanto  Chemical  Company, 
so  that  it  could  save  itself  the  time  and  expense  of  buying 
the  components  of  its  composition  separately  and  then 
having  them  physically  mixed  (R.  pp.  349,  376). 

That  the  trial  court  was  misled  as  to  the  present  point 
is  shown  by  its  statement  in  its  opinion  (R.  p.  30)  that 
appellant  switched  to  compounds  made  by  Dow  Chemical 
Company  and  the  Monsanto  Chemical  Company  having 
modifying  copolymers  with  styrene  contents  as  high  as  80%. 
There  is  no  evidence  that  appellant  switched  to  any  molding 
powder  made  by  Dow  Chemical  Company  (Stip.,  Pi's  Ex. 
No.  63),  and  certainly  it  did  not  switch  to  one  made  by  any- 
one in  which  the  modifying  copolymer  had  a  styrene  con- 
tent of  80%.  The  Monsanto  material  employs  a  modifying 
copolymer  having  a  styrene  content  of  40-50%  (Stip.,  Pi's 
Ex.  No.  63).  The  Judge  did  not  recall  accurately  the  evi- 
dence on  this  point,  and  he  did  not  have  the  benefit  of  a 
record  or  briefs  after  trial  to  aid  his  recollection. 
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Because  appellee  managed  to  obscure  this  relatively- 
simple  point  regarding  utility,  there  are  quoted  below* 
pertinent  parts  of  the  testimony  clearly  establishing  the 
foregoing  facts,  and  for  the  documentary  x^roof  bearing 
this  out  the  Court  is  respectfully  urged  to  examine  Plain- 
tiff's Exhibits  Nos.  30  and  86. 


*     "  'Q.  Did  Dewey  &  Almy  mix  a  complete  molding  powder  for  you  at 
that  time?     A.  Yes. 

Q.  Including  polystyrene?     A.  Yes. 

*  ♦       «       «       « 

Q.  Was  that  material  satisfactory?     A.  Yes. 

Q.  Do  you  know  what  was  in  it?     A.  Yes. 

Q.  Wliat?     A.  Well,  I  don't  know  whether  I— 

There  was  Darex  copolymer  3,  polystyrene,  a  clay,  and  a  small  amount 
of  wax  for  lubricating  purposes,  just  for  the  molding  purposes,  not  in 
any  way  affecting  the  properties  of  the  compound'  "  (R.  p.  353). 

"  'Q.  *  *  *  I  am  asking  you  whether  your  company  was  still  looking 
for  materials  for  the  battery  hold-down  frame?  A.  No,  sir.  We  felt 
we  had  an  excellent  product,  as  I  remember,  from  the  materials  that  were 
made  from  the  processing  mixture  made  for  us  by  Dewey  &  Almy  Com- 
pany (R.  p.  357). 

Q.  Was  the  plastic  battery  hold-down  made  with  polystyrene  and  the 
Darex  Copolymer  No.  3  a  good  commercial  product?     A.  Yes. 

Q.  Was  there  any  difficulty  with  it,  other  than  the  problem  of  getting 
the  proper  chemical  means  of  getting  it  mixed?  A.  We  had  no  problems 
when  Dewey  and  Almy  made  the  first  material.  We  had  no  2)roblems  when 
Stedfast  Rubber  made  the  compound  for  us.  We  experienced  problems 
during  the  time  Marine  Plastics  did  the  compounding. 

Q.  You  testified  about  the  selection  of  materials  from  Bakelite  and 
Monsanto.  Am  I  correct  in  stating  that  that  was  concerned  with  the 
question  of  production  after  you  had  a  commercial  frame  on  the  market 

for  some  time?  (R.  p.  357) 

*  «       ♦       ♦       * 

A.  Yes'"  (R.  p.  358). 

"  'Q.  What  did  you  find  was  unsatisfactory  with  them  [the  plastic 
frames]  ?  A.  It  was  an  acceptable  item,  however  it  could  stand  improve- 
ment. We  changed  the  structure,  made  certain  parts  stronger  (R.  pp. 
408-409). 

Q.  Did  you  receive  returns  of  battery  hold-down  frames  during  the 
period,  1952?     A.  I  don't  think  so. 

Q.  No  frames  were  returned?     A.  I  don't  know  of  any. 

Q.  You  don't  know  of  any  frame  being  returned  because  it  was  un- 
satisfactory?    A.  I,  myself,  don't  know  of  that. 

Q.  Who  would  know  that?  A.  I  think  we'd  have  to  check  if  there's 
any  returns  in  the  accounts  receivable  or  Mr.  Coleman  would  know.    Let 
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POINT  IV 

The  prior  art  does  not  show  lack  of  invention  in  the  suit 
patent. 

None  of  the  patents  or  publications  cited  by  appellee 
shows  a  plastic  battery  hold-down  frame.  Of  this  there 
can  be  no  question;  and,  indeed,  no  contention  was  made 
at  the  trial  that  any  such  art  existed.  The  trial  court's 
holding  of  invalidity  of  the  suit  patent  was  predicated 
on  the  theory  that  since  battery  hold-down  frames  per  se 
as  a  physical  object  made  of  metal  were  old,  invention 
would  only  be  present  if  the  plastic  disclosed  were  itself 
new.  The  court  treated  the  suit  patent  as  a  chemical 
patent  for  a  combination  of  substances  and  held  that 
because  certain  publications  and  the  patent  to  Ditz  et  al. 
supposedly  showed  plastics  comprising  polystyrene  modi- 
fied with  a  Buna  S  having  a  high  styrene  content  there 
could  be  no  invention  in  the  suit  patent. 

It  is  respectfully  submitted  that  the  position  taken  by 
the  trial  court  entirely  misses  the  point  of  the  invention. 
The  invention  is  not  of  a  chemical  combination  but  of  a 
specific  article  of  manufacture  made  of  a  certain  type 
of  material.  Appellant  does  not  concede  that  the  type 
of  plastic  disclosed  in  the  suit  i:)atent  was  shown  in  any 
properly  admitted  prior  art,  as  will  be  pointed  out  herein- 
after, but  even  if  it  were,  there  would  still  be  invention 
because  what  the  patentee  did  was  not  only  new  but  it 

me  modify  that  in  one  way.  If  an  account  went  out  of  business  and  mer- 
chandise was  returned,  certainly,  there  must  have  been  a  refusal,  but  I, 
myself,  don't  know  of  any  specific  return. 

Q.  Mr.  Coleman  would  be  the  man  to  know  if  there  were  any  returns 
because  the  material  was  unsatisfactory?  A.  I  imagine  so.  I  don't  recall 
of  any  complaint  from  the  outside  of  our  material  being  unsatisfactory'  " 
(E.  p.  409). 

"  'Q.  And  that  all  of  the  frames  shipped  out  before  then  [July  8,  1952] 
would  have  been  made  with  the  Dewey  and  Almy  copolymer  plus  the 
polystyrene.     A.  Sure. 

Q.  I  refer  to  Exhibit  31  [Plaintiff's  Exhibit  No.  30]'  "  (R.  p.  416). 
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brought  about  new  results  whereby  an  ahnost  40-year-old 
problem  was  solved. 

The  court's  treatment  of  the  suit  patent  as  a  chemical 
patent  for  a  combination  was  a  fundamental  error  which 
underlies  the  holding  of  invalidity  both  for  lack  of  in- 
vention and  lack  of  sufficient  disclosure. 

Coming  now  more  specifically  to  the  art  relied  on  by 
appellee  and  the  lower  court,  it  is  conceded  that  joatent 
Nos.  1,677,789  to  Mabey  and  2,360,056  to  Heitshu  show 
metal  battery  hold-down  frames.  Also,  there  is  no  ques- 
tion but  that  the  patent  to  Leuvelink,  No.  2,382,428,  dis- 
closes a  plastic  clamp  for  electron  tubes.  The  court's 
conclusion,  however,  that  it  would  be  obvious  to  make  the 
metal  frames  of  plastic  in  view  of  the  Leuvelink  patent 
totally  disregards  the  fact  that  the  plastic  of  which  the 
clamp  in  said  patent  is  made  is  wholly  unsuitable  for 
use  in  a  plastic  hold-down  frame  and  that  the  clamp  itself 
in  that  patent  is,  of  course,  an  entirely  different  article 
from  a  battery  hold-down  frame  and  has  different  me- 
chanical and  physical  requirements.  As  already  men- 
tioned, the  Board  of  Appeals  in  the  Patent  Office  considered 
and  rejected  this  very  contention.  Indeed,  that  tribunal 
made  the  following  significant  remarks  in  this  regard: 

"We  do  not  agree  with  the  Examiner  that  it  would 
be  particularly  obvious  from  the  disclosure  of  Leuvel- 
ink to  select  a  plastic  which  would  possess  the  re- 
quired strength  and  toughness  and  still  have  enough 
flexibility  to  prevent  breakage  of  the  battery  top  when 
the  hold-down  devices  were  clamped  in  position.  Leu- 
velink clearly  does  not  disclose  such  a  plastic  and,  in 
fact,  would  lead  one  away  from  the  use  of  a  plastic 
for  this  purpose  since  he  states  that  where  slight  yield- 
ability  is  desired  the  clamping  element  should  be 
formed  of  molded  rubber"  (Pi's  Ex.  No.  2,  R.  p.  453). 

Defendant  relied  very  heavily  on  the  Ditz  et  al.  patent, 
No.   2,578,518  as  did  the  court  in  its   decision.    But  the 
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Ditz  et  al.  patent  like  all  of  the  other  art  cited  does  not 
even  suggest,  much  less  disclose,  the  making  of  a  battery 
hold-down  frame  from  plastic.  This  patent  relates  entirely 
to  battery  casings  and  is  primarily  a  chemical  patent  de- 
voted to  the  disclosure  in  a  fairly  precise  and  detailed 
way  of  a  composition  that  can  be  used  in  molding  battery 
containers.  Basically,  the  patent  relates  to  the  problems 
involved  in  molding  5-sided  hollow  objects  (R.  pp.  424- 
425),  and  every  claim  recites  a  molded  battery  container. 
Some  of  the  compositions  disclosed  can  be  used  in  the 
manufacture  of  plastic  battery  hold-down  frames  within 
the  teaching  of  the  suit  patent.  But  Ditz  et  al.  does  not 
disclose  such  a  use  even  though  the  inventors  were  work- 
ing in  the  automotive  field  and  even  though  the  patent  men- 
tions other  uses  for  the  plastic  besides  battery  casings. 
The  lower  court  in  holding  in  view  of  Ditz  et  al.  that  plastic 
of  any  type  or  even  the  type  disclosed  by  Ditz  et  al.  could 
obviously  be  used  for  Coleman's  purposes,  i.e.,  to  make  a 
hold-down  frame,  fell  into  the  common  error  of  using  hind- 
sight after  the  event.  It  took  Coleman  to  teach  this  use — 
that  is  the  crucial  point.  The  Ditz  et  al.  patent,  therefore, 
does  not  negative  invention  in  the  suit  patent  any  more 
than  the  other  references  cited  do.* 

Except  for  the  Ditz  et  al.  patent,  no  reference  was  sub- 
mitted supporting  even  the  court's  holding  and  finding  that 
the  modification  of  polystyrene  with  a  butadiene-styrene 
copolymer  having  a  high  styrene  content  was  done  before 
Coleman's  invention  of  a  battery  hold-down  frame  made 
of  such  material.  Thus,  the  1948  letter  from  Carl  Fox 
in  the  December,  1948  "Modern  Plastics"  (Defendant's  Ex. 
M),  relied  on  by  the  court,  simply  says  that  Darex  Co- 
polymer No.  X-34  had  been  used  as  a  plasticizer  and  ex- 
tender for  polystyrene  to  give  it  more  impact  resistance. 


*  As  mentioned  in  Specification  of  Error  No.  29  herein,  swpra,  pp.  12-13, 
appellant  contends  that  the  Ditz  et  al.  patent  was  inadmissible  as  a  reference 
because  it  issued  after  the  filing  date  of  the  suit  patent.  This  point  and  the 
law  applicable  thereto  will  be  developed  in  detail  hereinafter,  see  infra,  pp. 
56-61. 
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The  reference  is  obviously  to  experimental  work,  and 
the  disclosure  of  this  letter  is  hardly  sufficient  even  to 
show  the  prior  existence  of  a  modified  polystyrene  such 
as  that  suggested  by  Coleman,  let  alone  Coleman's  use 
of  it.  The  other  reference  allegedly  supporting  the  court's 
holdings  and  findings  regarding  the  novelty  of  the  plastic 
itself  is  "Modern  Plastics  Encyclopedia"  of  1950  (Defen- 
dant's Ex.  T).  Defendant's  own  expert,  Mr.  Stringfield, 
however,  admitted  on  cross-examination  that  he  could 
not  tell  from  this  disclosure  whether  the  Buna  S  was 
being  modified  by  polystyrene,  i.e.,  there  was  less  than 
50%  polystyrene,  or  whether  the  polystyrene  was  being 
modified  by  the  Buna  S,  i.e.,  there  was  more  than  50% 
polystyrene  as  required  by  the  suit  patent  (R.  pp.  322- 
324).  And  despite  the  alleged  vagueness  of  the  suit 
patent,  even  defendant's  expert  admitted  that  the  ref- 
erence therein  to  polystyrene  modified  by  a  Buna  S  having 
a  high  styrene  content  necessarily  means  that  there  must 
be  more  than  50%  polystyrene  in  the  plastic  (R.  pp.  322- 
323).  Referring  further  to  this  reference,  although  in  the 
case  of  various  other  plastics  mentioned  therein,  the  uses 
of  the  plastics  were  suggested,  this  was  not  the  case  with 
respect  to  the  plastic  referred  to  in  the  paragraph  relied 
on  by  defendant  (R.  pp.  321-322).  Once  again,  therefore, 
not  only  is  the  specific  plastic  set  forth  in  the  suit  patent 
not  clearly  and  definitely  shown  by  the  cited  art,  but  the 
use  thereof  for  a  hold-down  frame  which  is  the  heart 
of  the  Coleman  invention  is  not  even  suggested. 

To  summarize,  none  of  the  art  cited  suggests  making 
a  battery  hold-down  frame  of  plastic,  and  the  only  art 
even  showing  the  type  of  plastic  mentioned  in  the  suit 
patent  is  the  improperly  admitted  Ditz  et  al.  patent. 
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POINT  V 


The  court  erred  in  not  holding  that  the  use  of  a  particu- 
lar type  of  plastic  for  a  battery  hold-down  frame  was  non- 
analogous. 

The  court's  holdings  and  findings  that  invention  did  not 
reside  in  conceiving  the  use  of  a  particular  type  of  plastic 
for  a  hold-down  frame  and  that  the  use  to  which  Coleman 
put  his  recommended  plastic  was  not  a  non-analogous  one, 
appear  to  be  based  on  the  utterly  unsupported  holding  that 
"Coleman  was  not  the  first  to  teach  the  art  to  use  plastics 
in  the  manufacture  of  battery  hold-down  frames"  (R. 
p.  36).  Not  even  appellee  contended  that  Coleman  was 
not  the  first  to  teach  this.  It  is  to  be  repeated  and  em- 
phasized that  no  one  prior  to  Coleman  suggested  making 
a  battery  hold-down  frame  of  any  i^lastic  whatsoever,  and 
no  one  suggested  making  such  a  frame  of  polystyrene 
modified  by  a  Buna  S  with  a  high  styrene  content.  The 
lower  court's  complete  disregard  of  this  fact  and  its 
decision  that  what  Coleman  had  done  was  obvious,  con- 
stitute a  fundamental  error.  Moreover,  this  holding  is 
contrary  to  the  holding  of  the  highly  trained  experts 
of  the  Patent  Office  Board  of  Appeals,  quoted  supra  at 
p.  32  hereof. 

The  reason  Coleman  did  not  receive  a  patent  for  just 
plain  plastic  frames  is  that  all  plastics  are  not  satisfactory 
for  his  purposes  and  a  patent  that  broad  would  have  in- 
cluded inoperative  articles.  The  trial  judge  apparently 
did  not  understand  this  and  relied  heavily  on  the  fact 
that  claims  to  plain  plastic  frames  were  not  allowed.  In- 
deed, the  lower  court  even  mistakenly  believed  that  the 
inventor  sought  to  get  the  original  broad  claims  after  the 
appeal  (R.  p.  20).  The  file  wrapper  shows  that  the  original 
claims  were  cancelled  after  the  appeal  (Pi's  Ex.  No.  2,  R. 
p.  456 — "Cancel  Claims  1  and  2  and  insert  the  following 
new  claims:").  That  the  District  Court  relied  on  its  mis- 
conception that  the  Patent  Office  refused  broad  claims  be- 
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cause  of  lack  of  invention  is  also  apj)arent  from  its  opinion 
wherein  this  supposed  fact  is  referred  to  as  "very  signifi- 
cant" (R.  p.  20). 

The  Ditz  et  al.  patent  on  which  defendant  placed 
heaviest  reliance  relates  to  battery  containers  (Ditz  et  al. 
patent,  Col.  1,  lines  5-8;  and  the  claims  of  this  patent). 
The  testimony  of  Mr.  Miller  clearly  showed  why  use  of 
the  plastic  disclosed  in  the  Ditz  et  al.  patent  for  battery 
containers  would  be  wholly  non-analogous  to  use  of  that 
same  plastic  in  battery  hold-down  frames  (R.  pp.  422-425). 
The  problems  of  molding  a  hollow  five-sided  object  are 
what  concerned  the  Goodrich  j)eople  when  they  were  work- 
ing on  the  subject  matter  of  the  Ditz  et  al.  patent,*  and 
these  problems  are  entirely  different  from  those  en- 
countered with  a  battery  hold-down  frame  which  is  to 
be  used  to  clamp,  not  merely  as  a  container  for  liquid. 
Thus,  even  though  Goodrich  makes  finished  articles  in 
the  automotive  field  and  the  Ditz  et  al.  patent  relates  to 
battery  containers,  this  patent  does  not  even  suggest 
making  battery  hold-down  frames  of  the  plastic  referred 
to  therein  to  solve  the  long-standing  problems  with  metal 
frames  of  which  Goodrich  must  surely  have  been  aware. 
And  this  is  so  despite  the  fact  that  the  patent  does  men- 
tion other  uses  in  addition  to  use  as  a  battery  container 
(Ditz  et  al.  patent,  Col.  1,  lines  34-36).  The  court's  holding 
that  use  of  the  plastic  in  Ditz  et  al.  for  Coleman's  purposes 
is  obvious  and  analogous  simply  cannot  be  upheld. 

As  to  whether  the  recommendation  of  one  type  of  plastic 
instead   of   another   for   a   battery   hold-down   frame   in- 


*  "It  is  difficult  to  remove  hollow  objects  molded  of  these  materials  from 
the  mandrel  on  which  they  are  formed.  Furthermore,  the  finished  molded 
articles  exliibit  low  impact  resistance  and  tend  to  crack  when  subjected  to 
changes  in  temperature. 

We  have  now  discovered  that  compositions  comprising  a  homogeneous  mix- 
ture of  polystyrene  with  a  lesser  amount,  especially  from  one-tenth  to  one- 
third  its  weight,  of  a  copolymer  of  an  open-chain  conjugated  diolefin  exhibit 
unexpectedly  superior  properties  which  render  them  useful  for  many  purposes, 
particularly  in  the  manufacture  of  hollow  molded  articles"  (Ditz  et  al.  patent, 
Col.  1,  lines  16-29).    (Emphasis  supplied.) 
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volved  invention,  it  is  respectfully  submitted  that  in  view 
of  the  fact  that  no  one  prior  to  Coleman  had  recommended 
the  making  of  a  battery  hold-down  frame  of  plastic  at 
all,  the  recommendation  of  a  specific  type  of  plastic  for 
that  purpose  did  involve  invention.  The  lower  court  held 
that  plastics  were  coming  more  and  more  into  use  so  that 
it  was  inevitable  that  plastic  hold-down  frames  would  be 
made  (R.  p.  38).  This  is  purely  a  subjective  holding  un- 
supported by  any  showing  in  the  record.  Appellee  did 
not  show  in  any  way  that  contemporaneously  with  Cole- 
man's invention  plastics  were  first  coming  into  actual  use 
in  the  automotive  field.  The  record  is  absolutely  devoid 
of  any  such  proof.  Indeed,  Bean  testified  to  the  contrary 
on  this  point  under  questioning  from  ajDpellee's  counsel 
(R.  p.  111). 

Finally,  Coleman  made  his  invention  before  high  impact 
polystyrene  even  came  into  commercial  use  as  is  shown  by 
the  testimony  of  Mr.  Miller  (R.  pp.  419-422)  and  Plain- 
tiff's Exhibits  Nos.  82,  83,  84  and  85  (at  R.  pp.  480-493) 
establishing  that  the  term  "high  impact  styrene"  did  not 
make  its  way  into  the  authoritative  plastics  publication, 
Modern  Plastics  Encyclopedia,  until  1952,  two  years 
after  Coleman's  invention.  There  was  no  revolution  in 
the  automotive  trade  at  the  time  of  the  Coleman  inven- 
tion whereby  all  of  a  sudden  the  trade  turned  to  plastic 
materials.  Many  automotive  accessories  including  those 
presented  by  appellee  itself  constituting  Defendant's 
Exhibit  E  were  and  are  made  of  plastics  both  before  and 
after  the  Coleman  invention.  Indeed  some  of  these  are 
flexible  or  do  not  even  include  polystyrene  at  all  and  thus 
have  no  bearing  at  all  on  Coleman's  problem.  According  to 
appellee's  own  contention,  the  individual  raw  materials  for 
Coleman's  plastic  frames  were  available  before  his  inven- 
tion. Nevertheless,  he  was  the  first  to  solve  an  old  problem; 
what  he  did  was  not  obvious,  apparently,  until  after  he 
did  it. 


1 
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POINT  VI 

The  suit  patent  has  a  sufficient  disclosure. 

The  court's  attack  on  the  disclosure  of  the  suit  patent  is 
based  on  the  aforementioned  basic  misconception  that  the 
suit  patent  is  a  chemical  patent.  Moreover,  the  court  er- 
roneously treated  the  suit  patent  as  a  combination  patent 
for  a  specific  plastic  material  which  it  definitely  is  not.  If 
the  suit  patent  were  in  fact  a  chemical  patent,  if  it  related 
specifically  to  new  plastics,  if  the  patent  purported  to 
cover  a  combination  of  chemicals  instead  of  a  single  article 
or  if  it  purported  to  cover  broadly  all  of  the  plastics  which 
could  be  used  in  making  a  plastic  battery  hold-down  frame, 
the  attack  on  the  disclosure  might  have  some  semblance  „ 
of  plausibility.  Concededly  the  suit  patent  does  not  pre-  | 
cisely  give  the  proportions  in  which  polystyrene  and  a  modi- 
fied Buna  S  having  a  high  styrene  content  should  be  mixed 
or  state  exactly  how  to  mix  them,  although  the  disclosure 
clearly  indicates  that  polystyrene  must  be  present  in  an 
amount  of  at  least  50%  because  the  material  is  referred  to 
as  modified  polystyrene ;  nor  does  the  patent  disclose  mold- 
ing temperatures,  pressures  and  the  like  for  use  of  the 
mixture.  But  it  was  not  necessary  for  such  a  disclosure 
to  be  made  because  the  basic  invention  of  the  suit  patent 
was  the  making  of  a  battery  hold-down  frame  of  a  specific 
type  of  plastic  and  the  patent  clearly  discloses  what  that 
material  is  and  the  claims  are  limited  to  frames  made  of  it. 
That  the  recited  modified  j)olystyrene  will  serve  the  pat- 
entee's purposes  cannot  be  denied,  and  the  mere  fact  that 
certain  proportions  of  the  modifying  substance  with  re- 
spect to  polystyrene  may  produce  slightly  better  results 
than  other  proportions  does  not  mean  that  the  patent  does 
not  clearly  disclose,  and  recite  in  the  claims,  what  the 
plastic  is  of  which  the  patentee  desires  to  make  his  frames. 

Moreover,  a  detailed  and  precise  disclosure  of  the  method 
for  physically  mixing  the  two  plastic  powders  involved  in 
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making  the  modified  polystyrene  is  not  required  in  the  pres- 
ent case,  nor  is  a  detailed  description  of  the  molding  process 
itself  necessary.  No  invention  is  claimed  in  the  physical 
mixing  or  in  the  molding  process  all  of  which  were  simply 
a  matter  of  conventional  techniques  in  the  trade  as  testified 
to  by  Mr.  Miller  (R.  pp.  427-428). 

The  only  question  of  pertinence  on  the  present  point  is 
whether  the  disclosure  of  the  suit  patent  is  sufficient  to 
teach  someone  in  the  art  how  to  make  the  frames.  On  this 
the  testimony  of  appellant's  expert,  Mr.  Miller,  is  conclu- 
sive. Mr.  Miller  is  a  man  of  vast  experience  in  the  plastics 
field  and  is  thoroughly  familiar  with  molding  techniques 
and  the  like  (Miller's  qualifications  are  set  forth  at  length 
at  R.  pp.  182-187).  He  testified  that  given  the  disclosure  of 
the  suit  patent  he  would  have  no  trouble  at  all  in  arriving 
at  a  formulation  having  the  requisite  characteristics.  More 
specifically,  he  testified  that  given  the  knowledge  that  the 
plastic  was  to  be  a  modified  polystyrene  as  disclosed  by  the 
suit  patent,  at  least  50%  of  the  formulation  would  have  to 
be  polystyrene  (appellee's  expert  conceded  this,  R.  p.  323), 
and  given  the  fact  as  disclosed  by  the  suit  patent  that  the 
polystyrene  had  to  be  modified  so  as  to  acquire  certain 
specified  physical  and  mechanical  characteristics  he  would 
be  able  easily  to  arrive  at  a  satisfactory  formulation  and 
would,  therefore,  be  able  to  immediately  produce  a  satis- 
factory frame  although  a  little  experimentation  might  be 
needed  to  make  the  very  best  results  (R.  pp.  427-428). 

It  certainly  has  never  been  held  that  a  patent  must  enable 
a  person  desirous  of  practicing  the  invention  thereof  to 
achieve  without  any  experimentation  whatsoever  the  best 
possible  result.  Indeed,  the  law  is  to  the  contrary;  a  reason- 
able amount  of  experimentation  is  to  be  expected  (see  cases 
cited  infra,  pp.  53-55). 

Regarding  the  question  of  what  a  Buna  S  with  a  high 
styrene  content  is,  Mr.  Miller  testified  that  as  a  man  skilled 
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in  the  art  he  would  know  that  this  meant  a  copolymer  of 
styrene  and  butadiene  having  a  substantially  higher  styrene 
content  than  that  of  the  ordinary  standard  copolymer  which 
is  approximately  25%  styrene  (R.  pp.  205-206).  He  sub- 
stantiated this  opinion  which  was  based  on  long  experi- 
ence by  reference  to  several  authoritative  and  standard 
government  publications  clearly  reciting  that  a  copolymer 
with  25%  styrene  was  the  standard  Buna  S  (R.  pp.  193- 
195,  198-200,  204;  Pi's  Ex.  Nos.  69,  70,  71  and  72  at  R 
pp.  465-475),  thus  making  it  clear  that  those  copolymers 
having  less  than  25%  styrene  are  low  styrene  content 
copolymers,  and  those  having  amounts  substantially  higher 
than  25%  styrene  are  high  styrene  content  copolymers.  I 
In  particular,  he  supported  his  opinion  by  reference  to  ' 
"The  Vanderbilt  Rubber  Handbook,"  9th  ed.  1948  (Pi's  Ex. 
No.  69  at  R.  p.  465)  which  actually  refers  to  Buna  S's  hav-  1 
ing  styrene  content  higher  than  25%  as  "Higher  Styrene" 
copolymers  and  the  25%  styrene  copolymer  as  "GR-S 
Standard." 

Appellee's  contention  regarding  the  alleged  indefinite- 
ness  of  the  term  Buna  S  having  a  high  styrene  content  is 
refuted  by  the  fact  that  its  own  expert  Mr.  Stringfield  knew 
what  the  term  meant.  Of  course,  the  meaning  attributed  to 
the  phrase  by  him  was  favorable  to  appellee  and  contrary 
to  Mr.  Miller's  opinion,  but  certainly  the  phrase  had  mean-  | 
ing  to  both  Mr.  Miller  and  Mr.  Stringfield,  and  as  will  be 
pointed  out  in  the  section  of  this  brief  devoted  to  the  ques- 
tion of  infringement  {infra,  pp.  64-73),  it  does  not  actually  I 
matter  which  interpretation  is  taken  because  either  way  the 
patent  must  be  held  to  be  infringed.  As  a  matter  of  fact, 
Messrs.  Kraver  and  Fritzhand  of  appellee's  supplier 
and  molder  of  frames  purported  to  understand  the  dis- 
closure of  the  suit  patent  since  they  tried,  so  they  testified, 
to  deliberately  avoid  infringement  thereof  and  even  ob- 
tained a  copy  of  the  patent  supposedly  for  this  purpose 
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(R.  pp.  134,  139,  140,  165,  166,  170-171,  172).*  And  on  this 
they  had  the  advice  of  Mr.  Halle,  their  and  appellee's 
patent  counsel  (R.  p.  140).  Thus,  these  three  people  ap- 
parently understood  the  disclosure  now  attacked  as  so 
unclear ;  of  course,  appellant  denies  that  Kraver  and  Fritz- 
hand  really  tried  to  avoid  infringement  and  contends  that 
infringement  was  not  in  fact  avoided,  but  it  does  seem 
strange  for  appellee  to  claim  that  it  clearly  avoided  in- 
fringing a  patent  the  disclosure  of  which  it  contends  is  too 
indefinite. 

The  only  reason  for  defining  in  the  patent  the  modifying 
copolymer  as  a  Buna  S  with  a  high  styrene  content  was  to 
distinguish  it  from  butadiene-styrene  copolymers  having 
the  standard  amounts  of  styrene  or  lower  amounts  of  sty- 
rene and  which  would  not  modify  polystyrene  as  required 
by  the  inventor.  The  modifying  copolymer  employed  by  ap- 
pellee does  have  a  substantially  higher  styrene  content  than 
the  standard  and  does  accomplish  modifying  the  polystyrene 
in  the  manner  disclosed  by  the  suit  patent.  Thus,  the  patent 
obviously  was  sufficient  to  teach  the  infringer  herein  what 
to  do  and  no  amount  of  semantic  argument  to  the  contrary 
changes  this. 

Regarding  the  court's  holding  (R.  p.  40),  that  the  patent 
does  not  set  forth  the  best  mode  contemplated  by  the  in- 
ventor for  carrying  out  his  invention,  it  is  desired  to  point 
out  that  there  was  no  evidence  whatsoever  to  support  this. 
The  patent  does  set  forth  the  best  mode  contemplated  by 
Coleman.  Certainly  there  is  nothing  in  the  record  to  the 
contrary.  Apparently  what  the  Court  really  meant  is  that 


*     Fritzhand  testified : 

"  'Q.  Did  you  read  the  patent?     A.  Yes. 

Q.  You  understand  patents?  A.  To  a  certain  extent.  A  layman's  un- 
derstanding. 

Q.  Do  you  understand  sufficiently  to  know  what  plastic  is  referred  to 
in  it?     A.  Yes'"  (R.  p.  172). 
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Coleman's  mode  did  not  turn  out  to  be  the  best  one.  But 
the  patent  law  only  requires  that  the  inventor  set  forth  the 
best  mode  which  he  knows  of  at  the  time,  and  there  is  no 
evidence  showing  that  this  was  not  done  in  the  case  of  the 
suit  patent.  The  fact  that  subsequent  events  or  develop- 
ments may  have  shown  that  there  is  a  better  way  of  carrying 
out  the  invention  does  not  result  in  non-compliance  with 
the  law ;  and  the  only  question  in  such  a  situation  is  whether 
the  subsequently  employed  so-called  better  mode  used  by 
an  alleged  infringer  comes  within  the  claims.  The  validity 
of  a  patent  is  not  affected  by  the  fact  that  the  inventor  did 
not  at  the  application  date  know  what  actually  turned  out 
to  be  the  best  mode  of  carrying  out  the  invention  (see  cases 
cited  at  pp.  55-56,  infra).  Any  other  holding  would  require 
an  inventor  to  withhold  disclosure  till  he  was  sure  he  had 
the  best  mode  of  carrying  out  his  invention,  and  this  is 
contrary  to  the  policy  of  the  patent  law,  would  put  a 
premium  on  delay  in  filing,  and  would  result  in  an  im- 
proper extension  of  the  patent  monopoly. 

POINT  VII 

The  court  erred  in  holding  the  appellant  bound  by  the 
inventor's  statements  as  to  the  meaning  of  the  term  "Buna  S 
having  a  high  styrene  content"  and  in  holding  the  disclosure 
indefinite  and  the  patent  not  infringed  because  of  these 
statements. 

A  major  error  made  by  the  trial  court  was  in  holding 
that  "there  cannot  be  enough  disclosure  [with  respect  to 
the  meaning  of  the  phrase  Buna  S  having  a  high  styrene 
content]  if  the  inventor  can  disagree  with  the  theory  on 
which  his  assignees  try  the  lawsuit"  (R.  p.  433).  See  also 
the  court's  remarks  at  the  bottom  of  page  426  of  the  record. 
This  error  is  of  pertinence  both  on  the  question  of  whether 
the  disclosure  is  adequate  and  on  the  question  of  infringe- 
ment. 


43 

The  court's  position  in  this  regard  is  supported  neither 
by  logic  nor  legal  precedent.  Appellant  is  not  bound  by  the 
inventor's  own  statement  of  what  "Buna  S  with  a  high 
styrene  content"  means  to  him.  Even  more  important, 
however,  the  inventor  in  the  present  case  did  not  even 
purport  to  give  more  than  an  uneducated  guess  as  to  what 
"high  styrene  content"  meant.  As  already  mentioned,  Cole- 
man is  not  a  chemist  and  his  invention  was  to  make  battery 
hold-down  frames  from  a  particular  type  of  plastic  which 
would  give  the  requisite  characteristics.  The  plastic  he 
suggested  was  polystyrene  that  had  to  be  modified  with  a 
particular  substance.  It  turned  out  that  this  particular 
substance  was  known  as  a  Buna  S  with  a  high  styrene 
content.  But  what  the  scientific  or  chemical  meaning  of 
the  term  itself  was  Coleman  did  not  know.  And  it  was  not 
necessary  that  he  know  since  the  term  speaks  for  itself  and 
communicates  to  one  skilled  in  the  art  all  that  is  necessary 
to  practice  the  invention. 

The  law  is  clear  that  an  assignee  of  a  patent  is  not  bound 
by  statements  of  the  inventor.  Any  other  rule  would  put  the 
assignee  at  the  mercy  of  an  inventor  who  through  ignor- 
ance or  even  malice  might  make  statements  adverse  to  the 
assignee's  case.  See  cases  cited  infra,  pp.  61-62. 

The  importance  attached  by  the  court  to  Coleman's  guess 
is  attested  by  the  quoting  of  his  testimony  in  this  regard 
in  the  opinion  (R.  pp.  22,  29-30).  Even  what  the  court 
quoted  shows  that  Coleman  was  just  guessing.  In  addi- 
tion, however,  the  following  testimony  by  Coleman  un- 
fortunately was  not  included  by  the  court  in  its  opinion : 

"  'Q.  You  testified  before  that  you  thought  that  buna 
S  with  a  high  styrene  content  would  have  over  50% 
of  the  styrene,  is  that  correct?    A.  That's  right. 

Q.  Is  that  something  based  on  knowledge  or  is  that 
a  guess?  A.  That's  purely  a  guess.  I  have  no  way  of 
knowing.  I  took  from  the  high  styrene  that's  what  they 
meant'"  (R.p.  386). 


44 

It  is  respectfully  submitted  that  valuable  patent  rights 
cannot  be  destroyed  because  an  uninformed  inventor,  ad- 
mittedly not  a  chemist  or  expert,  disagrees  with  his  as- 
signee's expert  witness.  Yet  this  is  exactly  the  result  of 
the  decision  of  the  lower  court  in  this  case. 

POINT  VIII 

The  law  applicable  to   the   question   of  validity. 

1.    Presumption  of  Validity  and  Burden  of  Proof. 

The  presumption  of  validity  of  a  patent  was  deemed  of 
such  importance  that  it  was  included  in  the  codification  of 
the  Patent  Law  of  1952  in  Section  282  of  35  U.  S.  C.  As  a 
result,  the  burden  is  heavily  on  the  party  contending  for 
invalidity  to  show  this  by  clear  and  convincing  proof  (35 
U.  S.  C.  282) ;  Raliyh  N.  Brodie  Co.  v.  Hydraulic  Press  Mfg. 
Co.,  151  F.  2d  91  (C.  C.  A.  9, 1945). 

This  court  in  Park-In  Theatres,  Inc.  v.  Rogers,  et  al.,  130 
F.  2d  745  (C.  C.  A.  9, 1942)  clearly  sets  forth  the  law  on  this 
point : 

"The  issuance  of  the  patent  is  presumptive  evidence  of 
invention  and  patentability.  The  presumption  is  so 
strong  that  in  the  event  of  a  reasonable  doubt  as  to 
patentability  or  invention  that  doubt  must  be  resolved 
in  favor  of  the  validity  of  the  patent"  (p.  747). 

See  also  Massa  v.  Jiffy  Products  Co.,  Inc.,  240  F.  2d  702 
(C.  A.  9,  1957) — to  the  effect  that  the  presumption  of 
validity  of  a  patent  arises  from  the  expertness  of  the  ad- 
ministrative agency  issuing  the  patent;  Patterson-Ballagh 
Corp.  V.  Moss,  201  F.  2d  403  (C.  A.  9,  1953) ;  and  Hazeltine 
Research,  Inc.  v.  Avco  Manufacturing  Corporation,  227 
F.  2d  137  (C.  A.  7,  1955). 

Commercial  success  was  established  in  the  instant  case 
and  this  has  been  held  to  strengthen  the  presumption  of 
validity.   Research  Products  Co.  Ltd.  v.  Tretolite  Co.,  106 
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F.  2d  530  (C.  C.  A.  9,  1939).  Moreover,  the  fact  that  an 
application  for  patent  received  lengthy  consideration  in 
the  Patent  Office  including  even  review  by  an  appellate 
tribunal  in  the  Patent  Office  also  strengthens  said  presump- 
tion. As  was  said  in  S.  H.  Kress  d  Co.  v.  Elie  P.  Aghnides, 
et  al.,  246  F.  2d  718  (C.  A.  4,  1957) : 

"...  and  the  usual  presumption  of  validity  is  strength- 
ened by  the  history  of  this  patent  in  the  Patent  Office. 
It  was  granted  only  after  considerable  controversy  and 
after  review  by  the  Board  of  Appeals,  where  the  refer- 
ences relied  on  by  the  defendant  were  all  closely  con- 
sidered by  administrative  officials  possessing  special 
competence  in  the  field"  (p.  721). 

It  is  to  be  noted  that  in  the  present  case  the  patent  was 
issued  only  after  an  appeal  to  the  Board  of  Appeals  which 
considered  some  of  the  references  on  which  the  trial  court 
placed  its  strongest  reliance.  See  also  Trane  Co.  v.  Nash 
Engineering  Co.,  25  F.  2d  267  (C.  C.  A.  1,  1928). 

2.    Long-Felt  Need. 

The  doctrine  in  patent  law  that  satisfaction  of  a  long- 
felt  need  in  an  industry  or  trade  is  highly  probative  of 
invention  is  an  old  and  accepted  one.  Rather  than  burden 
this  discussion  with  the  numerous  citations  and  quotations 
possible,  it  will  suffice  to  refer  to  the  statement  of  the 
Supreme  Court  in  the  case  of  Goodyear  Tire  and  Rubber 
Company,  Inc.  v.  Ray -0 -Vac  Company,  321  U.  S.  275,  64 
S.  Ct.  593,  88  L.  ed.  721  (1944) : 

"Viewed  after  the  event,  the  means  Anthony  adopted 
seems  simple  and  such  as  should  have  been  obvious  to 
those  who  worked  in  the  field,  but  this  is  not  enough 
to  negative  invention.  During  a  period  of  half  a  cen- 
tury, in  which  the  use  of  flashlight  batteries  increased 
enormously,  and  the  manufacturers  of  flashlight  cells 
were  conscious  of  the  defects  in  them,  no  one  devised 
a  method  of  curing  such  defects.  Once  the  method  was 
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discovered  it  commended  itself  to  the  public  as  evi- 
denced by  marked  commercial  success"  (p.  279  of  321 
U.  S.;p.724of  88L.  ed.). 

The  foregoing  quotation  fits  the  facts  in  the  present  case 
very  aptly.  The  problem  of  producing  a  safe  and  adequate 
battery  hold-down  frame  was  proved  to  have  been  present 
for  almost  forty  years  throughout  which  period  the  use  of 
storage  batteries  increased  tremendously  with  the  increase 
in  production  of  automobiles,  and  the  need  for  remedying 
the  problem  obviously  also  became  greater.  As  in  the 
Ray-0-Vac  case,  the  solution  to  the  problem  proposed  by 
the  inventor  of  the  suit  patent  herein  seems  simple — after 
the  invention  was  made.  It  was  not  so  simple  before. 

In  upholding  the  validity  of  a  very  simple  patent  for  a 
weeping  doll,  the  Court  of  Appeals  for  the  Fourth  Circuit 
in  the  case  of  Brown  v.  Brock,  240  F.  2d  723  (C.  A.  4,  1957), 
made  the  following  significant  statement : 

"The  record  here  shows  a  longfelt  and  unsatisfied  want 
for  an  acceptable  weeping  doll.  As  we  have  seen,  a 
number  of  devices  were  attempted,  but  none  served  the 
purpose.  If  any  solution  to  the  problem  had  been  ob- 
vious, it  would  not  have  been  overlooked  in  the  indus- 
try for  want  of  desire  or  effort.  Notwithstanding  the 
persistent  search  of  the  doll  industry,  the  solution 
achieved  by  Senior  did  not  seem  obvious  to  anyone 
else  until  he  conceived  and  embodied  it  in  the  patent 
in  suit.  The  contention  of  obviousness  is  more  readily 
conceived  after  the  event  than  is  the  solution  while 
the  problem  remains  unsolved.  In  respect  to  patents, 
as  in  other  concerns  of  life,  human  experience  teaches 
that  'obviousness'  is  often  much  clearer  after  the  event 
than  before;  solutions  which  have  remained  persist- 
ently elusive  leap  distinctly  into  view  after  someone 
else  has  pointed  them  out"  (p.  727). 

Said  statement  is  believed  to  be  a  perfect  description  of 
the  situation  in  the  present  case. 
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3.    Commercial  Success. 


Although  commercial  success  alone  will  not  supply  the 
element  of  invention  where  it  is  otherwise  lacking,  this 
factor  has  always  been  considered  of  great  importance. 
The  Supreme  Court  so  held  in  the  Ray-O-Vac  case,  supra, 
and  so  has  this  court  on  many  occasions.  See,  for  example. 
Research  Products  Co.  Ltd.  v.  Tretolite  Co.,  supra. 

Quite  recently,  the  Court  of  Appeals  for  the  Seventh 
Circuit  in  Unilectric,  Inc.  v.  Holwin  Corporation,  243  F.  2d 
393  (C.  A.  7,  1957)  said: 

"Its  commercial  success  as  shown  by  the  evidence  and 
the  facts  that  United's  sockets  are  imitative  are  ex- 
cellent proofs  of  its  useful  advance  in  the  art  and  its 
patentable  novelty"  (p.  398). 

See  also  Brown  v.  Brock,  supra. 

4.    Substitution  of  Materials. 

It  has  always  been  held  that  substitution  of  materials 
can  amount  to  invention.  The  standard  for  this  type  of 
invention  is  no  different  from  that  applicable  to  other  types 
of  inventions  and  is  simply  whether  or  not  the  substitution 
was  obvious  as  measured  by  the  results  produced.  The 
leading  case  on  the  subject  is  Smith  v.  Goodyear  Dental 
Vulcanite  Co.,  93  U.  S.  486,  23  L.  ed.  952  (1877).  In  that 
case  the  invention  was  a  product  made  in  a  defined  manner, 
and  the  court  mentions  that  the  product  could  not  be 
separated  from  the  process  by  which  it  was  created.  The 
present  case  is  analogous  to  Smith  v.  Goodyear  Dental 
Vulcanite  Co.,  supra,  since  herein  it  is  also  an  article  that 
is  involved  although  in  the  instant  case  the  article  is  de- 
fined in  terms  of  its  composition  from  which,  again,  it 
cannot  from  an  inventive  point  of  view  be  separated.  The 
Supreme  Court  in  replying  to  the  contention  that  the  sub- 
stitution of  materials  was  not  patentable  and  in  clarifying 
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and  distinguishing  from  another  case  makes  the  following 
very  pertinent  holding : 

"It  [referring  to  the  other  case]  does  not  decide  that 
no  use  of  one  material  in  lieu  of  another  in  the  forma- 
tion of  a  manufacture  can,  in  any  case,  amount  to  in- 
vention, or  be  the  subject  of  a  patent.  //  such  a  sub- 
stitution involves  a  new  mode  of  construction  or  de- 
velops new  uses  and  properties  of  the  article  formed, 
it  may  amount  to  invention.  The  substitution  may  be 
something  more  than  formal.  It  may  require  contri- 
vance, in  which  case  the  mode  of  making  it  would  be 
patentable;  or  the  result  may  he  the  production  of  an 
analogous  hut  suhstantially  different  manufacture"  (p. 
496  of  93  U.S.;  pp.  954-955  of  23  L.  ed.).  (Emphasis 
supplied.) 

The  foregoing  holding  applies  directly  to  the  instant 
case.  Certain  new  properties  in  the  article,  i.e.,  battery 
hold-down  frame,  are  present  therein  because  of  the  sub- 
stitution of  materials  made  by  the  inventor,  Coleman. 
Indeed,  the  desire  to  obtain  these  properties  was  the  reason 
for  the  invention  itself,  and  the  invention  filled  a  long-felt 
need  and  has  been  a  great  commercial  success  as  a  result 
thereof.  Even  further,  it  can  be  said  that  the  result  of 
the  substitution  produces  a  "substantially  different  manu- 
facture" since  the  plastic  frames  are  so  totally  different 
from  the  old  metal  ones  in  their  physical  and  mechanical 
properties.  It  is  true  that  their  basic  holding  down  func- 
tion remains  the  same,  but  there  is  the  essential  difference 
that  the  plastic  frames  have  the  ability  to  accomplish  this 
without  risk  of  short  circuit,  fire,  corrosion,  breaking  the 
battery,  etc.  whereas  these  problems  are  ever  present  with 
the  metal  frames.  Thus,  the  difference  between  the  two 
articles  can  well  be  said  to  be  one  of  kind  rather  than 
degree. 

In  the  case  of  Akme  Flue,  Inc.  v.  Aluminite  Flexible  Flue 
Cap  Co.,  Inc.,  27  F.  2d  736  (C.  C.  A.  2,  1928),  one  of  the 
claims  in  suit  read  as  follows : 
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"4.  The  combination  with  a  flue  pipe  through  which 
greasy  and  sooty  gases  and  vapors  are  adapted  to  be 
passed,  of  a  non-fouling  steel  wool  cooperating  with 
said  flue  pipe,  so  that  the  vapors  and  gases  contact 
therewith  before  being  discharged  from  the  flue  pipe  to 
lessen  staining"  (p.  736). 

Flues  having  different  filters  than  steel  wool  were  old  as 
was  the  use  of  steel  wool  for  other  filtering  purposes. 
Nevertheless,  the  court  held  the  patent  valid  in  the  follow- 
ing language : 

"We  are  satisfied  that  upon  this  record  the  patent  in 
suit  is  not  shown  to  have  been  anticipated  and  should 
be  held  valid.  The  substitution  of  a  known  material 
has  frequently  been  held  to  constitute  invention"  (pp. 
737-738). 

Another  well-known  case  where  substitution  of  materials 
was  held  to  amount  to  invention  is  that  of  George  Frost  Co. 
v.  Colm,  119  Fed.  505  (C.  C.  A.  2,  1902)  wherein  the  sub- 
stitution in  a  conventional  clasp  of  a  button  made  of  rubber 
instead  of  metal  was  held  to  amount  to  invention  in  view 
of  the  marked  superiority  of  the  article  as  so  constructed. 
The  following  quotation  is  highly  pertinent  to  the  present 
case: 

"It  is  not  necessary  to  the  patentable  novelty  of  a  de- 
vice, which  consists  in  employing  a  new  material  for 
an  old  one  in  constructing  one  of  its  parts,  that  the 
substitution  should  involve  the  discovery  or  utiliza- 
tion of  an  unknown  or  unexpected  property  of  the  ma- 
terial. This  is  one  of  the  tests  of  patentable  novelty, 
but  it  is  not  the  only  one.  Whether  the  feature  of 
novelty  is  the  employment  of  a  new  material,  or  a 
change  of  adaptation  in  other  respects,  the  inquiry  al- 
ways is  whether  what  was  done  involved  the  exercise 
of  inventive  faculty  as  distinguished  from  the  ordinary 
skill  of  the  calling.  When  the  substitution  has  ac- 
complished a  result  which  those  skilled  in  the  art  had 
long  and  vainly  sought  to  effect,  the  evidence  that  it 
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involved  something  beyond  the  skill  of  the  calling  is  so 
persuasive  that  it  generally  resolves  the  inquiry  in 
favor  of  patentable  novelty"  (p.  508).  (Emphasis  sup- 
plied.) 

The  following  cases  also  illustrate  the  foregoing  prin- 
ciples: C.  S  A.  Potts  d  Co.  V.  Frank  F.  Creager,  155  U.  S. 
597, 15  S.  Ct.  194,  39  L.  ed.  275  (1895)— substitution  of  steel 
bars  for  glass  bars  held  to  amount  to  invention;  Oliver- 
Sherwood  Co.  V.  Patterson-Ballagh  Corp.,  95  F.  2d  70 
(C.  C.  A.  9,  1938)— substitution  of  soft  rubber  for  hard 
rubber  on  a  bearing  held  to  amount  to  invention;  United 
Shoe  Machinery  Corp.  v.  E.  H.  Ferree  Co.,  64  F.  2d  101 
(C.  C.  A.  2,  1933) — substitution  of  aluminum  alloy  arm 
for  cast  iron  arm  used  in  clicking  machine  for  manufac- 
turing shoe  uppers  held  to  amount  to  invention;  Lowe  v. 
McMaster,  266  Fed.  518  (C.  C.  A.  3,  1920)— substitution  of 
a  solid  for  a  liquid  fuel  in  vulcanization  apparatus  held  to 
amount  to  invention ;  and  Hogan  v.  Westmoreland  Specialty 
Co.,  163  Fed.  289  (Circuit  Court,  E.  D.,  Pa.,  1908),  aff'd 
167  Fed.  327  (C.  C.  A.  3,  1909)— substitution  of  celluloid 
for  other  materials  previously  used  in  making  the  cap  for 
a  dredge  for  salt  or  pepper  held  to  amount  to  invention. 

The  question  of  whether  there  is  invention  in  a  substitu- 
tion of  materials  is  related  to  the  question  of  whether  the 
use  by  the  patentee  of  a  particular  type  of  material  is  a 
non-analogous  one.  Indeed,  the  same  considerations  apply 
since  whether  a  use  is  analogous  or  not  should  be  de- 
termined by  considering  whether  the  use  was  made  previ- 
ously in  the  face  of  a  long-standing  problem  requiring 
solution.  Such  is  the  holding  of  the  case  of  Smith  v.  Good- 
year Dental  Vulcanite  Co.,  supra. 

Also  on  point  is  the  language  of  In  re  Covey,  63  F.  2d  982 
(C.  C.  P.  A.,  1933)  where  the  Court  of  Customs  and  Patent 
Appeals  said: 

"It  would  seem,  therefore,  in  view  of  the  years  of  effort 
by  tire  manufacturers  and  others  to  solve  the  problem 
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confronting  appellant,  that,  if  the  use  of  crepe  rubber 
for  the  tread  of  tires  is  analogous  to  its  use  for  the 
soles  of  shoes,  and  obvious  to  one  skilled  in  the  art, 
it  would  have  occurred  to  some  one  at  an  earlier  date. 
See  In  re  Fawick,  56  F.  (2d)  873,  19  C.  C.  P.  A.  1124. 

"We  are  of  opinion,  therefore,  that  the  use  of  crepe 
rubber  for  the  tread  or  wearing  surface  of  tires  is  not 
analogous  to  its  use  for  soles  of  shoes;  that,  in  view 
of  the  foregoing  considerations,  such  use  by  appellant 
was  more  than  a  mere  substitution  of  a  superior,  for 
an  inferior,  material,  or  of  one  well-known  form  of  a 
particular  material  for  another  well-known  form  of 
the  same  material ;  and  that  it  required  the  exercise  of 
the  inventive  faculties  to  produce  appellant's  tire. 
See  Potts  V.  Creager  et  aL,  155  U.  S.  597,  15  S.  Ct.  194, 
39  L.  Ed.  275;  Lakewood  Engineering  Co.  v.  Walker 
(C.  C.  A.)  23  F.  (2d)  623"  (p.  983). 

Coming  specifically  to  the  present  case,  polystyrene  con- 
cededly  is  one  of  earliest  plastics  made  and  was  available 
many  years  prior  to  the  present  invention ;  Buna  S's  were 
known  back  in  World  War  II  (R.  pp.  193-194).  And  buta- 
diene and  styrene,  the  raw  materials  of  a  Buna  S,  were 
themselves  old  and  well-known  substances  long  prior  to  the 
instant  invention.  Nevertheless,  the  substitution  of  ma- 
terials made  by  Coleman  in  order  to  produce  i)lastic  battery 
hold-down  frames  to  replace  the  defective  metal  frames 
was  not  made  until  Coleman's  invention  in  spite  of  the 
long-felt  need.  It  is  urged  that  in  view  of  this  and  the  re- 
sults of  the  present  invention,  the  present  case  comes  within 
the  rule  of  the  above-cited  cases.  The  Board  of  Appeals  in 
the  Patent  Office  concurred  in  this  as  is  shown  by  its  deci- 
sion and  in  particular  the  portion  quoted  at  p.  32  here- 
of, supra.  Freedman  v.  Overseas  Scientific  Corporation, 
248  F.  2d  274  (C.  A.  2, 1957)  is  also  pertinent  on  this  point- 
see  particularly  the  second  complete  paragraph  on  page 
276. 
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5.    Utility. 

It  has  already  been  argued  that  appellee  failed  to  estab- 
lish that  appellant's  frames  made  with  its  original  formula- 
tion lacked  utility  {supra,  pp.  28-30).  In  addition,  however, 
to  finding  contrary  to  the  weight  of  the  evidence  that  appel- 
ant's  said  frames  lacked  utility,  the  trial  court  in  its 
holding  on  this  point  is  in  direct  conflict  with  certain 
basic  legal  principles  applicable  to  the  question  of  utility. 
More  specifically,  even  if  it  were  true  as  the  court  found 
in  finding  of  fact  47  (R.  p.  52)  that  appellant's  frames  at 
first  were  not  "unqualifiedly  commercially  acceptable," 
under  the  law  this  would  not  constitute  lack  of  utility  suffi- 
cient to  invalidate  the  patent. 

Utilit}^  is  established  even  if  only  partial  success  is 
obtained.  Thus,  in  Freedman  v.  Overseas  Scientific  Corpo- 
ration, supra,  it  was  held  that : 

"An  article  invented  may  have  patentable  utility  even 
though  the  patented  device  is  not  unfailingly  operable 
in  all  its  applications.  Hildreth  v,  Mastoras,  257  U.  S. 
27,  42  S.  Ct.  20,  66  L.  ed.  112"  (p.  276). 

The  matter  was  stated  thus  by  the  Court  of  Appeals  for 
the  Seventh  Circuit  in  the  case  of  National  Slug  Rejectors, 
Inc.,  v.  A.  B.  T.  Manufacturing  Corporation,  164  F.  2d 
333  (CCA.  7, 1947): 

"As  to  utility,  it  may  be  said  the  invention  was  of  small 
coverage  and  of  even  smaller  importance.  If  the  coin 
selector  made  possible  the  rejection  of  underweighted 
coins,  or  served  better  to  eject  such  coins,  it  possessed 
utility.  It  is  not  the  extent  of  the  utility  that  governs, 
but  the  existence  of  some  utility"  (p.  335). 

To  the  effect  that  partial  success  is  a  sufficient  show- 
ing of  utility  and  that  commercial  success  is  evidence  of 
utility,  see  the  University  of  Illinois  Foundation  v.  Block 
Drug  Co.,  133  F.  Supp.  580  (D.  C,  E.  D.,  111.,  1955),  affirmed 
241 F.  2d  6  (C  A.  7, 1957). 
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See  also  Technical  Tape  Corp.  v.  Minnesota  Mining  S 
Manufacturing  Co.,  143  F.  Supp.  429  (D.  C,  S.  D.,  N.  Y., 
1956),  aff'd  247  F.  2d  343  (C.  A.  2,  1957),  holding  that  in 
the  absence  of  proof  of  total  incapacity  the  defense  of  non- 
operativeness  or  non-utility  is  not  available. 

6.    Sufficiency  of  Disclosure. 

As  has  already  been  argued,  the  holding  by  the  lower 
court  that  the  suit  patent  lacked  a  sufficient  disclosure  is 
predicated  on  the  misconception  that  the  suit  patent  is  a 
patent  for  a  chemical  combination.  Furthermore  the  lower 
court  applied  the  wrong  legal  standards  on  this  point. 
First  of  all,  as  pointed  out  by  the  Court  of  Customs  and 
Patent  Appeals  in  In  re  Hudson,  205  F.  2d  174  (C.  C.  P.  A., 
1953) : 

"The  certainty  required  in  patents  is  not  greater  than 
that  which  is  reasonable  having  regard  to  the  subject 
matter  involved.  Minerals  Separation,  Ltd.  v.  Hyde, 
242  U.  S.  261.  This  well  established  proposition  of  law 
readily  lends  itself  to  flexible  and  practical  application 
in  appraising  the  sufficiency  of  patent  disclosures.  That 
a  claim  should  be  clear  and  definite  is,  of  course,  ele- 
mentary, but  the  degree  of  definiteness  necessary  to 
satisfy  the  law  varies  in  accordance  with  the  facts  and 
circumstances  of  each  case"  (p.  177).  (Emphasis  sup- 
plied.) 

The  foregoing  is  of  particular  importance  in  appraising 
the  present  disclosure.  Certainly,  if  patentability  resided  in 
certain  critical  limitations  as  to  amount  and  composition, 
the  proportions  and  definitions  required  by  the  trial  court 
would  be  necessary;  and  in  such  case  the  fact  that  experi- 
mentation might  be  required  to  practice  the  invention  could 
be  fatal  as  far  as  sufficiency  of  the  disclosure  is  concerned. 
On  the  other  hand,  however,  there  are  many  situations 
where  the  invention  of  a  valid  patent  cannot  be  practiced 
without  preliminary  experimentation.  Mr.  Miller  testified 
to  this  from  the  point  of  view  of  a  man  skilled  in  his  par- 
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ticular  field  and  having  knowledge  of  patents  from  a  prac- 
tical point  of  view  (R.  pp.  427-428).  It  is  respectfully 
submitted  that  in  view  of  the  nature  of  the  present  inven- 
tion, a  degree  of  precision  in  the  disclosure  which  would 
avoid  any  preliminary  experimentation  at  all  was  not  re- 
quired, and  as  a  result  the  fact  that  some  experimentation 
with  proportions  and  molding  methods  may  be  required 
does  not  render  the  disclosure  insufficient. 

The  foregoing  is  supported  by  the  case  of  Minerals 
Separation,  Ltd.  v.  Hyde,  242  U.  S.  261,  37  S.  Ct.  82,  61 
L.  ed.  286  (1916)  wherein  the  court  pointed  out  that  the 
fact  that  preliminary  tests  might  be  required  does  not  pre- 
vent the  disclosure  from  being  adequate : 

"Equally  untenable  is  the  claim  that  the  patent  is  invalid 
for  the  reason  that  the  evidence  shows  that  when  dif- 
ferent ores  are  treated  preliminary  tests  must  be  made 
to  determine  the  amount  of  oil  and  the  extent  of  agita- 
tion necessary  in  order  to  obtain  the  best  results.  Such 
variation  of  treatment  must  be  within  the  scope  of  the 
claims,  and  the  certainty  which  the  law  requires  on 
patents  is  not  greater  than  is  reasonable  having  re- 
gard to  their  subject  matter"  (p.  270  of  242  U.  S. ; 
p.  293  of  61  L.  ed.). 

The  case  of  Research  Products  Co.,  Ltd.  v.  Tretolite  Co., 
supra,  in  this  circuit  is  very  pertinent  to  the  present  point. 
In  said  case  this  court  upheld  the  sufficiency  of  the  dis- 
closure in  the  patent  in  suit  in  spite  of  the  fact  that 

"Thus  far  it  is  clear  that  the  patent  is  indefinite  lead- 
ing as  it  does  to  experimentation  to  determine  the  par- 
ticular chemical  of  a  class  to  be  used  in  each  instance" 
(p.  532). 

Other  pertinent  cases  are :  Seahury  S  Johnson  v.  Charles 
G.  Am  Ende,  152  U.  S.  561,  14  S.  Ct.  683,  38  L.  ed.  553 
(1894);  Snow  v.  Kellar -Thomas on  Co.,  241  Fed.  119 
(C.  C.  A.  9,  1917) ;  In  re  Storrs,  245  F.  2d  474  (C.  C.  P.  A., 
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1957) ;  In  re  Chilowsky,  229  F.  2d  457  (C.  C.  P.  A.,  1956)— 
see  headnotes  7  and  8,  page  462. 

Another  factor  in  the  court's  decision  relating  to  al- 
leged insufficiency  of  the  disclosure  was  the  holding  and 
finding  that  the  patentee  did  not  point  out  the  best  method 
of  practicing  his  invention.  It  is  a  well  established  princi- 
ple that  a  patent  need  not  set  forth  the  best  mode  of  carry- 
ing out  the  invention;  what  is  required  is  that  it  disclose 
what  the  inventor  believes  or  contemplates  or  conceives 
to  be  the  best  mode  of  carrying  out  the  invention.  If  this 
were  not  the  rule,  deserving  persons  giving  the  public  the 
benefit  of  their  ideas  would  be  deprived  of  their  rights 
simply  because  subsequently  it  turns  out  that  those  ideas 
can  be,  as  is  very  often  the  case,  improved  upon.  In  the 
case  of  Smith  v.  Carter  Carburetor  Corporation,  130  F.  2d 
555  (C.  C.  A.  3, 1942),  the  court  held: 

"It  is  well  settled  that  an  inventor  need  not  choose  the 
most  efficient  mode  of  carrying  out  his  invention.  If 
such  were  the  requirement,  many  patents  would  be  of 
little  value  as  protection  against  disclosure.  While  an 
inventor  is  required  to  describe  what  he  conceives  to 
be  the  best  mode  for  carrying  out  his  idea,  he  is  not 
confined  to  that.  [Cases  cited  omitted.]  Ericson  did 
what  the  patent  laws  require  of  an  inventor.  He  ex- 
plained the  principle  of  his  invention  and  what  he 
considered  the  best  mode  of  applying  that  principle 
[citation  omitted].  The  fact  that  he  did  not  choose 
what  subsequently  turned  out,  in  practice,  to  be  the 
best  structure  for  applying  his  principle  did  not  serve 
to  render  his  disclosure  worthless"  (p.  559). 

In  this  case  the  court  also  pointed  out  that  if  the  patented 
mechanism  worked  for  its  intended  purpose  even  though 
crudely  the  disclosure  would  be  sufficient.  See  also  Hobbs 
V.  Wisconsin  Power  and  Light  Company,  250  F.  2d  100 
(C.  A.  7,  1957). 
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It  is  respectfully  submitted  that  the  instant  patentee 
set  forth  the  best  mode  of  carrying  out  his  invention  con- 
ceived by  him  and  that  products  made  in  accordance  with 
that  disclosure  worked  far  better  than  crudely. 

Coming  now  to  the  question  of  how  the  invention  of  the 
suit  patent  is  claimed,  it  is  believed  that  under  the  circum- 
stances it  was  perfectly  proper  to  claim  the  article  in 
terms  of  its  composition  and  physical  characteristics.  The 
following  cases  hold  that  this  is  permissible  where  the  only 
way  in  which  an  invention  of  an  article  of  manufacture  can 
be  adequately  described  is  with  reference  to  what  it  is 
made  of: 

Smith  V.  Goodyear  Dental  Vulcanite  Co.,  supra;  Ahme 
Flue,  Inc.  v.  Almninite  Flexible  Flue  Cap  Co.,  Inc.,  supra; 
General  Electric  Co.  v.  Independent  Lamp  &  Wire  Co., 
Inc.,  267  Fed.  824  (D.  C,  N.  J.,  1920) ;  Ex  parte  Charch, 
102  USPQ  363  (Patent  Office  Board  of  Appeals,  1953); 
Ex  parte  Robinson,  102  USPQ  219  (Patent  Office  Board  of 
Appeals,  1952) ;  Ex  parte  Lessig  and  Headley,  57  USPQ 
129  (Patent  Office  Board  of  Appeals,  1943). 

7.    The  Admissibility  of  the  Ditz  et  al.  Patent. 

The  patent  to  Ditz  et  al.  was  offered  and  accepted  in 
evidence  as  prior  art  despite  the  fact  that  it  issued  subse- 
quently to  the  filing  date  of  the  suit  patent.  Appellant 
objected  to  admitting  the  patent  for  any  purpose  on  the 
ground  that  it  was  not  prior  art  because  of  its  issue  date 
and  on  the  ground  that  it  did  not  show  that  the  inventor 
of  the  suit  patent  was  not  the  first  inventor  because  it  (the 
Ditz  et  al.  patent)  does  not  relate  to  the  same  invention  as 
that  of  the  suit  patent.  The  court  overruled  these  conten- 
tions on  the  authority  of  the  case  of  Alexander  Milburn 
Co.  V.  Davis-Bournonville  Co.,  270  U.  S.  390,  46  S.  Ct.  324, 
70  L.  ed.  651  (1926)  as  codified  in  Section  102(e)  of  Title  35 
of  the  U.  S.  Code.  It  is  respectfully  submitted  that  neither 
the  Milburn  case  nor  Section  102(e)  are  authority  for  ad- 
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mitting  a  subsequently  issued  patent  as  prior  art  and  that 
the  improper  admission  of  the  Ditz  et  al.  patent  for  this 
jDurpose  or,  indeed,  for  any  purpose  was  a  serious  error  re- 
quiring reversal.  Before  discussing  this  matter  in  greater 
detail,  it  is  desired  to  point  out  that  the  lower  court  and 
appellee  regarded  the  Ditz  et  al.  patent  as  one  of  the  most 
powerful  weapons  against  the  suit  patent  because  it  dis- 
closes practically  the  same  plastic  as  that  employed  by 
appellee  for  its  frames.  That  the  Ditz  et  al.  patent  never- 
theless does  not  show  lack  of  invention  in  the  suit  patent 
has  already  been  argued,  supra,  pp.  32-33,  36. 

Until  the  decision  in  the  Milhurn  case  aforesaid,  there 
was  no  question  but  that  a  patent  operated  as  prior  art 
from  the  date  of  its  issuance,  not  the  date  it  was  filed. 
See,  for  example,  Hamilton  Beach  Mfg.  Co.  v.  P.  A.  Geier 
Co.,  230  Fed.  430  (C.  C.  A.  7,  1916),  which  case  is  merely 
exemplificative  of  many  similar  cases.  Subsequent  to  the 
aforesaid  decision,  doubt  has  apparently  been  cast  on  this 
proposition  due  to  the  failure  of  courts  to  appreciate  the 
specific  issue  that  was  before  the  Supreme  Court  in  the 
Milhurn  case  and  what  exactly  that  court  decided  in  said 
case.  For  this  reason,  a  brief  review  of  the  Milhurn  deci- 
sion itself  is  necessary;  and  since  it  is  conceded  that  Sec- 
tion 102(e)  is  no  more  than  a  codification  of  the  Milhurn 
case,  all  of  the  following  discussion  with  respect  to  that 
case  applies  equally  to  the  interpretation  of  Section  102(e). 

In  the  Milhurn  case  a  patent  relied  on  for  invalidating 
the  suit  patent  disclosed  the  subject  matter  of  the  suit 
patent  but  did  not  claim  it.  This  patent  issued  subsequently 
to  the  filing  date  of  the  suit  patent  although  the  application 
for  it  had  been  filed  earlier  than  the  application  on  which 
the  suit  patent  issued.  The  Second  Circuit  Court  of  Ap- 
peals held  that  the  alleged  invalidating  patent  could  not  be 
prior  art  and  that  on  the  issue  of  whether  the  suit  patent 
represented  a  first  invention  the  alleged  invalidating  patent 
could  only  be  pertinent  if  it  claimed,  not  merely  disclosed, 
the  invention  of  the  suit  patent.    The  theory  of  this  was 
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that  one  is  not  an  inventor  who  does  not  claim  his  invention. 
The  Supreme  Court  in  reversing  this  holding  held  that  a 
patent  serves  to  show  that  the  patentee  of  a  suit  patent  is 
not  the  first  inventor  regardless  of  whether  or  not  the 
invalidating  patent  claims  as  well  as  discloses  the  subject 
matter  which  is  urged  to  show  the  patentee  of  the  suit 
patent  not  to  be  a  first  inventor.  Stated  another  way,  the 
Second  Circuit  Court  of  Appeals  had  held  that  while  a 
prior  art  patent  is  effective  as  to  what  is  disclosed  and 
claimed,  a  patent  not  in  the  prior  art  but  serving  to  show 
that  an  alleged  inventor  was  not  the  first  inventor  was 
effective  only  as  to  what  was  claimed.  And  the  Supreme 
Court  simply  held  that  for  the  purposes  of  showing  that 
an  inventor  was  not  the  first  inventor,  a  patent  not  in  the 
prior  art  was  effective  both  as  to  matter  disclosed  or 
claimed. 

It  is  readily  seen  from  the  foregoing  that  the  issue  in 
the  Milburn  case  was  a  very  narrow  one,  and  the  question 
was  not  at  all  whether  or  not  a  patent  issuing  subsequent 
to  the  filing  date  of  a  suit  patent  on  an  application  filed 
prior  to  the  filing  date  of  the  suit  patent  was  prior  art. 
And  it  follows  from  this  that  the  Milburn  case  and  Sec- 
tion 102(e)  codifying  it  in  no  way  have  disturbed  the  law 
to  the  effect  that  a  patent  speaks  as  prior  art  as  of  its 
issue  date. 

For  a  discussion  corroborating  the  foregoing,  the  court 
is  respectfully  referred  to  the  case  of  Old  Town  Ribbon  S 
Carbon  Co.,  Inc.  v.  Columbia  Ribbon  S  Carbon  Mfg.  Co., 
Inc.,  159  F.  2d  379  (C.  C.  A.  2,  1947)  in  which,  on  page 
381,  the  Court  of  Appeals  for  the  Second  Circuit  through 
Learned  Hand  analyzes  just  what  happened  in  the  Milburn 
case.  This  case  and  others  in  the  Second  Circuit  accord- 
ingly continue  to  hold  that  a  patent  speaks  as  prior  art 
as  of  its  issue  date.  See,  for  example,  Stelos  Co.,  Inc.  v. 
Hosiery  Motor-Mend  Corporation,  72  F.  2d  405  (C.  C.  A. 
2,  1934),  aff'd  295  U.  S.  237,  55  S.  Ct.  746,  79  L.  ed.  1414 
(1935)  wherein  it  is  stated : 
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"Stephens  [the  patent  in  suit]  filed  his  application  on 
September  24,  1923,  three  months  after  Semonsen,  and 
although  Semonsen's  patent  was  still  in  the  ofhce  and 
did  not  count  as  prior  art,  Stephens  was  not  the  first 
inventor  [citing  the  Milburn  case]"  (p.  406). 

The  reasoning  behind  the  position  contended  for  herein 
is  basic.  Prior  art  refers  to  that  which  is  in  the  public 
domain,  and  although  an  inventor  is  charged  with  knowl- 
edge of  the  prior  art  even  though  he  may  not  in  fact  have 
such  knowledge,  he  cannot  be  charged  with  knowledge  of 
what  by  law  is  secret,  and  patent  applications  until  they 
issue  are  secret.  The  same  law  and  reasoning  which  pre- 
vent a  secret  prior  use  or  secret  prior  knowledge  from 
invalidating  a  patent  and  which  preclude  an  inventor  from 
being  charged  with  knowledge  of  such  uses  and  prior  knowl- 
edge prevent  him  from  being  charged  with  knowledge  of 
the  disclosure  and  claims  of  a  patent  before  it  issues. 

This  court  held  back  in  1920  that  a  patent  speaks  as 

an  anticipation  from  its  date  of  issuance,  not  its  date  of 

application.    Perfection   Bisappearing    Bed    Co.,    Inc.    v. 

Murphy  Wall  Bed  Co.,  266  Fed.  698  (C.  C.  A.  9,  1920); 

cert.  den.  254  U.  S.  652,  41  S.  Ct.  149,  65  L.  ed.  458  (1920). 

It  is  believed  that  this  case  is  still  good  law.    In  fact,  as 

recently  as  1957  the  case  was  cited  for  the  proposition  that 

a  patent  speaks  as  an  anticipation  from  the  date  of  its 

issue.    This   was   in   East   Rutherford   Syringes,   Inc.    v. 

Omega  Precision  Medical  Instrument  Co.,  Inc.,  et  al.,  152 

F.  Supp.  497  (D.  C,  N.  J.,  1957).    The  court  in  the  East 

\  Rutherford  case  also  points  out,  as  mentioned  above,  that 

'the  issue  in  the  Milburn  case  was  priority  of  invention, 

i.e.,  the  defense  that  the  patentee  was  not  the  original  and 

first  inventor  (see  pages  501  and  502). 

A  very  apt  statement  of  the  proposition  advanced  herein 
occurs  in  Baltimore  Paper  Co.  v.  Dies  Envelope  Co.,  13 
F.  Supp.  951  (D.  C.  Md.,  1936),  (affirmed  89  F.  2d  279 
(C.  C.  A.  4,  1937)),  wherein  the  court  stated: 
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"The  defense  of  prior  art  rests  on  disclosure.  There 
could  be  no  disclosure  to  the  plaintiff  of  defendant's 
application  while  pending  in  the  Patent  Office.  But 
the  defense  of  prior  invention  rests  on  actual  first 
conception  of  the  idea.  In  other  words,  in  order  for 
the  prior  applicant  to  he  the  first  inventor,  his  patent 
application  must  actually  disclose  the  thing  patented 
to  a  later  applicant.  Such  was  the  holding  in  Stelos  Co. 
V.  Hosiery  Motor-Mend  Corporation  (C.  C.  A.)  72  F. 
(2d)  405,  based  upon  what  we  understand  to  be  a  . 
proper  interpretation  of  the  rule  laid  down  by  the 
Supreme  Court  in  Milburn  Co.  v.  Davis,  etc.,  Co.,  270 
U.  S.  390,  46  S.  Ct.  324,  70  L.  Ed.  651"  (pp.  954-955). 
(Emphasis  supplied.) 

Coming  to  the  present  case  more  specifically,  it  is  be- 
lieved to  be  abundantly  clear  that  the  Ditz  et  al.  patent  ,j 
should  not  have  been  admitted  as  prior  art  but  that  the  j 
court  nevertheless  so  admitted  it  and  relied  heavily  on  it 
as  prior  art.  The  patent,  however,  was  not  even  admissible 
on  the  issue  of  prior  inventorship  because  it  is  not  for  the  1 
same  invention  as  that  of  the  suit  patent.   In  view  of  the 
fact   that   the   suit   patent   relates   to   battery   hold-down 
frames  and  the  Ditz  et  al.  patent  to  the  molding  of  battery 
containers,  it  is  not  seen  how  the  disclosure  of  the  Ditz  I 
et  al.  patent  could  possibly  be  for  the  same  invention  as 
that  of  the  suit  patent;  in  other  words,  the  Ditz   et  al. 
patent    simply   cannot   be   an   anticipation.     Perhaps   the  \ 
lower  court  thought  it  was  an  anticipation  because  the  Ditz  ;! 
et  al.  patent  shows  the  type  of  plastic  which  the  appellee's  ; 
accused  frames  are  made  of.    But,  as  appellant  has  tried  j 
to  make  very  clear,  the  invention  of  the  suit  patent  is  not 
of  a  composition  or  chemical  combination  but  of  an  article. 

The  strict  standard  applied  in  this  Circuit  in  determin- 
ing whether  an  anticipation  is  present  or  not  is  shown  in 
the  case  of  Stauffer  v.  Slenderella  Systems  of  California, 
Inc.,  254  F.  2d  127  (C.  A.  9,  1957),  wherein  this  court 
stated : 
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"Anticipation  is  strictly  a  technical  defense.  Unless  all 
of  the  same  elements  are  found  in  exactly  the  same 
situation  and  united  in  the  same  way  to  perform  the 
identical  function  in  a  prior  pleaded  patent,  there  is 
no  anticipation"  (p.  128). 

The  Ditz  et  al.  patent  cannot  possibly  meet  this  standard, 
and  to  be  admissible  in  view  of  its  issue  date  it  must  meet 
this  standard.  The  claim  in  suit  involves  far  more  than 
a  composition  and  includes  limitations  as  to  what  the 
article  itself  is  and  certain  mechanical  elements  which  it 
must  have.  The  Ditz  et  al.  patent  does  not  have  all  of  the 
same  elements,  cannot  have  them  in  the  same  situation, 
and,  of  course,  the  elements  mentioned  therein  are  not 
united  to  function  at  all  the  same  as  the  article  disclosed 
and  claimed  in  the  suit  patent.  The  Ditz  et  al.  patent  re- 
lates to  battery  containers,  heels  for  shoes  and  the  like; 
regardless  of  what  the  latter  are  made  of,  they  cannot  be 
the  same  as  a  battery  hold-down  frame. 

8.    A  Patent  Owner  Is  ISot  Bound  by  the  Inventor^s  Statements. 

The  basic  reasons  why  a  joatent  owner  in  litigation 
should  not  be  bound  by  statements  of  the  inventor  of  the 
suit  patent  are  that  the  latter  may  in  some  cases  not  fully 
understand  his  invention  and  in  other  cases  may  have  an 
interest  adverse  to  that  of  the  patent  owner.  The  point 
is  that  although  any  witness'  statements  regarding  the 
interpretation  of  a  patent  may  possibly  be  of  some  evi- 
dentiary value,  such  statements  are  not  binding  upon  the 
court  and  do  not  foreclose  a  j^laintiff  merely  because  the 
witness  is  the  inventor. 

A  case  in  this  circuit  clearly  supporting  the  above  is 
Celite  Corporation  v.  Dicalite  Co.,  96  F.  2d  242  (C.  C.  A.  9, 
1938).  In  said  case  there  was  a  conflict  in  testimony  of 
experts  as  to  how  the  inventor's  process  operated.  In  deal- 
ing with  the  matter  this  Court  made  the  following  signifi- 
cant statement : 


62 

"However  this  may  be,  we  deem  it  immaterial  to  the 
validity  of  the  patent,  as  it  is  not  essential  that  an 
inventor  understand  the  exact  nature  of  the  physical 
or  chemical  changes  involved  or  resulting  from  his 
process,  if  the  product  and  the  process  are  novel  and 
useful.   [Citing  cases]"  (p.  246). 

The  foregoing  applies  to  the  present  case.  Coleman  was 
asked  what  a  Buna  S  with  a  high  styrene  content  was, 
and  the  lower  court  placed  great  emphasis  on  his  pure 
guess  that  this  meant  over  fifty  per  cent  in  styrene  in  the 
copolymer.  Obviously  Coleman  who  is  a  layman  and  not 
a  chemist  (R.  p.  367)  did  not  understand  the  term  he 
was  asked  to  interpret  and  he  admitted  this,  stating  that 
he  was  only  guessing  (R.  p.  386).  But  it  was  not  necessary 
according  to  the  established  law  in  this  circuit  and  else- 
where that  Coleman  understand  the  term  so  long  as  the 
term  was  a  proper  one  and  had  a  meaning  to  persons 
skilled  in  the  art.  Once  this  is  recognized,  the  insignificance 
of  any  conflict  between  Mr.  Miller's  testimony  and  Cole- 
man's becomes  readily  apparent  as  does  the  fact  that  the 
patent  cannot  be  held  indefinite  and  not  infrmged  because 
of  Coleman's  guess.  See  also  In  re  Storrs,  supra,  and  In 
re  Chilowshy,  supra — headnotes  10  and  11. 

Another  case  bearing  on  this  point  is  that  of  Ward  v. 
Shope  Brick  Co.,  3  F.  2d  244  (C.  C.  A.  9,  1925)  wherein 
this  court  stated : 

".  .  .  and,  if  the  patent  is  valid,  appellee  is  not  to  be 
deprived  of  its  benefit,  however  erroneous  the  explana- 
tion and  reasoning  of  its  witnesses  and  council"  (p. 
246). 

See  also  Glade  v.  Walgreen  Co.,  122  F.  2d  306  (C.  C.  A.  7, 
1941)  to  the  effect  that  a  court  is  not  bound  by  admissions 
in  determining  the  question  of  patentability. 
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9.    Publications  Used  as  Prior  Art  Must  Teach  Clearly  How  to 
Practice  the  invention. 

The  court  below  although  finding  the  disclosure  of  the 
suit  patent  insufficient  held  said  patent  invalid  over  the 
vaguest,  sketchiest  and  most  insufficient  disclosures  con- 
ceivable. Not  a  single  publication  or  patent  cited  by  ap- 
pellee had  a  disclosure  teaching  the  making  of  a  battery 
hold-down  frame  of  plastic  or  of  the  particular  type  of 
plastic  disclosed  by  Coleman.  It  is  old  and  established  law 
that  a  publication  must  disclose  the  invention  it  is  cited 
against  in  such  clear  and  exact  terms  that  one  skilled  in  the 
art  could  practice  the  invention  from  the  publication's  dis- 
closure. In  the  leading  case  of  Seymour  v.  Osborne,  78  U.  S. 
516,  11  Wall.  516,  20  L.  ed.  33  (1871)  the  Supreme  Court 
said: 

"Patented  inventions  cannot  be  superseded  by  the  mere 
introduction  of  a  foreign  publication  of  the  kind, 
though  of  prior  date,  unless  the  description  and  draw- 
ings contain  and  exhibit  a  substantial  representation 
of  the  patented  improvement,  in  such  full,  clear  and 
exact  terms  as  to  enable  any  person  skilled  in  the  art 
or  science  to  which  it  appertains  to  make,  construct 
and  practice  the  invention  to  the  same  practical  extent 
as  they  would  be  enabled  to  do  if  the  information  was 
derived  from  a  prior  patent.  Mere  vague  and  general 
representations  will  not  support  such  a  defense,  as  the 
knowledge  supposed  to  be  derived  from  the  publication 
must  be  sufficient  to  enable  those  skilled  in  the  art  or 
science  to  understand  the  nature  and  operation  of  the 
invention,  and  to  carry  it  into  practical  use.  Whatever 
may  be  the  particular  circumstances  under  which  the 
publication  takes  place,  the  account  published  to  be 
of  any  effect  to  support  such  a  defense,  must  be  an 
account  of  a  complete  and  operative  invention  capable 
of  being  put  into  practical  operation"  (p.  555  of  78 
U.  S.  and  p.  42  of  20  L.  ed.). 

That    the    foregoing   holding    definitely    applies    also    to 
domestic  publications  is  shown  by  the  case  of  Eames  v. 
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Andrews,  122  U.  S.  40,  7  S.  Ct.  1073,  30  L.  ed.  1064  (1887) 
wherein  the  Supreme  Court  quotes  (p.  66  of  122  U.  S. ;  p. 
1073  of  30  L.  ed.)  the  above  language  from  the  Osborne 
case  while  discussing  the  defense  of  anticipation  by  cer- 
tain printed  publications  among  which  were  both  domestic 
and  foreign  publications.  See  also  Seahury  &  Johnson  v. 
Charles  G.  Am  Ende,  supra.  A  case  in  point  in  this  cir- 
cuit is  Alexander  Anderson,  Inc.  v.  Eastman,  16  F.  Supp. 
513  (D.  C,  S.  D.,  Cal.,  1936). 


Argument — Infringement 

POINT  I 

Background   of  the   infringement. 

The  proof  shows  that  after  appellant  had  established  its 
plastic  battery  hold-down  frame  as  a  new  and  highly  desir- 
able item  in  the  automotive  field,  appellee's  supplier,  Kra- 
vex,  decided  to  copy  the  product.  The  president  of  this 
supplier,  Samuel  Kraver,  testified  that  not  only  had  he 
been  familiar  with  appellant's  plastic  frame  for  several 
years  but  he  even  gave  a  sample  of  appellant's  manufac- 
ture to  his  molder,  Gary,  at  the  time  he  was  explaining  to 
the  molder  what  to  make  (R.  pp.  139,  165,  Pi's  Ex.  No.  29). 
Both  Mr.  Kraver  and  Mr.  Fritzhand  of  Gary  testified  that 
the  sample  was  furnished  only  in  order  to  avoid  infringe- 
ment, in  their  far-fetched  explanation  to  prevent  the  same 
plastic  as  that  described  in  the  suit  patent  from  being  used 
by  them  by  mistake  (R.  pp.  139-140,  165-166,  170-172,  180- 
181).  The  proof  shows,  however,  that  a  very  short  time 
after  Kravex  and  Gary  went  into  the  matter  they  produced 
a  frame  practically  identical  to  appellant's  in  all  respects 
including  even  color.  Admittedly  they  did  not  analyze 
appellant's  frame  to  see  what  it  was  made  of  nor  did  they 
have  any  one  else  do  this  or  even  attempt  at  the  time  to 
find  out  what  their  own  plastic  was  made  of,  so  that  the 
contention  that  the  sample  was  furnished  to  avoid  infringe- 
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ment  is  simply  absurd.  Wlien  confronted  with  this  obvious 
fact,  Mr.  Fritzhand  testified  that  the  patent  is  what  Kravex 
and  he  hoped  would  help  them  avoid  infringement  and  the 
appellant's  frame  was  of  assistance  for  this  purpose  be- 
cause he  obtained  the  suit  patent  number  from  the  same! 
(R.  pp.  170-172.)  The  truth  is  that  the  sample  was  furnished 
to  aid  in  the  copying — Mr.  Fritzhand  did  not  even  remem- 
ber whether  he  ordered  the  plastic  before  or  after  he  saw 
the  suit  patent !   (R.  p.  172.) 

POINT  II 

Proof  of  infringement. 

Infringement  of  claim  3  was  established  by  the  testi- 
mony of  Mr.  Ert,  Mr.  Miller  and  the  stipulation  marked 
Plaintiff's  Ex.  No.  63. 

Mr.  Ert  explained  how  the  plastic  frames  were  used 
and  how  the  parts  thereof  work  with  a  battery  casing 
(R.  pp.  78-79),  and  the  physical  exhibits,  Pi's  Ex.  Nos.  42 
and  48,  constituting  samples  of  the  accused  frames  and 
appellants  show  this  themselves  ui3on  any  ordinary  physi- 
cal inspection. 

Paragraph  2  of  the  stipulation,  Plaintiff's  Exhibit  63, 
sets  forth  the  material  of  which  the  accused  frames  are 
made.  For  the  court's  convenience  this  description  is  set 
forth  below  in  a  footnote.* 

Mr.  Miller  testified  on  the  basis  of  his  knowledge  as  an 
expert  in  the  field  that  this  material  constitutes  a  plastic 
material  and  that  the  plastic  is  polystyrene  the  mechanical 


*  "It  [appellee's  frame]  is  composed  of  a.  physical  mixture  consisting  of 
a  predominant  amount  of  polystyrene,  a  minor  amount  of  a  copolymer  of 
butadiene  and  styrene,  a  small  fraction  of  anti-oxidant,  and  a  small  amount 
of  pigment.  The  copolymer  consists  of  butadiene  in  the  range  of  58%  to  62% 
by  weight  and  styrene  in  the  range  of  38%  to  42%  by  weight"  (E.  pp.  461- 
462). 
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and  physical  properties  of  which  have  been  modified  by 
the  addition  of  a  Buna  S  liaving  a  higli  styrene  content.* 
Miller  testified  further  that  from  his  own  physical 
examination  and  testing  of  the  accused  frames  themselves 
he  concluded  the  plastic  of  appellee's  frames  had  improved 
heat  resistance,  toughness  as  well  as  flexibility  over  that 
to  be  expected  of  unmodified  polystyrene.  Thus,  the  ma- 
terial of  the  accused  frames  is  clearly  within  the  ambit 
of  claims  (R.  pp.  211-213). 

POINT  III 

The  meaning  of  the  term  "Buna  S  having  a  high  styrene 
content"  as  far  as  infringement  is  concerned. 

As  far  as  infringement  was  concerned,  appellee  did  not 
contest  the  fact  that  its  plastic  is  polystyrene  modified  by  a 
Buna  S  whereby  the  various  physical  and  mechanical  prop- 
erties mentioned  in  the  suit  patent  are  obtained.  The 
contention  was  made,  however,  that  the  modifying  co- 
polymer of  butadiene  and  styrene  is  not  a  Buna  S  with 
a  high  styrene  content  because  the  percentage  of  styrene 
therein  is  between  38  and  42%. 


*  "Q.  I  refer  you  to  paragraph  2  [of  Plaintiff's  Exhibit  No.  63],  which 
you  will  understand  is  the  composition  of  the  Kravex  frame.  Is  a  frame 
made  of  that  material  a  plastic  frame?     A.  It  is. 

Q.  And  what  is  the  plastic  it  is  made  of?  A.  It  is  a  modified  poly- 
styrene plastic,  which  the  modifying  agent  is  a  Buna  S  with  a  high 
styrene  content. 

Q.  What  is  the  basis  for  saying  that  the  polystyrene  is  modified?  A. 
The  statement  in  the  stipulation  reads : 

'It  is  composed  of  a  physical  mixture  consisting  of  a  predominant 
amount  of  polystyrene,  a  minor  amount  of  co-polymer  of  butadiene  and 
styrene.' 

Q.  What  is  the  basis  for  saying  the  co-polymer  is  a  Buna  S  with  a 
high  styrene  content?  A.  Reading  from  the  stipulation  in  the  same 
paragraph,  it  continues: 

'The  co-polymer  consists  of  butadiene  in  the  range  of  58  per  cent  to 

62  per  cent  by  weight  and  styrene  in  the  range  of  38  per  cent  to  42 

per  cent  by  weight'  "  (R.  p.  211). 
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The  question  of  what  "Buna  S  having  a  high  styrene 
content"  means  has  already  been  discussed  {supra,  pp.  39- 
41).  Suffice  it  to  say  that  under  the  interpretation  of  the 
phrase  made  by  appellant's  expert  the  modifying  copolymer 
employed  in  the  composition  of  appellee's  plastic  battery 
hold-down  frames  to  modify  polystyrene  clearly  has  a  high 
styrene  content. 


POINT  IV 

Appellant  is  entitled  to  benefit  of  the  doctrine  of  equivalents. 

Although  it  is  submitted  that  ajipellant  established 
clearly  that  "Buna  S  having  a  high  styrene  content"  means 
a  copolymer  of  butadiene  and  styrene  wherein  the  styrene 
content  is  over  25%  so  that  claim  3  in  suit  is  literally 
infringed,  it  is  not  necessary  that  this  contention  be  sus- 
tained for  infringement  to  be  found.  The  reason  is  that 
appellant  is  entitled  to  the  benefit  of  equivalents  as  far 
as  appellee's  modifying  copolymer  is  concerned. 

Prior  to  discussing  this  point  in  more  detail,  it  is  de- 
sired to  point  out  that  when  various  Buna  S's  having  differ- 
ent relative  percentages  of  the  components  thereof  are  re- 
ferred to,  what  is  meant  is  specific  substances  that  either 
are  being  or  have  been  synthesized.  In  other  words,  the 
phrase  in  question  refers  to  known  materials  and  not  to 
purely  theoretical  combinations  of  butadiene  and  styrene 
totalling  100%.  Also,  it  should  be  borne  in  mind  that  the 
limitation  as  to  high  styrene  content  in  the  suit  claims  and 
specification  is  included  therein  to  differentiate  the  modify- 
ing copolymer  from  standard  G.R.S.  which  would  not  prop- 
erly modify  polystyrene  to  give  it  the  qualities  required  by 
the  inventor.  And  still  further,  it  is  to  be  emphasized  that 
appellee's  copolymer  does  have  a  substantially  higher  sty- 
rene content  than  the  standard. 

The  patentee  gave  as  an  example  of  the  type  of  copolymer 
he  could  use  one  having  a  styrene  content  of  70%.    But 


this  was  merely  an  example,  and  it  does  not  limit  Buna  S's 
having  a  high  styrene  to  those  with  a  styrene  content  of 
at  least  70%  (as  in  the  example)  or  at  least  50%  as  con- 
tended by  appellee.  Moreover,  it  also  in  no  way  militates 
against  giving  the  patentee  the  benefit  of  an  equivalent 
where  a  modifying  copolymer  accomplishing  the  desired 
purposes  and  having  a  styrene  content  substantially  higher 
than  25%  but  not  as  high  as  50  or  70%  is  employed  even 
if  high  styrene  content  be  defined  as  over  50%  as  contended 
by  appellee. 

It  is  quite  clear  that  the  term  Buna  S  having  a  high  sty- 
rene content  is  intended  in  the  claims  and  specification  of 
the  suit  patent  to  refer  to  a  copolymer  that  will  accomplish 
certain  purposes  in  modifying  polystyrene  and  serves  to 
distinguish  such  copolymers  from  those  that  will  not.  And 
the  testimony  is  also  clear  that  the  38  to  42%  styrene 
copolymer  employed  by  appellee  as  the  modifying  copoly- 
mer accomplishes  exactly  the  same  improvement  of  the 
mechanical  and  physical  characteristics  of  polystyrene  re- 
quired by  the  claim  in  suit.  This  was  admitted  by  appellee's 
expert  String-field  (R.  pp.  313-315),  and  the  pertinent  testi- 
mony by  him  is  set  forth  in  the  footnote  below.* 


*     "Q.  Let's  go  back  to  my  question. 

You  have  presented  literature  going  back  I  believe  to  '48,  at  least, 
showing  what  you  consider  a  high  styrene  copolymer  being  used  to  modify 
polystyrene;  isn't  that  true?     A.  Yes. 

Q.  And  the  Bakelite  material,  which  apparently  was  available  in  1952, 
shows  a  copolymer  of  38  to  42  being  used  for  the  same  purpose,  isn't  that 
true,  to  improve  the  qualities  of  the  polystyrene?  A.  Yes,  the  Bakelite 
literature  shows,  that  they  used  about  a  40-42  per  cent  copolymer  as  a 
compounding  ingredient  in  polystyrene  in — whatever  that  early  date  was. 

Q.  '52,  I  believe,  is  the  earliest  we  have.  That  is  in  the  stipulation? 
A.  Yes. 

Q.  That  is  the  same  use  of  the  copolymer  as  the  use  of  the  Darex 
copolymer  that  is  shown  in  the  other  literature,  isn't  that  true?  A.  Yes, 
that  is  used  in  polystyrene  for  the  same  purpose. 

There  is  nothing  to  show  whether  the  percentage  used  is  the  same  or 
not,  and  there  are  no  comparative  figures  given  as  to  impact  resistance. 
But  that  copolymer  of  about  42  per  cent  styrene  is  used  for  the  same 
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Mr.  Miller  also  gave  evidence  supporting  this  (R.  pp.  211- 
213),  and  the  Bakelite  brochure  (Pi's  Ex.  No.  76)  further 
supports  the  foregoing. 

Another  point  which  is  pertinent  on  the  issue  of  equiva- 
lents is  that  appellee's  expert  admitted  that  the  line  he 
drew  at  50%  regarding  high  styrene  content  was  not  a 
definite  one  (R.  pp.  307-409).  Having  arrived  at  an  arbi- 
trary standard,  he  could  not  say  how  far  below  or  above 
50%  one  would  have  to  go  to  get  a  high  or  low  styrene 
content  Buna  S.  But  that  there  was  some  leeway  he  had 
to  concede.  Assuming,  therefore,  for  example,  that  a 
butadiene-styrene  copolymer  having  a  styrene  content  of 
about  50%  comes  within  String-field's  definition  of  a  Buna  S 
with  a  high  styrene  content,  the  question  arises  as  to 
whether  appellant  is  to  be  denied  relief  because  appellant's 
modifying  copolymer  is  eight  percentage  points  less  in 
styrene  content  than  the  arbitrary  yet  not  definite  figure 
of  50%,  bearing  in  mind  that  this  eight  percentage  differ- 
ence, as  already  pointed  out,  does  not  affect  the  ability  of 
the  modifying  copolymer  to  do  exactly  what  the  patent 
specifies  and  claims  as  to  modifying  polystyrene. 

It  must  further  be  borne  in  mind  that  the  suit  patent 
does  not  purport  to  be  for  a  highly  technical  and  complex 
subject  in  the  field  of  chemistry  in  which  every  percentage 
point  is  critical  but  relates  to  a  practical  everyday  article, 

purpose  as  the  earlier  copolymers  of  70  to  85  per  cent  polystyrene  were 
used,  but  is  a  later  development. 

Q.  These  two  copolymers,  one  in  the  70's,  and  one  in  the  high  30's 
and  low  40's,  are  used  for  the  same  purpose —  A.  To  make  high  im- 
pact polystyrene. 

Q.  And  they  both  are  substantially  higher  than  standard  GR-S,  the  25 
per  cent  copolymer,  that  is  not  shown  used  for  that  purpose,  isn't  that 
true?     A.  That  is  right"  (R.  pp.  313-314). 

"Q.  Whether  you  call  them  [the  butadiene-styrene  modifying  co- 
polymers] resins  or  rubbers,  they  are  both  used  for  the  same  purposes  as 
far  as  modifying  polystyrene? 

***** 

The  Witness:    Yes,  in  the  plastics  industry  they  are  both  used 
for  the  same  purpose"  (R.  p.  315). 
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so  that  small  differences  of  percentages  are  not  of  the 
essence  in  this  case.  It  is  believed  the  equivalence  of  ap- 
pellee's plastic  is  readily  apparent  even  from  the  testimony 
of  appellee's  own  expert. 

There  is  no  file  wrapper  estoppel  whatsoever  against 
giving  appellant  the  equivalent  contended  for.  Concededly, 
the  patentee  gave  up  the  right  to  claim  frames  made  of  any 
plastic,  but  this  is  far  from  being  estopped  from  obtaining 
an  equivalent  as  to  the  particular  type  of  plastic  actually 
claimed,  i.e.,  polystyrene  modified  by  a  butadiene-styrene 
copolymer  having  a  high  styrene  content. 

POINT  V 

The  law  applicable  to  the  issue   of  infringement. 

As  this  Court  is  well  aware,  infringement  may  be  literal 
or  by  equivalents.  Here  literal  infringement  was  made  out 
by  the  testimony  of  appellant's  expert.  However,  even  the 
testimony  of  appellee's  expert  established  infringement  be- 
cause of  the  equivalence  of  appellee's  frame  to  the  patented 
frame  covered  by  the  claim  in  issue. 

The  doctrine  of  equivalents  was  fairly  recently  restated 
in  Graver  Tank  and  Manufacturing  Company,  Inc.  v.  Linde 
Air  Products  Company,  336  U.  S.  605,  70  S.  Ct.  854,  94 
L.  ed.  1097  (1950).  There  the  Supreme  Court  clearly  stated 
that  the  doctrine  of  equivalents  applies  to  an  accused  device 
which  performs  substantially  the  same  function  in  substan- 
tially the  same  way  to  obtain  the  same  result  as  the  claimed 
device.  The  Supreme  Court  further  stated  that  this  doc- 
trine operates  not  only  in  favor  of  pioneer  or  primary 
inventions  but  also  applies  to  patents  for  secondary  inven- 
tions. 

In  the  instant  case  the  trial  court  found  non-infringe- 
ment because  appellee's  modifying  copolymer  (used  to 
modify  the  predominant  and  basic  material,  polystyrene) 
was  not  in  its  opinion  a  Buna  S  having  a  high  styrene  con- 


71 

tent  since  there  was  less  than  50%  styrene  in  said  copoly- 
mer. What  the  court  failed  to  realize,  hoAvever,  is  that 
appellee's  frame  in  fact  nevertheless  performs  exactly  (not 
merely  substantially)  the  same  function  in  exactly  the  same 
way  to  obtain  exactly  the  same  result  as  the  claimed  de- 
vice. And  the  court  further  lost  sight  of  the  fact  estab- 
lished in  the  record  that  appellee's  modifying  copolymer 
itself  performs  exactly  the  same  function  in  exactly  the 
same  manner  to  obtain  exactly  the  same  result  as  the  modi- 
fying copolymer  for  the  polystyrene  in  the  suit  patent. 
Appellee's  modifying  copolymer  gives  to  the  polystyrene 
the  same  requisite  mechanical  and  physical  characteristics 
without  which  appellee's  plastic  frame  could  not  function 
and  could  never  have  seen  the  light  of  day  on  the  public 
market. 

Appellee's  expert  admitted  that  the  modifying  copolymer 
employed  in  appellee's  plastic  and  believed  by  him  not  to 
have  a  high  styrene  content  nevertheless  does  exactly  what 
the  modifying  copolymer  in  the  patent  does  and  produces 
the  same  result  (R.  pp.  313-315).  Thus,  appellee's  frames 
are  the  equivalent  of  the  patented  frames,  and  appellee's 
modifying  copolymer  is  the  equivalent  of  that  disclosed  in 
the  patent  as  far  as  this  case  is  concerned. 

The  lower  court  did  not  and  could  not  find  any  file 
wrapper  estopped  preventing  the  granting  of  an  equivalent. 
The  Patent  Office  cited  no  art  requiring  the  insertion  of  the 
limitation  involved  on  this  point  or  the  interpretation 
thereof  contended  for  by  appellee.  The  limitation  is  present 
solely  to  define  what  Coleman  found  would  effect  the  modi- 
fication he  wanted  as  opposed  to  what  would  not.  And 
aiDpellee's  specific  modifying  copolymer  was  not  at  all  what 
Coleman  was  distinguishing  from  since  it  did  not  even 
exist  at  the  time  the  limitation  was  put  into  the  case.  In 
addition,  said  copolymer  has  a  styrene  content  much  higher 
than  that  of  standard  G.  R.  S.  which  is  all  that  Coleman 
desired  to  distinguish  from  in  pointing  out  the  invention. 
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Finally,  the  claim  need  not  for  validity  over  the  art  be 
restricted  to  the  meaning  of  Buna  S  having  a  high  styrene 
content  contended  for  by  appellee,  so  that  the  granting 
of  the  equivalent  requested  would  not  render  the  patent 
invalid.  The  patentability  of  the  claim  in  suit  over  the  art 
has  already  been  argued  at  length,  supra,  pp.  31-37,  and 
does  not  depend  in  any  way  whatsoever  on  a  restriction  of 
the  phrase  being  discussed  to  exactly  what  appellee  claims 
it  means,  even  if  appellee  is  right  as  to  what  the  literal 
meaning  of  the  phrase  is. 

The  following  statement  in  the  Graver  case  is  of  great 
pertinence  herein  and  applies  directly  to  the  instant  case: 

"What  constitutes  equivalency  must  be  determined 
against  the  context  of  the  patent,  the  prior  art,  and 
the  particular  circumstances  of  the  case.  Equivalence, 
in  the  patent  law,  is  not  the  prisoner  of  a  formula  and 
is  not  an  absolute  to  be  considered  in  a  vacuum.  It 
does  not  require  complete  identity  for  every  purpose 
and  in  every  respect.  In  determining  equivalents, 
things  equal  to  the  same  thing  may  not  be  equal  to 
each  other  and,  by  the  same  token,  things  for  most 
purposes  different  may  sometimes  be  equivalents. 
Consideration  must  be  given  to  the  purpose  for  which 
an  ingredient  is  used  in  a  patent,  the  qualities  it  has 
when  combined  with  the  other  ingredients,  and  the 
function  which  it  is  intended  to  perform"  (p.  609  of 
336  U.  S.  and  pp.  1102-1103  of  94  L.  ed.). 

The  foregoing  principles  have  been  applied  in  this  cir- 
cuit many  times.  See,  for  example.  The  Filtex  Corporation 
V.  Amen  Atiyeh,  216  F.  2d  443  (C.  A.  9,  1954)  and  Patter- 
son-Ballagh  Corporation  v.  Moss,  supra. 

To  the  effect  that  an  equivalent  need  not  be  known  at 
the  time  of  invention,  see  Finkelstem  v.  S.  H.  Kress  Co., 
113  F.  2d  431  (C.  C.  A.  2,  1940). 

Also,  in  the  case  of  Webster  v.  Speed  Corp.,  158  F. 
Supp.  472  (D.  C,  Oregon,  1957),  it  was  held  that  the  doc- 
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trine  of  equivalents  applies  even  to  narrow  patents,  and 
this  case  was  affirmed  except  for  the  matter  of  attorney's 
fees  at  262  F.  2d  482  (C.  A.  9,  1959). 

It  is  apparent  from  the  foregoing  that  appellant's  frames 
have  always  been  made  either  under  the  literal  terms  of 
the  patent  claims  or  under  the  claims  by  virtue  of  the  doc- 
trine of  equivalents. 

CONCLUSION  ON  PATENT  COUNT 

Appellee's  supplier  deliberately  copied  appellant's  pat- 
ented plastic  battery  hold-down  frame,  employing  both  the 
suit  patent  and  an  actual  sample  of  appellant's  manufac- 
ture for  this  purpose.  Having  successfully  appropriated 
appellant's  invention,  appellee  and  its  supplier  at  the  trial 
leveled  every  conceivable  attack  possible  against  what  was 
obviously  desirable  enough  for  them  to  copy  lock,  stock 
and  barrel.  The  cases  on  patent  law  are  filled  with  appro- 
priate holdings  and  conclusions  as  to  the  posture  of  such 
infringers.  A  very  recent  and  compelling  statement  aptly 
fitting  this  case  occurs  in  TJie  Guiherson  Corporation  v. 
Equipment  Engineers,  Inc.,  252  F.  2d  431  (C.  A.  5,  1958) 
wherein,  in  reversing  a  holding  of  non-infringement  and 
directing  an  entry  of  judgment  finding  the  patent  valid 
and  infringed,  the  court  stated: 

"Finally  appellant  comes  boldly  out  to  take  its  stand 
and  argue  that,  though  this  is  a  combination  patent, 
the  facts  surrounding  the  discovery  and  use  of  the  in- 
vention, including  the  fact  that  it  filled  a  great  want 
and  need  for  such  a  well  swab,  establish  beyond  dis- 
pute that  it  constituted  a  distinctive  advance  in  the  art 
and  that  it  is  entitled,  therefore,  if  not  to  the  protec- 
tion accorded  a  pioneer  patent,  certainly  to  reasonable 
protection  commensurate  with  the  scope  of  its  inven- 
tion. Hunt  Tool  Co.  v.  Lawrence,  5  Cir.,  242  F.  2d  347 
and  Southern  Saw  Service  v.  Pittsburgh-Erie  Saw 
Corp.,  5  Cir.,  239  F.  2d  339. 
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We  agree  with  appellant  that  this  is  so.  We  think 
this  is  just  another  of  those  cases  in  which  when  an 
answer  to  a  long  needed  want  is  found,  those  who  wish 
to  take  advantage  of  it  and  deprive  the  inventor  of  the 
fruits  of  his  invention  unite  to  vie  with  each  other  in 
pointing  out  how  simple  it  all  was  and  how  little  worth- 
while" (p.  343). 


THE  UNFAIR  COMPETITION  COUNT 

Argument 

Appellant  established  that  appellee's  frames  were  deliberately 
copied  from  appellant's  frames  as  to  non-functional  shape  and 
color. 

Appellee  was  advised  by  appellant  prior  to  the  bringing 
of  this  suit  that  the  Kravex  frames  were  an  infringe- 
ment of  the  suit  patent  as  well  as  being  an  unfairly  com- 
peting item.  Despite  this,  appellee  continued  to  sell  the 
accused  frames  so  that  it  is  quite  clear  that  appellee 
is  not  an  innocent  reseller  of  someone  else's  goods  but  on 
the  contrary  is  a  deliberate  accomplice  in  the  acts  of 
patent  infringement  and  unfair  competition  committed  by 
its  supplier  Kravex.  Since  appellee  is  furthering  the  illegal 
acts  of  its  supplier  which  defended  this  action  and  gave 
appellee  a  bold  harmless  indemnity  against  possible  harm, 
the  supplier's  (Kravex's)  conduct  and  that  of  its  molder 
(Gary)  are  relevant  in  the  consideration  of  the  issues  of 
this  case. 

As  the  court  will  observe  upon  examination  of  appel- 
lant's and  appellee's  battery  hold-down  frames,  examples 
of  which  are  Plaintiff's  Exhibits  Nos.  48  and  42,  respec- 
tively, the  frames  of  the  parties  are  identical  in  appear- 
ance. Moreover,  the  testimony  of  Mr.  Ert,  an  independent 
unbiased  witness  was  to  the  effect  that  at  a  distance  of 
several  feet  he  could  not  tell  them  apart  (R.  pp.  92-93). 
Indeed,  the  court  could  not  tell  them  apart  (R.  pp.  93-94). 
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There  are  two  grounds  on  which  plaintiff  should  prevail 
on  the  unfair  competition  count.  One  is  that  appellee  has 
participated  in  Kravex's  deliberate  imitation  of  appellant's 
product  in  order  to  deceive  the  public  and  trade,  and  under 
these  circumstances  relief  will  be  granted  regardless  of 
any  question  of  secondary  meaning  under  the  doctrine 
prohibiting  palming  off  of  goods.  Haeger  Potteries,  Inc. 
V.  Gilner  Potteries,  123  F.  Supp.  261  (D.  C,  S.  D.,  Cal., 
1954).  The  other  ground  is  that  appellant  established 
secondary  meaning  in  its  frames  as  to  color  and  shape,  and 
appellee  regardless  of  intent  has  traded  on  appellant's 
good  will  and  wrongfully  appropriated  the  same.  Master- 
crafters  Clock  d  Radio  Co.  v.  Vacheron  d  Constantin- 
Le  Coultre  Watches,  Inc.,  221  F.  2d  464  (C.  A.  2,  1955). 

As  to  the  question  of  functionality,  there  is  not  a  shred 
of  evidence  in  the  record  tending  to  show  that  the  color 
of  appellant's  and  appellee's  frames  is  functional.  Not 
only  did  the  appellee's  supplier  and  molder  admit  that 
the  plastic  of  which  the  frames  are  made  comes  in  all 
colors,  but  it  is  perfectly  obvious  that  the  ability  of  a 
battery  hold-down  frame  to  perform  its  functions  is 
totally  unrelated  to  its  color.  Appellant  established  that 
it  picked  red  color,  which  it  has  always  used,  to  distinguish 
its  frames  from  the  old  metal  frames  which  were  black 
or  gray  (R.  pp.  74-75,  139).  Appellee's  supplier  was  fully 
aware  of  the  color  of  the  old  metal  frames  and  of  appel- 
lant's new  frames  and  adopted  the  identical  color  as  appel- 
lant's despite  the  availability  of  other  colors  (R.  p.  170, 
pp.  138-139).  The  manifestly  spurious  reason  given  for 
this  was  that  red  is  a  good  color  in  the  automotive  indus- 
try. And  the  woefully  weak  proof  of  this,  which,  however, 
was  accepted  by  the  trial  court,  consisted  merely  of  a  few 
red  items  in  the  automotive  trade,  i.e.,  basically  one  ex- 
hibit, Defendant's  Ex.  E. 

As  to  shape,  the  appellee  itself  introduced  an  exhibit 
clearly  establishing  that  the  shape  of  the  frames  is  not 
functional.   What  is  referred  to  is  Defendant's  Exhibit  D 
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which  is  a  steel  frame  covered  with  plastic  which  frame 
is  adapted  to  do  mechanically  all  that  appellant's  and 
appellee's  frames  will  do  mechanically  but  which  does  not 
look  at  all  like  appellee's  or  appellant's  frames.  The  court 
is  urged  to  compare  Defendant's  Exhibit  D  with  Plaintiff's 
Exhibit  No.  48  (one  of  appellant's  frames)  for  an  unan- 
swerable demonstration  that  appellee's  frames  could  have 
been  molded  by  appellee's  supplier  without  copying  slav- 
ishly the  shape  of  appellant's  frames  and  that  said  shape 
is  not  at  all  functional.   (See  also  Ert's  testimony,  R.  p.  96.) 

It  is  respectfully  submitted  that  no  reason  for  copying 
the  color  and  shape  of  appellant's  frames  can  have  existed 
except  to  deceive  the  public  and  the  automotive  trade  into 
buying  appellee's  frames  in  the  belief  that  they  were  appel- 
lant's. The  trial  court's  Findings  of  Fact  Nos.  9  and  11 
(R.  p.  42)  to  the  effect  that  there  was  no  evidence  of  imita- 
tion or  deception  tending  to  mislead  the  public  or  evidence 
of  actual  confusion  are  simply  unsupported  by  the  record 
and  are  contradicted  by  the  facts  established.  Apparently, 
the  court  based  its  holding  on  the  theory  that  since  the 
products  are  not  sold  directly  to  the  public  no  deception 
could  be  present.  It  is  respectfully  submitted  that  decep- 
tion need  not  be  that  of  the  ultimate  consumer  for  unfair 
competition  to  be  established.  In  the  present  case,  it  is 
the  retailer  of  the  frames,  i.e.  the  gas  station  owner,  and 
the  like,  who  is  deceived  when  he  goes  to  an  automotive 
supplies  store  such  as  the  appellee  and  sees  red  plastic 
frames  of  exactly  the  same  shape  and  design  as  appel- 
lant's. 

As  to  secondary  meaning,  the  testimony  of  the  witness 
Ert  showed  that  appellant's  frames  are  frequently  dis- 
played out  of  their  containers  in  places  where  they  may 
readily  be  seen  and  that  said  witness  and  customers  identify 
red  plastic  battery  hold-down  frames  as  appellant's  and 
that  such  frames  are  asked  for  as  the  "red  frames"  (R.  pp. 
75-78,  103-104,  121-122).  Moreover,  the  testimony  shows 
clearly  that  the  market  in  plastic  frames  was  created  by 


77 

appellant  whose  red  frames  were  well  known  in  the  trade 
before  appellee  and  its  suppliers  embarked  on  their  course 
of  illegal  conduct  (R.  pp.  119,  133). 

In  addition,  the  evidence  established  the  following  facts : 

1.  Many  of  appellant's  advertising  circulars  and  all 
of  its  boxes  for  its  frames  pictured  said  frames  in  red. 

2.  Appellant  had  sold  over  3,000,000  frames  of  that 
color  and  shape  prior  to  the  appearance  of  the  Kravex 
frames  (R.  p.  256). 

3.  Appellant  had  used  its  color  and  shape  exclusively 
for  upwards  of  six  years  before  appellee  came  on  the 
market.* 

4.  The  only  plastic  battery  hold-down  frames  ever 
on  the  market  before  appellee's  were  appellant's  with 
their  characteristic  red  color  and  shape. 

Certainly,  this  evidence  in  the  aggregate  sufficed  to  cre- 
ate a  strong  presumption  of  secondary  meaning,  and  the 
appellee  put  in  no  evidence  whatsoever  to  refute  such  pre- 
sumption. Indeed,  there  was  actual  proof  from  the  trade 
that  pruchasers  had  come  to  recognize  the  red  frames  as 
appellant's,  and  no  proof  to  the  contrary.  A  presumption 
of  secondary  meaning  by  reason  of  the  length  of  use  has 
been  held  to  exist  even  without  proof  from  the  trade.  See 
New  England  Awl  d  Needle  Co.  v.  Marlborough  Awl  S 
Needle  Co.,  168  Mass.  154,  46  N.  E.  386,  60  Am.  St.  Rep. 
377  (1897). 

Finding  of  Fact  No.  13  (R.  p.  43)  to  the  effect  that  there 
is  nothing  in  the  record  to  establish  secondary  meaning  is 


*  Kravex  had  been  making  plastic  frames  for  four  months  at  the  time 
its  deposition  through  its  president  Samuel  J.  Kravex  was  commenced  on  Au- 
gust 7,  1957  (R.  pp.  127,  130;  Plaintiff's  Exhibit  No.  61  for  Identification). 
So  the  Kravex  frames  first  appeared  in  April,  1957.  Appellant  went  into 
production  in  June,  1951  (R.  pp.  252-254;  Plaintiff's  Exhibit  No.  30).  Thus 
the  appellant's  frames  had  been  on  the  market  for  about  six  years  before  the 
Kravex  frames  came  out. 
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contrary  to  the  evidence;  the  court  erred  in  not  finding 
secondary  meaning  as  to  color  and  shape  of  appellant's 
battery  hold-down  frames. 

The  court  also  stated  that  the  appellee  could  not  ap- 
propriate the  color  red  in  the  absence  of  any  imitative  de- 
ceptive device  tending  to  deceive  or  to  mislead  the  trade  or 
public  (Opinion,  R.  p.  17) — meaning  that  the  presence  of 
such  a  device  was  not  proved.  But  it  was  proved  that  there 
was  an  imitative  deceptive  device  associated  with  the  prod- 
uct, namely,  the  particular  shape. 

The  court  did  not  recognize  the  foregoing  as  shown  by 
several  statements  in  its  opinion.  Thus,  the  court  states 
(R.  p.  17)  that  the  size  of  the  frames  of  the  parties  neces- 
sarily has  to  be  similar;  appellant,  however,  did  not  con- 
tend that  the  size  of  its  frames  had  been  imitated,  it  was 
the  shape  and  color  which  appellant  contended  and  proved 
had  been  slavishly  copied.  And  the  court  held  (R.  p.  18) 
that  the  frames  of  the  parties  are  not  displayed  in  such  a 
manner  when  offered  for  sale  that  anyone  could  see  them 
out  of  their  cartons  and  that  the  cartons  are  necessarily 
similar  in  size.  This  is  directly  contradicted  by  the  un- 
challenged testimony  to  the  effect  that  the  frames  are  dis- 
played out  of  their  cartons  and  where  they  can  be  seen  by 
prospective  purchasers  (R.  pp.  76,  78). 

It  is  believed  that  the  well-known  case  of  Ross-Whitney 
Corp.  v.  Smith,  Kline  &  French  Laboratories,  207  F.  2d 
190  (C.  A.  9,  1953)  is  clear  authority  for  sustaining  the 
unfair  competition  count  under  the  facts  proved  herein. 
See  also  Norwich  Pharmacal  Co.  v.  Sterling,  167  F.  Supp. 
427  (D.  C,  N.  D.,  N.  Y.,  1958);  and  The  W.  E.  Bassett 
Company  v.  The  H.  C.  Cook  Company,  156  F.  Supp.  209 
(D.  C,  Conn.,  1957).  These  cases  are  directly  in  point 
as  to  color  and  shape. 
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CONCLUSION 

The  judgment  appealed  from  should  be  reversed  and 
the  complaint  should  be  sustained  as  to  both  counts  and 
an  injunction  issued  and  an  accounting  for  damages 
and  profits  awarded  appellant.  Also,  the  counterclaim 
should  be  ordered  dismissed. 

Dated:    Los  Angeles,  California 
July  17,  1959 

Respectfully  submitted, 

Lyon  &  Lyon 

Attorneys  for  Appellant 
811  West  Seventh  Street 
Los  Angeles  17,  California 


KiRSCHSTEIN,    KiRSCHSTEIN    &    OtTINGER 

Of  Counsel  for  Appellant 
60  East  42nd  Street 
New  York  17,  N.  Y. 
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Van  Erode  Milling  Co.,  Inc., 

Appellant, 
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Cox  Air  Gauge  System,  Incorporated, 

Appellee, 
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APPELLEE'S  BRIEF 

This  is  an  action  brought  by  appellant  against  appellee 
for  patent  infringement  of  United  States  Letters  Patent  No. 
2,710,660,  and  for  unfair  competition.  The  appellant  claims 
that  a  battery  hold  down  frame  sold  by  appellee  and  supplied 
to  it  by  Kravex  Manufacturing  Corp.  of  Brooklyn,  infringes 
Claim  3  of  the  suit  patent.  The  appellant  also  claims  that 
the  red  color  of  the  battery  frame  which  it  manufactures  has 
attained  secondary  meaning  in  the  automotive  industry  and 
that  appellee  engages  in  unfair  competition,  because  its  frame 
is  of  a  similar  color. 

STATEMENT  OF  THE  CASE 

This  matter  reaches  this  Court  as  an  appeal  l)y  the  appel- 
lant (plaintiff  below)  from  a  judgment  and  decree  dismiss- 
ing appellant's  complaint  for  patent  infringement,  and  de- 
claring not  only  tliat  the  appellee's  (defendant  below)  device 
did  not  infringe  appellant's  patent  but  also  that  appellant's 
patent  was  invalid  in  its  entirety.  In  dismissing  the  com- 
plaint the  District  Court  also  found  that  there  was  no  un- 
fair competition. 


The  Court  below  was  correct  and  it  is  submitted  that  the 
appellant  cannot  prevail  on  this  appeal  because  the  evidence 
fully  supports  the  findings,  conclusion,  and  decision  of  the 
trial  court. 

The  evidence  shows :  First,  there  is  no  infringement. 
The  suit  patent  covers  a  battery  hold  down  frame  made  of 
polystyrene  modified  by  a  copolymer  of  butadiene  and  sty- 
rene,  with  the  copolymer  (as  loosely  specified  in  the  patent) 
having  a  "/r;////  styrene  content".  The  appellee's  frame  is 
also  made  of  polystyrene  modified  by  a  copolymer  of  buta- 
diene and  styrene.  However,  here  the  similarity  ends.  The 
range  of  styrene  content  in  the  copolymer  of  the  appellee's 
frame  is  between  38%  and  42%  and  cannot  be  construed  to 
come  within  the  definition  of  high  stf/rene  content  which  the 
inventor  defined  as  a  majority,  or  over  50%  (although  the 
suit  patent  gives  no  quantitative  definition). 

Secondly,  on  various  grounds  which  will  be  discussed 
hereinbelow,  the  appellant's  suit  patent  is  actually  invalid 
and  the  declaration  of  invalidity  was  proper. 

Lastly,  appellant's  claim  for  secondary  meaning  in  the 
trade  for  a  ^^recr'  plastic  battery  frame  is  absurd.  Appellant 
was  unable  to  sustain  this  claim  in  the  lower  Court.  There 
was  no  error  in  the  dismissal  of  appellant's  complaint. 

HISTORY  OF  THE  SUIT  PATENT 

The  application  for  the  suit  patent  was  filed  by  Sidney 
Coleman  on  December  10,  1951,  and  specified  a  frame  made 
of  polystyrene  which  was  modified  by  adding  a  copolymer, 
such  as  "Darex  copolymer  No.  3",  produced  by  Dewey  & 
Almy  Chemical  Company,  and  an  added  inorganic  filler 
(R.  p.  115).*  The  specification  gave  no  proportions  of  in- 
gredients, no  molding  instructions,  and  no  further  data  con- 
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cerning  the  manufacture  of  the  composition  of  the  frames. 
Moreover,  it  broadly  states  that  au}^  phistic  material  will  do 
if  it  has  the  properties  of  the  modified  polystyrene  {II.  p. 
446). 

Original  Claim  1  claimed  a  one  piece  open  battery  hold- 
down  frame  formed  of  plastic  material  comprising  sides,  ends 
connecting  the  sides,  and  ''diagonal  clamping  members"  at 
the  corners  of  the  frame,  said  frame  having  strength,  tough- 
ness, and  flexibility.  Original  Claim  2  claimed  the  frame 
described  in  Claim  1,  "including  lugs  for  engagement  with 
means  which  force  said  clamping  members  into  engagement 
with  the  battery  top"  (Pltf.'s  Ex.  2,  p.  6,  R.  p.  19). 

The  claims  were  rejected  on  Sei3tember  5,  1952  on  the 
basis  of  prior  art  patents  to  Mabey,  Heitshu  and  Leuvelink 
(R.  pp.  446,  447),  and  finally  rejected  on  July  2,  1953 
(R.  pp.  448-450).  The  examiner  found  that  the  provision  of 
diagonal  clamping  members  in  an  integral  frame,  was  found 
in  the  prior  art,  and  did  not  amount  to  invention  (R.  p.  447). 
He  also  found  that  the  selection  of  a  specific  plastic  from 
among  many  com])Ounds  available  on  the  market,  in  order  to 
secure  one  which  is  judged  best  for  particular  service,  is  an 
every  day  practice  in  the  field  of  plastics  and  is  not  con- 
sidered a  basis  for  patentability  (R.  p.  449). 

Applicant  appealed  from  this  final  rejection.  The  IJoard 
of  Appeals  of  the  Patent  Ofilce  made  its  decision  on  March 
16,  1955.  The  examiner's  rejection  of  the  original  Claims  1 
and  2  as  unpatentable  over  the  prior  art  was  afiirmed.  The 
Board  stated  "Leuvelink  clearly  discloses  the  use  of  a  hold- 
down  device  made  of  plastic  material  and  there  would  cer- 
tainly be  no  invention  in  making  the  hold-down  clamp  of 
Mabey  out  of  plastic  material,  if  desired"  (R.  p.  453),  How- 
ever, the  lioard  said  that  it  would  not  be  obvious  from  the 
patent  to  Leuvelink  "to  select  a  plastic  which  would  possess 
the  required  strength  and  toughness  and  still  have  enough 
flexibility  to  prevent  breakage  of  the  battery  top  when  tlie 
hold-down  devices  were  clamped  in  position"  (R.  p.  453). 


The  most  signilicant  i^ortion  of  the  Board's  opinion  is 
contained  in  a  new  gronnd  of  rejection  in  which  they  stated 
as  follows: 

"The  appealed  claims  are  also  considered  to  be  un- 
patentable in  that  they  are  broader  than  the  dis- 
closure. The  specification  points  out  that  ordinary 
polystyrene  cannot  be  used  and  it  is  only  when  a 
copolymer  identified  as  'Dare.jp  copolyiner  No.  S'  and 
an  inorganic  filler,  such  as  clay,  are  added  that  a 
product  results  with  the  desirable  characteristics.  It 
seems  clear  that  experimentation  would  be  necessary 
in  order  to  ascertain  the  desirability  of  using  other 
plastic  materials  since  the  record  does  not  disclose  any 
other  material  which  could  be  used  successfully  as  a 
substitute  for  appellant's  one  example  of  a  modified 
polystyrene.  This  being  so,  appellant's  claims  which 
are  drawn  broadly  to  the  entire  class  of  plastic  mate- 
rials are  obviously  broader  than  the  disclosure."  (E.  p. 
454)    (Italics  supplied.) 

After  the  decision  of  the  Board  of  Appeals,  the  applicant 
submitted  amendments  to  the  specification  and  claims  and 
asked  the  primary  examiner  to  reconsider  the  case.  At  this 
time  applicant  filed  a  Technical  Bulletin  of  May  1949,  of 
the  Dewey  &  Almy  Chemical  Company  which  described 
"Darex  Copolymer  No.  3.  (This  technical  bulletin  is  a 
part  of  the  suit  patent  file  wrapper,  Pltf.'s  Ex.  2,  pp.  61-64 ; 
and  was  also  in  evidence  as  Deft.'s  Ex.  J,  wliich  is  printed 
on  pages  513-516  of  the  Transcript  of  Record.)  The  Dewey 
&  Almy  technical  bulletin  defines  "Darex  Copolymer  No.  3 
(as)  an  elastic  type  of  synthetic  rubber  resin  made  by  co- 
polymerizing  butadiene  and  styrene  to  produce  a  Buna  S 
with  a  high  styrene  content''  (R.  p.  513).  The  specifica- 
tion of  the  suit  patent  was  amended  to  contain  this  definition 
(R.  pp.  456,  458). 
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However,  although  the  technical  bulletin  shows  the 
st3'rene  content  of  Darex  copolymer  No.  3  as  70%  (R.  p.  516) 
neither  the  specification  nor  the  claims  were  amended  to 
reflect  or  contain  this. 

Original  Claims  1  and  2  were  cancelled.  The  four  new 
claims  became  Claims  1,  2,  3  and  4  of  the  suit  patent.  New 
Claim  1  was  substantially  identical  to  original  Claim  1  ex- 
cept that  it  contained  the  following  new  phrase,  "the  plastic 
material  of  which  said  frame  is  formed  comprising  polystyrene 
the  mechanical  and  physical  properties  of  which  have  been 
modified  l)y  the  addition  of  a  Buna  S  with  a  high  styrene 
content"   (R.  p.  456). 

New  Claim  2  added  an  inorganic  filler  to  the  frame 
claimed  in  Claim  1   (R.  p.  457). 

New  Claim  3,  however,  while  defining  the  copolymer 
"with  a  high  styrene  content"  was  made  much  broader  than 
the  original  claims  by  leaving  out  the  side  and  end  structure 
of  the  frame  joined  by  the  ''diagonal  clamping  members" 
(R.  p.  457).  The  only  structure  left  in  the  claim,  aside  from 
the  part  loosely  defining  the  plastic  material  reads  as  follows : 

"3.  A  one  piece  battery  hold-down  frame  formed 
of  plastic  material  and  including  elements  bearing 
against  the  sides  and  top  of  the  battery,  *  *  * " 
(balance  of  claim  defines  the  plastic  and  properties). 

New  Claim  4  merely  redefines  Claim  3  with  the  addition 
of  an  inorganic  filler  (R.  p.  457). 

Thus,  Claim  3  which  leaves  out  the  clamping  members, 
actually  describes  a  frame,  or  cover,  made  of  plastic  material 
(with  a  copolymer  of  a  high  styrene  content)  which  fits  over 
the  sides  and  top  of  a  battery.  No  specific  type  or  structure 
of  frame  is  described. 

It  is  submitted  that  these  four  claims  are  still  far  too 
broad  and  invalid  since  they  fail  to  limit  the  composition  of 


the  plastic  material  to  a  pol3^styi-eiie  modified  by  a  copolymer 
of  butadiene  and  styrene  luith  a  styreiie  content  of  10%  and 
an  added  organic  filler.  (The  Board  of  Appeals  noted  that 
the  disclosure  was  limited  to  Darex  copolymer  No.  3  plus  an 
inorganic  filler,  since  this  was  the  only  example  given.) 

The  patent  specification  says  the  Darex  No.  3  is  added  to 
improve  "strength,  toughness,  and  flexibility"  (R.  p.  443, 
Column  2,  Lines  54-56)  and  the  organic  filler,  such  as  clay, 
is  added  to  provide  '^^sufficient  elasticitij  to  yield  under  pres- 
sure'' (R.  p.  443,  Column  2,  Lines  57-61).  These  were  the 
qualities  desired  by  the  ''inventor". 

In  accordance  with  the  decision  of  the  Board  any  claim 
which  did  not  contain  both  limitations,  the  copolymer  with 
a  specific  styrene  content  of  70%,  and  an  inorganic  filler; 
would  be  broader  than  the  disclosure.  The  new  claims  were 
never  approved  by  the  Board  of  Appeals,  they  were  not 
limited  to  the  disclosure.  Claims  3  and  4  were  further  broad- 
ened by  leaving  out  the  diagonal  clamping  elements. 

It  is  therefore  submitted  that  on  the  basis  of  the  file 
wrapper  alone  the  claims  are  invalid. 


THE  ACCUSED  FRAMES 

Appellee's  frames  are  supplied  by  the  Kravex  Manufac- 
turing Corp.  of  Brooklyn,  New  York,  which  company  herein- 
after will  be  referred  to  as  "Kravex''.  The  frames  are 
manufactured  for  Kravex  by  Gary  Enterprises  Inc.  of  Brook- 
lyn, New  York,  hereinafter  referred  to  as  "Gary"  (R.  pp. 
461,  462). 

Prior  to  engaging  in  distribution  of  plastic  battery  hold- 
down  frames,  Kravex  caused  a  search  to  be  made  in  the 
United  States  Patent  Office  with  particular  reference  to 
appellant's  suit  patent  No.  2,710,660.  As  a  result  of  this 
search  Kravex  advised  Gary  to  avoid  infringement  of  the 
patent.  A  discussion  was  had  with  the  supplier,  The  Bakelite 
Company,  and  a  non-infringing  material  was  selected  (R.  pp. 
139-141,  170-172,  511-516,  521). 

The  file  wrapper  showed  that  the  appellant's  claims  cov- 
ered a  product  modified  by  copolymer  of  butadiene  and 
styrene  with  a  high  styrene  content;  the  specific  example 
given  was  70%. 

The  choice  of  material  (Bakelite  TMD  2155)  was  made 
on  the  basis  of  avoiding  infringement  of  the  suit  patent  (R.  p. 
172).  The  styrene  content  in  the  copolymer  of  the  Bakelite 
material  is  in  the  range  of  38%  to  42  %  (R.  pp.  461,  462), 
a  low  styrene  content. 

Furthermore,  tlie  accused  frames  do  not  have  the  diagonal 
clamping  members  which  were  considered  so  important  to 
the  applicant  for  the  suit  patent  as  to  have  been  included  in 
the  structure  of  both  of  the  original  claims.  These  diagonal 
clamping  members  remained  in  the  only  claims  under  con- 
sidreation  by  the  Patent  Office  from  the  date  of  filing  in 
December  1951  until  April  1955,  but  are  missing  in  Claim  3 
upon  which  appellant  relies. 


8 
ARGUMENT 

POINT  I 
INFRINGEMENT 

(A) 

Appellants  failed  to  sustain  the  burden  of  proving  infringe- 
ment in  the  Court  below.  The  trial  court's  findings  of  non- 
infringement were  correct. 

This  Court  held  in  Patter son-Ballagh  Corp.  v.  Moss, 
201  F.  2d  403  (C.  A.  9,  1953)  at  page  407: 

"Infringement  is  a  question  of  fact.  See  Stilz  v. 
United  States,  1925,  269  U.  S.  144,  147,  46  S.  Ct.  37, 
70  L.  Ed.  202;  United  States  v.  Societe  Anonyme  des 
Anciens  Establissements  Cail,  1912,  224  U.  S.  309, 
322,  32  S.  Ct.  479,  56  L.  Ed.  778.  The  trial  court 
resolved  the  question  in  favor  of  appellees.  This  de- 
termination is  not  clearly  erroneous  within  the  mean- 
ing of  Fed.  R.  Civ.  P.  52(a),  28  U.  S.  C.  A." 

It  was  readily  apparent  to  the  Trial  Court  that  there 
was  no  infringement  of  the  suit  patent.  The  finding  of  non- 
infringement was  a  finding  of  fact  based  on  the  evidence. 
It  is  submitted  that  it  was  correct,  and  there  was  no  error. 
Certainly,  it  was  not  clearly  erroneous. 

The  findings  were  made  on  the  following  facts: 

The  composition  of  appellee's  battery  frame  was  estab- 
lished by  stipulation  as  being  made  of  a  molding  powder 
manufactured  by  IJakelite  Company,  and  known  as  TMD 
2155  (the  same  product  was  formerly  put  out  by  Bakelite 
as  BMSQ  155  and  in  reference  to  this  product  the  designa- 
tion TMD  2155  includes  the  prior  nomenclature)  (R.  pp. 
461-463). 
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It  was  also  established  by  stipulation  that  appellee's 
battery  hold  down  frames  comprised  a  physical  mixture  con- 
sisting of  a  predominant  amount  of  polystyrene,  a  minor 
amount  of  copolymer  of  butadiene  and  styrene,  and  a  small 
amount  of  pigment  to  produce  the  color  of  the  frame;  the 
mentioned  copolymer  consisting  of  butadiene  in  the  range 
of  58%  to  62%  by  weight,  and  styrene  in  the  range  of 
38%  to  42%  by  weight  (R.  pp.  461-462).  Thus,  the  facts 
as  to  composition  of  the  accused  frames  are  not  at  issue. 

Claim  3  of  the  suit  patent  on  which  the  appellant  relied 
contains  the  following  limitation : 

a  *  *  *  j.|j^  plastic  material  of  which  said  frame  is 
formed  comprising  polystyrene,  the  mechanical  and 
physical  properties  of  which  have  been  modified  by 
the  addition  of  a  Buna  S  with  a  high  styrene  con- 
tent, *  *  *." 

Assuming,  arguendo,  that  all  portions  of  Claim  3,  with 
the  exception  of  the  limiting  phrase  "Buna  S  with  a  high 
styrene  content'  read  on  the  appellee's  frames,  the  question 
of  infringement  turns  on  whether  or  not  the  accused  devices 
do,  in  fact,  have  as  a  component  a  copolymer  of  a  Buna  S 
with  a  high  styrene  content.  The  Court  below  found  in 
Finding  of  Fact  No.  44  (R.  p.  52)  that  the  appellee's  frames 
were  made  of  polystyrene  and  a  copolymer  with  a  low  styrene 
content.  It  follows  that  there  is  no  infringement  (as  was 
found  in  Conclusion  of  Law  No.  11,  R.  p.  56). 

Appellant  makes  Specification  of  Error  No.  14  to  the 
Trial  Court's  Finding  of  Fact  No.  44,  with  the  argument 
that  high  styrene  content  means  a  content  higher  than  25%, 
the  styrene  content  in  Standard  G  R-S  employed  as  a  gen- 
eral, all-purpose  substitute  for  rub])er  (Aplt.'s  Br.,  p.  9). 
Appellant  also  makes  Specification  of  Errors  No.  27,  to  Con- 
clusion of  Law  No.  11,  that  the  accused  frames  do  not  in- 
fringe the  suit  patent  (Aplt.'s  Br.,  p.  12). 
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It  is  submitted  that  G  R-S,  which  is  nowhere  mentioned 
in  the  specification  or  claims  of  the  suit  patent,  is  not  a 
standard  for  styrene  content,  nor  does  it,  in  any  event,  relate 
to  the  term  "a  Buna  S  with  a  high  styrene  content".  The 
Trial  Court,  having  before  it  evidence  of  a  proper  range  of 
styrene  content;  from  below  50% — a  low  content,  to  above 
50% — a  high  content  (R.  p.  287)  properly  found  that  the 
accused  devices  had  a  copolymer  with  a  low  styrene  content. 

The  question  of  infringement  hinges  on  the  interpreta- 
tion and  meaning  to  be  accorded  to  the  claim  of  the  suit 
patent,  which  it  is  submitted  is  most  indefinite. 

It  is  well  settled  that  the  burden  of  proving  infringement 
is  on  the  patent  owner.  This  burden  requires  appellant  to 
prove  that  the  accused  devices  come  within  the  claim  of  the 
suit  patent.  There  is  no  clear  antecedent  in  either  the, 
specification  or  the  claims  of  the  suit  patent  supplying  a 
basis  or  standard  for  the  term  "high  styrene  content".  Yet 
the  entire  question  of  infringement  hinges  upon  the  meaning 
of  the  term. 

The  appellant  produced  Mr.  Isadore  Miller  as  an  expert 
witness  to  establish  that  the  term  "high  styrene  content" 
was  well  known  in  the  art  in  referring  to  a  copolymer  of 
butadiene  and  styrene,  to  mean  more  than  25%  styrene  in 
the  copolymer.  Mr.  Miller  attempted  to  do  this  by  establish- 
ing a  standard  content  of  75%  butadiene  and  25%  styrene 
for  the  copolymer.  It  would  follow,  according  to  his  testi- 
mony, that  a  copolymer  with  a  content  of  more  than  25% 
styrene  would  be  a  copolymer  with  a  "high  styrene  content". 

Mr.  Miller  came  to  his  conclusion  by  defining  the  "Buna 
S"  of  the  patent  claim  as  the  general  class  name  given  to 
copolymers  which  are  used  as  synthetic  rubbers  (R.  p.  193). 
lie  then  defined  the  term  G  R-S  as  the  designation  of  "Gov- 
ernment Rubber  Styrene"  (R.  p.  194),  which  is  a  butadiene 
styrene  copolymer  made  from  approximately  75%  of  buta- 
diene and   25%    of  styrene    (R.   p.    195).     Mr.   Miller   then 
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arbitrarily  took  his  G  R-S  (75%  butadiene  and  25% 
styrene)  as  the  standard  form  of  copolymer  of  butadiene  and 
styrene  and  liatly  stated  that  any  Buna  S  with  styrene 
content  over  25%  was  a  high  styrene  content  copolymer 
(R.  pp.  195-211). 

On  the  other  hand,  the  appellee's  expert,  Prof.  R.  B. 
Stringfield,  testified  that  the  range  of  butadiene  and  styrene 
in  the  copolymers  under  discussion  varied  from  a  high  buta- 
diene low  stj/rene  content  (99%  butadiene-1%  styrene)  to 
a  low  butadiene  high  styrene  content  (1%  butadiene-99% 
styrene)  (R.  pp.  284,  285).  He  testified  further  that  the 
range  below  50%  styrene  would  be  a  loio  styrene  content 
copolymer,  and  that  the  range  above  50%  styrene  would  be 
0  high  styrene  content  copolymer  (R.  p.  287). 

On  cross-examination,  the  appellant's  expert,  Mr.  Miller 
admitted  that  he  knew  of  a  Buna  S  with  a  high  styrene 
content — as  high  as  85%  (R.  p.  219).  He  also  defined 
Dewey  &  Almy  Darex  No.  3,  a  copolymer  with  styrene 
content  of  70%,  as  another  high  styrene  Buna  S  (R.  p.  219) 
(Darex  No.  3  is  the  only  example  mentioned  in  the  suit 
patent).  Although  he  asserted  that  the  terms  G  R-S  and 
Buna  S  are  used  interchangeably  (R.  p.  223),  he  later  con- 
ceded that  he  knew  of  no  G  R-S  with  a  styrene  content 
higher  than  50%   (R.  p.  240). 

On  direct  examination,  Mr.  Miller  quoted  from  several 
publications  concerning  G  R-S  rubbers,  to  show  that  his 
G  R-S  rubber  was  a  standard  for  the  entire  range  of  styrene 
butadiene  copolymers  (which  are  loosely  defined  as  a  Buna  S 
in  the  suit  patent  and  not  as  G  R-S  rubbers). 

However,  he  could  not  point  to  any  publication  which 
gave  a  standard  G  R-S  as  a  standard  for  all  high  or  low 
styrene  copolymers,  and  it  became  apparent  that  he  was 
voicing  his  own  personal  opinion  rather  than  a  proper  evalu- 
ation of  what  was  understood  by  men  skilled  in  tlie  art. 
Counsel  had  asked  him  on  cross-examination  whether  there 


12 

was  a  publication  promulgating   sucli  a  standard,  and  the 
following  ensued : 

"Q.  Well,  now,  I  wanted  to  know  if  you  knew  of 
a  publication  that  set  that  forth  in  just  that  way, 
that  the  standard  for  GR-S  sets  the  standard  for  what 
is  high  styrene  and  low  styrene  copolymers.  A.  I 
cannot  give  you  any  publication. 

Q.  There  is  no  such  publication  tliat  you  know  of, 
is  there?    A.  I  cannot  give  you  any  such  publication. 

The  Court :  So  your  statement  is  based  upon 
your  own  oi)inion  of  the  known  practices  in  the 
industry,  is  that  correct? 

The  Witness:  That  is  correct,  your  Honor." 
(R.  pp.  242,  243). 

Mr.  Miller's  entire  hypothesis  was  invalid  because,  as  he 
stated  it  was  based  on  his  own  opinion,  and  further  cross- 
examination  revealed  that  his  opinion  did  not  jibe  with  the 
published  literature;  which  he  nevertheless  agreed  with. 

He  was  shown  an  article  entitled  "Impact  Resistant 
Resin-Rul)ber  Blends"  by  H.  Sell  and  R.  J.  McCutcheon  of 
the  Chemical  Products  Division,  Goodyear  Tire  and  Rubber 
Co.,  which  was  published  in  the  October  1948  issue  of  the 
India  Ruhher  World,  a  trade  journal  (R.  pp.  243,  244; 
Deft.'s  Ex.  L).  India  Ruhher  World  is  a  standard  publica- 
tion of  the  rubber  industry  (R.  p.  243).  The  article  stated 
in  substance  that  since  1946  "high  styrene  copolymer  resins" 
ranging  from  70%  to  under  95%  styrene  were  used  as  re- 
inforcing and  hardening  agents  for  stocks  of  natural  rubber, 
G  R-S,  and  other  synthetic  materials,  and  had  gained  wide 
acceptance.  Mr.  Miller  admitted  the  correctness  of  the 
statements  in  this  1948  publication  and  conceded  that  the 
range  of  70%  to  95%  styrene  was  much  higher  than  the 
range  of  styrene  content  in  G  R-B   (R.  p.  244). 
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A  copy  of  Whitby,  Synthetic  Rubber,  published  by  John 
Wiley  &  Sons,  Inc.,  New  York,  in  1954,  was  also  shown  to 
Mr.  Miller  during  his  cross-examination,  and  he  agreed  that 
it  was  a  standard  work  (R.  p.  227).  This  volume  at  pages 
629  and  630  under  the  subheading  "High  Styrene  Resins" 
mentions  that  the  first  description  of  a  commercially  available 
styrene  butadiene  resin,  Pliolite  S-3,  was  publislied  in  1916, 
and  that  descriptions  of  other  "high  styrene  resins"  were 
subsequently  made  thereafter.  Mr.  Miller  agreed  that  Plio- 
lite S-3  had  an  85%  styrene  content,  and  that  it  was  the 
tirst  such  product  to  become  commercially  available,  and 
that  it  became  available  in  the  year  1946  (R.  pp.  227,  228). 
He  said  tliat  Pliolite  S-3  was  a  Buna  S  with  a  high  styrene 
content  and  was  an  equivalent  of  Darex  No.  3   (R.  pp.  229). 

Whitby  also  showed,  and  this  was  agreed  to  by  Mr.  Miller, 
a  listing  of  high  styrene  copolymers  on  page  644  entitled 
"Table  11,  High  Styrene  Resins".  There  are  some  ten 
or  fifteen  resins  listed  on  the  mentioned  page  ranging  from 
the  lowest  styrene  content  of  60%  to  the  highest  styrene 
content  of  85%.  Mr.  Miller  found  Darex  No.  3  (styrene 
content  70%)  listed  on  the  table  of  this  1954  publication 
along  with  Darex  X-34  (styrene  content  85%)  (R.  pp.  244- 
246).  He  admitted  that  Bakelite  TMD  2155  (styrene  con- 
tent 38%  to  42%)  was  on  the  market  in  1954  and  had  been 
on  the  market  since  1952,  but  that  it  ims  fiot  listed  with  the 
"high  styrene  resins"  shown  on  the  table  at  page  644  of 
Whitby  (R.  pp.  245,  246). 

Mr.  Miller  stated  that  75-25  percent  is  a  standard  for 
all-purpose  rubber  in  the  rubber  industry,  but  admitted 
there  is  no  standard  in  the  j)lastic  industry  (R.  p.  226),* 


-•(By  Mr.  Halle): 

Q.  There  is  no  standard  in  the  plastics  industry,  is  there?  A.  There 
is  no  standard  for  rubber,  because  rubber  does  not  exist  except  as  an 
aid  to  the  plastics  industry.     But  rubber  is  not  in  the  plastics  industry. 
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A  further  discrepancy  in  Mr.  Miller's  testimony  was  his 
insistence  that  the  use  of  the  terms  G  R-S  and  Buna  S  were 
synonymous  (R.  p.  223),  yet  he  was  just  as  definite  that  he 
knew  of  no  G  R-S  of  over  50%  styrene,  and  that  there  are 
Buna  S's  in  existence  having  well  over  50%  styrene  (R.  pp. 
249,  250). 

On  the  basis  of  this  contradictory  and  confusing-  testi- 
mony from  appellant's  expert.  It  is  no  wonder  that  the 
Court  chose  the  definition  for  high  styrene  content,  stated 
by  Mr.  Stringfield  (which  the  appellant's  ^'inventor"  agreed 
with)  as  meaning  something  over  50%.* 

In  all  79  pages  of  appellant's  brief,  there  is  no  argu- 
ment to  discredit  Mr.  Stringfield's  testimony  (with  the  possi- 
ble exception  that  he  was  disputed  by  Mr,  Miller).  Mr. 
Stringfield  pointed  out  that  it  was  most  unrealistic  to  pick 
G  R-S  as  a  standard  for  the  entire  range  of  butadiene  styrene 
copolymers.  G  R-S  is  nothing  but  a  general  purpose  syn- 
thetic rubber  and  does  not  bear  any  particular  significance 
to  the  uses  for  which  the  high  styrene  copolymers  were  in- 
troduced  (R.  pp.  312,  313). 


Q.  I  see.  When  we  are  using  polystyrene  modified  by  a  co-polymer 
of  a  Buna  S  are  we  in  the  plastics  industry  or  are  we  in  the  rubber 
industry.-"     A.  We  are  in  the  plastics  industry. 

Q.  What  is  the  standard  in  the  plastics  industry?  A.  We  have  no 
standard   (R.  p.  226). 


"■Q.  Professor,  would  you  state  the  range  of  styrene  content  in  a 
high  styrene  butadiene-styrene  copolymer?  A.  I  would  consider  that 
from  5  0  per  cent  up  would  be  a  high  styrene  butadiene  copolymer,  and 
from  50  per  cent  down  would  be  a  rubbery  styrene  copolymer,  because 
of  the  fact  that  while  there  is  no  sharp  break-off  point  there,  the  mate- 
rials in  the  40  to  5  0  percent  range  have  been  used  as  rubbers,  and  I 
do  not  know  of  any  such  use  in  the  ranges  above  that. 

Q.  Would  you  classify  the  range  below  50  percent  as  a  low  styrene 
content  copolymer?     A.  Yes,  sir,  I  think  that  would  be  correct. 

Q.  And  above  50  percent  as  a  high  styrene  content?  A.  Yes,  sir, 
I  think  that  would  be  correct    (R.  p.   287). 
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It  is  submitted  that  the  above  analysis  of  the  testimony 
of  the  experts  and  some  of  the  documentary  evidence,  clearly 
shows  that  there  Avas  more  than  sufficient  evidence  in  the 
Record  for  the  Trial  Court  to  find  (without  clear  error) 
that  high  styrene  content,  which  was  never  defined  in  the 
suit  patent  specification  and  claims,  could  only  mean  higher 
than  50%  and  that,  therefore,  there  was  no  infringement. 
It  is  further  submitted  that  there  was  no  evidence  entitled 
to  weight  upon  which  the  Trial  Court  could  have  come  to 
any  other  conclusion. 

Rule  52(a)  of  the  Federal  Rules  of  Civil  Procedure, 
entitled  "Findings  By  The  Court,"  reads  in  pertinent  part : 

u»  *  *  Fiiidinos  of  fact  shall  not  be  set  aside  unless 
clearly  erroneous,  and  due  regard  shall  be  given  to 
the  opportunity  of  the  trial  court  to  judge  of  the 
credibility  of  the  witnesses  *   *   *." 

The  factual  finding  that  the  accused  devices  do  not  in- 
fringe Claim  3  of  the  suit  patent  as  construed  by  the  Trial 
Court,  should  not  be  disturbed  by  this  Court  unless  clearly 
erroneous.  {Moon  v.  Cahot  ^'hops^  Inc.,  123  U.  S.  P.  Q., 
60,  64  [C.  A.  9,  1959],  citing  Graver  Mfg.  Co.  \.  Linde  Co., 
339  U.  S.  605,  610,  70  S.  Ct.  854,  94  L.  Ed.  1097 ;  Pattcrson- 
Ballagh  Corp.  v.  3Ioss,  supra.)     There  was  no  error. 

(B) 

The  testimony  of  Coleman  as  to  high  styrene  content. 

The  inventor,  Coleman,  testified  that  the  term  "high 
styrene  content"  meant  more  than  50%  styrene.  lie  gave 
the  following  answers  to  the  following  questions  when  his 
deposition  was  taken  by  appellee  on  January  31,  1958: 

"Q.    Mr.    Coleman,    do   you    know    what    the   term 
high-styrene  content  means  in  reference  to  a  butadiene- 
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styrene  copolymei*?  A.  I  believe  I  do.  It  means 
that  there  is  lots  of  styreiie  in  the  majority  of  the 
material  —  the  majority  of  the  material  contains 
styrene. 

Q.  When  you  say  majority,  would  you  mean  more 
than  50%?    A.  This  would  be  what  I  think  is  so, 

Q.  In  other  words A.  I  have  nothing  to  sub- 
stantiate.    This  is  just  my  pure  thinking  on  the  thing. 

Q.  In  other  words  your  pure  thinking  on  the  thing, 
is  that  right?     A.  Yes. 

Q.   Indicated  that  a  high-styrene  content A. 

Means  more  than  50%. 

Q.  More  than  50%  styrene?  A.  Right."  (R.  pp. 
381,  3S2). 

Appellant  makes  a  point  in  its  brief  at  pages  61  and  62, 
that  the  patent  owner  is  not  bound  by  the  inventor's  state- 
ment and  cites  several  cases.  None  of  the  cases  cited  by  the 
appellant  is  in  point. 

It  is  well  settled,  as  the  Trial  Court  states  (R.  p.  21), 
and  as  appellant's  cases  hold,  that  an  inventor  need  not 
understand  the  nature  of  the  physical  or  chemical  change 
involved  in  his  process  nor  need  he  know  the  scientific 
theory  involved.  In  the  case  at  bar,  Coleman  was  not  called 
upon  to  explain  what  happened  in  the  manufacture  of  his 
frame — he  was  merely  called  upon  to  explain  what  the  main 
element  of  definition  in  all  his  claims  meant.  This  is  not 
a  process  nor  a  scientific  theory;  it  is  a  plain  statement  of 
fact  or  definition  in  a  patent  claim  which  by  law  must  be 
so  clear  and  concise  in  claiming  the  invention  tliat  anyone 
skilled  in  the  art  can  readily  understand  what  it  means 
{Hallihitrtou  Co.  v.  Walker,  329  U.  S.  1,  13,  91  L.  Ed.  3, 
11).  Thus,  when  the  inventor  says  that  he  Itelieves  high 
styrene  content  to  mean  over  50%,  this  is  a  fact  in  evidence 
upon  which  the  Court  can  make  its  fact  findings  as  to  in- 
fringement. 
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In  Helenc  Curtis  Industries  V.  Sales  Affiliates,  233  F.  2d 
148   (C.  A.  2,  1956),  Judge  Hiiicks  stated  at  page  160: 

"We  think  the  facts  that  the  applicant  himself  and 
the  defendant's  expert  witness  were  in  disagreement 
as  to  the  meaning  of  the  limits  of  the  claims  as  stated, 
and  that  there  mere  several  commercial  compositions 
falling  ivithin  the  peripheral  area  of  uncertainty, 
were  significant"     (Italics  supplied.) 

The  same  was  true  in  the  case  at  bar! 

(C) 

The  appellant  cannot  broaden  its  claim  3  by  the  doctrine 
of  equivalents. 

Appellant  argues,  at  pp.  67  through  69  of  its  brief,  that 
it  is  entitled  to  the  benefit  of  a  ''doctrine  of  equivalents", 
and  states  specifically  at  page  68 : 

"It  is  quite  clear  that  the  term  Buna  S  having  a 
high  styrene  content  is  intended  in  the  claim  and 
specification  of  the  suit  patent  to  refer  to  a  copolymer 
that  will  accomplish  certain  purposes  in  modifying 
polystyrene  and  serves  to  distinguish  such  copolymers 
from  those  that  will  not." 

The  appellant's  statement  is  somewhat  confusing.  The 
claim  of  the  suit  patent  is  so  broad  that  it  is  not  necessary 
to  rely  on  a  doctrine  of  equivalents  to  cover  a  substance  or 
composition  which  comes  within  the  claimed  definition  of 
a  copolymer  "with  a  high  styrene  content".  If  it  is  such  a 
substance  "with  a  high  styrene  content",  then  of  course  it 
comes  within  the  claim.  However,  if  it  is  a  substance  with  a 
low  styrene  content,  then  it  most  certainly  does  not  come 
within  the  claim. 
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What  tlie  appellant  is  asking  this  Court  to  believe  is 
that  polystyrene  modified  with  a  copolymer  of  butadiene 
and  styrene  with  a  low  styrene  content  is  the  equivalent  of 
polystyrene  modified  by  a  copolymer  of  butadiene  and  sty- 
rene with  a  high  styrene  content.     This,  of  course,  is  absurd. 

In  construing  the  claims  of  the  suit  patent,  the  com- 
mon English  words  "low"  and  "high"  cannot  be  equivalents. 
Nothing  could  be  more  different  and  opposite  from  "high" 
than  "low",  or  vice  versa.  It  is  wishful  thinking  on  ap- 
pellant's part  to  believe  that  any  plastic  comi)osition  made 
of  polystyrene  modified  by  a  copolymer  of  butadiene  and 
styrene  which  has  the  functional  qualities  expressed  as 
desirable  in  the  suit  patent  comes  within  Claim  3. 

Furthermore,  the  appellant  is  prevented  from  claiming 
"equivalents"  through  the  operation  of  the  rule  of  "file 
wrapper  estoppel".  The  limitation  "high  styrene  content" 
was  placed  in  the  claims  to  obviate  a  rejection  for  broad- 
ness b}^  the  Board  of  Appeals.  The  appellant  cannot  now 
seek  to  broaden  the  meaning  of  this  express  limitation  to 
include  a  plastic  material  which  does  not  come  within  the 
definition  "high  styrene  content".  "File  wrapper  estoppel" 
bars  recourse  to  the  doctrine  of  equivalents  in  cases  where 
the  patentee  attempts  to  secure  through  equivalents  what 
has  been  rejected  b}'  the  Patent  Offtce.  It  prevents  appli- 
cation of  the  doctrine  of  equivalents  to  recapture  coverage 
which  the  patentee  has  surrendered  by  amendment  whether 
or  not  the  prior  art  required  the  amendment,  (Carter  Prod- 
ucts^ Inc.  v.  Colgate-Palmolive  Co.,  164  F.  Supp.  503,  518, 
[D.   C.   Maryland,  1958]). 

In  the  leading  case  of  Exhibit  Supply  Co.  v.  Ace  Patents 
Corp.,  315  r.  S.  iL'6,  136-137,  62  S.  Ct.  513,  518,  86  L.  Ed. 
736  (1942),  Chief  Justice  Stone  of  the  Supreme  Court 
stated  in  referring  to  an  amendment  designed  to  narrow  a 
claim  in  order  to  meet  objections  in  the  Patent  Office  as  to 
broadness,   "By   the   amendment,   he  recognized   and   empha- 
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sized  the  difference  between  the  two  phrases  and  proclaimed 
his  abandonment  of  all  that  is  embraced  in  that  difference". 

Thus,  a  patentee  who,  in  order  to  avoid  a  rejection  of 
his  application,  inserts  limitations  in  his  claim  is  estopped 
from  contending  that  the  patent  as  issued  should  be  con- 
strued as  if  such  limitations  had  not  been  made,  (Westing- 
house  Electric  cG  Mfg.  (U).  v.  Conduit  EJectficaJ  Mfg.  Co., 
194  F.  427,  430,  [C.  A.  2,  1911],  cited  with  approval  by 
this  Court  in  Bergman  v.  Aluminum  Lock  Shingle  Corp.  of 
America,  251  F.  2d  801,  804,  [C.  A.  9,  1957]). 

POINT  II 
VALIDITY 

(A) 
Presumptions  and  burden  of  proof. 

The  Trial  Court  found  all  the  claims  of  appellant's  patent 
invalid.  This  Court  has  consistently  held  that  the  cpies- 
tion  of  validity  of  a  claim  of  a  patent  is  one  of  fact,  {^taujfer 
V.  ^lendGrcUa  Sgstems  of  California,  Inc.,  254  F.  2d  127, 
[C.  A.  9,  1957]  and  cases  cited  in  the  margin  under  foot- 
note 1).  In  the  Stauffer  case,  supra,  this  Court  stated  very 
clearly,  "The  findings  of  a  judge  upon  novelty,  utility  and  in- 
vention are  entitled  to  great  weight  when  made  after  trial  of 
these  issues.  This  Court  will  respect  such  findings  unless 
the  record  shows  these  to  be  "clearly  erroneous". 

The  appellant  relies  heavily  on  the  presumption  of  valid- 
ity which  attaches  to  an  issued  patent,  and  asserts  that  this 
presumption  is  strengthened  by  lengthy  consideration  in 
the  Patent  Office,  and  the  review  by  the  Board  of  Appeals. 

It  is  submitted  that  the  evidence  was  so  clear  and  over- 
whelmingly in  favor  of  invalidity  that  the  appellee's  l»ur- 
den  of  proof  was  clearly  established  and  the  Trial  Court's 
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findings  of  invalidity  were  not  clearly  erroneous  but,  rather, 
patently  correct.  It  is  submitted  that  reliance  on  presump- 
tions and  rules  of  law,  as  cited  in  appellant's  brief,  are 
inelt'ectual  to  disturb  what  the  evidence  established.  There 
was  never  any  reasonable  doubt  concerning  the  validity  of 
the  suit  patent  which  could  have  been  resolved  in  appellant's 
favor. 

Let  us  analyze  the  meaning  of  the  presumption.  This 
Court  has  held  that  the  presumption  of  validity  necessarily 
arises  from  the  expertness  of  the  administrative  agency  is- 
suing the  patent  {Massa  v.  Jijfi/  Products  Co.,  Inc.,  240 
F.  2d  702,  706  [C.  A.  9,  1957]  ;  Patterson-Ballagh  Corp.  v. 
Moss,  supra,  at  p.  406).  The  file  wrapper  history  of  the 
suit  patent  shows  that  the  primary  examiner  approved  the 
claims  without  adequate  regard  for  the  meaning  and  man- 
date of  the  decision  of  the  Board  of  Appeals,  and  without 
making  a  further  search  in  the  plastic  arts.  Thus,  the 
Patent  Examiner  permitted  the  patent  to  issue  with  broad 
claims  which  did  not  specify  the  particular  plastic  material 
disclosed  in  the  specification.  It  is  submitted  that  for  this 
reason  alone,  the  presumption  of  validity  must  fall. 

A  long  history  of  trouble  and  controversy  in  the  Patent 
Office  does  not  necessarily  always  result  in  a  strengthening 
of  the  presumption  of  validity.  The  fact  that  many  years 
are  required  to  jjersuade  the  Patent  Office  to  allow  the 
claims  indicate  more  often,  than  not,  doubt  as  to  validity 
and  clearly  weaken  the  presumption  (Hoover  Co.  v.  Mitchell 
Mfg.  Co.,  122  U.  S.  P.  Q.  314,  317,  [C.  A.  7,  1959]).  Al- 
though appellant  emphasizes  in  its  brief  (p.  45)  that  the 
application  included  a  review  by  the  Board  of  Appeals,  it 
is  clear  that  the  Board  of  Appeals  did  not  pass  on  the  final 
claims  and  appellant  cannot,  therefore,  rely  on  this  factor 
in  connection  with  presumption  of  validity. 
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(B) 

The  History  of  the  Alleged  Invention. 

High  impact  plastics  were  first  introduced  commercially 
ill  1946,  and  the  concept  of  modifying  brittle  polystyrene 
with  a  copolymer  of  butadiene  and  st^^rene  to  produce  a 
molded  product  having  great  strength  was  established  long 
before  Coleman.  This  is  readily  conceded  by  appellant.  It 
is  stated  on  page  21  of  appellant's  brief,  as  follows : 

''It  is  to  be  emphasized  that  Coleman  does  not  claim 
to  have  originated  either  battery  hold-down  frames 
or  a  new  plasi'w.  What  lie  did  invent  and  does  claim 
is  a  plastic  battery  hold-down  frame  made  of  a  par- 
ticular type  of  plastic  material  suitable  for  his 
purposes." 

The  December  1948  issue  of  Modern  Plastics  magazine 
contains  an  article  on  "Molding  High  Styrene  Eesins"  on 
page  190  (R.  p.  293;  Deft.'s  Ex.  M).  The  article  quoted 
from  a  letter  received  from  the  Dewey  &  Almy  Chemical 
Company  and  signed  by  K.  M.  Fox,  Organic  Chemicals 
Division.  Mr.  Fox's  letter,  which  was  published  in  the 
magazine,  stated  that  Dewey  .Jc  Almy  used  Darex  copolymer 
X-34  (styrene  content  85%)  as  an  extender  and  plasticizer 
for  polystyrene  in  order  to  make  the  latter  material  use- 
ful in  applications  where  ordinarily  it  would  be  too  brittle, 
and  that  the  X-34  greatly  improved  the  impact  strength 
(R.  p.  294).  The  Dewey  &  Almy  technical  bulletin  on 
Darex  copolymer  No.  3  (R.  pp.  513-516)  was  published  in 
May,  1949,  and  appellant  concedes  in  the  suit  patent  tile 
wrapper  that  it  received  "wide  distribution  throughout  the 
United  States,  thereby  forming  part  of  the  published  litera- 
ture on  the  subject  *  *  *"  (R.  p.  458).  This  bulletin 
explained  the  properties  of  Darex  copolymer  No.  3,  its  sty- 
rene content,  and  also  listed  "commercial  apjdication  and 
suggested   uses"   which   included   "automotive   molded   parts. 
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battery   boxes,   electrical   molded   parts,   and   plastic   molded 
parts"   (R.  p.  516). 

The  1950  edition  of  Modern  Plastics  Encyclopedia  Hand- 
hook^  which  was  published  on  or  about  June,  1950,  con- 
tained an  article  entitled,  "Styrene  Polymers  and  Co- 
polymers" (R.  p.  288;  Deft.'s  Ex.  T).  Page  754  of  the 
mentioned  publication  announced  that  a  new  styrene-base 
copolymer  was  announced  during  1949  which  offered  impact 
strength  plus  excellent  stability,  and  particularly  noted  its 
resistance  to  hattery  acids  and  gasolines.  The  article  stated 
that  initial  applications  of  the  material  included  hattery 
cases  and  parts  as  well  as  housings  for  business  machines. 
The  same  article  also  stated  that  a  high  styrene  butadiene 
copolymer  has  been  blended  with  polystyrene  to  give  tough, 
fairly  transparent  blends.  The  copolymers  mentioned  in 
the  article  were  Darex  copolymer  No.  3  (70%  styrene)  and 
Darex  copolymer  X-34  (85%  styrene)  (R.  p.  289).  This 
publication  is  a  standard  reference  work  in  the  plastics  in- 
dustry  (R.  p.  289). 

Augustine  L.  Colarusso,  the  Vice-President  in  charge  of 
research  and  development  of  the  appellant  (R.  p.  341), 
testified  that  new  developments  in  plastic  powders  are 
usually  submitted  to  his  company  for  evaluation  and  possi- 
ble application  to  the  company's  products  (R.  p.  351). 
Prior  to  October  15,  1951  the  appellant  received  samples 
of  various  copolymers  of  the  Dewey  &  Alniy  Company  to- 
gether with  technical  bulletins  for  Darex  No.  3  and  Darex 
copolymer  X-34,  as  well  as  Darex  copolymer  X-43  (R.  pp. 
354,  355).  It  was  during  the  year  1951  that  Sidney  Cole- 
man claims  to  have  conceived  the  alleged  invention  of  the 
suit  patent.  Appellant  concedes  that  Coleman  neither  in- 
vented the  frame  nor  the  plastic  material.  What  then  did 
he  invent?  Nothing.  He  never  even  learned  how  to  mix 
polystyrene  with  Darex  copolymer  No.  3  to  produce  a  con- 
sistently successful  battery  frame  (R.  pp.  348,  357,  379). 
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It  is  submitted  that  the  i)hi.stic  battery  hold-down  iranie 
is  a  natural  development  in  the  art  and  did  not  amount 
to  invention.  Mr.  Colarusso  admits  having  conversations 
with  Karl  Fox  of  the  Dewey  &  Almy  Company  (K.  p.  345) 
during  the  year  1951.  The  published  literature  shows  as 
early  as  1948  that  Karl  Fox  was  preaching  the  moditica- 
tion  of  polystyrene  with  high  styrene  copolymers  such  as 
Darex  X-34  and  Darex  copolymer  No.  3. 

Mr.  Coleman's  frame  was  not  the  result  of  liis  "inven- 
tive genius"  (or  even  lack  of  it),  but  was  based  on  the 
Dewey  &  iVlmy  bulletins,  the  publications  in  the  art,  and 
the  solid  "know-liow"  of  Karl  Fox  of  Dewey  &  Almy,  as 
related  to  Mr.  Colarusso.  The  proof  of  the  pudding  is  that 
while  Dewey  &  Almy  were  successful  in  making  a  molding 
powder  with  polystyrene  and  the  high  styrene  copolymer, 
Coleman  never  was. 

Sometime  in  1952,  the  appellant  was  solicited  by  the 
Bakelite  Co.,  either  through  its  representaives,  or  by  means 
of  technical  data  furnished  to  the  trade,  to  try  a  product 
known  as  BMSQ-155  (R.  pp.  3-t2,  343,  351,  463).  BMSQ-155 
was  introduced  by  the  Bakelite  Co.  in  1951  and  the  same 
product  was  later  redesignated  by  them  as  TDM-2155  (R. 
pp.  359,  463).  The  product  will  be  referred  to  simply  as 
the  Bakelite  Product. 

The  Bakelite  Product  is  a  complete  molding  material 
in  form  of  pellets  and  comprises  a  majority  of  polystyrene 
and  a  minor  amount  of  a  copolymer  of  butadiene  and  sty- 
rene. The  styrene  content  in  the  copolymer  is  in  the  range 
of  38%   to  42%  by  weight.     This  is  a  low  styrene  content. 

After  the  Bakelite  Product  was  called  to  the  attention 
of  the  appellant,  it  ceased  using  the  mixture  comprising 
Darex  Copolymer  Xo.  3.  This  was  in  1952  within  a  few 
months  aftci-  the  application  for  the  suit  patent  was  tiled. 
The  use  of  the  Bakelite  material  gave  the  appellant  its  tii-st 
commercially  acceptable  product. 
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It  required  only  ordinary  skill  in  the  field  of  plastics 
to  select  the  material  for  the  appellant's  frame  from  plastic 
materials  within  the  common  knowledge  of  the  art. 

Steel  battery  hold-down  frames  were  well  known  long 
prior  to  the  alleged  invention  herein.  All  Coleman  did 
was  to  substitute  a  plastic  material  well  knoivn  in  the  art 
for  the  results  desired.  This  was  a  natural  development 
in  the  plastics  industry  and  followed  the  introductions  of 
Darex  Copolymer  No.  3,  in  1949,  and  the  Bakelite  material, 
in  1951. 

There  was  a  revolution  in  the  industry.  It  was  possi- 
ble to  make  many  common  articles  out  of  high  impact 
phistic  which  were  formerly  made  of  metal  or  Avood  only. 
Examples  are  radio  and  television  cabinets,  toy  trains,  parts 
for  machinery,  plumbing  pipes,  gears,  battery  hold-down 
frames  and  a  host  of  other  products.  The  credit  for  the 
development  of  new  plastic  materials  of  great  strength  goes 
to  the  suppliers  of  the  molding  powders,  not  to  Coleman. 

(C) 

Coleman's  substitution  of  material  did  not  amount  to 
invention. 

It  would  serve  no  useful  purpose  to  further  emphasize 
that  the  substitution  of  plastic  for  steel  in  a  battery  hold- 
doAvn  frame  was  merely  a  result  of  the  general  industrial 
revolution  in  which  many  metal  products  in  all  phases  of 
industry  were  replaced  and  supplanted  by  plastic  products. 
Thus,  tlie  substitution  of  a  plastic  for  metal  is  to  be  expected 
and  does  not  amount  to  invention.  This  concept  is  not 
incompatible  with   the  cases  cited   by  appellant. 
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(D) 

The  suit  patent  is  invalid  for  inadequate  disclosure 
because  it  fails  to  state  both  the  proper  proportions  of 
polystyrene  to  copolymer  and  the  proper  range  of  styrene 
content  in  the  copolymer. 

No  formulae,  or  si)ecitic  examples,  showing  tlie  propor- 
tions of  the  ingredients  are  anywhere  stated  in  the  speci- 
fication or  claims  of  tlie  snit  patent.  The  patent  therefore 
fails  to  teach  one  skilled  in  the  art  how  to  prodnce  the 
invention.  In  addition,  tlie  specification  and  claims  are 
completely  silent  as  to  the  molding  process,  molding  tem- 
peratures, pressure  and  other  relevant  data  necessary  to 
prodnce  a  conmiercially  aceptable  product.  The  claims  are 
not  supported  by  an  adequate  disclosure. 

There  are  many  combinations  of  polystyrene  and  a  co- 
polymer of  butadiene  and  styrene  which  would  be  inopera- 
tive. Mr.  Coleman  testified  that  appellant's  original  pro- 
duction was  in  the  ranges  of  88%  to  80%  polystrene  and 
12%o  to  20%o  of  the  copolymer  (R.  p.  371).  However,  this 
information  is  not  available  anywhere  in  the  patent  or  its 
claims. 

It  is  also  true  that  the  styrene  content  in  the  copolymer 
is  critical.  The  use  of  the  term  high  styrene  content  is 
therefore  much  too  broad.  The  specification  does  not  ful- 
fill the  minimum  standards  of  the  Patent  Laws  ;is  to  suf- 
ficiency of  disclosure  and  the  patent  is  invalid.  Full  dis- 
closure is  basic  to  the  underlying  principles  of  patent  law 
to  make  sure  that  the  invention  will  ultimately  l)e  dedicated 
to  the  public  {General  Electric  Co.  v.  Wabash  Appliance 
Corp.,  304  U.  S.  361,  369,  82  L.  Ed.  1402,  1405  [1938]); 
and  also  to  guard  against  unreasonable  advantages  to  pat- 
entee and  disadvantages  to  others  arising  from  uncertainty 
of  their  rights  (Zoomar,  Inc.  v.  Paillard  Products,  Lie,  152 
F.    Supp.   328,   338,   footnote   14,    [D.   C.    S.   D.   New   York, 
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1957]).  A  patentee  cannot  obtain  greater  coverage  by  fail- 
ing to  describe  his  invention  than  by  describing  it  as  the 
law  commands  {Halliburton  Co.  v.  Walker,  Hupra). 

The  inadequacy  of  disclosure  in  the  suit  patent  was 
deliberate.  During  the  pre-trial  depositions  the  appellant's 
witnesses  and  its  counsel  refused  to  reveal  the  proportions 
used  by  the  appellant  in  its  frames  marked  with  the  num- 
ber of  the  suit  patent,  even  going  so  far  as  to  claim  a 
"trade  secret"  (R.  pp.  371,  372).  This  is  certainly  in- 
compatible with  the  legal  requirement  for  full  disclosure. 

Furthermore,  Claim  No.  3  of  the  suit  patent,  defines  the 
appellant's  frame  as  polystyrene  modified  by  a  Buna  S  with 
a  hi(jh  sti/rene  content,  and  then  qualifies  this  entirely  too 
broad  definition  by  setting  forth  the  desired  qualities  such 
as  improved  heat  resistance,  strength,  toughness  and  flexi- 
bility. A  claim  cannot  be  valid  which  uses  functional  lan- 
guage in  place  of  specific  proportions  at  the  very  point  of 
alleged  novelty  (Georgia-Pacific  Plyicood  Co.  v.  U.  S.  Ply- 
irood  Corp.,  148  F.  Supp.  816,  866,  867,  [D.  C.  S.  D.  New 
York,  1956]).  An  invention  must  be  capable  of  accurate 
definition,  and  it  must  be  accurately  defined,  to  be  patent- 
able (United  Carbon  Co.  v.  Binnei/  Co.,  317  U.  S.  228,  237, 
63  S.  rt.  165,  87  L.  Ed.  232,  238,  [1942] ).  The  requirement 
of  the  Patent  Act  for  definiteness  in  the  statement  of  the 
claims  must  be  strictly  construed  (Ifelene  Curtis  Industries 
V.  Sales  Ajfiliates,  supra,  at  page  160). 

(E) 

The  suit  patent  is  invalid  because  the  one  example  given 
lacked  utility. 

The  evidence  concerning  lack  of  utility  of  the  frames 
made  with  Darex  Copolymer  No.  3  has  been  discussed  above. 
Coleman  himself  stated  that  the  frames  made  out  of  the 
Darex  were  not  a  commercially  acceptable  product  because 
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they  had  breakage.  He  said  that  they  shijiped  frames  out 
and  they  eaine  back  broken,  and  "that's  when  we  started 
to  look  for  trouble"  (E.  p.  379).  Coleman  definitely  stated 
that  the  Darex  material  was  not  satisfactory  for  commercial 
production  because  of  the  uncertainty  of  the  mix  (R.  p. 
379).  When  he  was  asked  whether  he  had  any  records 
concerning  the  history  of  the  changeover  from  Darex  to  the 
Bakelite  product,  he  answered : 

"No.  It  was  done  so  quickly  after  the  discovery 
that  we  Avere  having  mixing  problems,  that  there 
was  nothing  except  my  complaint,  lohich  you  could 
hare  heard  all  over  the  place/'  (R.  p.  379;  Italics 
supplied. ) 

Thus,  there  was  sufficient  evidence  for  the  Trial  Court 
to  make  a  fact  finding  of  lack  of  utility  and  this  was  not 
clearly  erroneous.  The  appellant  recognizes  the  weakness 
of  its  argument  and  tries  to  state  that  even  if  only  partial 
success  is  obtained,  this  is  sufficient  proof  of  utility. 

It  is  submitted  that  there  is  a  fallacy  in  the  appellant's 
argument  since  the  cases  cited  refer  to  products  which  were 
intrinsically  useful,  but  which  perhaps  did  not  operate  in 
all  possible  applications.  For  example :  Freedman  v.  Over- 
seas Scientipc  Corporation,  248  F.  2d  274  (C.  A.  2,  1957), 
upon  whicli  the  appellant  relies  at  page  52  of  its  brief, 
concerns  an  invention  for  dentures.  The  evidence  in  that 
case  showed  that  the  dentures  were  not  useful  in  certain 
patients  with  certain  types  of  mouth  structure.  That  was 
not  a  case  where  the  producer  could  not  make  a  commercially 
acceptable  denture,  it  was  rather  a  case  where  the  denture 
did  not  have  universal  application. 
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(F) 

There  is  no  evidence  of  commercial  success  of  the 
product  claimed  in  the  suit  patent. 

We  are  in  agreement  with  appellant  in  its  statement 
on  page  47  of  its  brief  that  "*  *  *  commercial  success  alone 
will  not  supply  the  element  of  invention  where  it  is  other- 
wise lacking  *  *  *."  In  this  instance,  appellant  produced  evi- 
dence of  sales  of  its  plastic  battery  frames  (R.  p.  460).  Ref- 
erence to  this  evidence  shows  that  approximately  .|16,000.00 
worth  of  frames  was  sold  between  June  of  1951  and  June 
of  1952  (about  1%  of  the  total  sales  claimed  for  a  six-year 
period).  This  was  when  appellant  was  experiencing  its 
difficulties  with  Darex  Copolymer  No.  3.  In  or  about  June, 
1952,  appellant  switched  over  to  the  Bakelite  product  and 
never  again  used  the  Darex  as  specified  in  the  patent. 
Thus,  none  of  the  frames  sold  after  June,  1952  was  made 
in  accordance  with  the  patent  specification  or  claims. 

It  is  clear  that  99%  of  appellant's  sales  is  therefore  at- 
tributable to  the  product  of  a  later  period  which  does  not 
come  within  the  patent.  .j 

"Most  significant  is  the  fact  that  automobile  manufac- 
turers do  not  use  plastic  battery  hold-on  frames  as  original 
equipment  in  cars,  but  still  prefer  to  use  steel  (R.  pp.  88, 
336,  337).  J 

It  is  also  significant  that  in  order  to  sell  its  frames, 
appellant  expends  approximately  10%  of  its  sales  in  adver- 
tising and  sales  promotion,  and  that  the  cost  of  the  sales 
promotion  of  the  liattery  frames  upon  which  the  commercial 
success  was  claimed  amounted  to  approximately  |150,000.00 
(R.  pp.   266,  267).  J 

It  is  therefore  clear  that  the  commercial  success  which 
appellant  claims  is  attributable  to  frames  made  of  a  copoly- 
mer with  a  low  styrene  content,  such  as  the  Bakelite  ma- 
terial, and  not  to  frames  made  with  a  copolymer  of  a  high 
styrene  content,  as  disclosed  and  claimed  in  the  patent.  ■ 
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(G) 

There  was  no  evidence  of  a  long  felt  need. 

In  view  of  the  fact  that  all  automobile  maiuifactiirei-s 
still  use  steel  battery  hold  down  frames  as  original  equip- 
ment (R.  pp.  88,  336,  337),  it  would  seem  that  the  Coleman 
"invention"  did  not  actuallv  fill  a  long  felt  need.  Hioh 
impact  plastics  were  developed  and  introduced  generally 
to  the  public  at  or  about  the  time  that  Coleman  attempted 
to  make  his  plastic  battery  frame.  Thus,  if  there  indeed 
was  a  real  need  for  a  plastic  frame,  then  neither  Coleman, 
nor  anyone  else,  could  have  filled  this  so-called  "need"  prior 
to  the  advent  of  the  proper  material.  It  is  absurd  for  ap- 
pellant to  state  that  Coleman  filled  a  long  felt  need  with 
his  frame  only  after  he  could  obtain  the  proper  plastic 
material  for  it  and  that,  therefore,  he  is  undoubtedly  an 
inventor. 

Appellant  cites  the  "weeping  doll"  case,  Broioi  v.  Brock, 
240  F.  2d  723  (C.  A.  4,  1957),  to  show  that  tilling  a  long 
felt,  unsatisfied  want  is  proof  of  invention.  In  that  case 
the  Court  stated : 

"Long  before  the  patent  in  suit,  to}^  manufacturers 
had  attempted  repeatedly  without  success  to  produce 
a  satisfactory  realistic  weeping  doll."    (p.  735.) 
*         *         * 

"The  record  shows  a  long  felt  and  unsatisfied  want 
for  an  acceptable  weeping  doll.  As  we  have  seen,  a 
number  of  devices  were  attempted,  but  none  served 
the  purpose."   (p.  727.) 

In  the  case  at  l)ar,  however,  there  was  no  evidence  of 
such  a  long  felt,  unsatisfied  want  nor  of  repeated  unsuccess- 
ful attempts  to  make  a  plastic  battery  frame  out  of  a  true 
high  impact  plastic. 
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(H) 

The  Ditz  patent  was  properly  admitted  under  Title  35 
U.  S.  C.  Sec.  102(e). 

The  Court  made  Findings  of  Fact  numbered  29  and  30 
(R.  pp.  48,  49)  concerning  the  Ditz  patent  (Deft.'s  Ex.  A). 
Finding  of  Fact  29  notes  the  production  in  evidence  of  the 
Ditz  patent  dated  December,  1951,  and  that  it  was  not 
cited  by  the  I'atent  Office  during  the  prosecution.  Finding 
of  Fact  numbered  30  gives  the  tiling  date  of  the  Ditz  patent 
as  May  26,  1948,  and  states  that  it  actually  gives  the  prep- 
aration for  a  composition  plastic  material  for  battery  con- 
tainers which  shows  the  greatest  durability.  Also,  that 
Claim  5  of  the  Ditz  patent  covers  a  plastic  battery  container 
of  polystyrene  modified  by  a  copol^aner  of  butadiene  and 
styrene  with  the  styrene  content  in  the  copolymer  ranging 
from  20  to  50  per  cent  by  weight. 

The  appellant  did  not  specify  as  error  the  making  of 
Findings  of  Fact  numbered  29  and  30.  However,  the  ap- 
pellant did  assign  as  error  the  fact  that  the  Court  ad- 
mitted the  Ditz  i^atent  in  evidence  as  Defendant's  Exhibit 
"A",      (See  appellant's  brief,  pp.   12  and   13). 

Appellant  states  at  page  56  of  its  brief: 

''The  patent  to  Ditz,  et  al.  was  offered  and  accepted 
in  evidence  as  prior  art  despite  the  fact  that  it  is- 
sued subsequently  to  the  tiling  date  of  the  suit  patent." 
(Italics  supplied.) 

The  statement  is  incorrect  because  while  the  Ditz  patent 
was  originally  olfered  broadly,  it  appears  that  during  the 
colloquy  counsel  for  appellee  conceded  that  it  was  not  a 
prior  publication  and  also  agreed  with  the  Court  that  it 
would  be  introduced  in  a  limited  scope  as  evidence  as  an 
anticipation,  under  Section  102(e)  of  Title  35  U.S.C. 
Neither  the  Court's  Opinion  nor  the  Findings  of  Fact,  nor 
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the  Conclusions  of  Law,  indicate  that  the  Court  treated  the 
Ditz  patent  in  anj^  way  other  than  as  evidence  of  anticii)a- 
tion,  in  accordance  witli  the  appellant's  interpretation  of  the 
rule  of  Alexander  Milburn  Co.  v.  Davis-BounioiiviUc  Co., 
270  U.  S.  390,  46  S.  Ct.  324,  70  L.  Ed.  651  (1926)  as 
codified  in  Section  102(e)  of  Title  35  of  U.S.C.  (See 
appellant's  brief,  pp.  56  to  61.) 

Section   102(e)    of  Title  35,  states  in  pertinent  part  as 
follows : 

"A  person  shall  be  entitled  to  a  patent  unless 


(e)  The  invention  was  described  in  a  patent  granted 
on  an  application  for  patent  by  another  filed  in  the 
United  States  before  the  invention  thereof  by  the 
applicant  for  patent  *  *  *." 

Reference   to  page   296   of   the   Kecord   shows   the   following 
colloquy  on  the  ol)jection  to  the  Ditz  patent: 

"Mr.  Halle:  1  will  concede  that  it  is  not  a  publi- 
cation prior  to  the  tiling  date. 

The  Court:  All  right.  Let  it  be  received.  The 
scope  may  be  limited.  I  haven't  the  time  to  stop 
now  and  look  at  your  interrogatories.  Concededly  it 
is  introduced  to  show  what — the  status  of  the  art? 

Mr.  Halle:  As  an  anticipation  under  the  well 
settled  law 

The  Court:  Under  that  subdivision  described  in 
the  patent? 

Mr.  Halle:     That  is  right,  102(e),  I  believe. 

Mr.  Caughey:     102(e). 

The  Court :     All  right.     It  may  be  received." 

Thus,  the  Court  received  the  Ditz  patent  only  on  the 
question  of  anticipation.  The  Trial  Court  had  ample  evi- 
dence before  it  to  decide  that  the  disclosure  of  the  Ditz 
patent  anticipated  the  suit  patent. 
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The  Ditz  patent  disclosed  and  claimed  a  battery  con- 
tainer made  of  polystyrene  modified  by  a  copolymer  of 
butadiene  and  styrene.  It  mentioned  battery  covers.  Claim 
3  of  the  suit  patent  defines  a  battery  hold  down  frame  with 
no  specific  structure  other  than  elements  to  bear  on  the 
top  and  sides  of  a  battery.  This  is  what  a  cover  does  too. 
Suit  patent  frame  is  also  made  of  styrene  modified  by  a 
copolymer  of  butadiene  and  styrene. 

The  Ditz  patent  was  filed  on  May  26,  1948.  This  was 
prior  to  the  December  issue  of  Modern  Plastics  (Deft.'s  Ex. 
M).  It  was  a  pioneer  patent,  early  in  the  art  of  high 
impact  plastics  and  entitled  to  a  broad  range  of  equivalents. 
It  was  certainly  broad  enough  to  cover  the  type  of  plastic 
hold  down  frame  of  Claim  3  of  the  suit  patent. 

However,  it  is  submitted  that  the  appellant  misinter- 
prets the  rule  of  law.  The  rule  of  law  of  the  Milburn  case 
rested  on  the  theory  that  a  patent  application  is  a  "reduc- 
tion to  practice"  tor  everything  that  is  disclosed  in  that 
patent  application,  whether  claimed  or  not.  The  following 
significant  language  is  contained  at  pages  401,  402,  of  the 
Supreme  Court's  Opinion : 

"It  is  said  that  without  a  claim  the  thing  described 
is  not  reduced  to  practice.  But  this  seems  to  us  to 
rest  on  a  false  theory  helped  out  by  the  fiction  that 
by  a  claim  it  is  reduced  to  practice.  A  new  applica- 
tion and  a  claim  may  be  based  on  the  original  de- 
scription within  two  years,  and  the  original  priority 
established  notwithstanding  intervening  claims.  Chap- 
man V.  Wintroath,  252  U.  S.  126,  137,  64  L.  Ed.  491, 
495,  40  Sup.  Ct.  Rep.  234.  A  description  that  would 
l)ar  a  patent  if  printed  in  a  periodical  or  in  an  issued 
patent  is  equally  effective  in  an  application  so  far 
as  reduction  to  practice  goes." 
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Thus,  even  though  a  patent  such  as  the  Ditz  ])a(eiil 
(which  issued  one  day  after  the  suit  patent's  filing  date), 
is  not  a  prior  publication,  it  is  nevertheless  the  equivalent 
of  a  prior  publication  for  all  probative  purposes  in  accord- 
ance with  the  direct  language  quoted  from  the  MUhuni 
I  case,  supra.  Even  if  the  Trial  Court  had  considered  and 
had  given  the  Ditz  patent  the  same  weight  as  prior  art  and 
prior  publication,  this  would  not  have  been  an  error. 

On  the  other  hand,  it  is  clear  that  the  Court  accepted 
the  evidence  for  the  limited  scope  of  anticipation  only.  Con- 
ceding, arguendo,  that  the  Ditz  patent  is  not  an  anticipation, 
and  had  been  considered  in  finding  invalidity,  it  would  have 
been  harmless  error,  since.  Conclusion  of  Law  No.  9  held 
that,  "The  subject  matter  of  the  (suit  patent)  was  stated 
in  more  than  one  printed  publication  in  evidence  published 
more  than  one  year  prior  to  the  date  of  application  for  the 
patent,  and  in  accordance  with  Title  35,  U.  S.  C.  Sec.  102, 
the  patent  is  invalid  in  its  entirety."   (R.  p.  56.) 

The  finding  of  invalidity  did  not  therefore  rest  solely  on 
the  Ditz  patent,  but  on  at  least  one  prior  publication  of 
which  there  were  many  in  evidence. 

(I) 

The  publications  used  as  prior  art  teach  how  to  practice 
the  invention  as  clearly,  if  not  more  clearly,  than  the 
specifications  and  claims  of  the  suit  patent. 

It  has  been  submitted  hereinabove  that  the  suit  patent 
is  invalid  and  was  rightly  held  to  be  invalid  because  of 
inadequate  disclosure.  No  proportions  are  given,  no  method 
of  manufacture  is  given.  The  only  technical  information 
which  is  given  refers  to  a  product  called  "Darex  No.  3", 
and  it  is  a  technical  bulletin  of  the  Dewey  &  Almy  Co. 
which  was  filed  with  the  suit  patent  wrapper  Avhich  gives 
all  of  the  information   concerning  this  xn'oduct.      This  tech- 
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nical  bulletin  was  published  more  than  one  year  prior  to 
the  patent  application.  Thus,  the  Dewey  &  Almy  Exhibit, 
alone,  teaches  how  to  produce  the  invention  as  clearly  as 
does  the  patent.  However,  we  need  not  rely  on  this  one 
publication.  The  other  publications  in  evidence  teach  that 
]jolystyrene  can  be  modified  by  copolymer  with  high  styrene 
content  to  produce  a  molded  article  such  as  a  battery  frame 
having  the  qualities  desired  and  listed  in  appellant's  suit 
patent,  and  this  is  all  that  the  suit  patent  discloses  (R.  pp. 
288-294). 

Thus,  the  prior  publications  disclose  as  much  as  the 
suit  patent  does.  Therefore,  if  the  patent  is  adequate  and 
clear,  so  are  the  prior  publications. 


POINT  III 

FACTS    AND    LAW    CONCERNING    THE    ALLEGED 
UNFAIR  COMPETITION. 


A 


The  appellant  seeks  to  claim  exclusive  right  to  the  color 
red  for  its  frame.  All  features  of  the  frame,  including  the 
color,  are  functional  and  cannot  be  the  subject  of  a  claim 
of  unfair  competition.  There  is  no  design  feature  involved 
in  the  use  of  a  single  functional  color  for  the  entire  article. 
In  view  of  the  fact  that  many  items  in  the  automotive 
trade  are  similarly  colored  red,  it  is  inconceivable  that 
appellant's  battery  frame  could  achieve  any  significance  in 
the  minds  of  the  public  from  the  color  frame.  Even  if  the 
color  was  not  functional,  it  cannot  be  the  subject  of  exclu- 
sive appropriation  by  appellant. 

What  appellant  is  really  asking  for  is  the  right  to  the 
exclusive  use  of  the  color  red.  If  it  monopolizes  red  and 
the  next  manufacturer  monopolizes  orange  and  the  next, 
yellow,  etc.,  obviously  the  list  of  colors  would  soon  run  out. 
The  appellant  cannot  have  an  exclusive  use  of  the  color  red. 
(GampJx'U  Soup  Company  v.  Armour  d  Co.,  175  Fed.  2d 
795,  798  [C.  A.  3,  1949].) 
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In  any  event,  the  appellee's  frames  are   certainly  pack- 
aged to  distinguish  the  source  of  mercliandise,  and  no  con- 
,sumer  confusion  is  likely.     [Kellogg  Co.  v.  National  Biscuit 
Company,  305   U.    S.    Ill,    120,   S3   L.    Ed.   73,   79    [1938]; 
Sylvania  Electric  Products,  Inc.  v.  Dura  Electric  Lamp  Co., 
Inc.,  217  F.  2d  730,  733,  731  [C.  A.  3,  1957].)     The  plastic 
battery  frames  at  issue  are  usually  attached  as  replacements 
for  worn-out  battery  frames  under  the  hood  of  automobiles, 
and  the  customers  rarely  see  them  (R.  p.  387).    The  need  for 
a  new  frame  is  usually  called  to  the  attention  of  the  customer 
!by  a  service  station  attendant  when  a  new  battery  is  installed. 
I  Mr.  Coleman,  the  appellant's  Director  of  Sales,  affirms  that 
ithe  consumer  never  knows  what  he  is  getting    (R.  p.  388). 
iln    a    similar    situation    involving    the    sales    of    automobile 
t replacement    parts,    it    was    held    that    there    could    be    no 
; unfair   competition.      {Electric   Auto-Lite    Co.    v.    P.    cC    D. 
Mfg.  Co.,  Inc.,  109  Fed.  2d  566,  567  [C.  A.  2,  1910].) 

The  appellant  cited  the  case  of  Ilaeger  Potteries  v.  di- 
ner Potteries,  123  F.  Supp.  261  (U.  S.  D.  C,  S.  D.,  Cal. 
!l951)  as  one  in  which  the  California  unfair  competition 
;  law  is  discussed  extensively.  It  is  submitted  that  under 
the  ruling  of  the  mentioned  case,  there  is  no  unfair  com- 
[i  petition,  even  if  we  assumed  that  the  appellee  herein  de- 
lliberately  copied  the  appellant's  red  frame.     There  must  be 

i  something  more   than   merely   copying   a   color   to   spell   out 

'! 

I  unfair  competition. 

I;  In  the  Haeger  case,  supra,  the  Court  found  that  the 
I  defendant  copied  not  onlv  the  color  but  the  design  and 
I  shape  of  the  ash  tray,  which  the  Court  found  were  non- 
functional features.  In  addition,  the  Court,  also,  found 
that  there  was  a  confusion  of  source  and  origin  of  the  goods. 
In  the  instant  case,  tlie  packages  of  appellant's  and  the 
appelleee's  goods  are  not  confusingly  similar,  and  the  names 
of  the  parties  are  prominently  displayed  on  the  face  of  the 
packages  which  cover  the  frames  completely;  thus,  the  facts 
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in  tliis  case  are  entirely  different.  It  is  interesting  to  note 
that  in  the  Ilaeger  case,  supra,  the  Court  stated,  at  pp. 
268,  269: 

"Absent  the  statutory  protection  of  a  patent  or  a 
registered  trademark,  there  is  nothing  to  prevent  an 
imitator  from  precisely  copjdng  the  prior  user's  prod- 
uct in  those  rare  instances  where  the  nature  of  the 
article  or  the  circumstances  of  its  marketing  or  use 
are  held  to  be  such  as  to  warrant  a  finding  that 
similarity  to  the  point  of  duplication  does  not  re- 
sult in  confusion  of  purchasers  as  to  the  source  or 
origin  of  the  product.  See  e.g..  Electric  Auto-Lite 
Co.  V.  P.  &  D.  Mfg.  Co.,  2  Cir.,  1940,  109  F.  2d  566; 
Cheney  Bros.  v.  Doris  Silk  Corp.,  2  Cir.,  35  F.  2d 
279,  cert.  den.  1929,  281  U.  S.  728,  50  S.  Ct.  245, 
74  L.  Ed.  1145;  Crescent  Tool  Co.  v.  Kilhorn  d  Bishop 
Co.,  2  Cir.  1917,  247  F.  299." 

Thus,  since  the  ultimate  consumer  very  rarely  knows 
what  kind  of  plastic  battery  hold  down  frame  he  is  getting, 
the  Haeger  case,  supra,  does  not  apply.  In  any  event,  the 
frames  of  both  parties  are  clearly  distinguished  by  the  dif- 
ferent cartons  in  which  they  are  packed,  and  there  can  be, 
therefore,  no  unfair  competition. 

The  appellant  also  permits  its  red  frames  to  be  sold  as 
the  product  of  the  Western  Auto  Company  under  the  trade 
name  "Wizard".  Western  Auto  sells  the  frames  in  their 
own  box,  under  their  own  name  and  trademark  (R.  pp.  258, 
264,  265,  269,  Ex.  Q,  Ex.  R).  Appellant  also  sells  the  red  i 
frames  to  another  company  which  boxes  them  in  their  own 
packages  (R.  p.  269). 

Under  these  circumstances,  appellant,  by  its  own  acts, 
cannot  claim  distinctiveness,  and  assert  that  the  red  frames 
are  theirs  alone  (appellant's  brief,  p.  77).  In  any  event 
they  certainly  cannot  claim  rights  in  a  single  primary  color. 
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The  lower  Coiu-l's  oi)iiii()ii  sums  up  the  unfair  competi- 
tion claim  pi'operly  (R.  pp.  17-19),  and  the  findings  were 
correct  and  well  supported  by  the  evidence. 

CONCLUSION 

The  issues  raised  by  appellant  on  this  appeal  concern 
questions  of  infringement,  validity,  and  unfair  competition. 
It  is  submitted  that  the  law  concerning  the  appeal  is  well 
settled,  and  that  substantially  all  of  the  questions  raised 
by  appellant  concern  the  lower  Court's  findings  of  fact. 
The  evidence  fully  supports  all  the  findings  to  an  extent 
which  makes  it  unnecessary  to  apply  the  "clearly  erroneous'' 
rule  to  the  findings  of  the  Trial  Court ;  since  it  is  obvious 
that  there  was  no  error. 

There  is  no  infringement,  the  claims  of  aj)pellant's  patent 
are  invalid,  and  tliere  is  no  unfair  competition.  The  com- 
plaint was  })roperly  dismissed  and  the  suit  patent  was  prop- 
erly declared  invalid. 

The  decision  of  the  Trial  Court  should  be  aftirmed. 
Respectfully  submitted, 
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INTRODUCTION 

Although  the  points  made  in  appellee's  brief  have  for 
the  most  part  been  dealt  with  in  considerable  detail  in  ap- 
pellant's main  brief,  there  are  a  nmnber  of  statements  in 
appellee's  brief  to  which  reply  must  be  made  because  they 
are  incorrect  and  likely  to  mislead. 


THE  PATENT  INFRINGEMENT  COUNT 

Infringement 

Appellee  relies  heavily  on  the  rule  that  a  finding  of  fact 
must  be  accepted  by  an  appellate  court  unless  clearly  erro- 
neous and  states  that  there  was  evidence  supporting  the 


lower  court's  findings  herein  on  infringement.  It  is  sub- 
mitted that  the  existence  of  so^ne  evidence  supporting  a  find- 
ing does  not  ipso  facto  protect  the  finding  from  being  held 
clearly  erroneous.  Moreover,  in  the  present  case  as  will  be 
pointed  out  hereinafter  the  matter  of  infringement  was  not 
solely  an  issue  of  fact  but  was  also  one  of  law. 

Generally,  the  issue  of  infringement  centered  about  the 
meaning  of  the  phrase  "Buna  S  having  a  high  styrene  con- 
tent." Appellant's  proof  was  to  the  effect  that  the  phrase 
refers  to  actually  manufactured  butadiene-styrene  copoly- 
mers having  a  styrene  content  substantially  greater  than 
the  25%  present  in  standard  GliS.  Appellee  tried  to  con- 
strue the  phrase  to  mean  Buna  S's  with  styrene  contents 
of  more  than  50%. 

I. 

Literal  Infringement. 

Regarding  the  issue  of  literal  infringement,  appellee  in 
its  brief  attempts  to  discredit  the  testimony  of  appellant's 
expert,  Mr.  Miller,  relating  to  the  meaning  of  the  phrase 
"Buna  S  having  a  high  styrene  content,"  by  pointing  out 
that  he  agreed  that  Buna  S's  with  styrene  contents  of  70% 
and  above  were  Buna  S's  having  a  high  styrene  content. 
The  contention  that  this  admission  vitiates  Miller's  testi- 
mony that  ordinary  "GRS"  (25%  styrene)  is  the  standard 
(for  determining  what  is  a  high  and  what  is  a  low  styrene 
Buna  S)  is  based  on  the  obviously  specious  assumption  that 
because  a  70%  styrene  copolymer  is  a  high  styrene  content 
Buna  S,  a  40%  or  50%  copolymer  must  necessarily  be  a  low 
styrene  content  Buna  S.  This  "reasoning"  assumes  the 
very  point  which  is  in  controversy,  i.e.,  what  is  the  standard. 

Appellee  also  insists  that  the  fact  that  Miller  admitted 
that  there  were  no  GRS's  above  50%  styrene  is  a  discrep- 


ancy  in  his  testimony  and  that  in  any  event  he  was  only 
stating  an  opinion  based  on  what  was  known  to  persons 
skilled  in  the  art.  As  to  the  first  of  these  points,  the  fact 
that  the  Government  did  not  authorize  any  synthetic  rub- 
bers with  a  styrene  content  of  more  than  50%  does  not 
change  the  simple  fact  that  all  of  the  GRS's  were  Buna  S's. 
The  failure  to  make  GRS's  or  Buna  S's  with  higher  styrene 
contents  than  50%  during  the  period  of  Government  control 
is  hardly  a  reason  for  saying  that  all  of  the  Buna  S's  made 
during  the  period  of  control  w^ere  low  styrene  content  Buna 
S's.  Indeed,  it  would  seem  that  the  opposite  is  the  case — 
i.e.  some  were  high,  some  low,  and  some  standard,  in  styrene 
content. 

That  Miller  gave  as  his  opinion  what  he  believed  to  be 
the  standard  as  understood  by  those  skilled  in  the  art  is 
hardly  a  point  in  appellee's  favor,  this  being  exactly  what 
an  exj)ert  is  supposed  to  do  and  what  appellee's  own  expert 
purportedly  did.  Moreover,  Miller  supported  his  testimony 
with  relevant  publications. 

The  reason  why  the  Court  clearly  erred  in  accepting  the 
testimony  of  appellee's  expert  is  that  said  testimony  not 
only  was  contradicted  by  the  very  properties  of  the  sub- 
stances involved  but  was  based  on  a  purely  arithmetic  and 
artificial  conception  of  what  is  high  and  what  is  low.  His 
standard  was  wholly  unrelated  to  the  problems  involved 
in  the  patent  in  suit.  See  appellant's  main  brief,  pages 
39-41,  66-67. 


II. 

Infringement  by  Equivalents. 

Coming  now  to  the  question  of  infringement  by  equiva- 
lents, appellee's  brief  shows  a  misapprehension  of  what  the 
doctrine  of  equivalents  stands  for.  Appellant  argued  in  its 
main  brief  that  the  claim  in  suit  was  literally  infringed 
because  the  dividing  line  for  low  and  high  styrene  Buna 
S's  is  25% ;  however,  quite  apart  from  this,  appellant  ar- 
gued further  that  infringement  should  still  have  been  found 
on  the  basis  of  equivalents.  Appellant  is  not  at  all  arguing 
that  a  hold-down  frame  made  of  polystyrene  modified  by 
any  Buna  S  is  covered  by  claim  3.  Appellant  does  urge  that 
plastic  frames  made  of  polystyrene  modified  by  a  Buna  S 
having  a  low  styrene  content  (by  appellee's  standard)  are 
equivalent  to  the  patented  frames  when  such  frames  have 
all  of  the  characteristics  set  forth  and  required  by  the  suit 
patent  specification  and  claims  for  the  patentee's  purposes. 

And  significantly,  it  is  not  just  any  modified  polystyrene 
or  modifying  copolymer  that  is  involved  as  far  as  appellee's 
frames  are  concerned.  The  modifying  copolymer  employed 
has  a  much  higher  styrene  content  than  standard  GRS 
(25%  styrene)  and  is  only  eight  percentage  points  less 
than  the  arbitrary  dividing  line  set  up  by  appellee's  own 
expert  and  accepted  by  the  lower  court.  Still  further,  said 
expert  unequivocally  conceded  the  equivalency  of  appellee's 
plastic  and  the  frames  made  therefrom  to  the  plastic  and 
frames  set  forth  in  the  patent.  On  this  posture  of  the  evi- 
dence, equivalents  should  have  been  held  as  a  matter  of 
law,  so  the  rule  against  reversing  a  finding  of  fact  unless 
clearly  erroneous  does  not  even  apply  to  the  question  of 
equivalents  in  this  case. 

Appellee  contends  that  there  was  a  file  wrapper  estoppel 
against  the  granting  of  an  equivalent.  It  may  be  noted  that 


the  trial  court  did  not  rely  on  this.  File  wrapper  estoppel 
applies  where  a  patentee  deliberately  narrows  his  claim  in 
order  to  avoid  a  prior  art  rejection,  and  it  operates  to  pre- 
vent him  from  recapturing  something  he  had  surrendered. 
The  particular  modifying  copolymer  and  modified  polysty- 
rene under  consideration  herein  did  not  even  exist  at  the 
time  the  application  for  the  suit  patent  was  filed.  The 
limitation  relating  to  Buna  S  having  a  high  styrene  content 
was  solely  to  conform  the  claims  to  the  disclosure  and  not 
in  order  to  avoid  prior  art. 

III. 

The  Inventor's  Testimony. 

Appellee  by  an  exercise  in  semantics  seeks  to  justify  the 
great  emphasis  placed  by  the  trial  court  on  the  inventor's 
guess  as  to  the  meaning  of  the  phrase  "Buna  S  having  a 
high  styrene  content."  The  argument  runs  that  Coleman 
was  not  asked  to  explam  the  invention,  he  was  only  asked 
to  explain  a  very  important  part  of  it.  This  is  no  more 
cogent  than  is  the  lower  court's  reliance  on  his  uneducated 
guess.  The  case  of  Helene  Curtis  Industries  v.  Sales  Affili- 
ates, 233  F.  2d  148  (C.  A.  2,  1956)  cited  by  appellee  is  not  at 
all  in  point.  In  that  case  a  highly  technical  chemical  patent 
was  being  construed,  and  in  support  of  the  contention  of 
validity  thereof  the  proponent  of  the  patent  itself  main- 
tained that  certain  limitations  therein  were  critical.  There 
was  a  great  conflict  of  evidence  on  this  important  issue.  The 
case  was  one  in  which  minute  differences  in  ciuantities  of 
ingredients  made  a  great  difference  as  to  criticality.  That 
a  difference  of  opinion  between  the  inventor,  wlio  himself 
was  an  expert  in  the  field,  and  the  patent  expert  was  con- 
sidered by  the  Court  in  that  case  is  hardly  authority  for  the 
position  taken  by  the  trial  court  in  this  case. 


IV. 

The  Purported  Efforts  of  Appellee's  Suppliers  to 
Avoid  Infringement. 

Appellee  also  argues  that  its  suppliers,  Kravex  and  Gary, 
deliberately  selected  a  non-infringing  plastic.  Just  how  they 
selected  such  a  plastic  without  knowing  what  was  in  it 
either  by  finding  out  from  the  manufacturer,  Bakelite,  or 
by  analyzing  the  plastic  itself,  appellee  fails  to  show.  The 
purported  intention  of  appellee's  suppliers  not  to  infringe 
is,  of  course,  in  any  case  irrelevant.  However,  it  is  worth 
again  noting,  now  that  this  matter  has  been  adverted  to  by 
appellee,  that  its  suppliers  by  their  own  testimony  could 
not  possibly  have  known  whether  the  material  they  allegedly 
selected  infringed  or  not,  and  made  no  effort  to  find  out 
until  after  this  suit  was  brought.  The  Court  will  recall  that 
these  suppliers  developed  the  infringing  frames  both  with 
the  aid  of  the  patent  and  a  sample  of  appellant's  frames. 


VALIDITY 

I. 

The  File  History  and  Claims. 

Appellee  makes  the  rather  peculiar  claim  that  the  suit 
patent  is  invalid  because  "diagonal  clamping  members" 
which  originally  were  present  in  all  of  the  claims  in  the 
application  as  filed  were  omitted  from  claims  3  and  4  of 
the  patent  as  issued.  There  is,  of  course,  no  rule  in  the 
Patent  Office  or  elsewhere  that  an  applicant  cannot  remove 
an  unnecessary  limitation  from  his  claims  during  prosecu- 
tion of  the  application.  Appellee  has  cited  no  such  rule. 
Accordingly,  the  fact  that  the  patentee  broadened  his  claims 
in  the  mechanical  aspect  while  he  was  limiting  them  from 


the  point  of  view  of  the  plastic  in  accordance  with  the  re- 
quirements of  the  Board  of  Appeals  in  the  Patent  Office 
is  not  a  factor  militating  against  the  validity  of  the  patent. 

In  addition  to  the  foregoing,  appellee's  contention  that 
no  structure  for  the  frame  is  given  in  claim  3  as  now  written 
is  simply  absurd.  As  pointed  out  in  appellant's  main  brief, 
the  claim  in  suit  sets  forth  all  of  the  mechanical  limitations 
for  a  battery  hold-down  frame  and  then  defines  the  frame 
further  in  terms  of  its  plastic  composition  and  the  physical 
and  mechanical  properties  imparted  to  it  thereby. 

Carrying  its  argument  on  this  matter  to  an  extreme, 
appellee  urges  that  the  absence  of  the  inorganic  filler  from 
claim  3  would  render  the  same  invalid.  Appellee  disregards 
the  obvious  fact  that  the  specification  refers  to  a  copolymer 
''such  as  'Darex  copolymer  No.  3.'  "  *  Surely,  the  Board  of 
Appeals  in  requiring  that  the  specification  and  claims  be 
narrowed  down  to  the  type  of  plastic  disclosed  did  not 
intend  that  the  patentee  could  only  obtain  protection  for 
plastic  battery  hold-down  frames  made  of  the  exact  plastic 
set  forth  as  an  example,  especially  since  there  was  no 
prior  art  requiring  such  a  holding. 

II. 

Presumption  of  Validity  and  the  Board  of  Appeals 

Decision. 

Coming  now  to  the  jDresumption  of  validity,  appellee 
argues  that  the  Examiner  approved  the  claims  without 
regard  to  the  decision  of  the  Board  of  Appeals  and  without 
making  a  further  search  of  the  plastic  arts.  Appellant 
submits  that  the  Examiner  clearly  followed  the  mandate 
of  the  Board  of  Appeals.    He  was  not  under  appellee's 


Plaintiff's  Exhibit  1,  column  2,  lines  54-55. 


necessity  of  dissecting  and  torturing  the  Board's  opinion 
in  order  to  exonerate  an  unconscionable  infringement.  He 
took  the  language  for  what  it  meant  and  allowed  the  claims 
when  they  were  limited  as  required  by  the  Board. 

Both  appellee  and  the  trial  court  have  not  apprehended 
the  essential  meaning  of  the  decision  by  the  Board  of  Ap- 
peals. The  Board,  although  affirming  the  Examiner's  hold- 
ing rejecting  the  original  claims,  completely  nullified  the 
Examiner's  contention  that  the  Leuvelink  patent  which 
disclosed  a  plastic  clamp  for  electron  tubes  could  by  com- 
bination with  patents  for  plain  metal  frames  be  held  to  show 
that  the  instant  inventor's  idea  of  making  a  plastic  battery 
hold-down  frame  of  a  particular  and  appropriate  type  of 
material  was  not  inventive.*  The  reason  for  this  decision 
was  that  Leuvelink's  plastic  was  not  at  all  useful  for  battery 
hold-down  purposes,  and,  of  course,  Leuvelink's  clamp  was 
itself  an  entirely  different  object  employed  for  entirely 
different  purposes,  although  it  did  perform  a  clamping 
function.  It  was  because  of  this  holding  that  the  Examiner 
allowed  the  claims  of  the  suit  patent  after  amendment. 

It  is  readily  seen  in  view  of  the  above  that  no  further 
search  by  the  Examiner  after  the  decision  by  the  Board  of 
Appeals  was  necessary.  Even  if  the  Examiner  had  found 
all  of  the  art  relied  on  by  appellee  at  the  trial  of  this  case, 
it  would  not  have  changed  the  result  because  the  most  he 
might  have  found  was  the  type  of  plastic  suggested  by 
the  inventor,  and  he  would  not  have  found  such  plastic 
used  or  even  suggested  for  any  purpose  analogous  to  the 
inventor's.  Thus,  under  the  decision  of  the  Board  of  Ap- 
peals the  patent  would  still  have  had  to  be  granted.  Actu- 
ally, the  Examiner  fully  obeyed  the  decision  by  the  Board 
of  Appeals  which  had  pointed  out  that  the  inventive  con- 
cept of  a  plastic  battery  hold-down  frame  made  of  a  par- 


See  quotation  at  page  32  of  appellant's  main  brief. 


ticular  and  appropriate  type   of  plastic   was   entitled   to 
protection. 

The  case  of  The  Hoover  Coyiipany  v,  Mitchell  Manufac- 
turing Company,  122  U.  S.  P.  Q.  314  (C.  A.  7,  1959),  cited 
by  appellee  for  the  proposition  that  long  prosecution  of  a 
patent  application  in  the  Patent  Office  may  show  lack  of 
validity  is  completely  inapplicable  here.  In  that  case,  the 
application  was  prosecuted  for  fourteen  years.  Moreover, 
the  Court  noted  that  after  the  patent  issued  the  patentee 
disclaimed  certain  claims  on  the  ground  that  he  was  not 
the  inventor  of  the  material  covered  thereby,  thus  by  this 
action  himself  discrediting  to  some  extent  the  actions  of 
the  Patent  Office. 

III. 

The  Prior  Art. 

Although  appellant  argued  in  its  main  brief  at  length 
the  validity  of  the  suit  patent  over  the  art  cited  even  on 
the  assumption  that  Coleman's  particular  plastic  was  itself 
shown  to  be  old  thereby,  appellee  has  nevertheless  seen  fit 
to  discuss  this  art  in  some  detail.  In  this  discussion,  certain 
erroneous  implications  and  statements  are  made ;  these  wiU 
now  be  rebutted. 

Appellee  has  simply  glossed  over  the  fact  that  a  battery 
hold-down  frame  is  a  specific  type  of  article  designed  for 
a  particular  purpose.  The  fact  that  it  is  an  article  used 
in  connection  with  a  storage  battery  does  not  mean  that 
any  other  article  relating  to  a  battery  is  the  equivalent  of 
a  battery  hold-down  frame.  Nevertheless,  this  absurd  con- 
tention is  what  seems  to  be  urged  by  appellee.  There  is  a 
constant  attempt  to  strengthen  the  prior  art  by  implying 
that  because  plastic  battery  cases  and  covers  existed  and 
because  other  automotive  parts  were  made  of  plastic,  the 
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invention  of  the  suit  patent  is  shown  by  this  art.  This  is 
simply  not  the  case,  and  the  Court  is  urged  to  scrutinize  the 
prior  art  very  carefully  lest  it  be  misled  by  loose  statements 
into  mistakenly  believing  that  plastic  battery  hold-down 
frames  of  any  kind  whatsoever  were  shown  in  the  art. 

A  very  recent  case  in  which  the  Court  upheld  validity 
over  prior  publications  containing  general  disclosures  of 
materials  without  suggested  application  to  a  particular  art 
is  National  Latex  Products  Company  v.  The  Sun  Rubber 
Company,  et  al.,  123  U.  S.  P.  Q.  279  (C.  A.  6,  Oct.  28,  1959— 
not  otherwise  reported).  The  art  relied  on  in  the  present 
case  is  of  the  same  character  as  that  held  insufficient  in  the 
National  Latex  case. 

Another  completely  unsubstantiated  contention  made  by 
appellee  is  that  the  development  of  a  plastic  battery  hold- 
down  frame  was  a  "natural"  one  and  that  the  invention 
resulted  from  the  existence  of  publications  in  the  art  dis- 
closing particular  types  of  plastic  allegedly  suitable  though 
not  suggested  for  such  frames.  Not  only  was  there  not  a 
scintilla  of  evidence  supporting  this,  but  the  very  fact  that 
nobody  made  a  plastic  battery  hold-down  frame  until  Cole- 
man made  his  invention,  despite  the  crying  need  therefor, 
clearly  refutes  this  argument.  Even  further,  the  type  of 
plastic  Coleman  used  did  not  become  known  generally  until 
two  years  after  the  invention. 

Appellee  apparently  lecognizes  the  cogency  of  appellant's 
argument  and  cases  cited  on  substitution  of  materials,  for 
appellee  simpl}'^  dismisses  the  cases  cited  by  appellant  with 
the  statement  that  they  do  not  apply  because  substitution 
of  plastic  for  steel  in  making  a  plastic  battery  hold-down 
frame  was  the  result  of  ''the  general  industrial  revolution." 
The  record  will  be  searched  in  vain  for  proof  or  even  sug- 
gestion of  any  such  "revolution."  Moreover,  the  raw  ma- 
terials of  which  the  patented  plastic  battery  hold-down 
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frames  are  made  were  available  long  before  the  invention 
by  Coleman  of  such  frames*  (see  appellant's  main  brief, 
p.  51). 

IV. 

Sufficiency  of  Disclosure. 

As  to  the  attack  on  the  sufficiency  of  the  disclosure, 
appellee  is  on  the  two  horns  of  a  dilemma.  On  the  one  hand 
appellee  contends  that  its  supplier  was  able  to  avoid  in- 
fringement of  the  patent  by  studying  the  same.  How  could 
it  have  done  so  if  the  disclosure  was  too  indefinite  to  be 
understood!  On  the  other  hand,  appellee  argues  that  the 
prior  art  relied  on  clearly  shows  how  to  make  plastic  bat- 
tery hold-down  frames  merely  because  it  discloses  certain 
plastics,  although  the  prior  art  concededly  does  not  even 
mention  plastic  hold-down  frames.  How  then  can  appellee, 
in  the  light  of  these  contentions  as  to  infringement  and  the 
adequacy  of  the  prior  art  disclosures,  argue  that  the  mold- 
ing processes,  temperatures,  etc.  had  to  be  included  in  the 
patent  specification  for  adequacy  of  disclosure  ? 

Generally,  as  pointed  out  in  appellant's  main  brief  (pp. 
38-42,  53-56),  it  was  not  necessary  that  the  suit  patent  dis- 
close molding  processes,  temperatures  and  so  on  for  the 
disclosure  to  be  adequate.  These  were  known  in  the  art. 
The  patent  disclosure  is  sufficiently  clear  for  the  invention 
of  the  patent  to  be  practiced.  This  is  established  both  by 
the  expert  testimony  of  Mr.  Miller  and  the  success  of  ap- 
pellee's suppliers  in  producing  a  competitive  plastic  frame 
a  few  months  after  they  decided  to  infringe  the  patent. 

One  other  matter  in  this  connection  remains  to  be  dis- 
cussed.  Appellee  contends  that  the  disclosure  w^as  deliber- 


*     The  principles  relating  to  substitution  of  materials  were  very  recently 
applied,  in  the  National  Latex  case,  supra. 
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ately  inadequate  in  order  for  the  patentee  to  retain  certain 
trade  secrets.  In  purportedly  supporting  this  by  reference 
to  the  record,  appellee  conveniently  omits  citation  of  page 
373  of  the  Record  on  Appeal  in  which  the  same  witness  on 
whose  testimony  appellee  relies,  namely,  Coleman,  states 
that  he  does  not  believe  that  appellant  was  claiming  a  trade 
secret.* 

V. 

Utility. 

Appellee  has  repeated  its  contention  of  lack  of  utility. 
Its  attempt  to  support  this  contention  is  misleading  and 
relies  on  a  quotation  taken  out  of  context.  The  record 
showed  that  a  very  minute  percentage  of  the  original  frames 
broke  and  was  sent  back.  And  the  inventor's  sensitivity  to 
this  as  reflected  in  the  quotation  in  appellee's  brief  surely  is 
attributable  to  the  fact  that  he  was  trying  to  sell  to  the 
trade  an  entirely  new  product  and  would,  of  course,  have 
preferred  that  it  had  been  absolutely  perfect  from  the  start. 
The  evidence  on  utility  is  set  forth  and  discussed  in  great 
detail  in  appellant's  opening  brief  at  pages  28-30  (see  par- 
ticularly the  footnote  on  pp.  30-31),  and  the  Court  is  re- 
spectfully referred  to  these  pages  for  a  complete  refuta- 
tion of  the  claim  of  lack  of  utility. 

Appellee's  attempt  to  distinguish  the  cases  cited  by  ap- 
pellant on  this  point  by  contending  that  appellant's  original 
frames  were  not  intrinsically  useful  has  no  substance  at 
all.  Except  for  a  minor  amount  of  breakage,  appellant's 
original  frames  were  completely  useful.  Indeed,  a  new 
industry  resulted  from  their  introduction. 


*  "Mr.  Halle:  I  didn't  ask  him  about  the  proportion.  I  want  to  know 
what  the  company  is  claiming  as  a  policy,  as  a  trade  secret? 

The  Witness:  I  do  not  belieye  the  company  is  claiming  it  as  a  trade 
secret"  (R.  p.  373). 
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Appellant  pointed  out  in  its  main  brief  that  partial 
success  was  sufficient  proof  of  utility  not  because  of  any 
fears  that  complete  utility  had  not  been  established  for 
ai^pellant's  original  frames  but  because  the  trial  court  mis- 
conceived the  law  on  utility  and  erroneously  thought  that 
immediate  and  unqualified  perfection  were  required. 

Finally,  appellee  urges  that  because  appellant  had  mixing 
problems  at  first,  it  did  not  have  a  commercially  acceptable 
frame  until  it  began  using  the  Bakelite  material.  As  was 
pointed  out  in  appellant's  opening  brief  (p.  29),  appellant 
switched  to  the  Bakelite  material  because  with  it  no  mix- 
ing at  all  had  to  be  performed  and  this  was  much  more 
economical  than  having  someone  mix  the  raw  materials  for 
it.  In  addition,  the  testimony  showed  that  Dewey  and  Almy 
was  not  the  only  concern  which  could  successfully  mix  the 
raw  materials  for  appellant;  on  the  contrary,  the  record 
shows  that  Stedfast  Rubber  Company  had  no  trouble  at 
all  performing  the  mixing  but  that  because  of  Stedfast's 
location,  another  company.  Marine  Plastics,  located  nearer 
to  appellant,  was  employed  in  order  to  lower  production 
costs  by  reducing  transportation  expenses.  It  was  Marine 
that  was  not  able  to  satisfactorily  mix  the  polystyrene  and 
modifying  copolymer.  It  should  be  understood  that  the 
problem  was  not  one  of  proportions  of  ingredients  or  any 
other  such  matter. 
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VI. 

Commercial  Success. 

As  to  commercial  success,  appellee  contends  that  only 
1%  of  appellant's  frames  was  made  with  its  original 
plastic  and  that  once  the  Bakelite  material  was  adopted  the 
frames  were  no  longer  made  in  accordance  w^itli  the  suit 
patent.  Of  course,  appellant's  frames  were  all  made  in 
accordance  with  the  suit  patent.  The  reasons  for  this  are 
the  same  as  those  already  set  forth  in  the  main  brief  and 
previously  herein  relating  to  the  issue  of  infringement.  In 
other  words,  appellant's  frames  are  all  made  in  accordance 
with  the  suit  i^atent  either  on  the  basis  of  literally  reading 
on  the  claims  or  on  the  basis  of  equivalents,  just  as  is  the 
case  with  appellee's  frames. 

As  to  the  percentage  of  frames  sold  which  were  made 
with  the  original  mixture,  it  should  be  remembered  that 
appellant  was  putting  on  the  market  a  brand  new  product. 
Naturally  its  first  sales  were  small  compared  to  later 
sales.  The  amount  of  frames  sold  originally  is  much  more 
significant  when  considered  against  the  fact  that  none  had 
ever  been  sold  before  than  when  considered  against  the 
number  of  frames  sold  once  the  product  became  popular. 

The  statement  (in  appellee's  brief)  that  appellant  had  to 
spend  $150,000  in  selling  its  frames  also  is  highly  mislead- 
ing. That  figure  included  appellant's  general  overhead. 
Actually,  only  about  $6,000  in  true  advertising  was  spent, 
certainly  a  very  small  amount  for  a  new  article. 

Generally,  the  argument  that  appellant's  frames  have  not 
been  a  commercial  success  is  somewhat  surprising  in  view 
of  the  fact  that  concededly  they  solved  a  forty-year-old 
problem  and  created  a  new  industry.  Indeed,  the  avidity 
with  which  appellee's  suppliers  copied  the  frames   once 
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they  were  well  established  is  ample  evidence  of  how  success- 
ful they  were.  The  fact  that  automobile  manufacturers  still 
use  the  defective  steel  frames  as  original  equipment  does 
not  change  this.  The  steel  frames  are  much  cheaper  and, 
therefore,  more  suitable  for  a  mass  production  item  such  as 
cars  on  which  every  element  of  expense  is  weighed  very 
carefully.  The  impact  of  the  present  invention  was  felt  in 
the  automotive  trade  as  far  as  replacement  of  the  original 
frames  on  cars  was  concerned,  and  the  evidence  showed  that 
in  this  respect  it  almost  completely  displaced  the  old  frames. 

VII. 

Long-Felt  Need. 

On  the  question  of  long-felt  need,  appellee  apparently 
would  do  away  with  the  unchallenged  testimony  of  Messr's 
Ert,  Bean  and  Goldin  on  the  ground  that  the  need  for  a 
better  battery  hold-down  frame  could  not  be  felt  until  high 
impact  plastics  were  developed.  The  speciousness  of  this 
would  seem  to  be  self-evident.  The  need  existed  regardless 
of  the  capacity  of  the  trade  to  till  it.  Moreover,  even  if  Cole- 
man had  not  been  able  to  provide  plastic  frames  until  the 
necessary  materials  were  available  this  would  be  irrelevant 
on  this  point.  The  fact  would  still  remain  that  he  was  the 
first  one  to  solve  the  problem  and  fill  the  need. 

Actually,  however,  the  raw  materials  of  which  Coleman 
made  his  frames  had  been  available  for  many  years  before 
companies  like  Bakelite  came  out  with  the  so-called  high 
impact  plastics,  so  that  what  Coleman  did  was  not  merely 
the  result  of  the  presence  for  the  first  time  of  a  new  ma- 
terial. The  evidence  showed  that  Coleman  produced  a  modi- 
fied polystyrene  independently  and  prior  to  the  time 
modified  polystyrenes  of  his  type  first  came  into  existence. 
Indeed,  the  term  "high  impact  polystyrene"  did  not  even 
appear  in  "Modern  Plastics  Encyclopaedia"  until  1952,  two 
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years  after  Coleman's  invention,  so  that  there  can  be  no 
question  but  that  on  the  present  record  Coleman  filled  the 
long-felt  need  for  a  plastic  battery  hold-down  frame  before 
a  material  capable  of  being  used  for  a  plastic  battery  hold- 
down  frame  was  available  or  even  generally  known. 

VIII. 
The  Ditz  Patent. 

Recognizing  that  the  Ditz  patent  was  not  admissible  as 
prior  art,  appellee  attempts  to  support  the  receipt  in  evi- 
dence of  the  patent  and  reliance  thereon  by  the  lower  court 
by  stating  that  the  patent  was  put  in  evidence  only  for  the 
purposes  of  anticipation.  The  colloquy  quoted  in  appellee's 
brief  in  support  of  this  unfortunately  does  not  tell  the 
whole  story.  On  page  295  of  the  record  occurs  the  following : 

"Mr.  Caughey:  l^or  what  purpose,  may  I  ask,  is  it 
being  offered? 

Mr.  Halle :  It  is  being  offered  for  every  i^urpose  that 
I  can  use  it  for.  As  prior  art — ." 

Still  further,  on  page  297  the  trial  court  states  clearly  that 
it  is  receiving  the  patent  to  show  the  status  of  the  art. 
There  can  be  no  question  but  that  the  Ditz  patent  was 
offered,  received  and  used  as  prior  art. 

In  addition  to  the  foregoing,  it  is  perfectly  obvious  that 
the  Ditz  patent  could  not  have  had  any  other  purpose  than 
that  performed  by  prior  art.  It  is  not  an  anticipation 
because  it  does  not  relate  to  battery  hold-down  frames. 
The  law  is  clear  in  this  Circuit  that  for  a  patent  to  be  an 
anticipation,  it  must  show  the  invention  claimed  to  be  antici- 
pated. Likewise,  the  patent  could  not  be  used  under  Section 
102(e)  of  Title  35  of  the  United  States  Code  providing 
that  "the  invention  was  described,  .   .  .   ,"  since  the  in- 
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vention  is  not  described  in  the  Ditz  patent  which  discloses 
a  plastic  material  for  battery  casings  and  shoe  soles. 

Recognizing  the  foregoing,  appellee  attempts  to  argue 
that  because  the  Ditz  patent  mentions  battery  covers,  it 
shows  the  same  invention  as  the  suit  patent.  This  simply 
is  not  so,  and  doubtless,  if  appellee  attempted  to  run  a  car 
with  just  a  cover  on  the  battery  and  no  battery  hold-down 
frame,  it  would  be  forced  to  recognize  just  how  great  a 
difference  there  is  between  covers  and  hold-down  frames 
since  the  battery  would  be  dislodged  at  the  first  bruiip. 

As  for  appellee's  contention  that  the  Ditz  patent  could 
properly  be  used  as  prior  art,  this  has  been  fully  refuted 
already  in  appellant's  main  brief  (pp.  56-60). 

THE  UNFAIR  COMPETITION  COUNT 

The  whole  defense  to  the  claim  of  unfair  competition  was 
on  the  basis  that  the  color  and  shape  of  the  parties'  frames 
are  functional.  The  difficulty  with  this  defense  is  that  it  is 
entirely  unsupported.  Indeed,  it  is  hard  to  conceive  how 
the  color  of  a  product  which  goes  under  the  hood  of  an 
automobile  can  be  functional. 

Further  disregarding  the  proved  facts,  including  its  own 
proof,  appellee  urges  that  no  design  feature  was  involved 
as  far  as  unfair  competition  is  concerned.  But  there  was 
such  a  feature,  namely,  the  shape  of  the  frames ;  and  that 
this  shape  also  was  completely  non-functional  was  estab- 
lished by  appellee's  own  exhibit  D  showing  a  plastic-covered 
metal  frame  which  looks  nothing  at  all  like  the  present 
parties'  frames  but  which,  nevertheless,  performs  the  same 
hold-down  function.  A  plastic  frame  does  not  have  to  have 
the  exact  design  as  that  of  the  patented  frames  in  order  to 
function  properly.  Yet  the  parties'  frames  are  to  all  intents 
and  purposes  identical. 
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The  plain  fact  of  the  matter  is  that  appellee's  suppliers 
brazenly  copied  appellant's  frames  which  they  had  before 
them  as  to  color,  shape  and  everything  else  in  an  effort  to 
trade  on  appellant's  good  will  and  deceive  the  automotive 
industry.  And  it  was  not  a  "similar"  color  that  was  adopted 
by  these  suppliers  as  stated  in  apx^ellee's  brief  but  the  same 
color. 

It  is  no  answer  to  the  foregoing  to  contend,  as  appellee 
does,  that  the  packages  for  the  parties'  respective  goods 
serve  to  prevent  confusion  or  that  the  ultimate  consumer 
(car  owner)  may  not  see  the  products  out  of  their  packages. 
The  persons  who  are  misled  and  deceived  are  that  section  of 
the  public  constituting  the  automotive  trade,  namely,  auto 
supply  stores,  gas  stations,  etc.  It  was  established  at  the 
trial  without  contradiction  that  the  parties'  frames  are 
displayed  outside  of  their  containers  in  which  condition 
they  would  be  completely  indistinguishable  unless  one 
looked  closely  enough  to  see  the  patent  marking  on  ap- 
pellant's frames.  Thus,  persons  in  the  automotive  trade 
could  certainly  be  deceived. 

Appellee  has  in  no  way  negatived  appellant's  proof  of 
likelihood  of  confusion.  The  fact  that  Western  Auto  Com- 
pany sells  appellant's  frames  under  its  own  trademark  in 
no  way  affects  this.  Appellant's  patent  marking  and  name 
occur  on  all  of  its  frames  including  those  sold  through 
Western  Auto,  so  that  it  is  clear  to  the  automotive  trade 
that  whether  they  buy  from  appellant  or  from  its  customer 
Western  Auto  they  are  getting  the  same  frames. 
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CONCLUSION 

Appellee's  brief  has  in  no  way  met  the  points  made  in 
appellant's  main  brief.  The  latter  and  this  reply  to 
appellee's  points  constitute  a  complete  refutation  of 
appellee's  arguments.  The  judgment  below  should  be 
reversed. 

Respectfully  submitted, 

Lyon  &  Lyon 

Attorneys  for  Appellant 
811  West  Seventh  Street 
Los  Angeles  17,  California 


KlESCHSTEIN,  KiRSCHSTEIN  &  OtTINGER 

Of  Counsel  for  Appellant 
60  East  42nd  Street 
New  York  17,  N.  Y. 
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United  States  District  Court,  Western  District 
of  Washington,  Northern  Division 

No.  4464 
LOUIS  RUSSAK,  Plaintife, 

vs. 

MOORE-McCORMACK    LINES,    INC.,    a    Dela- 
ware corporation,  Defendant. 

PETITION  FOR  REMOVAL 

To:    The  Honorable  Judges  of  the  above  entitled 
Court : 

The  petition  of  Moore-McConnack  Lines,  Inc.,  a 
Delaware  corporation,  for  removal  of  the  above 
entitled  cause  to  the  United  States  District!  Court 
for  the  Western  District  of  Washington,  Northern 
Division,  from  the  Superior  Court  of  King  County 
in  the  State  of  Washington,  respectfully  shows: 

I. 

In  the  Superior  Court  of  King  County,  Wash- 
ington, Louis  Russak  has  connnenced  a  civil  action 
against  Moore-McCormack  Lines,  Inc.  and  the  suit 
is  now  pending  as  Cause  No.  512924.  The  suit  in- 
volves a  civil  action  of  which  the  United  States  Dis- 
trict Courts  have  original  jurisdiction  and  is  one 
to  recover  damages  as  more  fully  appears  from  the 
complaint  on  file  in  said  cause,  copy  of  which  is 
hereto  attached  and  marked  Exhibit  "A"  and  made 
a  part  of  this  petition. 
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II. 

Petitioner  seeks  removal  of  said  Cause  No.  512924 
to  this  Court  upon  the  ground  that  for  the  reason 
that  the  controversy  in  said  action  is  between  citi- 
zens of  different  States  in  that  your  petitioner, 
Moore-McCormack  Lines,  Inc.,  was  at  tiie  time  of 
the  commencement  of  this  action  and  still  is  a  cor- 
poration created  and  existing  imder  tiie  laws  of  the 
State  of  Delaware  and  was  then  and  still  is  a  resi- 
dent and  citizen  of  said  State  of  Delaware  and  not 
a  resident  or  citizen  of  the  State:  of  Washington, 
whereas  the  plaintiff  is  a  resident  of  the  State  of 
Washington. 

III. 

The  matter  in  controversy  in  the  suit  at  the  time 
of  its  commencement  and  at  the  present  time  ex- 
ceeds the  sum  or  value  of  $3,000.00,  exclusive  of 
interest  and  costs. 

IV. 

The  suit  was  commenced  on  October  3,  1957  by 
service  of  process  on  petitioner  on  that  date. 

V. 

Petitioner  files  herewith  a  good  and  sufficient 
bond,  as  jjrovided  by  statute,  conditioned  that  peti- 
tioner will  pay  all  costs  and  disbursements  incurred 
by  reason  of  the  removal  proceedings  should  it  be 
determined  that  the  cause  was  not  removable  or 
was  imj^roi^terly  removed. 

VI. 

Upon  filing  of  this  petition  and  bond  for  re- 
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moval,  petitioner  will  give  written  notice  of  the 
filing  of  the  petition  and  bond  to  plaintiff,  as  re- 
quired by  Section  1446(e)  of  Title  28  of  the  United 
States  Code. 

Wherefore,  petitioner  prays  that  said  Cause  No. 
512924  be  removed  from  the  State  Court  into  this 
District  Court  for  trial  and  determination  and  that 
this  Court  accept  and  approve  said  Bond  for  re- 
moval. 

Dated  this  22nd  day  of  October,  1957. 

BOGLE,  BOGLE  &  GATES, 
Attorneys  for  Petitioner  Moore- 
McCormack  Lines,  Inc. 

Duly  Verified. 
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EXHIBIT  "A" 

In  The  Superior  Court  of  The  State  of  Washington 
In  And  For  The  County  of  King 

No.  512924 
LOUIS  RUSSAK,  Plaintiff, 

vs. 

MOORE-McCORMACK  LINES,  INC.,  a  Delaware 
corporation.  Defendant. 

COMPLAINT 

Comes  Now  the  plaintiff,  and  for  cause  of  action 
against  the  defendant,  alleges: 

I. 

That  now  and  at  all  times  hereinafter  mentioned 
the  defendant  is  a  corporation  organized  and  exist- 
ing imder  and  by  virtue  of  the  laws  of  the  State 
of  Delaware,  authorized  to  do  business  and  actually 
doing  business  in  King  County,  Washington.  That 
said  defendant  was  the  operator  of  the  SS  "Argen- 
tina" a  passenger  vessel  of  the  United  States,  carry- 
ing passengers  for  hire,  and  that  on  or  about  the 
10th  day  of  March,  1957  entered  into  a  contract 
of  passage  with  the  plaintiff  on  said  vessel  from 
New  York  to  South  American  ports. 

II. 

That  on  the  22nd  day  of  March,  1957  said  de- 
fendant failed  to  exercise  the  highest  degree  of  care 
consistent  witli  the  practical  operation  of  said  ves- 
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Exhibit  "A"— (Continued) 
sel  in  that  it  permitted  the  floor  of  the  main  lounge 
of  that  vessel  to  have  and  remain  thereon  spilled 
fruit  and  residue  of  fruit  after  a  reasonable  oppor- 
timity  to  remove  the  same.  That  as  a  direct  and 
proximate  result  of  the  negligence  of  the  defendant 
as  aforesaid,  while  plaintiff  was  on  the  floor  of  said 
lounge  plaintiff  slipped  and  fell  violently  to  the 
floor. 

III. 
That  as  a  direct  and  proximate  result  of  the 
negligence  of  the  defendant  as  aforesaid,  plaintiff 
received  a  fracture  of  the  distal  shaft  of  the  fifth 
metatarsal  of  his  left  foot ;  that  he  immediately  suf- 
fered extreme  pain  and  continued  to  suffer  extreme 
pain.  That  medical  attention  was  supplied  on  the 
vessel  although  such  medical  attention  was  not  ade- 
quate because  of  a  lack  of  facilities.  That  upon 
arrival  at  Bahia,  Brazil,  his  left  foot  was  X-rayed 
and  a  cast  placed  thereon  upon  his  return  to  the 
vessel.  That  his  foot  was  re-casted  again  following 
the  vessel's  arrival  at  Rio  de  Janeiro,  Brazil,  and 
upon  the  arrival  at  Buenos  Aires,  Argentina,  on 
the  3rd  day  of  April,  plaintiff  left  said  vessel  and 
came  under  tlie  care  of  hospital  and  physicians  in 
Buenos  Aires,  Argentina.  That  he  remained  under 
continuous  care  at  Buenos  Aires  until  the  4th  day 
of  May,  1957.  That  although  his  medical  bills  were 
paid  by  the  defendant  in  Buenos  Aires,  plaintiff 
incurred  additional  expense  in  the  sum  of  $480.00 
by  reason  of  his  protracted  stay  in  Buenos  Aires, 
and  that  he  has  been  compelled  to  incur  additional 
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Exhibit  ''A"— (Continued) 
expense  in  the  smn  of  $62.00  for  doctor  bills  follow- 
ing his  return  to  Seattle.  That  plaintiff's  occupa- 
tion is  that  of  a  manager  of  auto  parts  stores  and 
that  he  has  lost  opportunities  of  employment  as 
such  manager  for  a  period  of  time  by  reason  of 
the  painful  condition  of  his  left  foot  and  his  in- 
ability to  stand  thereon.  That  ever  since  the  time 
of  said  accident  plaintiff  has  suffered,  now  suffers 
and  will  continue  to  suffer  pain  in  and  about  his 
left  foot  and  that  his  left  foot  has  been  perma- 
nently injured  and  weakened  to  his  total  damage 
in  the  sum  of  $10,000.00. 

Wherefore,  plaintiff  prays  for  judgment  against 
the  defendant  in  the  sum  of  $10,000.00  and  for  his 
costs  and  disbursements  in  this  action  incurred. 

LEVINSON  &  FRIEDMAN, 

Attorneys  for  Plaintiff. 

Duly  Verified. 

[Endorsed] :     Filed  October  22,  1957. 


[Title  of  District  Court  and  Cause.] 

ANSWER 

Comes  Now  the  defendant  and  by  way  of  answer 
to  the  complaint  of  plaintiff  on  file  herein,  admits, 
denies  and  alleges  as  follows: 

I. 

Answering  Paragraph  I,  defendant  admits  same. 
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II. 

Answering  Paragraph  II,  defendant  denies  same, 
although  admits  that  plaintiff  reported  turning  his 
left  foot  while  dancing  on  or  about  March  22,  1957, 
but  denies  that  said  occurrence  was  the  result  of 
any  fault,  neglect  or  liability  of  defendant,  as  al- 
leged or  otherwise. 

III. 

Answering  Paragraph  III,  defendant  denies  same. 

For  Further  Answer  and  By  Way  of  Affirmative 
Defense  to  the  cause  of  action  alleged  by  plaintiff, 
defendant  alleges  that  if  plaintiff  sustained  injury 
or  damage  as  in  his  complaint  alleged  or  at  all, 
said  injury  and/or  damage  was  solely  and  proxi- 
mately caused  and/or  contributed  to  by  the  negli- 
gence of  plaintiff  in  dancing  in  a  careless  manner 
without  having  full  control  of  his  body  or  move- 
ments as  a  result  of  his  condition  of  sobriety  or 
otherwise. 

Wherefore,  having  fully  answered  the  complaint, 
defendant  prays  that  it  be  dismissed  with  prejudice 
and  without  costs  and  that  defendant  be  awarded  its 
costs  and  disbursements  in  this  action  incurred. 

BOGLE,  BOGLE  &  GATES, 

Attorneys  for  Defendant. 

Duly  Verified. 

Acknowledgment  of  Receipt  of  Copy  Attached. 

[Endorsed]  :    Filed  November  5,  1957. 
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[Title  of  District  Court  and  Cause.] 

REPLY 

Comes  Now  the  plaintiff  above  named  and  for 
reply  to  defendant's  answer,  alleges: 

I. 

Denies  each  and  every  allegation,  matter,  and 
thing  contained  in  defendant's  Affirmative  Defense. 

AVherefore,  having  fully  replied  to  defendant's 
answer,  plaintiJffi  prays  for  judgment  as  set  forth  in 
his  complaint  on  'file  herein. 

LEVINSON  &  FRIEDMAN, 
Attorneys  for  Plaintiff. 

Duly  Verified. 

Acknowledgment  of  Receipt  of  Copy  Attached. 

[Endorsed]  :    Filed  January  24,  1958. 


[Title  of  District  Court  and  Cause.] 

FINDINGS  OF  FACT  AND 
CONCLUSIONS  OF  LAW 

This  Matter  having  come  on  for  trial  before  the 
imdersigned,  one  of  the  Judges  of  the  above  en- 
titled Court,  on  the  23rd  day  of  June,  1958,  plain- 
tiff appearing  in  person  and  by  his  attorneys,  Lev- 
inson  &  Friedman,  Sam  L.  Le\TJLson  of  coimsel ;  de- 
fendant appearing  by  its  attorneys,  Bogle,  Bogle  & 
Gates,  Ronald  E.  McKinstry  of  counsel;  witnesses 
having   been   duly   sworn   and  heard   and   counsel 
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having  been  heard,  and  the  Court  having  duly  con- 
sidered the  matter  and  having  heretofore  rendered 
its  oral  opinion,  now  in  accordance  theremth  the 
Court  makes  the  following 

Findings  of  Fact 

I. 

That  the  defendant  is  a  corporation  organized 
and  existing  under  and  l^y  virtue  of  the  laws  of  the 
State  of  Delaware,  authorized  to  do  business  and 
actually  doing  business  in  King  County,  Washing- 
ton. That  the  defendant  was  the  operator  of  the 
SS  ''Argentina",  a  passenger  vessel  of  the  United 
States,  carrying  x)assengers  for  hire,  and  that  on 
or  about  the  10th  day  of  March,  1957,  entered  into 
a  contract  of  passage  with  the  plaintiff  on  said 
vessel  from  New  York  to  South  American  ports. 

II. 

That  on  the  22nd  day  of  March,  1957,  said  de- 
fendant failed  to  exercise  the  highest  degree  of  care 
consistent  with  the  practical  operation  of  said  ves- 
sel in  that  it  permitted  the  floor  of  the  main  loimge 
of  that  vessel  to  have  and  remain  thereon  spilled 
fruit  and  residue  of  fruit  after  a  reasonable  oppor- 
tunity to  remove  the  same.  That  as  a  direct  and 
proximate  result  of  the  negligence  of  the  defendant 
as  aforesaid,  while  plaintiff  was  on  the  floor  of  said 
lounge  plaintiff  slipped  and  fell  violently  to  the 
floor. 

III. 

That  as  a  direct  and  proximate  result  of  the  neg- 
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ligence  of  the  defendant  as  aforesaid,  plaintiff  re- 
ceived a  fracture  of  the  distal  shaft  of  the  fifth 
metatarsal  of  his  left  foot;  that  he  immediately 
suffered  extreme  pain  and  continued  to  suffer  ex- 
treme pain.  That  medical  attention  was  supplied 
on  the  vessel  although  such  medical  attention  was 
not  adequate  because  of  a  lack  of  facilities.  That 
upon  arrival  at  Bahaia,  Brazil,  his  left  foot  was 
X-rayed  and  a  cast  placed  thereon  upon  his  restum 
to  the  vessel.  That  his  foot  was  re-casted  again 
following  the  vessel's  arrival  at  Rio  de  Janeiro, 
Brazil,  and  upon  the  arrival  at  Buenos  Aires,  Ar- 
gentina, on  the  3rd  day  of  April,  1957,  plaintiff  left 
said  vessel  and  came  imder  the  care  of  hospital 
and  physicians  in  Buenos  Aires,  Argentina.  That 
he  remained  mider  continuous  care  at  Buenos  Aires 
until  the  4th  day  of  May,  1957.  That  plaintiff's 
medical  bills  were  paid  by  the  defendant  in  Buenos 
Aires,  but  that  plaintiff  incurred  additional  expense 
by  reason  of  his  protracted  stay  in  Buenos  Aires 
and  that  he  has  been  compelled  to  incur  additional 
expense  in  the  sirni  of  $37.00  for  treatment  following 
his  return  to  Seattle,  Washington.  That  plaintiff's 
occupation  is  that  of  a  manager  of  auto  parts 
stores  and  he  lost  opportimities  of  employment  as 
such  manager  for  a  period  of  time  by  reason  of  the 
painful  condition  of  his  left  foot  and  his  inability 
to  stand  thereon.  That  plaintiff  has  suffered  pain 
from  his  injury,  now  suffers  and  will  continue  to 
suffer  pain  in  and  about  his  left  foot  and  that  his 
total  damage  is  in  tlie  sum  of  $3,500.00. 
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From  the  foregoing  Findings  of  Fact  the  Court 
makes  the  following 

Conclusions  of  Law 
That  a  judgment  be  entered  in  favor  of  the  plain- 
tiff and  against  the  defendant  in  ithe  sum  of  $3,- 
500.00  and  plaintiff's  costs  to  be  taxed  by  the  Clerk. 

Done  In  Open  Court  this  2nd  day  of  July,  1958. 

/s/  GEO.  H.  BOLDT, 
Judge. 
Presented  by: 

/V  SAM  L.  LEVINSON, 

Attorney  for  Plaintiff. 

Acknowledgment  of  Receipt  of  Copy  Attached. 

[Endorsed]  :    Filed  July  2,  1958. 


In  The  District  Court  of  the  United  States,  Western 
District  of  Washington,  Northern  Division 

No.  4464 


LOUIS  RUSSAK,  Plaintiff, 

vs. 


MOORE-McCORMACK  LINES,  INC.,  a  Delaware 
corporation,  Defendant. 

JUDGMENT 

This  Matter  having  come  on  for  trial  the  23rd 
day  of  June,  1958,  plaintiff  appearing  in  person 
and  by  his  attorneys,  I^evinson  &  Friedman,  Sam  L. 
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Levinson  of  counsel;  defendant  appearing  by  its 
attorneys,  Bogle,  Bogle  &  Gates,  Ronald  E.  Mc- 
Kinstry  of  counsel;  witnesses  having  been  sworn 
and  heard  and  counsel  having  been  heard,  and  the 
Court  having  heretofore  entered  its  Findings  of 
Fact  and  Conclusions  of  Law,  now  therefore, 

It  Is  Hereby  Ordered  that  plaintiff  have  and 
recover  judgment  against  the  defendant  in  the  sum 
of  $3,500.00  and  his  costs  herein  to  be  taxed  by  the 
Clerk. 

Done  In  Open  Court  this  2nd  day  of  July,  1958. 

/s/  GEO.  H.  BOLDT, 
Judge. 
Presented  by: 

/s/  SAM  L.  LEVINSON, 

Attorneys  for  Plaintiff. 

Acknowledgment  of  Receipt  of  Copy  Attached. 

[Endorsed] :    Filed  and  Entered  July  2,  1958. 
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[Title  of  District  Court  and  Cause.] 

NOTICE  OF  APPEAL 

To :  Louis  Russak,  Plaintiff  and  Levinson  &  Fried- 
man, his  attorneys;  and  Clerk  of  the  District 
Court: 

You  and  Each  of  You  are  hereby  given  notice 
that  the  defendant,  Moore-McCormack  Lines,  Inc., 
a  Delaware  corporation,  does  hereby  appeal  to  the 
United  States  Court  of  Appeals  for  the  Ninth  Cir- 
cuit from  each  and  every  part  of  that  certain  judg- 
ment, including  findings  of  fact  and  conclusions  of 
law,  made  and  entered  herein  by  the  District  Court 
on  July  2,  1958,  wherein  the  plaintiff  was  awarded 
damages  against  defendant  in  the  sum  of  Three 
Thousand  Five  Himdred  ($3,500.00)  Dollars,  to- 
gether with  costs  and  disbursements  taxed  in  the 
suit. 

Dated  At  Seattle,  Washington,  this  29th  day  of 
July,  1958. 

BOGLE,  BOGLE  &  GATES, 
Attorneys   for   Defendant   and   Appellant,   Moore- 
McCormack  Lines,  Inc. 

[Endorsed] :     Filed  July  29,  1958. 
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[Title  of  District  Court  and  Cause.] 

BOND  ON  APPEAD  AND 
SUPERSEDEAS  BOND 

Kjiow  All  Men  By  These  Presents:  That  the 
undersigned,  Moore-McCormack  Lines,  Inc.,  a  Del- 
aware corporation,  as  principal,  and  Indemnity 
Insurance  Company  of  North  America,  a  corpora^ 
tion,  as  surety,  are  held  and  iirmly  bound  unto  the 
said  Louis  Russak,  in  the  sum  of  Five  Thousand 
($5,000.00)  Dollars^  for  the  payment  of  which,  the 
said  principal  and  the  said  surety  bind  themselves, 
their  heirs  and  personal  representative  or  succes- 
sors, jointly  and  severally,  firmly  by  these  presents. 

Signed,  Sealed  and  Executed  this  29th  day  of 
July,  1958. 

Whereas,  tlie  above  named  defendant  and  prin- 
cii3al  has  appealed  to  the  United  States  Court  of 
Appeals  for  the  Ninth  Circuit  from  the  judgment 
heretofore  made  and  entered  herein  under  date 
of  July  2,  1958,  in  favor  of  the  plaintiff  and  against 
the  defendant  in  the  sum  of  Three  Thousand  Five 
Hundred  ($3,500.00)  Dollars  and  for  the  costs  and 
disbursements  taxed  in  said  suit; 

Whereas,  the  defendant  desires  to  effect  a  stay 
of  proceedings  on  said  judgment  pending  such  ap- 
peal; 

Now,  Therefore,  if  the  said  defendant  and  ap- 
pellant will  satisfy  the  judgment  in  full  together 
with  costs,  interest  and  damages  for  delay,  if  for 
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any  reason  the  appeal  is  dismissed  or  if  the  judg- 
ment is  affirmed,  and  to  sa.tisty  in  full  such  modifi- 
cation of  the  judgment  and  such  costs,  interest  and 
damages  as  the  Appellate  Court  may  adjudge  and 
award,  then  this  obligation  to  be  null  and  void; 
otherwise  to  remain  in  full  force  and  effect. 

MOORE-McCORMACK  LINES, 
INC.,  a  Delaware  corporation. 

By   BOGLE,  BOGLE  &  GATES, 
Its  Attorneys. 

[Seal]        INDEMNITY    INSURANCE    COM- 
PANY   OF    NORTH    AJVIERICA, 

a  corporation, 

/s/  By   HENRY  R.  BUCK, 

Its  Attorney  in  fact. 

Approved  as  to  amoimt: 

/s/  SAM  L.  LEVINSON, 

Attorney  for  Plaintiff. 

The  above   and  foregoing  bond  on  appeal   and 
supersedeas  bond  is  hereby  approved  as  to  amount. 

Done  In  Open  Court  this  1st  day  of  August,  1958. 

/s/  GEO.  H.  BOLDT, 
Judge. 

[Endorsed]  :    Filed  Au^st  4,  1958. 
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[Title  of  District  Court  and  Cause.] 

APPELLEE'S  DESIGNATION  OF  ADDI- 
TIONAL PORTIONS  OF  RECORD  ON  AP- 
PEAL 

Appellee,  Louis  Russak,  designates  the  following 
additional  portions  of  the  transcript  of  the  proceed- 
ing and  evidence,  to  be  contained  in  the  record  on 
appeal  in  this  action: 

Page  4 — Lines  15  through  25.  (All  lines  are  in- 
clusive.) Page  5 — Lines  1  through  4,  8  through  22. 
Page  9 — Lines  12  through  25.  Page  10 — ^Lines  1 
through  17.  Page  11 — Lines  1  through  7,  22  through 
25.  Page  12 — Lines  1  through  25.  Page  13 — Lines 
1  through  7,  22  through  25.  Page  14 — Lines  1 
through  6,  15  only,  24  through  25.  Page  15 — Lines 
1  through  16.  Page  16 — Lines  3  through  14.  Page 
17 — Lines  5  through  15,  22  through  25.  Page  18 — 
Lines  8  through  17.  Page  19 — Lines  3  through  5, 
24  through  25.  Page  20 — Lines  1  through  2.  Page 
21 — Lines  1  through  4.  Page  23 — Lines  14  through 
18.  Page  24 — Lines  5  through  6.  Page  26 — lines 
4  through  25.  Page  27 — ^Lines  1  through  3.  Page 
41 — Lines  14  through  25.  Page  48 — Lines  2  through 
25.  Page  49 — Lines  1  through  7,  22  through  25. 
Page  50 — Lines  1  through  19.  Page  59^ — Lines  1 
through  6.  Page  64 — Lines  1  through  15.  Page 
70 — Lines  10  through  25.  Page  71 — Lines  1  through 
10.    Page  84 — Lines  4  through  6.     Page  95 — Lines 
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22  through  25.  Page  96— Lines  1  through  25.  Page 
97 — Lines  1  through  25.  Page  103 — Lines  3  through 
25.  Page  104 — Lines  1  through  25.  Page  105 — Lines 
1  through  25.  Page  106—  Lines  1  through  2.  Page 
107— Lines  22  through  25.  Page  108— Lines  1 
through  24.  Page  109— Lines  17  through  22.  Page 
110 — ^Lines  15  through  25.  Page  111 — Lines  1 
through  25. 

Trial    court's   opinion   page    124   through   page 
128  inclusive. 

LEVINSON  &  FRIEDMAN, 

Attorneys  for  Appellee. 

Acknowledgment  of  Receipt  of  Copy  Attached. 
[Endorsed]  :    Filed  September  4,  1958. 


[Title  of  District  Court  and  Cause.] 

CERTIFICATE  OF  CLERK 

United  States  of  America, 

Western  District  of  Washington — ss. 

I,  John  A.  Bums,  Clerk  of  the  United  States  Dis- 
trict Court  for  the  Western  District  of  Washington, 
do  hereby  certify  that  pursuant  to  the  provisions 
of  Subdivision  1  of  Rule  10  of  the  United  States 
Court  of  Appeals  for  the  Ninth  Circuit  and  Rule 
75 (o)  FRCP  I  am  transmitting  herewith  all  of 
the  original  papers  in  the  file  dealing  with  the 
action  excluding  Plaintiff's  Exhibits  1  and  2,  as 
the  record  on  appeal  herein  to  the  United  States 
Court  of  Appeals  for  the  Ninth  Circuit  at  San 
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Francisco,  said  papers  being  identified  as  follow&: 

1.  Petition  for  Removal,  filed  Oct.  22,  1957,  mth 
copy  of  Complaint  attached. 

2.  Bond  for  Removal,  filed  10-22-57. 

3.  Notice  of  Filing  Petition  and  Bond  for  Re- 
moval, filed  Oct.  22,  1957,  with  copy  of  Petition  for 
Removal,  Complaint,  and  Bond  for  Removal  at- 
tached. 

4.  Answer  of  Defendant,  filed  Nov.  5,  1957. 

5.  Reply,  filed  Jan.  24,  1958. 

6.  Demand  for  Jury,  filed  Jan.   24,   1958. 

7a.  Memorandum  of  Points  and  Authorities  filed 
by  Plaintiff,  6-23-58. 

7.  Deposition  of  Louis  Russak,  filed  Jan.  29, 
1958.     (Marked  As  Defendant  Ex.  "A".) 

8.  Memorandum  of  Authorities  filed  June  23, 
1958  by  defendant. 

9.  Notice  of  Presentation  of  Findings  of  Fact 
and  Conclusions  of  Law,  Judgment  and  Cost  Bill, 
filed  6-25-58. 

10.  Findings  of  Fact  and  Conclusions  of  Law, 
filed  July  2,  1958. 

11.  Judgment,  filed  July  2,  1958. 

12.  Cost  Bill,  filed  July  2,  1958. 

13.  Notice  of  Appeal,  filed  July  29,  1958. 

14.  Bond  on  Appeal  and  Supersedeas  Bond,  filed 
Aug.  4,  1958. 

I  further  certify  that  the  following  is  a  true  and 
correct  statement  of  all  expenses,  costs,  fees  and 
charges  incurred  in  my  office  by  appellant  for  prep- 
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aration  of  the  record  on  apj)eal  in  this  cause,  to-wit : 
Filing  fee,  Notice  of  Appeal,  $5.00;  and  that  said 
amount  has  been  paid  to  me  by  counsel  for  appel- 
lant. 

In  Witness  Whereof  I  have  hereunto  set  my  hand 
and  affixed  the  official  seal  of  said  District  Court  at 
Seattle  tliis  25th  day  of  August,  1958. 

[Seal]  JOHN  A.  BURNS, 

Clerk, 
/s/  By   TRUMAN  EGGER, 
Chief  Deputy. 


[Title  of  District  Court  and  Cause.] 

CERTIFICATE  OF  CLERK  TO 
SUPPLEMENTAL  RECORD 

United  States  of  America, 

Western  District  of  Washington — ss. 

I,  John  A.  Burns,  Clerk  of  the  United  States 
District  Court  for  the  Western  District  of  Wash- 
ington, do  hereby  certify  that  pursuant  to  the  pro- 
visions of  Subdivision  1  of  Rule  10  of  the  United 
States  Court  of  Appeals  for  the  Ninth  Circuit  and 
Rule  75 (o)  FRCP  I  am  transmitting  herewith  sup- 
plemental to  the  record  on  ayjpeal  in  this  cause  the 
following  additional  original  papers  in  the  file  deal- 
ing with  the  action,  said  papers  being  identifi.ed  as 
follows : 

15.  Statement  of  Points  filed  August  29,  1958. 

16.  Declaration  of  Contents  of  Record  on  Appeal 
filed  August  29,  1958. 


22  Moore-McCormacJc  Lines,  Inc.  vs. 

17.  Court  Reporter's  Transcript  of  Testimony 
and  Proceedings  filed  August  29,  1958. 

In  Witness  Whereof  I  have  hereunto  set  my  hand 
and  af&xed  the  official  seal  of  said  District  Court 
at  Seattle  this  3rd  day  of  September,  1958. 

[Seal]  JOHN  A.  BURNS, 

Clerk, 

/s/  By   TRUMAN  EGGER, 
Chief  Deputy. 


[Title  of  District  Court  and  Cause.] 

CERTIFICATE  OF  CLERK  TO  SECOND  SUP- 
PLEMENTAL RECORD  ON  APPEAL 

United  States  of  America, 

Western  District  of  Washington — ss. 

I,  John  A.  Burns,  Clerk  of  the  United  States  Dis- 
trict Court  for  the  Western  District  of  Washington, 
do  hereby  certify  that  pursuant  to  the  provisions  of 
Subdivision  1  of  Rule  10  of  the  United  States 
Couii;  of  Appeals  for  the  Ninth  Circuit  and  Rule 
75 (o)  FRCP  I  am  transcribing  herewith,  supple- 
mental to  the  record  on  appeal  in  this  cause,  the 
following  additional  original  papers  in  the  file  deal- 
ing with  the  action,  said  papers  being  identified  as 
follows : 

18.  Appellee's  Designation  of  Additional  Por- 
tions of  Record  on  Appeal,  filed  Sept.  4,  1958. 
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19.  Defendant  Appellant's  Supplemental  State- 
ment of  Points  and  Designation  of  Record,  filed 
Sept.  9,  1958. 

Witness  my  hand  and  official  seal  this  18th  day 
of  September,  1958,  at  Seattle,  Washington. 

[Seal]  JOHN  A.  BURNS, 

Clerk, 
/s/  By    TRUMAN  EOGER, 
Chief  Deputy. 


In  tlie  District  Court  of  the^  United  Stateis,  Western 
District  of  Washington,  Northern  Division 

No.  4464 
LOUIS  RUSSAK,  Plaintiff, 

vs. 

MOORE-McCORMACK  LINES,  INC.,  a  Delaware 
corporation.  Defendant. 

TRANSCRIPT  OF  PROCEEDINOS 
held  in  the  above-entitled  and  nmnbered  cause;  in 
the  above-entitled  court  before  the'  Honorable 
George  H.  Boldt,  United  States  District  Judge,  on 
Monday,  June  24,  1958,  at  the  United  States  Court- 
house, Seattle,  Washington. 

Appearances :  On  behalf  of  the  plaintiff :  Mr.  Sam 
L.  Levinson,  Levinson  &  Fiiedman,  Attorneys  at 
law,  1602  Northern  Life  Tower,  Seattle,  Washing- 
ton. On  behalf  of  the  defendant:  Mr.  Ronald  E. 
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McKinstry,  Bogle,  Bogle,  &  Grates,  Attorneys  at 
law,  603  Central  Building,  Seattle,  Washing-: 
ton.  [1]* 

Proceedings 

Mr.  Levinson:  My  name  is  Sam  Levinson,  coun- 
sel of  the  plaintiff,  your  Honor.  This  is  an  action  by 
Louis  Russak  against  the  Moore-McCormaek 
Steamship  Company,  an  action  which  was  originally 
instituted  in  the  state  court  and  removed  to  Federal 
Court  by  a  petition  on  behalf  of  the  defendant.  It  is 
an  action  in  law.  It  was  originally  noted  as  a,  jury 
case  by  the  plaintiff,  and  the  juiy  has  been  waived 
by  stipulation  with  coimsel  and  the  matter  is  now 
being  tried  before  your  Honor. 

(Thereupon,  an  opening  statement  was  ren^ 
dered  by  counsel.) 

LOUIS  RUSSAK 

plaintiff  herein,  called  as  a  witness  on  his  own  be- 
half, being  first  duly  sworn,  was  examined,  and 
testified  as  follows: 

Direct  Examination 
Q.     (By  Mr.   Levinson) :     Will  you  state  your 
name,  please?  A.    Louis  Russak. 

Q.    And  what  is  your  address,  Mr.  Russak? 
A.     2549  -  29th  Avenue  South. 
Q.    And  how  long  have  you  lived  in  Seattle  ? 
A.     Since  1923. 


*  Page    numbers    appearing    at    top    of    page    of    Reporter's 
Transcript    of    Proceedings. 
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('Teistimony  of  Louis  Riissali.) 

Q.     And  what  is  your  present  age*? 

A.    What  is  it? 

Q.    How  old  are  you? 

A.     I  am  going  on  56. 

Q.    Mr.  Russak,  what  has  been  your  business? 

A.  My  business  was  auto  wrecking,  cars  and 
trucks  and  parts. 

Q.  And  how  long  have  you  been  in  that  busi- 
ness ? 

A.  I  have  been  in  that  since  1923,  ahnost  all  my 
life  that  I  was  here. 

Q.    You  are  a  married  man?  A.    Yes. 

Q.     Do  you  have  a  family?  A.     Yes. 

Q.  Now,  Mr.  Russak,  were  you  a  passenger  on 
the  "Argentina"  on  a  cruise?  A.     Yes. 

Q.  And  what  was  your  original  plan  for  that 
trip? 

A.  My  plan  was  to  go  from  here  to  New  York 
by  airplane,  and  from  New  York  to  Buenos  Aires 
by  boat,  stay  there  for  seven  days  about,  and  then 
fly  to  Africa  to  see  some  of  my  brothers  and  sisters 
that  I  haven't  seen  for  many  years. 

Q.    And  then  what  was  your  plan  from  there? 

A.  From  there  to  go  back  to  New  York  and  then 
Seattle. 

Q.     Now,  wais  this  a  first-class  passage?' 

A.    Yes. 

Q.  Do  you  remember  how  much  your  ticket  on 
the  ship  cost? 

A.     I  think  it  cost  us  close  to  14  himdred  dollars. 

Q.     That  is  your  fare  on  the  ship? 
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(Testimony  of  Louis  Russak.) 

A.    Yes. 

Q.     And  Mrs.  Russak  was  with  you  ? 

A.    Yes.  [5] 
***** 

Q.  Now,  do  you  remember  this  occasion  of  the 
party  when  you  were  injured?  A.     Yeis. 

Q.  Now,  tell  the  Court  just  what  kind  of  party 
that  was  and  what  the  arrangements  were. 

A.  On  the  22nd  of  March  the  cruise  director  and 
the  lady  also  that  takes  care  of  it  arranged  a  fiesta, 
like  a  carnival.  They  issued  costiunes  and  all  kinds 
of  masks  and  different  kinds  of  stuff,  you  know,  to 
have  a  good  time,  anybody  that  wants  to  take  part 
in  it. 

Q.  Now,  where  was  the  fiesta  or  carnival  being 
held? 

A.  Right  on  the  dance  floor  where  we  —  well, 
what  ihey  called  it,  I  forget. 

Q.     The  lounge  ?  A.     A  lounge',  yes. 

Q.  All  right.  Just  gO'  ahead  now.  Were  you  given 
numbers?  [6] 

A.  Yes.  After  we  came  in  a  certain  room  every- 
body went  ]>y  munbers,  the  first  couple,  second, 
third,  fourth,  and  so  on,  and  in  the  meantime  they 
were  making  up  our  faces  with  different  kinds^  of 
paint  and  what  not  so  they  could  have  a,  good  time. 

Q.    Where  were  the  couples  kept? 

A.  They  were  kept  in  the  room  where  they  were 
making  up  their  faces. 

Q.  Where  was  that  room  with  relation  to  the 
dance  floor?  A.    Right  next  door. 
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Q.     Could  you  see  into  tlie  dance  floor? 

A.     The  door  was  open.  Yeis,  we  could  see  it. 

Q.     Did  you  watch  or  did  you  look  in  it? 

A.  Yes,  we  were  watching  jusit  what  was 
going  on. 

Q.  Now,  you  go  ahead  in  your  own  words  and 
just  tell  the  judge  what  happened. 

A.  Well,  there  was  a  lady  from  Brazil,  she  was 
taking  a  part  there,  and  she  had  a  basket  with  ail 
kinds  of  fruit,  and  she  was  supposed  to  be  Carmen 
Miranda,  and  when  she  went  on  the  floor  there,  she 
was  giving  some  of  the  fmit  to  the  passengers, 
throwing  it.  They  were  asking  for  it. 

Q.     Where  were  the  passengers  seated? 

A.     They  were  sitting  all  around  in  chairs. 

Q.    All  around  what?  [7] 

A.  On  the  place  where:  the  show  was  supposed  to 
be,  where  the  people  were  dancing. 

Q.     The  dance  floor?  A.    Yes. 

Q.    You  go  ahead  and  tell  us  about  it. 

A.  And  so  then  we  went  into  our  —  we  were 
called,  so  we  went  in  to  dance. 

Q.     About  how  long  afterwards? 

A.  I  would  say  it  was  about  20  or  25  minutes, 
something  like  that. 

Q.  Now,  l>etween  the  time  that  yoii  saw  Carmen 
Miranda,  if  we  may  use  the  term,  and  the  time  that 
you  came  in  to  dance,  did  you  have — could  you  see 
the  floor?  A.    Well 

Q.     Could  you  see  the  dance  floor? 

A.    Well,  not  all  of  it.  I  could  see  just  part  of  it. 
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Q.  Now,  during  the  time  that  you  were  therei, 
did  you  observe  anybody  cleaning  it  up'  or  sweeping 
it  up?  A.     No,  I  didn't. 

Q.  All  right.  What  happened  then  when  you 
were  called  in  to  dance? 

A.  So  we  staHed — ^the  music  started  to  play,  and 
I  started  to  dance  with  my  wife. 

Q.  How  many  couples  were  out  on  the  floor  at 
that  time  all  together?  [8] 

A.  There  was  all  together  between  ten  and  fif- 
teen or  twenty  couples,  something  like  that,  that 
many  of  them. 

Q.     NoAV,  you  go  ahead  and  tell  the  Court. 

A.  And  I  started  dancing  with  my  wife  and  my 
foot  slipped,  and  I  felt  a  sharp  pain,  and  I  didn't 
want  to  fall  down  on  the  floor,  but  I  could  see  right 
next  to  my  foot  there  was  a  little  bit  of  moisture. 
It  looked  like  a  few  grapes,  skin  of  a  grape. 

Q.     About  how  big  an  area? 

A.  It  wasn't  very  big.  I  would  say  maybe^  five  or 
six  inches. 

Q.    Wliat  did  you  do  immediately? 

A.  What  I  done,  the  pain  was  av^ul  bad,  and 
my  wife  asked  what  was  the  matter,  and  I  said  I 
got  hurt,  and  I  walked  over  to  the  back  and  sat  on 
a  chair  and  took  my  shoe  off  to  see  what  was  the 
matter  with  it,  and  while  I  was  sitting  it  wasn't 
too  bad.  But  after  I  touched  my  foot  a  certain 
place,  there  was  pain,  and  I  wasn't  sure  whether  it 
was  a  twist  or  a  fracture.  So  from  there  I  went  to 
my  room. 
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Q.  Now,  before  you  went  to  your  room,  did  any- 
body come  over? 

A.  Well,  the  cruise  director,  he  came  over  after 
that,  and  my  wife  came  over,  and  he  asked  what 
happened  too.  So  my  wife  explained  it  to  him  that 
I  hurt  my  foot,  and  then  I  told  him  there  was  some 
fruit  in  there,  and  he  [9]  mentioned  that  they  will 
see  it  will  never  happen  again.  That  is  what  he  did 
say  after  that. 

Mr.  McKinstry :  I  move  that  be  stricken  as:  hear- 
say. 

The  Court:    Overruled. 

Q.  (By  Mr.  Levinson) :  What  happened  after 
that? 

A.  After  that  I  went  to  see  about  a  doctor. 
Before  I  went  to  see  the  doctor  I  went  to  my  room 
to  take  off  my  costiune,  to  change,  and  I  took  my 
slioe  off  again,  and  my  foot  was  awfully  painful. 

Q.     How  did  you  manage  to  get  to  your  room? 

A.     Just  on  one  foot  I  would  say. 

Q.    Where  was  your  room  from  that  dance:  floor? 

A.     From  there  it  was  not  too  faraway.  It  was 

on  the  lower — on  the  second  floor,  I  think  it  was. 

Q.     The  deck  below  ?  A.     Yes. 

*  *  *  *  * 

Q.  N^ow,  on  what  deck  and  where  is  the  doctor's 
office?  [10] 

A.  The  doctor  is,  oh,  I  think  he  is:  on  the  lower 
deck,  and  it  is  quite  a  distance  from  the  room  that 
I  had.  That  was  on  the  other  side  of  the  boat. 

Q.    And  how  did  you  get  there? 
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A.    On  on©  foot. 
Q.    Did  anybody  bold  you  ? 
A.     Not  until  I  got  to  the  doctor. 

4t     *     *     *     * 

Q.  Now,  when  you  got  the  doctor's  office,  who 
was  there?  A.     The  nurse. 

Q.     And  what  did  you  report? 

A.  I  told  what  happened,  and  she  said,  ''You 
better  wait.  [11]  The  doctor  will  be  in  shortly.  ^^ 

Q.  And  how  long  afterwaMs  did  the  doctor 
come  in? 

A.    About  ten  minutes,  something  like  that. 

iQ.     That  is  the  ship's  doctor?  A.     Yes. 

Q.  And  what  did  he  do  or  what  did  you  do? 
What  did  you  say  to  him? 

A.  I  was  there,  and  he  came  in  and  asked  what 
happened. 

Q.    Did  you  tell  him?  A.     Yes. 

Q.    What  did  you  tell  him  ? 

A.  I  told  him  I  was  dancing  with  my  wife, 
and 

Mr.  McKinstry:  Objected  as  self-serving,  his 
statement. 

The  Court :    No,  he  can  say  what  happened. 

Q.     (By  Mr.  Levinson)  :    What  did  you  say? 

A.  I  explained  to  him  that  I  was  dancing  with 
my  wife  and  I  slipped,  my  foot,  and  I  got  a  terrible 
pain  in  there.  I  think  it  was^ — I  told  him  it  was  wet 
in  there,  it  was  moisture,  looked  something  like 
grapes,  and  then  he  told  me  to  take  off  my  shoe,  and 
I  did,  and  he  felt  it,  the  place  where  it  was  frac- 


Louis  Russak  31 

('Testimony  of  Louis  Russak.) 

tured.  He  didn't  know  what  it  was.  It  was  veiy 
painful.  He  says,  "Well,  we  haven't  got  no  x-ray 
on  the  boat.  We  will  have  to  wait  until  we  get  to  the 
next  port,  which  is  Bahia,  or  telephonei  them  that 
[12]  they  should  pick  us  up  and  take  us  to  a  hospi- 
tal or  to  where  the  doctors  are.'^ 

Q.  All  right.  Now,  did  he  do  anything  about 
putting  any  bandage  or  anything  on  it? 

A.    At  that  time  he  didn't  do  anything.  He  only 

told  me  to  go  back  and  keep  it  in  water,  try  tO'  soak 

it  in  water,  "And  keep  your  foot  up  high  when  you 

go  to  sleep." 
***** 

Q.     And  how  is  it — ^how  was  it  the  next  day? 

A.  The  next  day  he  told  me — the  doctor  told  me 
he  wanted  to  see  me.  So  I  came  over  there,  and  he 
says,  "I  guess  the  best  to  do  is  put  it  in  a  cast. 
I  am  not  an  [13]  experienced  man  on  casts,  but  I 
watched  how  they  do  it."  So  he  put  on  a  cast^  and 
he  gave  me  two  crutches  and  showed  me  how  to 
walk  on  crutches. 

Q.     Then  what  time  of  the  day  was  it  that  next 

day,  in  the  morning  or  afternoon? 

A.     It  was  in  the  morning  sometime. 
***** 

A.     Then  we  got  into  Bahia. 
***** 

Q.     Who  went  with  you? 

A.  The  doctor  and  a  representative  from  the 
Mo'ore-McCormack,  [14]  and  also  a  few  other  pas- 
sengers that  went  to  see  the  doctor. 
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Q.     Tell  us  what  happened  when  you  got  there. 

A.  We  came  to  the  doctor  and  had  to  wait^  natu- 
rally, and  the  doctor  there,  he  couldn't  speak  any 
English.  He  was  talking  Portuguese.  But  he  knows 
what  it  is  all  about.  So  we  waited  about  an  hour  or 
so  and  they  x-rayed  my  foot.  They  took  the  cast  off 
and  x-rayed  it,  and  it  showed  where  it  was  frac- 
tured. So  the  doctor  told  me  to  go  back.  He  took 
me  back. 

Q.    What  doctor  f 

A.     The  doctor  from  the  boat. 

Q.     From  the  ship? 

A.    Yes,  and  they  took  me  back  out  there,  and 

they  put  another  cast  on  it,  and  they  told  me  to 

wait  until  we  get  to  Rio  de  Janeiro.  [15] 
***** 

Q.  How  many  days  or  how  far  is  it  from  Bahia 
to  Rio? 

A.     I  think  it  is  about  four  or  five  days. 

Q.     What  happened  when  you  got  to  Rio? 

A.  We  got  in  there  in  the  morning,  and  it  was  a 
very  hot  day,  so  the  doctor  told  me  to  take^ — ^he  was 
going  to  take  me  to  the  hospital  out  there.  This  is 
in  Buenos  Aires. 

Q.     In  Buenos  Aires? 

A.     In  Rio.  And  they  took  us  in  a  cab  out  there. 

Also  there  was  a  representative  from  the:  Moore- 

McCoiinack,  and  we  came  over  there  and  took  the 

cast  off,  and  they  x-rayed  it  again,  and  we  had  to 

wait  for  the  doctor.  [16] 
***** 
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Q.  What  happened  when  you  got  to  the  hos- 
pital ? 

A.  We  got  there,  and  they  took  the  cast  off  and 
x-rayed,  and  it  showed  where  it  was  fractured,  and 
they  told  me  to  wait  for  the  specialist  or  the:  ortho- 
I)edist,  he  will  put  on  a.  cast  with  a  stepping  heel  so 
I  can  step  on  it,  on  my  foot. 

Q.     He  could  make  a  walking  cast? 

A.     With  crutches  I  can  put  my  foot  doAvn. 

Q.     Could  you  put  your  foot  down  before? 

A.     No,  I  couldn't  because  the  cast  was  made — 

you  know,  just  a  cast  with  nothing  else  to  support:. 
***** 

Q.     Did  the  orthopedic  man  ever  show  up? 

A.     He  never  did.  The  doctor  came  back  and  told 

me,  "He  is  not  going  to  show  up, ' '  that  we  will  have 

to  go  back  to  the  boat.  [17] 
***** 

Q.  And  what  happened  when  you  got  back  io 
the  ship  ?  A.     He  put  on  the  cast  again. 

Q.     The  same  ship's  doctor? 

A.     Yes,  and  I  told  him  about  getting  me  a,  heel. 

He  couldn't  find  one  in  Rio,  so  they  happened  tO' 

have  an  old  shoe  on  the  boat,  and  they  tore  the 

heel  off,  and  he  worked  it  in  with  the  cast  so  I  can 

step  down  with  my  foot,  you  know,  so'  I  can  step 

on  it.  But  it  didn't  last  too  long.  Inside  of  the  next 

day  it  fell  off  because  there  wasn't  no  support.  [18] 
***** 

Q.  And  do  you  remember  the  day  your  ship  got 
into  Buenos  Aires? 


34  M oore-McC ormack  Lines,  Inc.  vs. 

(Teistimony  of  Louis  Rusisak.) 

A.     I  think  it  was  April  the  1st. 

***** 

Q.     Do  you  remember  tlie  name  of  the  hotel  ? 

A.     Hotel  Plaza.  [19] 

Q.     And  you  registered  there  with  Mrs.  Russakf 

A.     Yes.  *****  [20] 

Q.  All  right.  Now,  tell  us  how  long  you  stayed 
in  Buenos  Aires? 

A.     I  stayed  there  until  May  the  4th,  but  th© 

doctor  told  me  from  there  I  should  be  back,  he 

wanted  to  see  me  again.  He  said  I  should  return  on 

April  the  24th.  [21] 
***** 

Q.     What  happened  on  the  24th  of  April? 

A.     Well,     the     representatives     from     Moore- 

McCoiTnack  came  over  and  took  me  tO'  the  hospital. 

Q.    What  happened  to  your  cast  then? 

A.     They  took  it  off.  [23] 
***** 

Q.     Now,  when  then  did  you  leave  Buenos  Airesi? 

A.     I  left  May  the  4th.  [24] 
***** 

Q.  Where  did  you  go  from  there? 

A.  I  went  to  Capetown. 

Q.  And  from  Capetown? 

A.  I  went  ba.ck  to   Johannesburg  and  took  a 

plane  and  went  to  New  York  City. 

Q.  What  date  did  you  arrive  in  New  York  City  ? 

A.  I  think  it  was  on  June  the  11th  or  12th. 

Q.  And  what  did  you  do  after  that? 

A.  I  stayed  in  New  York,  I  think  it  was  two 
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days,  and  I  went  back  to  Seattle.  We  came  back 

here. 

Q.  Now,  since  your  return  to  Seattle  did  you  go 
to  a  doctor?  A.     Yes. 

Q.  Let  me  go  back  just  a  bit,  Mr.  Russak.  When 
you  first  saw  the  doctor  on  the  ship  immediately 
after  the  accident,  did  you  tell  him  what  happened? 

A.     Yes. 

Q.  Do  you  know  whether  he  made  a  report  of 
that?  A.    He  did. 

Q.  What  did  you  do  about  that  with  reference 
to  that  report? 

A.     I  asked  for  that  report.,  a  copy. 

Q.    What  did  he  tell  you? 

A.     He  says,  "I  am  sorry,  we  don't  issue  any  cop^ 

ies  here.  If  you  want  any  information  you  will  have 

to  get  it  from  the  main  office  in  New  York  City 

from  Moore-McCoTOiack.  [26] 

Q.     You  did  ask  for  a  copy?  A.    Yes.  [27] 

*  *  •»  ^t  * 

Cross  Examination     ***** 

Q.  (By  Mr.  McKinstry)  :  What  time,  approxi- 
mately, did  your  accident  aboard  the  ship  occur? 

A.  It  was  right  after  dinner.  It  was.  probably 
between  8  and  10  o'clock.  I  don't  remember  the 
exact  time,  but  it  was  after  dinner.  It  was  about 
9  o'clock. 

Q.     Well,  could  you  fix  the  outside  limits  for  me  ? 

A.  Well,  we  had  dinner  there  and  then  we^  came 
to  dress,  and  then  we  came  over  there  and  spent 
time  to  make  up  our  faces.  Probably  it  was  about 
9  or  10  o'clock. 
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Q.  Would  it  be  fair  to  say  tiliat  it  occurred  some- 
time between  8  and  10? 

A.     Yes,  I  would  say  that  time,  yes.  [41] 

Q.     And  how  soon  did  the  masquerade  start?' 

A.  It  started  as  soon  as  eveiybody  was  there 
and  everybody  had  their  costumes  on  and  their 
faces  made  up,  and  it  started  right  away. 

Q.  Well,  can  you  give  me  any  idea  between  the 
period  of  8  and  10? 

A.  It  would  probably  be  about,  I  would  say, 
about  9  o'clock,  something  like  that. 

Q.  Well,  then,  your  accident  did  not  occur  be- 
fore 9,  at  least,  is  that  right? 

A.     I  imagine  it  started  before,  yes,  everything. 

Q.  Your  best  recollection  is  that  the  masquerade 
started  at  9?  A.     Between  9  and  10  o'clock. 

Q.     Were  you  in  another  room?  A.     Yes. 

Q.    Were  you  actually  a  contestant? 

A.    Yes. 

Q.    Did  you  precede  or  follow  Carmen  Miranda? 

A.     Followed. 

Q.     You  followed  her?  A.    Yes. 

Q.    And  what  was  your  part  in  the  contest? 

A.    Dancing. 

Q.     Was  that  actually  a  part  of  thei  contest?  [42] 

A.  Yes.  Well,  everybody  came  out  with  certain 
dances,  different  parts,  different  acts.  We  were 
going  to  dance. 

Q.  Did  your  accident  occur  at  the  time  that  you 
were  participating  in  this  contest?  A.     Yes. 

Q.    And  you  had  your  face  blacked  so  you  were 
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participating  as  a  colored  dancer?  A.    YeSi. 

Q.  And  how  many  o titer  contestants  were  doing 
it  at  the  same  time? 

A.  At  least — probably  ten  or  twenty  coupleis  al- 
together. 

Q.  So  that  the  masquerade  or  the  fiesta,  had  not 
actually  terminated  at  the  time  that  your  accident 
occurred  ? 

A.  It  teraiinated  right  away  when  they  started 
to  go  out  on  the  floor,  and  tliat  is  when  they  started. 

Q.  Were  there  people  all  the  way  around  the 
dance  floor?  A.    Yes,  there  was. 

Q.     Standing  up  ? 

A.     Some  standing  up  and  some  sitting  down. 

Q.  And  were  you  in  a  room  adjoining  the  dance' 
floor? 

A.     Before  we  came  on  to  the  dance  floor,  yes. 

Q.  Approximately  how  far  from  the;  dance  floor 
were  you  in  the  room  ? 

A.  I  would  say  may  be  five  or  six  feet,  that  is 
all. 

Q.  Were  there  several  rows  of  people  between 
you  and  the  dance  floor?  [43] 

A.  No,  the  people  were:  on  the  other  side.  There 
was  an  entrance!  where  you  got  to  come  into  the 
door  from  the  dance  place,  and  there  was  nobody 
there  as  far  as — nobody  sitting  where  the  entrance 
was. 

Q.  At  the  time:  that  you  observed  the  fruit;  being 
passed  out,  was  it  being  passed  out  off  the  dance 
floor?  A.     Yes. 
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Q.     To  people  standing  outside  thei  dance  floor? 

A.    Yes.  She  was  going  around. 

Q.  She  walked  all  the  way  around  the  dance 
floor?  A.    Yes. 

Q.    Did  you  observe  her  dropping  anything? 

A.  Well,  I  couldn't  say.  She  was  throwing  it, 
and  probably  some;  of  it  dropped.  I  don't  know. 

Mr.  McKinstry:    I  move  the  answer  be  stricken. 

The  Court:    Yes,  it  is  not  responsive. 

Q.  (By  Mr.  McKinstry)  :  Did  you  see  any  fruit 
drop  on  the  floor? 

A.  I  didn't  at  that  time  when  I  was  standing 
there. 

Q.     Did  you  at  any  other  time? 

A.  The  only  time  I  saw  it — no,  I  didn't,  except 
after  the  accident  happened. 

Mr.  McKinstry:  Well,  I  move  that  part  of  the 
answer  be  stricken. 

The  Court:    That  is  all  right.  Go  ahead.  [44] 

Q.  (By  Mr.  McKinstry)  :  Were  there  any  chil- 
dren aroimd? 

A.     Yes,  some  children  watching. 

Q.  Were  there  any  children  on  the  dance;  floor 
at  the  same  time  ? 

A.     I  don't  remember  seeing  children  there. 

The  Court:  It  is  not  clear  to  me,  were  you  en- 
gaged in  putting  on  your  act  in  the  contest  at  the 
time  of  your  turning  your  ankle  ? 

The  Witness:    Yes. 

The  Court.:  In  other  words,  you  were^  actually 
doing  your  routine,  whatever  it  was? 
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The  Witness:    Yes. 

The  Court:    For  the  judges  to  see? 

The  Witness:    That  is  right. 

The  Court:  What  kind  of  routine  were  you 
doing  ? 

The  Witness :    Dancing  a  Russian  dancei. 

The  Couri:  What  do  you  mean'?  Was  it  one  of 
those  where  you  go  up  and  down  and  squat  out? 

The  Witness :    No. 

The  Court:    What  kind? 

The  Witness :    Just  a  very  plain  dance'. 

The  Court:  What  kind  of  plain  dance,  a  plain 
Russian  dance?  That  might  be  quite  different. 

The  Witness:  No,  there  is  all  kinds  of  them.  It 
was  mixed  with  some  American  dances.  [45] 

The  Court:    How  did  you  do  that? 

The  Witness:  Just  my  wife,  she  dance  like  that 
(indicating). 

The  Couri.:    Folded  your  arms? 

The  Witness:    Yes. 

The  Court:    Then  what  did  you  do? 

The  Witness:  Nothing,  just  dancing  there  too. 
»  *  *  *  * 

Q.  (By  Mr.  McKinstry)  :  Now,  what  did  you 
mean,  or  what  do  you  mean  now  when  you  called 
it  a  mixed-up   dance? 

A.  Mixed-up,  when  you  have  lots  of  fim,  music 
playing,  and  you  dance  part  maybe  a.  little  Russian 
or  a  little  waltz  or  anything  almost.  There  is  no 
certain  steps  that  you  dance  most  of  the  time.  You 
dance  whatever  you  feel  like. 
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Q.  Were  all  of  the  contestants  doing  a  differeonjfe 
type  of  dance  out  there  ? 

A.     Some  were  doing  different  dances. 

Q.  Were  all  of  you  trying  to  perform  so  as  to  be 
selected  from  your  group  as  the  ]>est  contestant? 

A.    Yes. 

Q.  Is  it  fair  to  say  that  you  were  doing  your 
best  to  be  selected  as  the  best  contestant  on  the 
floor?  A.     Well,  yes,  I  did,  sure. 

Q.  When  you  say  a  "mixed-up"  dance,  you  were 
trying  anything  you  could  think  of,  then,  to  gain 
attention  and  recognition  as  the  best  contestant  on 
the  floor? 

A.  Well,  it  wasn't  really  that,  because  we  just 
had  been  up  for  the  fun  more  than  anything  else, 
because  everybody  was  taking  part  in  it,  and  we 
were  together  and  just  having  a  good  time  trying 
to  have  a  good  time. 

Q.  What  kind  of  step  were  you  doing  at  the 
time  of  your  accident?  [48] 

A.  It  is  really  hard  to  tell.  I  tliink  it  was  like 
the  Russian  dance  that  tliey  dance,  but  I  didn't 
jump  or  anything  like  that. 

Q.  How  much  movement  is  there  to  this  Russian 
dance?  I  am  not  familiar  with  it. 

A.    You  just — I  am  standing  in  one  place  almost 

and  dancing  a  little  bit,  and  my  wife  dances  around 

me  very  slowly. 
***** 

Q.  (By  Mr.  McKinstiy) :  Do  you  move  at  all 
in  tiiisi  dance  other  than  just  shuffle  your  feet? 
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A.     Just  one  little  small  place  there. 

Q.     Well,  you  move  in  a  circle  you  indicated. 

A.  I  move  a  little  bit,  not  too  faraway,  and  my 
wife  dances  around  me. 

Q.  Now,  when  you  moved,  do  you  move  to  your 
left  or  right?  A.     Yes. 

Q.  Wliich  way  do  you  move,  to  your  left  or 
right,  or  does  it  make  any  difference? 

A.  You  can  go  to  your  left  and  righti.  In  other 
words,  you  can  go  back  and  forth,  left  and  right, 
right  and  left. 

Q.     Do  you  move  around  in  a  circle? 

A.    Yes. 

Q.  You  actually  change  the  direction  you  are 
facing?  A.     A  little  bit,  yes. 

Q.    You  don't  stay  in  one  spot? 

A.  You  just  go  back  and  forth.  In  other  words, 
you  don't  stay  in  one  place.  It  is  hard  for  anybody 
to  stay  in  one  place  and  dance. 

Q.  Is  it  possible  you  could  have  been  moving 
aroimd  to  your  left? 

A.     It  could  be  possible. 

Q.  Did  you  have  any  occasion  tO'  notice  your 
feet  or  your  wife's  feet  or  the  floor  at  the  time  you 
were  performing  this  dance? 

A.     No,  we  usually  look  straight  out. 

Q.    Now,  how  did  you  get  from  where  you  got 

on  the  dance  —  first,  let  me  ask  you  where  on  the 

dance  floor  this  [50]  occurred,  which  end  ? 

A.  It  was  in  the  middle  there  on  the  dance  floor. 
***** 
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Q.  And  can  you  give  us  the  approximate  size  of 
the  dance  floor  there? 

A.  Well,  I  would  say  possibly  25  by  maybe  35, 
something  like  that. 

Q.  Now,  with  relation  to  the  dance  floor,  where 
were  you? 

A.     The  room  is  right  here  (indicating). 

Q.    Were  people  all  around  here   (indicating)  ? 

A.    Yes. 

Q.     Roughly  how  many  people  were  there? 

A.     I  would  say  possibly  several  himdred. 

Q.  Now,  when  you  came  out  on  the  dance  floor, 
where  did  you  go,  which  direction? 

A.  Well,  we  went  up  in  here  (indicating),  and 
then  we  came  out.  They  called  our  number.  I  think 
we  were  seventeen  couples.  We  come  out  right 
through  this  door  here  (indicating),  and  we  came  in 
here  to  dance  right  here  (indicating). 

Q.     Is  that  the  area  in  which  you  danced? 

A.    Yes,  in  this  part  right  here  (indicating). 

Q.    Now,  was  all  your  dancing  done  in  that  area? 

A.     In  that  area,  yes. 

Q.  Now,  in  that  area  were  these  other  twenty 
or  thirty  couples  dancing  also? 

A.  After  we  got  through  some  people  were 
standing  up  on  the  side. 

Q.  Did  they  dance,  one  contestant  at  a,  time,  or 
two?  A.     One  or  two  at  a  time. 

Q.  Now,  at  the  time  you  were  out  in  the  floor 
dancing,  how  many  other  couples  were  dancing  with 
you? 
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A.  There  were  several.  I  don't  remember  ex- 
actly. It  was  several  couples  there.  I  couldn't — 
I  didn't  count  them.  I  don't  remember  how  many  it 
was,  but  there  were  some  people  tliere.  [52] 

Q.  Can  you  indicate  where  in  relation  to  our 
diagram  the  accident  occurred? 

A.  It  occurred  right  here  somewhere,  right  here 
(indicating) . 

Q.  Now,  at  the  time  this  occurred,  were  all  of 
these  people  watching  you? 

A.    Yes,  I  guess  they  were. 

Q.  As  far  as  you  know,  did  they  observe  you 
slip?  A.     I  imagine  they  did. 

'Q.  Do  you  know  the  names  of  any  witnesses  or 
persons?  A.     Yes,  I  do. 

Mr.  Levinson:  Well,  just  a  minute.  I  don't  think 
that  is  proper  cross  examination.  That  may  be' 
properly  a  sul>ject  of  examination  on  a,  deposition, 
but  I  don't  believe  it  is  proper  cross  examination 
imless  there  is  some  relationship  to  establish  some 
close  relationship  where  we  could  establish  for  them 
not  being  there. 

The  Couii;:  That  is  the  only  thing  I  was  think- 
ing about. 

Mr.  Levinson:  If  he  limits  it  to  someone  close 
to  him. 

The  Court:  Well,  actually,  we  haven't  finished 
the  question.  He  started  out  and  Mr.  Russak  broke 
in  on  it,  and  I  don't  know  that  he  finished  the 
thought.  Put  a  new  question  and  let's  see  whether 
[53]  there  is  any  improvement. 


44  3Ioore-McC ormack  Lines,  Inc.  vs. 

(Testimony  of  Louis  Rusisak.) 

Q.  (By  Mr.  McKinstiy)  :  Of  your  oiwn  knowl- 
edge, as  distinguished  from  what  someone  may  have 
told  you,  do  you  know  of  any  persons  that  actually 
saw  you  fallf  A.    Yes. 

Q.    Who  are  they? 

A.  Well,  they  are  people — ^the  ones  in  New  York 
City,  some  in  Buenos  Aires. 

Q.  Were  you  shuffling  all  the  way  around  in 
that  area,  or  did  you  do  more  than  one  kind  of  a 
dance  in  getting  around  to  that  spot?' 

A.  Well,  the  dance  was — we  were  standing  in,  I 
would  say,  probably  six  or  seven  feet,  you  know,  in 
on  the  floor  where  we  were  dancing. 

Q.  So  that  you  were  not  farther  away  from  the 
spot  where  you  slipped  than  six  or  seven  feet  at 
any  time?  A.    Yes. 

Q.    And  you  shuffled  around  in  that  area? 

A.    Yes. 

Q.  Now,  is  it  true,  Mr.  Russak,  this  was  a  very 
little  slip,  a  very  slight  slip? 

A.  Well,  I  don't  know  what  you  mean  by  a 
slight  slip. 

Q.  Is  it  fair  to  characterize  it  as  a  slipping  a 
little  bit? 

A.  My  foot  slipped.  I  don't  know  how  little  it 
was,  and  I  was  trying  to  control  myself  not  to  gO' 
down  on  the  floor.  [54] 

Q.  Well,  I  would  like  to  have  you  refer  tO'  your 
deposition  again,  page  16  this  time,  and  line  4.  Did 
I  ask  you,  "Do  you  know  from  talking  aroimd  aft- 
erwards of  anyone  who  saw  this?"  A.    Yes. 
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Q.  And  your  answer,  "Well,  after  there:  was 
quite  a  few  people  saw  it,  you  know,  and  of  course, 
they  didn't  know.  You  know,  a  person  can  slip  a 
little  bit  and  people  don't  pay  any  attention  to  it." 

Was  that  your  testimony?  A.     Yes. 

Q.  And  did  I  ask  you  was  that  more  or  less 
what  happened  to  you?  A.    Yes. 

Q.    And  did  you  give  the  answer,  "Yes"? 

A.    Yes. 

Q.  So  then  is  it  tnie  that  it  was  a  very  little 
slip?  A.    Yes. 

Mr.  Levinson:  He  is  not  asking:  you  about  the 
deposition  any  more. 

The  Witness:  Really,  I  don't  know  what  it 
means,  a  little  or  a,  big  one.  I  slipped.  I  don't  know 
whether  it  was  little  or  big. 

Q.  (By  Mr.  McKinstry)  :  You  do  admit  that 
at  the  time  of  your  oral  discovery  deposition  you 
characterized  it  as  "slipped  [55]  a  little  bit"? 

A.    Could  be.  Yes,  it  could  be  a  little  slip. 

Q.  Do  you  admit  that  you  so  testified  on  your 
oral  discovery?  A.    Yes,  I  am  sure  I  did. 

Q.  And  did  you  also  state  as  indicated  there 
that  it  was  such  a  little  slip  that  nobody  would  no- 
tice it? 

Mr.  Levinson:  That  is  argumentative,  your 
Honor. 

The  Court :  Well,  if  it  is  in  there  and  he  remem- 
bered it  so,  that  is  it.  There  is  no  use  of  going  back 
and  forth  over  it. 

Q.     (By  Mr.  McKjnstry) :    It  is  your  testimony 
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here  that  all  of  this  occurred  before  the  contest 

ended?  A.    Before  the  contest  ended. 

Q.  Would  you  refer  to  page  25,  please,  line^  4, 
''But  you  say  that  went  on  for  about  two  hours 
until  10  o'clock  and  then  you  started  to  dance?" 

Did  I  ask  you  that  question?  A.     Yes. 

Q.  And  did  you  give  the  answer,  ''The  whole 
thing  took  somewhere  around  an  hour  and  a  half  or 
two  hours"? 

A.     Yes.  I  don't  remember  exactly  the  time. 

Q.     And  then,  "Everybody  started  to  dance"? 

A.    Yes. 

Q.    Did  jcm.  so  testify? 

A.    Yes,  that's  right.  [56] 

Q.  Did  I  ask  you,  "Did  you  start  to  dance  as 
soon  as  tlie  band  started"?  A.     Yes. 

Q.     And  did  you  answer,  "Yes"?  A.     Yes. 

Q.  Did  you  testify  then,  that  as  soon  as  this  was 
over  that  the  dancing  started  and  you  yourself 
started  to  dance  after  the  masquerade  was  over? 

Mr.  Levinson:     Are  you  now  referring  to'  this? 

Q.  (By  Mr.  McKinstry) :  First,  did  you  so  tes- 
tify in  oral  discovery? 

The  Court:  No,  back  up  now,  coimsel,  just  read 
the  text,  coTinsel,  and  you  follow,  Mr.  Russak.  He  is 
going  to  ask  you  if  you  so  testified.  Let's  not  get 
confused.  Let  him  read  lines  so  and  so. 

Q.  (By  Mr.  McKinstry)  :  Read  line — commenc- 
ing on  7. 

A.  Yes.  "Two  hours."  I  don't  remember  exaictly 
the  time  when  everybody  started  to  dance. 
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Q.    And  then  everybody  started  to  dance? 

A.  And  then  everybody  started  to  dance.  But  I 
say  I  don't  remember  exactly  the  time. 

Q.  The  next  question  and  answer.  Did  you  so 
testify  ?  "Did  you  start  to  dance  as  soon  as  the  band 
started?"  You  answered,  "Yes." 

A.    Yes.  [57] 

Q.  Is  it  your  testimony  that  you  first  started  to 
dance  when  everybody  else  started  to  dance  after 
the  masquerade? 

A.  No.  You  see,  while  we  were  in  the  room  they 
called  our  number,  I  think  it  was  17,  and  as  soon 
as  we  got  in  ^hey  announced,  "Mr.  and  Mrs.  Louie 
Russak,"  and  the  band  started  to  play  and  we 
started  to  dance. 

The  Court:    In  the  competition? 

The  Witness:    Yes. 

Q.  (By  Mr.  McKinstry) :  I  don't  want  to  be- 
labor this,  but  I  think  they  are  different  an.d  I 
would  like  to  find  out  what  the  explanation  is. 

The  Court :  If  there  is  something  different  in  the 
text  you  can  argue  it  to  me  later.  This  is  what  he 
says  his  version  of  it  is  now. 

Mr.  McKinstry:  Can  I  ask  him  if  he  intends 
something  diiferent  now  than  what  he  testified  to  on 
his  oral  discovery? 

The  Court:  Yes,  you  can.  I  think  we  have  cov- 
ered the  ground  pretty  thoroughly,  but  go  ahead 
and  ask  him. 

Q.  (By  Mr.  McKinstry) :  Having  refreshed 
your  recollection  by  what  you  testified  to  on  your 
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oral  discoveiiy  on  page  25,  is  your  testimony  here 

today  different  tlian  it  was  at  that  time  ? 

A.  I  don^t  think  so.  It  could  be  maybe  I  didn't 
understand  [58]  you,  what  it  means  when  you 
"start  to  dance." 

Q.  That  would  be  the  only  eixplanation  you  have, 
is  that  it? 

A.  We  started  to  dance  as  soon  as  they  called 
our  nmnber  and  name,  and  we  cam©  out.  and  the 
music  started  to  play  and  we  started  to  dance. 

Q.  Do  you  recall  any  children  being  on  the 
dance  floor?  A.    Well,  maybe  there  was. 

Mr.  Levinson:  That  has  been  covered,  your 
Honor. 

Q.  (By  Mr.  McKinstry)  :  Let's  refer  to  page 
14,  then,  on  line  22.  Did  I  ask  you,  "How  crowded 
was  the  dance  floor,"  line  23,  and  did  you  answer, 
"Well,  quite  a  few  people  were  there.  There  were 
lots  of  children,  and  there  were  a  lot  of  children 
there,  you  know,  on  the  floor,  and  there;  may  have 
been  twenty  or  thirty  people  there,  I  would  say." 

A.    Yes. 

Q.  So  your  best  recollection  is  there  were  a  lot 
of  children  as  well  as  adults  on  the  dance  floor? 

A.    Yes,  there  was. 

Q.  Do  you  have  any  direct  knowledge  of  your 
own  by  way  of  observation  yourself  as  to  how, 
whatever  you  slipped  on,  came  to  be  on  the  floor? 

A.     Yes,  I  think  I  could. 

The  Court:    You  use  words  that  throw  him.  Did 
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you  see  yourself  anything  dropped  on  the^  floor  in 

the  [59]  area  where  you  later  slipped'? 

The  Witness:    If  I  had  seen  if? 

The  Court:  Did  you  yourself  see  anything 
dropped  there*? 

The  Witness: :    Well,  yes. 

Q.  (By  Mr.  McKinstry) :  That  is  contraiy  to 
what  you  told  us  before. 

Mr.  Levinsion:  Do  you  understand  the  question?' 
I  am  Sony,  I  don't  mean  to  interrupt. 

The  Court.:  It  may  be  he  misunderstood.  Now, 
Mr.  Russak,  listen  carefully. 

The  Witness:    Yes,  your  Honor. 

The  Court:  Did  you  see  yourself  anything  drop 
at  that  place*? 

The  Witness:    Before  we  came  out? 

The  Court :    Before  you  came  out. 

The  Witness:    No,  I  didn't. 

Q.  (By  Mr.  McKinstry) :  How  much  time  did 
you  spend  looking  at  the  area  where  you  say  you 
slipped?  A.     Not  very  much,  very  little. 

Q.  What  was  the  color  of  the  substance,  if  any, 
on  the  floor? 

A.  Well,  it  was  something  like  grey  colored, 
grey  or  brown,  that  kind  of  color  it  was. 

Q.     Do  I  luiderstand  it  was  either  grey  or  brown  ? 

A.     Yes,  mixed,  I  think  it  was.  [60] 

Q.  Did  you  look  anywhere  else  on  the  dance 
floor?  A.     No,  I  didn't  look. 

Q.  So  then  you  obser^'ed  no  other  substance  any- 
where else  on  the  dance  floor? 
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A.  There  was  no  reason  for  me  to  look  on  the 
floor  after  I  g-ot  hiiii:.  I  went  in  the  back  to  sit 
down  to  take  the  pressure  from  my  foot. 

Q.    Was  there  any  drinking  at  the  party? 

A.  Not  that  I  seen  any  drinldng  there.  Maybe 
some  people  did,  but  I  couldn't  see  it. 

Q.  Is  it  fair  to  characterize  it  as  a  rather  festive 
occasion  aboard  one  of  these  vessels? 

A.     What  do  you  mean? 

Q,  Is  it  a  big  party  aboard  thei  ship  for  the 
trip  ? 

A.     There  is  quite  a  few  of  them,  yes. 

Q.  I  don't  think  you  imderstand.  Of  all  the 
thing's  that  go  on  aboard  the  ship,  would  you  char- 
acterize this  as  the  big  party  affair  of  the  ship?' 

A.  I  think  it  is  one  of  the  happiest  one  where 
people  have  lots  of  fun. 

Q.  And  you  have  no  knowledge  of  your  own  as 
to  whether  there  was  any  drinking  to  any  extent  ?' 

A.  Of  course:,  I  couldn't  because  I  hadn't  seen 
any  drinking.  There  was  no  drinking  there. 

Q.  Now,  do  you  know  whether  there  was  any 
powder  or  anything  [61]  on  the  floor  tO'  make:  it 
easier  to  dance  ? 

A.  Well,  to  be  honest,  I  don't  remember  that 
because  we  were  in  the  other  room,  and  what  they 
did  to  the  floor  before,  I  can't  tell  because  I  didn't 
see  it. 

Q.  Did  you  have  any  difficulty  moving  your  feet 
over  the  floor? 

A.     No.  It  was  just  like  regular  dancing. 
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Q.    Have  you  ever  fallen  down  on  a  dance  floor? 

A.    Never  in  my  life. 

Q.  Have  you  ever  been  on  dance  floors  that 
have  been  highly  waxed  that  had  powder  on  it? 

Mr.  Levinson:  That  is  argiunentative,  your 
Honor. 

The  Court:  Yes,  I  think  it  is.  It  is  beyond  the 
scope  of  the  direct. 

Q.  (By  Mr.  McKinstry)  :  When  you  say  you 
didn't  spend  much  time  looking  at  the  spot,  would 
you  say  it  was  just  a  glance? 

A.  I  saw  what  it  was  and  I  started  to  go  back 
because  my  foot  hurt  me  so  bad. 

Q.  Did  you  go  back  there  after  at  any  time  to 
look  at  it?  A.    No,  I  didn't.  [62] 

*     *     -St     *     * 

Redirect  Examination 

Q.  (By  Mr.  Levinson) :  Coming  back  to  your 
deposition  on  page  25  tliat  you  have  there,  did  you 
also  testify  as  follows,  beginning  on  page  12,  line — ■ 
no,  page  25,  line  12,  you  said,  *'Yes,  I  was  dancing 
when  they  started  the  dancing."  Question:  "That 
would  have  been  some  hour  or  so  after  this  girl 
with  the  basket  was  on  the  floor,"  and  your  answer, 
"Probably.  I  would  say  a  half  an  hour  or  an  hour 
afterwards,  something  like  that." 

Did  you  so  testify  to  Mr.  McKinstry  ? 

A.    Yes. 

Mr.  Levinson :    That  is  all. 

The  Court:  That  is  all,  Mr.  Russak.  You  may 
step  down. 

(Witness  excused.)   [64] 
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DEANNA  RUSSAK 
called  as  a  witness  oil  behalf  of  the  plaintiff,  being 
first  duly  sworn,  was  examined,   and  testified  as 
follows : 

Direct  Examination 

Q.  (By  Mr.  Levinson) :  Will  yoii  state  your 
name,  please?  A.     Deamia  Riissak. 

Q.    Aiid  where  do  you  live,  Mrs.  Russak? 

A.     2549  -  29th  South. 

Q.    And  you  are  the  wife  of  Louis  Russak? 

A.     Yes.  [65] 

***** 

Q.  (By  Mr.  Levinson)  :  Now,  Mrs.  Russak,  will 
you  go  aliead  and  tell  the  Judge  just  in  your  own 
words  about  the  party  that  night?  What  was  going 
on  at  the  party  before  you  went  in  to  dance?  Just 
tell  the  Judge. 

A.  Well,  there  were  about  sixteen  or  seventeen 
couples  went  on  dancing,  and  so  to  go  from  there, 
there  are  doors  about  as  large  as  this  here  (indi- 
cating), and  we  were  supposed  to  be  next.  But  be- 
fore us  was  a  yoimg  lady  and  a  few  more  before 
we  went. 

Q.     You  will  have  to  speak  up. 

A.  Carmen  Miranda,  and  she  was  throwing 
grapes  in  the  corners  for  the  people  to  catch.  But 
they  imfortmiately  didn't  catch  all  the  grapes  be- 
cause^ 

Mr.  McKinstry:  Just  a  minute. 

The  Court:  Don't  speculate.  Tell  us  just  what 
you  saw.  Gro  ahead.  This  girl  was  throwing  grapes. 
Go  ahead  from  there. 
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Mr.  McKinstry:  May  I  make  a  statement  and 
move  the  part  based  upon  conjecture  be  stricken? 

The  Court:  Oh,  yes,  of  course. 

Q.  (By  Mr.  Levinson)  :  What  happened  after- 
wards? A.     Then  we  went — ^we  went  in. 

Q.     About  how  long  afterwards? 

A.  About  fifteen  or  twenty  minutes  after.  There 
were  a  few  other  couples  went  on. 

Q.  What  kind  of  dance  were  you  and  your  hus- 
band doing? 

A.  Well,  our  dance  was  a  Russian  "Kazotska" 
and  a  few  other  steps. 

The  Court:     How  do  you  do  tliat? 

The  Witness:  You  don't  want  me  to  do  it  right 
now,  do  you? 

The  Court:  You  crossed  your  arms  or  folded 
your  arms,  apparently? 

The  Witness:  Yes. 

The  Court:  What  did  you  do  with  your  feet  and 
body  in  this  dance? 

The  Witness:  Well,  you  throw  your  feet  out. 

The  Court:  Throw  them  up  in  what  way?  Can 
you  describe  it  more? 

The  Witness:  Well,  just  little  steps,  throw  your 
foot  up,  you  know. 

The  Court:  That  doesn't  help  me.  You  say,  "you 
know."  I  don't  loiow.  I  want  you  to  tell  me. 

The  Witness:  He  was  dancing  and  I  was  going 
around  him.  [68] 

Q.     (By  Mr.  Levinson):   You  go  aroimd  him? 
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A.  Yes.  Then  I  noticed  he  couldn't  step.  He 
slipped. 

Q.  Before  we  come  to  that,  we  want  to  know 
what  kind  of  dance  this  is. 

A.  Well,  just  one  of  those  little  steps.  You  just 
go  up  on  one  foot,  and  I  was  dancing  around  him. 

The  Court:  We  want  to  know  about  this  foot 
action.  That  is  what  we  are  here  for. 

The  Witness:  You  know  how  you  throw  one  foot 
up  and  the  other  one  up. 

Q.     (By  Mr.  Levinson)  :    Does  he  kick  it  high? 

A.  Not  too  high.  Just,  you  know,  a  man  don't 
usually  get  them  too  high,  and  then  he  just  slipped. 

The  Court:  Is  this  dance  where  you  bend  your 
knees  and  go  down? 

The  Witness:    No. 

The  Court:  The  Cossack  dance. 

The  Witness:  It's  lucky  he  didn't  dance  that 
part. 

The  Court:  That  is  not  the  kind  of  dance  you 
are  talking  about? 

The  Witness:  It  is,  but  he  didn't  get  to  that 
part  because  the  dance  didn't  last  that  long. 

Q.     (By  Mr.  Levinson)  :  Then  what  happened? 

A.  I  was  dancing  around  him  and  I  noticed  he 
couldn't  move  [69]  his  foot,  he  slipped. 

Q.     What  did  you  do  about  holding  him? 

A.  I  was  dancing  around  him,  and  I  got  him^ — 
you  know,  my  shoulder,  and  I  took  him  back  to  the 
seat. 
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Q.  At  that  time  did  you  look  to  see  what  was 
there  on  the  floor? 

A.  No.  I  was  too  concerned  about  him  because 
he  was  in  pain. 

Q.  Did  you  see  anything  on  the  floor  yourself 
at  that  time? 

A.  I  didn't  bother  seeing  anything.  I  only 
watched  that  he  should  sit  by  the  chair  and  see 
what  was  the  matter. 

Q.  What  happened  when  he  got  back  to  the 
chair? 

A.     He  said  he  was  going  to  change  his  clothes. 

Q.    What  did  he  do  about  his  shoe? 

A.  I  think  he  come  down  there,  and  he  took  his 
shoe  off  right  away. 

Q.     Did  anybody  come  over? 

A.     Oh,  yes,  the  cruise  director. 

Q.  Did  you  say  anything  or  did  he  say  anything 
to  the  cruise  director  in  front  of  you  as  to  what 
happened?  A.    Well,  he  said  he  hurt  himself. 

Q.    Did  he  say  why? 

A.  Well,  I  don't  remember,  it  is  so  long  ago.  He 
went  in  in  a  few  minutes  and  took  pictures  and 
wanted  to  see  what  it  was,  and  it  was  about  a  spot 
as  big  as  that  (indicating)  from  a  few  grapes.  [70] 

Q.    Who  said  that? 

A.    Well,  the  cruise  director  that  was  right  there. 

Q.     What  did  the  cruise  director  say? 

A.     He  said 

Mr.  McKinstry:   I  object. 
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The  Witness :  He  said,  ' '  I  will  see  this  will  never 
happen  again." 

The  Court:   Overiniled. 

The  Witness:   "We  won't  allow  any  more  dances 

with  Carmen  Miranda  throwing  grapes."  [71] 
***** 

ROBERT  B.  KAYSER 

called  as  witness  on  behalf  of  the  defendant,  being 
first  duly  sworn,  was  examined,  and  testified  as 
follows : 

The  Clerk:  Please  state  your  full  name  and  spell 
your  last  name. 

The  Witness:     Robert  B.  Kayser,  K-a-y-s-e-r. 

Direct  Examination 

Q.  (By  Mr.  McKinstry)  :  Your  present  residence 
address  ? 

A.    Fairmont  Hospital,  San  Leandro,  California. 

Q.    What  is  your  profession,  sir"? 

A.     I  am  a  physician. 

Q.  Are  you  presently  a  duly  licensed  and  prac- 
ticing physician?  A.     I  am. 

Q.     In  what  state? 

A.     The  States  of  California  and  New  York. 


***** 


Q.  Did  you  have  occasion  to  serve  as  a  doctor 
aboard  the  vessel  S.S.  Argentina  imder  the  employ 
of  Moore-McCoraiack  Lines?  A.     I  did. 

Q.  During  what  period  of  time  did  you  serve 
in  that  capacity? 
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A.  I  served  in  the  capacity  of  Ship's  Surgeon 
from  March  14  to  November  18,  1957.  [83] 

Q.  Aiid  in  that  capacity  what  were  yoiu^  duties 
aboard  the  vessel  Argentina? 

A.  To  render  medical  care  to  passengers  and 
crew. 

Q.  And  at  my  request  have  you  come  from  Cali- 
fornia for  tlie  purpose  of  testifying  here  at  this 
trial?  A.     I  have. 

Q.     Are  you  presently  employed  by  Moore-Mc- 

Cormack?  A.     No. 

*  *  *  *  * 

Q.  Now,  directing  your  attention  to  March  22, 
1957,  do  you  recall  a  party  that  was  held  aboard  the 
vessel  Argentina?  A.     I  do. 

Q.  Would  you  descril^e  for  the  record  the  na- 
ture of  that  party  that  was  held  at  that  time? 

A.  Well,  this  is  a  costiune  party  that  is  given 
northboim.d  and  southbound  where  the  passengers 
are  invited  to  [84]  participate  in  various  costumes 
and  minor  acts,  and  it  is  a  gala  evening,  actually, 
is  what  it  is. 

Q.  How  would  you  describe  it  with  respect  to 
the  other  types  of  entertainment  that  go  on  aboard 
the  vessel  during  the  period  of  the  cruise? 

A.  Well,  this  is  one  of  the  bigger  nights  of  en- 
tertainment. This  probably  ranks  second  to  the  Cap- 
tain's farewell  dinner  which  is  held  the  night  be- 
fore Rio. 

Q.    Were  you  present  on  the  evening  when  this 
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occasion  occurred  when  this  festive  occasion  took 

place?  A.    I  was. 

Q.     Do  you  call  it  a  name  for  the  type  of  affair? 

A.     Just  a  costimie  party  is  all  I  recall. 

Q.  Approximately  what  period  of  time  does — 
or  did  the  costume  party  cover  on  the  date  of 
March  22,  1957? 

A.  Approximately  9:15  to  11  as  well  as  I  can 
remember. 

Q.  Do  you  recall  whether  or  not  you  were  pres- 
ent? A.     I  was  present. 

Q.  Now,  during  that  time  were  you  a  witness 
to  any  accident  occurring  to  the  plaintiff,  Mr.  Rus- 
sak?  A.     I  was  not. 

Q.  Did  you  witness  any  accident  or  injury  oc- 
curring during  the  time  you  were  there? 

A.     I  did  not. 

Q.  Who  of  the  ship's  personnel  was  present  that 
night  at  the  [85]  dance  floor  or  about  the  dance 
floor  on  the  first  class  lounge? 

A.  Besides  myself  there  was  a  lounge  steward, 
the  cruise  directress,  possibly  another  lounge  stew- 
ard, and  as  to  the  executive  officers,  I  am  sure  some 
were  there,  but  I  don't  recall  exactly  who  was.  To 
the  best  of  my  knowledge  I  can't  recall. 

Q.  What  are  the  duties  of  the  lounge  stewards 
who  were  present? 

A.  Well,  the  loimge  stewards  are  there  for  sev- 
eral reasons 

Mr.  Levinson:   I  don't  believe  this  man  is  quali- 
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fied  to  establish  those  duties.  Apparently  this  was 

his  first  trip  on  that  ship. 

Th  Court:  We  don't  know  about  that.  You  might 
bring  that  out. 

Mr.  Levinson :  He  gave  his  series  of  employment. 

The  Court:  We  don't  know  about  his  knowledge. 

Q.  (By  Mr.  McKinstry) :  Doctor,  do  you  have 
knowledge  as  to  the  duties  of  a  lounge  steward  with 
respect  to  the  masquerade  party  that  takes  place 
aboard  the  vessel?  A.     I  do. 

Q.  Do  you  have  knowledge  as  to  what  those 
duties  were  generally  on  tlie  evening  of  March  22, 
1957? 

The  Court:  You  are  not  to  state  what  they  were, 
but  do  you  have  such  knowledge?  [86] 

The  Witness:  I  have  such. 

Q.     (By  Mr.  McKinstry) :    Now,  what 

Mr.  Levinson:  May  I  ask  a  preliminary  question 
on  voir  dire? 

The  Court:     Just  his  blanket  statement  that  he 
has  such  knowledge  is  not  sufficient.  Do  you  want 
to  voir  dire? 
.    Mr.  Levinson:   Yes,  on  this  alone,  your  Honor. 

The  Court:  All  right. 

Examination  On  Voir  Dire 
Q.     (By  Mr.  Levinson)  :  I  im.derstand  you  joined 
the  ship  on  the  14th  of  March,  1957,  and  this  in- 
cident which  occurred  on  this  vessel  which  is  the 
subject  of  this  lawsuit,  occurred  on  your  first  trip? 
A.    Yes. 
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Q.  You  joined  it  in  the  capacity  as  a  ship's 
surgeon?  A.     Yes. 

Q.  Were  you  instructed  when  you  joined  it  as 
to  any  of  the  duties  of  the  other  officers  of  the 
ship?  The  question  is,  were  you  instructed? 

A.     No. 

Q.  Were  you  given  any  information  as  to  the 
duties  of  any  of  the  other  members  of  the  crew?  [87] 

A.     No. 

Q.  Did  you  receive  any  written  documents  which 
gave  the  instructions  of  other  members  of  the  crew? 

A.     I  did  not. 

Q.  Then,  your  only  laiowledge  that  you  have  is 
in  connection  with  your  service  on  that  ship  at  that 
time  ?  A.     Observation. 

Q.  And  your  duty,  however,  is  that  of  a  ship's 
surgeon?  A.     Yes,  sir. 

Q.  And  you  maintained  your  office  on  that  ves- 
sel? A.     I  do. 

Q.  And  most  of  your  duty  is  performed  in  your 
offices,  is  it  not,  sir,  unless  you  are  called  to  see 
a  passenger  or  a  crew  member? 

A.  Well,  the  office  is  open  at  certain  times,  and 
I  frequently  made  cabin  calls,  yes. 

Q.     You  made  cabin  calls?  A.    Yes. 

Q.  And  you  have  no  other  relationship,  then, 
officially  with  the  crew? 

A.  I  am  frequently  responsible  to  the  Captain. 
I  am  directly  responsible  for  health  and  main- 
tenance of  the  ship  as  far  as  public  health,  food,  et 
cetera,  is  concerned. 
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Q.  Do  you  check  the  conditions  of  the  galley  as 
to  standards  of  cleanliness?  [88] 

A.     That's  right. 

Q.  Have  you  any  duty  in  connection  with  the 
dance  in  the  main  lomige?  A.     I  did  not,  no. 

Q.  And,  then  you  have  no  official  connection 
with  any  of  the  stewards  in  the  main  lounge,  do 
you,  sir?  A.     Other  than 

Q.     Fellow  crew  members'?  A.     No. 

Mr.  Levinson:  I  renew  my  objection,  your  Honor. 

The  Court:  It  isn't  quite  clear  to  me  yet,  where 
did  you  get  your  knowledge  of  the  duties,  or  how 
did  you  get  the  knowledge  of  the  duties  of  the 
steward  in  the  salon  during  this  party? 

The  Witness:  Well,  as  ship's  surgeon  I  am  ex- 
pected to  socialize  with  the  passengers,  and  I  be- 
came very  friendly  with  one  particular  lounge  stew- 
ard by  the  name  of  Roberto,  and  frequently  I 
talked  to  him  and  picked  these  various  things  up, 
mainly  by  association  than  anj^thing  else. 

The  Court:  Well,  it  is  a  narrow  question.  I  will 
let  the  proof  go  in,  and  we  will  concern  ourselves 
with  whether  it  is  a  matter  of  weight  or  admissi- 
bility. 

Mr.  Levinson:  Will  your  Honor  note  an  objec- 
tion? [89] 

The  Court:  Yes,  of  course. 

Q.  (By  Mr.  McKinstry)  :  In  addition  to  what 
you  have  just  mentioned,  have  you  from  time  to 
time  observed  the  lounge  steward  yourself  in  the 
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performance  of  Ms  duties  in  connection  wit-h  the 

masquerade  party?  A.    I  have. 

Q.  Now,  based  upon  the  knowledge  which  you 
have,  would  you  state  what  the  duties  of  a  lounge 
steward  are  with  respect  of  the  party  insofar  as  you 
know  yourself?  A.     At  present? 

Mr.  Levinson:     The  same  objection. 

The  Court:     Same  ruling. 

The  Witness:    At  present? 

Q.     (By  Mr.  McKinstry)  :    Yes. 

A.  Well,  the  duties  of  a  loiuige  steward  are  to 
serve  drinks  to  the  passengers  when  requested;  to 
assist  the  cruise  director  with  lighting ;  to  take  care 
of  maintenance  of  the  entire  salon  as  the  situation 
arises. 

Q.  What,  if  any,  duties  does  the  lounge  steward 
have  with  respect  of  the  cleaning  of  the  dance  floor 
in  the  event  any  substances  are  spilled  on  the  dance 
floor? 

A.  From  my  previous  experience,  when  anjnthing 
is  spilled  on  the  dance  floor,  it  is  cleaned  up  imme- 
diately. 

Mr.  Levinson:  That  is  objected  to  as  not  respon- 
sive, your  Honor. 

The  Court:  I  understand  that.  It  is  just  the 
form  of  language  that  you  are  using.  Doctor.  You 
have  your  language  in  your  profession  and  we  have 
it  in  our  profession  as  well.  It  is  not  directly  re- 
sponsive.   By  whom  is  that  cleaning  up  done? 

The  Witness:  The  loimge  stewards.  May  I 
make  a  qualification;  the  room  is  cleaned  up  after 
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hours  and  after  everybody  has  gone  to  bed  by  a 
IDoi'ter.     The  lounge  steward  is  to  be  on  the  job 
usually  while  passengers  are  in  the  main  salon. 

Q.  (By  Mr.  McKinstry) :  Is  there  some  dis- 
tinction in  time  as  to  the  cleaning-up  work  per- 
formed by  the  loimge  steward  and  the  clean-up 
work  performed  by  the  night  porter? 

A.  The  night  porter  doesn't  come  on  until  after 
the  salon  has  been  cleared  of  passengers. 

Q.  Was  a  lounge  steward  present  in  attendance 
on  March  22,  1957,  at  the  masquerade  party? 

A.     He  was. 

Q.    And  how  are  you  aware  of  that  fact? 

A.  Because  I  was  taking  pictures  in  the  back 
of  the  salon,  and  he  was  standing  next  to  me  dur- 
ing part  of  this  procedure.  He  was  in  attendance 
at  all  times. 

Q.  How  many  contestants,  approximately,  were 
engaged  in  this  party? 

A.  AVell,  to  the  best  of  my  knowledge,  I  would 
say— recalling  anyw^here  from  thirty  to  thirty-five. 

Q.  During  the  time  that  the  contestants  are  per- 
forming, were  any  of  the  passengers  permitted  on 
the  dance  floor? 

A.     Would  you  rephrase  that  again? 

Q.  If  you  know,  during  the  time  that  this  con- 
test was  in  progress,  were  any  passengers  who  were 
not  actually  contestants  permitted  to  be  on  the  dance 
floor  ? 

A.     No,  other  than  the  cruise  director. 
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Q.  Now,  where  was  the  cruise  director  and  what 
were  his  functions? 

A.  Well,  his  function  is  a  matter  of  a  Master 
of  Ceremonies,  and  he  is  by  the  bandstand  down 
towards  the  band.     He  is  on  the  dance  floor. 

Q.  What,  if  anything,  occurs,  based  upon  on 
your  experience  and  observations,  when  something 
is  spilled  on  the  dance  floor  during  the  course  of 
one  of  these  contests? 

Mr.  Levinson:  That  is  objected  to  as  not  material 
in  this  instance.  His  general  statement  of  what 
may  have  hapj^ened  is  not  material. 

The  Court:  Well,  I  suppose  if  you  say  what  is 
a  general  practice  or  something  of  that  kind,  by 
that  qualification  it  would  be  admissible.  You  may 
answer,  if  there  is  a  general  practice  about  it. 

Mr.  Levinson:  I  would  like  to  note  my  objection 
as  to  the  general  practice  too,  because  that  is  not, 
if  I  may  give  the  reason  very  briefly,  that  practice 
is  not  the  standard  of  care  to  apply. 

The  Court:  Oh,  no,  of  course  not,  not  for  that 
purpose.  But  it  may  have  some  probative  value  for 
other  issues  in  the  case.  You  may  answer.  What 
is  the  practice? 

The  Witness:  Well,  the  general  practice  is  when 
anything  is  spilled  on  the  dance  floor,  such  as 
water,  which  frequently  happens,  et  cetera,  there  is 
a  lounge  steward  there  to  clean  it  up  immediately. 

Q.  (By  Mr.  McKinstry) :  What  is  the  general 
practice  with  respect   to   stopping  the   contest  or 
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doing  anything  along  that  line  in  terms  of  permit- 
ting the  lomige  steward  to  be  able  to  do  that? 

Mr.  Levinson:     Same  objection. 

The  Court:     Same  ruling.     You  may  answer. 

The  Witness:  From  what  I  have  previously  ob- 
served, it  is  the  general  practice  to — if  a  solution 
such  as  water  is  spilled  on  the  dance  floor,  it  is 
cleaned  up  before  the  show  goes  on. 

Q.  (By  Mr.  McKinstry)  :  From  where  you  were 
during  the  course  of  the  dance,  could  you  observe 
the  dance  floor  *?  A.     I  was  taking  pictures. 

Q.  Were  you  taking  pictures  of  the  various  con- 
testants? A.     The  various  contestants. 

Q.  Did  you  notice  any  substances  such  as  grapes 
or  anything  else  on  the  floor?  A.     No. 

Q.  At  any  time  during  the  progress  of  that  eve- 
ning's contest,  do  you  recall  whether  it  was  neces- 
sary to  stop  the  proceedings  for  purposes  of  a  clean 
up?  A.     I  don't  recall,  no. 

Q.  Do  you  think  that  if  such  had  occurred  it 
would  have  caused  you  to  remember  it  at  this  time  ? 

Mr.  Levinson:    Objected  to  as  argumentative. 

The  Court:    Yes.     It  is  a  conclusion. 

Q.  (By  Mr.  McKinstry)  :  What  occurs  after 
the  contest  is  concluded  with  respect  to  the  enter- 
tainment of  the  passengers? 

A.  Well,  the  lounge  is  kept  open  for  the  people 
who  want  to  dance  after  the  festivities,  the  actual 
program  is  over.  There  is  dancing  up  to  a  specified 
time. 

Q.     What  is  the  specified  time,  if  you  recall? 
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A.  As  I  recall,  they  close  sharp  at  1  o'clock  in 
the  morning. 

Q.  Does  the  band  remain  in  attendance  for  those 
who  wish  to  dance  imtil  that  time? 

A.     They  do. 

Q.  Do  you  recall  when  yon  left  the  loimge  area 
on  March  22? 

A.  Well,  I  remained  until  the  actual  program 
was  over.    I  don't  recall  exactly  what  time  I  left. 

Q.  Do  you  recall  seeing  Mr.  Russak  as  a  con- 
testant or  Mrs.  Russak  as  a  contestant? 

A.    I  do  not. 

Q.  Do  you  recall  an  act  that  involved  black- 
faced  dancers  made  up?  A.     I  don't. 

Q.  Do  you  recall  anyone  doing  a  Russian  dance 
of  any  kind? 

A.  I  have  a  vague  recollection — ^I  can't  be  cer- 
tain as  to  whether  it  was  this  voyage.  I  see  so 
many  costumes  and  I  see  so  many  people  in  various 
get-ups,  I  do  remember  vaguely  seeing  something 
like  that,  but  I  can't  say  whether  this  was  the  voy- 
age or  not. 

Q.  Were  you  in  a  position  through  out  the  eve- 
ning to  have  observed  had  a  contestant  slipped  and 
fallen? 

Mr.  Levinson:  That  is  objected  to  as  calling  for 
a  conclusion,  and  his  own  testimony  is  that  he  was 
taking  pictures. 

The  Court:    Well,  that  is  the  weight 

The  Witness:    Yes. 
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The  Court:  All  right.  He  answered.  It  may 
stand  for  such  weight  as  it  has. 

Q.  (By  Mr.  McKinstry) :  Do  you  recall  when 
you  first  were  notified,  approximately,  as  to  an  in- 
cident occurring  to  Mr.  Russak? 

A.  Oh,  it  must  have  been  between  the  hours  of 
12  and  1.  [95] 

Q.     Do  you  recall  who  notified  you? 

A.     The  nurse  through  a  bellboy. 

Q.     Do  you  recall  where  you  were  at  that  time? 

A.     I  do  not. 

Q.     What   did  you   do  then? 

A.     I  reported  to  the  hospital. 

Q.  And  did  you  examine  Mr.  Russak  at  that 
time?  A.     I  did. 

Q.  What  did  you  observe  with  respect  of  his 
foot  at  that  time? 

A.  Well,  he  had  minimal  pain  and  minimal 
swelling  over  the  lateral  aspect  of  his  left  foot,  as 
I  recall. 

Q.  Would  that  be  with  reference  to  the  toes  or 
the  body  of  the  foot? 

A.  Well,  it  would  be  to  the  base  of  the  toes 
actually,  the  main  body.  It  is  where  the  junction  is, 
in  that  area. 

Q.  Based  upon  what  he  told  you,  do  you  have 
any  idea  of  how  much  time  had  expired  between 
the  incident  and  his  reporting  to  you? 

A.  Well,  as  I  recall,  he  reported  at  approxi- 
mately 12:30,  and  I  must  have  seen  him  sometime 
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between   12:30   and   1   l^ecause   it  takes   a   certain 

amount  of  time^ 

Q.     Did  lie  say  when  this  had  occurred? 

A.     I  do  not  recall,  no. 

Q.  Do  you  know  whether  or  not  he  reported  to 
you  immediately  f  [96] 

A.     I   can't  answer  that. 

Q.  What  was  your  diagnosis  based  upon  what 
you  observed? 

A.  My  diagnosis  was  a  minor  sprain.  The  find- 
ings were  not  indicative  of  any  serious  pathology. 
I  didn't  thiiLk  it  was  anything  serious. 

Q.    Did  you  suggest  that  he  should  soak  his  foot? 

A.  I  suggested  he  walk  on  his  heel  with  as  little 
weight  bearing  on  it  as  possible,  and  I  don't  recall 
whether  I  told  him  to  soak  it  or  not. 

Q.  What  subsequently  occurred  in  terms  of 
treatment  furnished? 

A.  Well,  I  saw  Mr.  Russak  the  next  morning.  I 
had  told  him  to  come  back  and  we  would  take  a 
look  at  it,  and  there  was  at  that  time  present  very 
marked  swelling.  There  was  also,  I  can't  use  the 
word,  echinosis  under  the  skin,  minimal,  and  at 
that  time  I  became  suspicious  of  a  possible  fracture 
and  recommended  he  use  crutches,  hot  soaks,  and 
we  would  x-ray  it  on  stopping  at  the  next  port.  We 
didn't  have  x-ray  on  board. 

Q.    How  soon  thereafter  did  that  take  place  ? 

A.  The  x-rays  were  taken  at  Bahia.  I  don^t  re- 
call when  we  arrived.  I  think  it  was  around  the 
25th  or  the  26th. 
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Q.    Did  you  treat  him  thereafter? 

A.     A  doctor  in  Bahia,  took  the  x-rays,  and  there 

was  a  facture.  Upon  arrival  back  tO'  the  ship,  as  I 

recall,  we  put  a  cast  on  the  foot.  [100] 
***** 

Cross  Examination 

Q.  (By  Mr  .Levinson)  :  Dr.  Kayser,  as  a  ship's 
surgeon  on  your  office  hours  when  you  are  not  act- 
ing as  a  surgeon,  it  is  part  of  your  job  to  mix  with 
the  passengers,  isn't  it?  A.    Yes. 

Q.  You  have  certain  social  functions:  that  you 
take  care  of?  A.     Yes. 

Q.  Usually  on  a  ship  of  this  type  the  unattached 
ladies  are  quite  interested  in  the  ship's  doctor? 

A.  On  this  voyage  there  wasn't  anything  very 
interesting. 

Q.  Doctor,  your  presence  on  the  night  of  this 
gala,  party  wasn't  in  any  official  capacity  except 
with  mixing  with  the  passengers? 

A.  As  an  observer,  and  being  my  first  trip  I 
wanted  some  pictures. 

Q.  And  you  were  much  concerned  with  the  pic- 
tures ? 

A.  Not  too  much.  I  had  my  camera  there  for 
what  I  thought  was  worth  while  taking. 

Q.  And  you  were  not  concerned  with  the  condi- 
tion of  the  floor  or  what  was  going  on  at  that  time, 
were  you? 

A.  At  this  time,  normally  from  my  previous  ex- 
perience and  future  voyages,  I  frequently  would 
tell  the  lounge  steward,  if  I  saw  something,  to'  clean 
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it  up,  as  did  the  cruise  director.  This,  voyage  I  saw 

nothing.   [101] 

Q.  So  you  were  just  there  with  your  camera 
taking  some  pictures'?  A.     That's  right. 

Q.  And  you  have  no  recollection,  as  a  matter  of 
fact,  of  the  Russaks  at  that  time?  They  were  just 
two  of  how  many  passengers  ?( 

A.  The  whole  boat.  I  think  we  had  a  full  com- 
plement boat  of  first-class  passengers. 

Q.    And  most  of  them  were  in  the  loimge? 

A.     Most  of  them  were  in  the  lounge. 

Q.  And,  Doctor,  do  you  recall  anyone  who  acted 
as  Carmen  Miranda?  A.     I  do  not. 

Q.  That  is  not  an  unusual  costiune  from  your 
experience  as  you  later  learned,  that  some  girl  de- 
cides she  wants  to  he  a  South  American  beauty  and 
goes  around  with  a  basket  of  fruit? 

A.    I  don't  recall  a  Carmen  Miranda. 

Q.  Do  you  recall  any  of  them  with  a  native  cos- 
tume and  a  basket  of  fruit  at  any  time^  ? 

A.  I  recall  one,  not  as  a  native,  but  Nero  and 
his  daughter.  She  carried  fruit.  That  is  all. 

Q.     And  passed  it  around  among  the  passengers? 

A.     No,  I  don't  recall  that. 

Q.  There  could  have  been  one  that  evening  and 
you  probably  [102]  would  have  no  recollection  of 
it?  A.    That  is  being  fair. 

Q.  Now,  Doctor,  the  steward,  Roberto,  is  he  still 
on  the  ship? 

A.     No,  he  left  us  one  or  two  voyages  later. 

Q.     But  he  was  on  the  ship?  A.    Yes. 
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Q.  And  the  cruise  director,  do  you  know  whether 
he  is  still  on  the  ship? 

A.  The  cruise  director,  the  last  I  heard,  is  still 
on  the  ship. 

Q.    And  his  mfe,  I  assume? 

A.    He  is  a  single  man. 

Q.  Or  the  assistant  cruise  director,  the  woman, 
is  she  still  on  the  ship? 

A.     To  my  last  knowledge. 

Q.     They  were  around  all  the  time?  A.    Yes. 

Q.     That  is  their  job?  A.    Yes. 

Q.  Now,  Doctor,  you  keep  a  medical  log,  don't 
you,  on  that  ship?  A.     I  do. 

Q.  And  you  report  all  that  occurs  with  refer- 
ence to  your  job,  isn't  that  right,  medically?  [103] 

A.     I  do. 

Q.  Now,  when  you  were  notified  of  the^  accident, 
the  bellboy  had  to  go  find  you  ?  You  weren't  in  your 
quarters  all  the  time  and  weren't  expected  to  be?' 

A.     I  don't  recall  where  I  was. 

Q.  How  do  you  fix  the  time  of  12 :30  or  quarter 
after  12? 

A.  Well,  I  briefly  reviewed  the  logs,  my  own 
logs,  for  my  own  edification.  I  don't  recall  minor 
facts. 

Q.    You  reviewed  them  with  Mr.  McKinstry? 

A.    Yes. 

Q.  And  other  than  that,  it  would  have  been 
difficult  to  remember  the  time,  wouldn't  it? 

A.  Well,  I  happened  to  remember  the  time  be- 
cause I  was  either  just  getting  ready  to  go  to  bed 
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or  was  headed  that  way,  but  I  remember  it  was  late. 

It  was  after  the  main  event  was  over. 

Q.  Yo'U,  of  course,  had  some  discussion  with  Mr. 
Russak  at  that  time?  A.     I  did. 

Q.     Asking  the  circmnstances  and  all  of  that? 

A.    Yes. 

Q.  And  there  was  some  complaint,  the  complaint 
about  his  foot? 

A.     There  was.  He  had  pain  in  his  foot. 

Q.  There  wasn't  any  question  in  your  mind  that 
it  was  painful?  [104] 

A.  It  was  painful,  sure,  but  every  pain  is  a  sub- 
jective thing. 

Q.  And  different  people  have  different  evidence 
of  it?  Some  are  very  phlegmatic  and  some  more 
noticeable?  A.     Surely. 

Q.  And,  Doctor,  when  you  saw  him  the  next  day, 
you  were  then  a  little  concerned  ?  You  realized  there 
was  something  more  than  just  a  sprain? 

A.  Well,  imtil  the  time  the  x-ray  was  taken  I 
wasn't  sure  whether  there  was  a  fracture  or  not.  I 
was  giving  him  the  benefit  of  the  doubt  because 
frequently  sprains  can  mimic  fractures  and  frac- 
tures can  mimic  sprains. 

Q.  And  the  following  day  there  was  no  question 
but  that  he  was  suffering  a  great  deal  of  pain  ? 

A.     I  think  he  had  a  moderate  amoimt  of  pain. 

Q.  And  that  was  true  up  to'  the  time  that  you  ; 
casted  it  when  you  left  Bahia,  or  did  you  cast  it  J 
before?  I 
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A.  We  casted  it  after  we  left  Bahia,  if  my  mem- 
ory serves  me  right. 

Q.  There  was  no  cast  on  it,  to  your  recoUeotion, 
between  the  time  of  the.  accident — —  A.     No. 

Q.  When  you  don't  cast  a  foot  that  you  subse- 
quently leiarn  is  broken,  any  movement  is  quite 
painful,  isn't  it? 

A.    You  are  getting  into'  the  field  of  medicine. 

Q.     I  would  like  to  find  something  out  about  it. 

A.    This  is  a  relative  subjective  thing.  [106] 

Q.     Pain  is? 
*  *  *  *  * 

Q.  Now,  when  you  got  to  Buenos  AirCiS,  you 
were  sufficiently  concemed  to  suggest  to  the  claims 
agent  or  to  Moore-McCormack  tiiat  the  steamship 
company — that  he  have  some  real  adequate  treat- 
ment with  the  proper  casting  by  an  [107]  ortho- 
pedic man?  A.    Rephrase  that  for  me. 

Q.    All  right.  When  you  arrived 

The  Court:  There  was  a  subtlety,  and  I  was 
wondering  whether  you  meant  it  and  he  got  it. 

The  Witness:    I  got  it. 

Q.  (By  Mr.  Levinson)  :  When  you  got  to  Rio 
you  thought  that  Mr.  Russak  should  have  some  care 
and  orthopedic  treatment? 

A.  Well,  Mr.  Russak  is  kind  of  a  labile  indi- 
vidual as  far  as  pain  is  concemed,  and  I  took  him 
to  an  orthopedic  man  to  cover  myself.  This  is  a 
matter  of  calling  in  consultation  tO'  be  sure. 

Q.    Well,  this  really  wasn't  a  consultation  be- 
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cause  you  had  nothing  to  do  Avith  it  after  you  got 

to  Buenos  Aires. 

A.  As  long  as  he  is  on  the  ship  he  is  my  re- 
sponsilDility,  When  he  leaves  the  ship  he  is  not. 

Q.  When  he  left  the  ship  it  was  your  idea  he 
get  some  further  treatment?  A.     Yes. 

Q.  What  was  the  reason  that  you  thought  he 
should  receive  some  further  attention?! 

A.     Because  he  had  been  having  troublei  with  this 

cast.  Apparently  it  had  been  botheiring  him.  He  was 

quite   concerned,   and   I   turned  him   over  to   our 

claims  agent..   [108] 
***** 

Q.  Well,  Doctor,  as  far  as  you  were  concerned, 
you  were  through  when  you  turned  him  over  tO'  the 
claims  agent  in  Buenos  Aires:,  and  you  sent  your 
report  along  with  him?  A.     Yes. 

Q.     And  you  did  send  along  a  report? 

A.     Yes.  [109] 
***** 

Examination 

Q.  (By  the  Court)  :  Doctor,  either  at  the  time 
that  you  first  saw  Mr.  Russak  or  any  of  the  times 
you  were  treating  him  there  on  the  ship,  did  he 
make  any  statement  to  you  concerning  how  it  came 
about  that  he  sustained  this  injury? 

A.  I  vaguely  remember  something  about  grapes, 
at  a  later  date.  This  was  not  brought  out  at  my 
initial  visit  which  was  approximately  between  12 :30 
and  1.  May  I  explain;  the  nurse,  when  a  patient 
comes  in,  especially  an  injury  to  someone,  a  pas- 
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senger  on  the  boat,   takes  a  statement  from  tihe 

passenger  in  the  passenger's  own  words.   [110] 

Q.  That  is  what  I  was  going  to  ask  you.  Isn't 
it  a  practice — or  is  it  a  practice  to  take  a  statement 
from  the  injured  person  at  the  earliest  time  feasi- 
ble? A.     This  was  done. 

Q.    And  such  was  done,  was  it?  A.    Yes. 

The  Court:    That  is  all. 

Mr.  Levinson:    Nothing  further. 

Redirect  Examination 

Q.  (By  Mr.  McKinstiy)  :  In  connection  with 
those  statements  and  the  records  made  to  the  nurse, 
you  had  occasion  to  review  those  records?  Did  you 
review  those  records  or  photostatic  copies  of  those 
records?  A.    Yes. 

Q.  Was  anything  said  in  the  records  upon  his 
first  contacting  the  nurse  about  slipping  on  a  grape? 

Mr.  Levinson:    Objected  to. 

The  Court:  Sustained.  The  record  itself,  of 
course,  is  the  best  evidence. 

The  Witness:    No. 

The  Court:    The  answer  is  stricken.  That  is  all. 

Is  there  anything  further? 

Mr.  McKinstry:    No,  your  Honor.  [Ill] 
***** 

Mr.  McKinstry:  If  it  please  the  Court,  I  have 
no  further  witnesses.  I  would  like,  with  the!  Court's 
pei*mission,  to  have  the  oral  discovery  marked  as 
an  exhibit  and  offered  as  our  evidence  of  the  facts 
as  distinguished   from  impeachment  purposes.     I 
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think  under  the  rule^  that  I  am  entitled  to  have 
that  offered  into  evidence  as  evidence. 

The  Court:  I  don't  think  so,  Mr.  McKinstry. 
A%ere  the  witness  is  on  hand  and  available  to 
testify  and  takes  the  stand,  he  must  be  interrogated 
[121]  firsthand,  and  if  there  be  anything  in  his 
previous  testimony  that  coim-sel  contends  is  im- 
peaching or  varies  from  what  he  then  says,  that 
portion  of  tlie  testimony  may  be  offered.  But  just 
to  offer  the  transcript  as  a  whole  is,  in  my  judg- 
ment, not  proper  practice. 

Mr.  Le Vinson:  I  am  going  to  object  to  that  for 
the  record. 

The  Court:  And  I  am  sustaining  it  at  the  same 
time. 

Mr.  McKinstry:  May  I  ask  if  your  Honor's 
ruling  is  that  I  would  have  to  pick  out  certain  por- 
tions to  offer  as  evidence? 

The  Court:  The  thing  you  would  have  had  tO' 
have  done,  while  the  witness  was  on  the  stand,  tO' 
interrogate  him  about  anything  in  thci  transcript 
that  you  considered  was  at  variance  with  his  testi- 
mony here,  and  if  you  desired  to  interrogate  him 
about  subject  matter  not  directly  covered  in  the 
direct  examination,  you  could  do  that  firsts  and  see 
what  he  says  about  it,  and  then  if  he  says  some- 
thing al>out  it  that  is  at  variance  with  the  tran- 
script, you  could  confront  him  with  the  transcript. 
That  is  the  due  and  ancient  form  in  cases  made  and 
provided. 

Mr.  McKinstry:     If  I  may  have   an  objectioiii 
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[122]  noted  because  I  woiild  like  to  offer  it  as  evi- 
dence as  distinguished  from — ' — 

The  Court:  You  have  done  that,  and  I  have  de- 
nied it.  Exception  allowed. 

Mr.  McKinstry:  Should  I  have  it  marked  and 
offered  and  refused? 

The  Court:  As  you  please.  It  is  a  part  of  the 
record  without  it.  But  you  can  do  as  you  please 
about  it.  Make  it  an  exhibit  nmnber,  please. 

The    Clerk:     Defendant's   Exhibit   A   has   been 
marked  for  identification. 
[See  page  82.] 

The  Court:     This  is  the  exhibit  to  which  refer- 
ence was  just  made  and  the  offer  and  rejection. 
***** 

The  Court:  Of  course,  the  evidence  is.  far  from 
as  satisfactory,  clear,  and  definite  as  all  of  us,  th.e 
plaintiff,  the  defense,  and  the  Court  might  wish. 
This  is  a  weakness,  if  you  want  to  call  it  that,  in- 
herent in  a  case  of  this  kind.  I  suppose  that  I  have 
handled  himdreds  of  them  and  I  have  tried  dozens 
of  them  and  feel  some  familiarity  with  the  prac- 
ticalities of  such  a  case. 

Russak  and  his  wife  were  at  the  ship  fiesta  hav- 
ing a  good  time.  That  is  what  they  paid  their  cruise 
passage  money  for.  The  party  was  arranged  as  a 
gala  affair  with  the  idea  that  people  could  be  care- 
free and  have  fun,  frolic  about,  and  even  do  the 
kazotska  dance.  Suddenly  an  incident  like  this  hap- 
pens, and,  of  course,  they  happen  not  infrequently. 
The  person  injured  in  such  an  incident  isn't 
going  to'  stop  and  minutely  examine  conditions  and 
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get  photographs  thereof.  He  is  going  to  look  down 
to  see  what  caused  his  injury,  and  seeing  something 
there,  is  going  to  look  at  it.  But  his  ankle  is  pain- 
ing hini,  and  he  goes  over  and  gets  out  of  the  way 
of  other  performers  and  hopes  that  by  the  next 
roimd  he  will  be  able  to  answer  the  bell.  It  is  a 
perfectly  natural,  normal  reaction. 

Unfortunately,  it  leaves  the  proof  about  the  sit- 
uation somewhat  vague  and  not  near  as  clear-cut 
and  satisfactory  as  it  might  be,  especially  if  the 
witnesses  are  honest.  If  they  are  not  honest,  the 
evidence  often  is  remarkably  clear,  sharp,  [124] 
and  specific.  Things  are  remembered  much  more 
sharply  and  clearly.  In  some  cases  the  very  posi- 
tiveness  of  the  proof  becomes  a  matter  of  suspicion. 

Under  the  evidence  in  this  case,  I  think  I  would 
have  no  right  at  all  to  queistion  the  fact  that  there 
was  some  foreign  substance  on  the  floor.  I  don't 
think  there  is  anything  inherently  incredible  about 
the  testimony  of  Mr.  Russak.  The  Russaks  appeal 
to  me  as  being  as  frank  and  objective  as  litigants 
in  this  kind  of  a  case  can  be  expected  to  be.  The 
fact  that  the  evidence  shows  a  report  was  made 
about  this  incident  at  the  time:,  which  report  has 
not  been  produced  by  defendant,  requires  me  to 
find  that  there  was  some  foreign  substance  on  the 
fioor  where  Russak  slipped,  and  that  in  all  possi- 
bility it  was  a  foreign  substance  similar  to  grapes. 

That,  of  course,  does  not  establish  liability.  If 
that  was  all  there  wa,s  in  the  evidence,  it  would 
be  an  end  of  the  case;  because  we  all  know  that  the 
grapes  or  substance  could  have  been  dropped  an 
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instant  before  Riissak^s  injury,  and  the  defendant's 
sei'Tants  would  have  had  no  reasonable  opportunity 
to  remove  it.  A  time  factor  must  bei  shown  in  such 
a  slipping  case  which  would  allow  the  employees  of 
defendant  an  opportunity  in  the  exercise  of  the 
highest  degree  of  care  for  the  safety  of  passengers, 
to  remove  the  material  from  the  floor.  I  think  such 
a  period  of  time  at  a  crowded  party  on  a  dance 
floor  with  a  lot  of  people  milling  around  and  per- 
forming on  [125]  the  floor  would  be  a  very  brief 
period  because  somebody  might  come  along  and 
slip  and  be  injured  veiy  soon  after  the  substance 
was  on  the  floor.  A  very  short  period  of  time,  it 
seems  to  me,  would  be  long  enough  toi  permit  one 
or  another  of  the  several  employees  of  the  defend- 
ant who  were  in  the  hall  to  see  and  remove  the 
foreign  substance  from  that  small  area  of  floor 
space.  The  doctor'  and  steward  were  there,  and  I 
think  the  doctor  said  one  or  two  other  employees 
were  in  the  salon.  They  would  havei  to  watch  con- 
ditions pretty  closely,  particularly  if  some  gal  was 
throwing  fruit  around  among  the  guests;. 

Russak  and  his  wife  positively  say  there  was  a 
gal  throwing  fruit  around  in  the  salon.  It  is  not 
absolutely  clear  and  satisfactory,  ]>ut  I  am  inclined 
to  think  that  under  the  state  of  the  evidence  I 
have  got  to  accept  it  as  the  fact.  The  doctor  couldn't 
remember  anybody  doing  the  Carmen  Miranda,  act, 
but  I  noticed  he  wasn't  asked  if  he  recalled  any- 
body passing  fmit  aroimd.  He  did  say  one  of  the 
women  was  done  up  as  Nero's  daughter  and  had 
some  fruit.  In  the  face  of  the  poisitive,  and  I  think 
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credible  statements  of  the  Riissaks,  I  find  there 
was  somebody  passing  or  tossing  fruit  aroimd  at 
the  party.  If  somebody  was  either  tossing  fruit  or 
passing  it  around  in  those  crowded  quarters  or  on 
that  dance  floor,  the  employees  of  the  defendant 
had  the  duty  to  keep  a  close  and  sharp  eye  on  the 
proceedings  and  see  to  it  that  the  fruit  did  [126] 
not  land  on  the  dance  floor  where  somebody  might 
be  hurt  by  it. 

It  may  be  a  somewhat  thin  case.  The  evidence 
is  not,  ais  I  say,  anywhere  near  as  substantial  as 
it  might  be.  But  I  think  it  is  substantial  enough 
to  show  that  this  material  was  probably  on  the!  floor 
and  that  it  could  and  should  have  been  removed 
prior  to  Russak's  injury.  Reasonable  probaloility  is 
all  that  is  required,  and  I  have  got  to  judge  it  by 
the  evidence  that  is  offered  to  me,  not  by  my  inde^ 
pendent  explorations  and  suspicions  and  specula- 
tions. It  must  be  judged  as  best  I  can  with  my  lim- 
ited intelligence  and  experience  on  such  evidence 
as  is  submitted  to  me. 

My  judgment  is  that  the  evidence  is  sufficient, 
although  I  must  say  not  abundantly  sufficient,  par- 
ticularly considering  that  a  high  degi*ee  of  care  is 
required  for  the  protection  of  passengers.  There- 
fore, I  find  liability  established. 

With  liability  established,  I  have  no  right  tO' 
minimize  the  recovery  by  the  fact  that  a  close'  or 
narrow  issue  was  presented  on  liability.  The  plain- 
tiff is  entitled  to  l>e  fully  compensated  for  all  in- 
jury and  damage  reasonably  flowing  from  this  in- 
cident. It  may  well  be  that  some  other  rtidividual 
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would  have  l>een  able  to  resist  tlie  injury  more 
successfully  than  Russak.  It  is  quite  apparent  that ' 
he  is  one  of  those  persons  who'  would  be  more-  seri- 
ously affected  in  the  way  of  pain,  discomfort,  and 
complaints,  real  or  fancied,  by  such  an  incident, 
than  some  other  more  hardy  soul  might  l^e.  [127] 
But  that  is  no  basis  for  diminishing  the  award  to- 
him.  The  amoimt  of  damage  has  been  fully  consid- 
ered, but  no  matter  how  long  I  thought  or  talked 
about  it,  the  final  result  would  still  actually  be  a 
figure  more  or  less  taken  out  of  the  blue. 

Allowing  for  all  factors,  it  seems  tO'  me  that  an 
award  of  $3500  for  all  elements  of  damage  is  fair 
and  reasonable.  That  may  be  on  the  high  side  from 
the  defendant's  point  of  view  and  a,  bit  on  the 
low  side  from  the  plaintiff's  point  of  view.  On  the 
basis  of  the  evidence  that  I  have  heiard  here,  I  can- 
not honestly  say  that  if  it  were  my  foot  injured  as 
Russak 's  was,  that  I  would  feel  overly  paid  for  the 
pain,  suffering,  inconvenience,  and  other  disagree- 
al^le  consequences  of  this  injury  by  an  award  of 
that  amount. 

It  is  so  ordered. 

Recess  subject  to  call. 

(Thereupon,   the   court   recessed   subject   to 
call.)   [128] 

[Endorsed] :  Filed  August  29,  1958. 
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DEFENDANT'S  EXHIBIT  "A" 
[For  IdentificatiorL] 

[Title  of  District  Court  and  Cause.] 

DEPOSITION  OF  LOUIS  RUSSAK 

Seattle,  Washington,  Dec.  18,  1957 

Appearances:  Sam  L.  Levinson,  Esq.,  of  Messrs-. 
Levinson  &  Friedman,  1602  North  Life  Tower, 
Seattle,  Washington,  appearing  for  and  on  behalf 
of  the  plaintiff. 

Ronald  E.  McKinstry,  Esq.,  of  Messrs.  Bogle, 
Bogle  &  Grates,  603  Central  Building,  Seattle, 
Washington,  appearing  for  and  on  behalf  of  the 
defendant. 

Deposition  upon  oral  examination  before  trial  of 
Louis  Russak,  taken  at  thei  instance  of  the  plaintiff 
in  the  above  entitled  cause,  pending  in  the  District 
Court  of  the  United  States  for  the  Western  Dis- 
trict of  Washington,  Northern  Division,  pursuant 
to  oral  agreement  of  counsel  for  the  respiective  par- 
ties, before  Clifford  C.  Doiron,  a  notary  public  in 
and  for  the  State  of  Washington,  at  1602  Northern 
Life  Tower,  Seattle,  Washington,  [1]*  on  the  18th 
day  of  December,  1957,  at  the  hour  of  11 :00  o'clock 
A.M. 

It  was  stipiilated  by  and  between  coim^sel  for  the 
respective  parties  that  all  objections  except  as  to 
the  foini  of  questions  or  the  reisponsiveness  of  the 
answers  thereto  are  reserved  imtil  the  time  of  trial. 


*  Page    numbers   appearing   at   bottom    of   page   of   Reporter's 
Transcript   of   Record. 
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Defendant's  Exhibit  "A"— (Continued) 

LOUIS  RUSSAK 

Being  first  duly  sworn  in  tlie  above  cause,  testified 

on  his  oath  as  follows : 

By  Mr.  McKinstry:   [2] 
***** 

Q.    Approximately  what  time  did  that  occur? 

A.     I  imagine  it  was  between — ^I  would  say  8:00 

and  9:30,  somewhere  around  that  time.  [8] 
***** 

Q.  Do  they  have  waiters  that  would  bring  the 
drinks  into  this  main  lounge"? 

A.  They  would  if  you  asked  for  it,  probably, 
yes. 

Q.  How  long  were  you  in  this  lounge  up  until 
the  time  of  your  accident? 

A.  I  would  say  a  half  hour — ^20  minutes,  some- 
thing like  that. 

Q.     20  minutes  to  a  half  hour? 

A.     Yes.  [10] 
***** 

Q.    You  didn't  actually  fall  down? 

A.     No,  I  tried  to  control  myself  not  to'  fall  down. 

Q.    You  were  able  to  keep  yourself  from  falling 

down  ?  A.    Yes. 

***** 

Q.     How  crowded  was  the  dance  floor? 

A.    Well,  quite  a  few  people  were  there.  There 

was  lots  of  children  and  there  were — ^there  were  a 

lot  of  children  there,  you  know,  on  the  floor,  and 

there  may  have  been  20  [14]  or  30  people  there,  I 

would  say. 
«  *  »  «  » 
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Defendant's  Exhibit  ''A"— (Continued) 
(Deposition  of  I^ouis  Russak.) 

Q.  Did  anyone  on  the  dance  floor  stop  and  ask 
you  what  happened  other  than  your  wife? 

A.  No,  I  don't  think  so.  Therei  were  quite  a  few 
people.  [15]  You  see,  the  people  were  dancing  in 
tlie  center  and  in  the  JDack  there  were  several  hun- 
dred people,  I  suppose.  It  was  a  big  affair. 

Q.  Do  you  Imow  from  talking  aroimd  after- 
wards of  anybody  who  saw  this? 

A.  Well,  after — there  was  quite  a  few  people 
saw  it,  you  know,  and,  of  course,  they  didn't  know. 
You  laioAv,  a  person  can  slip  a  little  bit  and  people 
don't  pay  any  attention  tO'  it. 

Q.     Was   that  more   or   less  what  happened  to 

you?  A.    Yes.  [16] 

***** 

Q.  How  much  of  an  examination  of  the  floor 
did  you  make  then? 

A.  Well,  after  I  did  slip  a  little  bit  there  was 
a  little  bit  of  fruit  I  saw. 

Q.  That  is  what  I  mean.  How  much  time  did 
you  actually  spend  in  looking  at  it? 

A.  I  didn't  spend  too  much  time.  I  just  looked 
at  what  happened,  why  I  slipped,  you  see. 

Q.  What  makes  you  say  it  was  fruit  juice  rather 
than  water? 

Mr.  Levinson:     He  didn't  say  fruit  juice. 

A.     I  didn't  say  finiit  juice — fruit.  [17] 

Q.     I  beg  your  pardon.  Describe  what  you  saw. 

A.  What  I  saw  looks  like  fruit,  like  skin  from 
grapes. 

Q.    What  color  was  it? 
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Defendant's  Exhibit  "A" — (Continued) 
(Deposition  of  Louis  Russak.) 

A.  Well,  it  is  grape  color,  you  know  what  grape 
color. 

Q.     There  are  different  kinds  of  gi^apes. 

A.     They  had  all  kinds  of  grapes,  there. 

Mr.  Levinson:  Let  me  tell  you  something,  Mr. 
Russak,  for  the  record.  In  these  kind  of  cases  when 
a  lawyer  tries  to  get  these  various  answers  he  tries 
to  break  it  down  into  one  little  piece,  two'  little 
pieces  and  three  little  pieces  and  so  on  to  make 
you  look  silly,  like  when  he  was  trying  to  get  you 
to  tell  him  exactly  how  you  fell,  and  you  are  an 
honest  man  and  don't  follow  along  with  his  sug- 
gestions. If  you  remember  him,  tell  him,  but  if  you 
don't,  tell  him  you  don't  remember.  Don't  follow 
along  mth  him  because  those  are  typical  defense 
tactics.  Just  tell  him  exactly  what  you  did  or  if  you 
don't  remember  just  tell  him  you  have  no  recol- 
lection of  what  happened  at  the  time.  He  has  it 
broken  down  to,  "Did  you  slip  a  foot  or  two  or 
three  feet  to  the  side,"  and  they  always  do  it,  but 
don't  go  along  with  that.  Just  tell  what  happened. 

Mr.  McKinstry:  For  the  record  I  am  going  to 
ask  that  the  Court  point  out  to  counsel  that  he  is 
now  coaching  the  witness,  aiid  I  think  it  is  not 
proper  to  do  so. 

On  the  contrary,  I  wasn't  there,  Mr.  Russak, 
[18]  and  I  am  simply  trying  to  find  out  all  I  can 
that  you  know.  Counsel  would  suggest  that  I  would 
have  you  give  me  an  answer  if  you  don't  know  the 
answer.  I  don't  want  that.  If  you  don't  know  the 
answer,  just  simply  indicate  that  you  don't  know. 
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Defendant's  Exhibit  "A"— (Continued) 
(Deposition  of  Louis  Russak.) 
Mr.  Levinson:    Let's  make  that  clear. 
The  Witness:     You  asked  about  the;  grapes. 
Q.     (By  Mr.  McKinstry) :     If  you  don't  know 

the  color A.    I  don't.  [19] 

***** 

Q.  The  dancing,  as  I  understand  it,  did  not  start 
until  after  the  contestants  were  through  ? 

A.     That's  right? 

Q.  I  misunderstood  one  of  your  eiarlier  answersi 
then.  I  asked  you  what  time  the  injury  occurred 
and  I  thought  you  said  [24]  some  time  between  8:00 
and  9:00. 

A.  It  is  hard  to  tell  exactly  the  time,  you  know. 
We  started  I  think  about  8 :00  o'clock.  That  is  when 
we  started. 

Q.  But  you  say  that  went  on  for  about  two 
hours  until  10:00  o'clock  and  then  you  started  to 
dance? 

A.  The  whole  thing  took  somewhere  around  an 
hour  and  a  half  or  two  hours.  I  don't  remember 
exactly  the  time,  and  then  everybody  started  to 
dance. 

Q.  Did  you  start  to  dance  as  soon  as  the  band 
started  ?  A.     Yes. 

Q.  You  were  dancing  the  first  number  after 
this? 

A.    Yes,  I  was  dancing  when  they  started  danc- 
ing. [25] 
***** 

[Endorsed] :  Filed  January  29,  1958. 
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[Endorsed]:  No.  16169.  United  States  Court  of 
Appeals  for  the  Ninth  Circuit.  Moore-McCormack 
Lines,  Inc.,  Appellant,  vs.  Louis  Russak,  Appellee. 
Transcript  of  Record.  Appeal  from  the  United 
States  District  Court  for  the  Western  District  of 
Washington,  Northern  Division. 

Filed:    August  26,  1958. 

Docketed:  September  3,  1958. 

/s/  PAUL  P.  O'BRIEN, 
Clerk  of  the  United  States  Court  of  Appeals  for 
the  Ninth  Circuit. 


United  States  Court  of  Appeals 
for  the  Ninth  Circuit 

No.  16169 

MOORE-McCORMACK  LINES,  Inc.,  a  Delaware 
Corporation,  Appellant, 

vs. 
LOUIS  RUSSAX,  Appellee. 

DESIGNATION    OF    POINTS    AND 
DESIGNATION  OF  RECORD 

Comes  now  the  appellant  and  piirsiiant  to  Rule 
17  (6)  of  the  Rules  of  the  Court  of  Appeals  for  the 
Ninth  Circuit  laad  hereby  makes  the  following 
Statement  of  Points: 

1.  The  District  Court  erred  in  making  the  fol- 
lowing Findings  of  Fact: 
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''That  on  the  22nd  day  of  March,  1957,  said  de^ 
f endant  failed  to  exercise  the  highest  degree  of  care 
consistent  with  the  practical  operation  of  said  ves- 
sel in  that  it  permitted  tlie  floor  of  the  main  lounge 
of  that  vessel  to  have  and  remain  thereon  spilled 
fruit  and  residue  of  fruit  after  a  reasonable  oppor- 
tunity to  remove  the  same.  That  as  a  direct  and 
proximate  result  of  the  negligence  of  the  defendant 
as  aforesaid,  while  plaintiff  was  on  the  floor  of  said 
lounge,  plaintiff  slipped  and  fell  violently  to  the 
floor." 

2.  No  evidence  was  introduced  to'  support  said 
findings,  nor  can  any  inference  be  drawn  from  the 
evidence  introduced  tO'  support  said  findings  and 
they  should  be  set  aside  as  clearly  erroneous. 

3.  No  competent  evidence  was  inti'oduced  as  to 
the  nature  of  the  alleged  slippery  condition;  no 
evidence  was  introduced  as  to  how  or  when  the  al- 
leged slippery  condition  came  to  be  on  the  dance 
floor,  length  of  time  it  had  been  preisent  there, 
knowledge  on  the  part  of  the  defendant  as  to  its 
presence  or  a  reasonable  opportunity  on  the  part  of 
defendant  to  correct  said  condition. 

4.  The  District  Court  erred  in  not  admitting  the 
Deposition  Upon  Oral  Examination  Before  Trial 
of  Louis  Russak  into  evidence  or  in  not  permitting 
defendant  to  introduce  portions  of  said  testimony 
into  evidence. 

The  appellants  herein  make  the  following  Desig- 
nation of  Record  Material  to  the  Appeal: 
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1.  Petition  for  Removal,  filed  October  22,  1957, 
with  copy  of  the  Complaint  attached. 

2.  Answer  of  Defendant,  filed  November  5,  1957. 

3.  Reply,  filed  January  24,  1958. 

4.  The  following  designated  portions  of  the  Dep- 
osition Upon  Oral  Examination  Before  Trial  of 
Louis    Russak,    marked    as    Defendant's    Exhibit 

Page:  8 — ^line:  20-22  inclusive.  Page  10 — line:  7- 
14  inclusive.  Page:  14 — line:  2-5  inclusive;  22-25  in- 
clusive. Page:  15 — line:  1;  23-25  inclusive.  Page:  16 
— line:  1-11  inclusive.  Page:  17 — line:  16-25  inclu- 
sive. Page:  18^ — all  lines.  Page:  19^ — line:  1-9  inclu- 
sive. Page:  24 — line:  21-25  inclusive.  Page:  25 — 
line:  1-12  inclusive. 

5.  Findings  of  Fact  and  Conclusions  of  Law, 
filed  July  2,  1958. 

6.  Judgment,  filed  July  2,  1958. 

7.  Notice  of  Appeal,  filed  July  29,  1958. 

8.  Bond  on  Appeal  and  Supersedeas  Bond,  filed 
August  4,  1958. 

9.  The  following  designated  portions  of  the;  Tran- 
script of  Proceedings  and  Evidence: 

Page:  3— line:  1;  20-25.  Page:  4— line:  1-13  in- 
clusive. Page:  5 — line:  5-7  inclusive.  Page:  6 — line: 
10-25  inclusive.  Page:  7,  8 — all  lines.  Page:  9 — line: 
1-11  inclusive.  Page:  31 — line:  7-8  inclusive.  Page: 
41— line:  14-25  inclusive.  Page:  42,  43,  44,  45— all 
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lines.  Page:  46 — line:  1-7  inclusive.  Page:  50' — line: 
20-25  inclusive.  Page:  51 — line:  1-2  inclusive;  19-25 
inclusive.  Page:  52,  53,  54,  55 — all  lines.  Page:  56 — 
line:  1-25  inclusive.  Page:  57,  58 — all  lines.  Page: 
59 — ^line:  6-25  inclusive.  Page:  60-61 — all  lines. 
Page:  62 — line:  1-21  inclusive.  Page:  65^ — line:  1-11 
inclusive.  Page:  67 — line:  7-25  inclusive.  Page:  68, 
69 — all  lines.  Page:  70' — line:  1-10  inclusive.  Page: 
83 — line:  1-10  inclusive;  19-25  inclusive.  Page:  84 — 
line:  1-3  inclusive;  7-8  inclusive;  19-25  inclusive. 
Page:  85-94  incl. — all  lines.  Page:  95 — line:  1-21 
inclusive.  Page:  101,  102^ — ^all  lines.  Page:  103 — ■ 
line:  1-2  inclusive.  Page:  121 — line:  16-25  inclusive. 
Page :  122 — all  lines.  Page :  123 — line :  1-13  inclusive. 

BOGGLE,   BOGGLE   &  OATES, 

Attorneys  for  Appellant. 

Acknowledgment  of  Receipt  of  Copy  Attached. 

[Endorsed] :  Filed  September  3,  1958.  Paul  P. 
O'Brien,  Clerk. 
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[Title  of  Court  of  Appeals  and  Cause.] 

APPELLANT'S  SUPPLEMENTAL  STATE- 
MENT OF  POINTS  AND  DESIGNATION 
OF  RECORD 

Comes  now  the  appellant  and  in  response  to  Ap- 
pellee^s  Designation  of  Additional  Poii^ions  of  Rec- 
ord on  Appeal  makes  tlie  following  Supplemental 
Statement  of  Points: 

5.  The  District  Court  erred  in  permitting  the 
plaintiff,  Louis  Russak,  and  his  wife,  Deanna  Rus- 
sak,  to  testify  as  to  statements  made  by  the  cruise 
director  appearing  in  the  reporter's  Transcript  of 
Proceedings,  page  9,  line  25  to  page  10,  line  6,  and 
page  71,  line  3  to  line  10. 

6.  The  District  Court  erred  in  permitting  the 
plaintiff,  Louis  Russak,  tO'  testify  as  to  statements 
made  by  him  to  the  ship's  doctor  appearing  on  page 
12,  lines  19  and  20. 

Appellant  makes  the  following  supplemental  deis- 
ignation  of  additional  portions  of  the  reporter's 
Transcript  of  Proceedings:  Page  56,  lines  11  to 
25,  inclusive. 

BOOLE,  BOGLE  &  GATES, 
Attorneys  for  Appellant. 

Acknowledgment  of  Receipt  of  Copy  Attaiched. 

[Endorsed] :  Filed  September  11,  1958.  Paul  P. 
O'Brien,  Clerk. 
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United  States  Court  of  Appeals 

For  the  NaiutlTi  Circuit 

MooRE-McCoRMACK  LiNES,  Inc,  a  Dela- 
ware corporation,  Appellant, 

>   No.  16169 
vs. 

Louis  Russak,  Appellee. 

Appeal  from  the  United  States  District  Court  for 

THE  Western  District  of  Washington, 

Northern  Division 


APPELLANT'S  BRIEF 


JURISDICTION 

This  involves  a  passenger's  personal  injury  action 
against  a  steamship  company. 

On  October  3,  1957,  Louis  Russak  commenced  suit 
against  Moore-McCormack  Lines,  Inc.,  a  Delaware  cor- 
poration, in  the  Superior  Court  of  the  State  of  Wash- 
ington in  and  for  the  County  of  King,  claiming  damages 
for  $10,000.00  as  a  result  of  injuries  received  while  a 
passenger  aboard  the  S.S.  "Argentina'^  (Complaint, 
Tr.  6).  On  October  22,  1957,  within  twenty  days  after 
service  of  the  complaint,  the  suit  was  removed  to  the 
United  States  District  Court  for  the  Western  District 
of  Washington  on  the  ground  of  diversity  of  citizenship 
in  a  matter  exceeding  $3,000.00,  exclusive  of  interest  and 
costs  (Petition  for  Removal,  Tr.  3).  The  District  Court 
had  jurisdiction  of  the  suit  by  virtue  of  the  removal  pro- 
ceedings. 28  U.S.C.  Sections  1332,  1441,  1446. 

[1] 


By  stipulation  of  counsel,  jury  trial  was  waived  and 
the  action  was  tried  by  the  court  (Tr.  24).  On  July  2, 
1958,  the  District  Court  entered  Findings  of  Fact  and 
Conclusions  of  Law  and  Judgment  for  the  plaintiff  of 
$3,500.00  and  costs  (Findings,  Conclusions,  Judgment, 
Tr.  10-14).  On  July  29,  1958,  within  thirty  days  of  the 
entry  of  Judgment,  defendant  filed  its  Notice  of  Appeal 
to  this  court  and  Bond  on  Appeal  and  Supersedeas  Bond 
(Notice,  Bond,  Tr.  15-16).  This  court  has  jurisdiction 
of  the  appeal.  28  U.S.C.  Sections  1291 ;  2107. 

STATEMENT  OF  THE  CASE 

This  suit  involves  an  injury  to  a  passenger — Louis 
Russak — occurring  during  a  ship  party  aboard  the  pas- 
senger vessel  "Argentina/'  owned  and  operated  by 
Moore-McCormack  Lines,  Inc.  Mr.  and  Mrs.  Russak 
were  first-class  passengers  on  a  cruise  from  New  York  to 
Buenos  Aires  (Tr.  25).  Russak  slipped  while  dancing 
and  injured  his  left  foot.  He  and  his  wife  were  partici- 
pating in  an  impersonation  contest  as  colored  dancers 
held  for  the  passengers  at  a  ship  party  (Tr.  36-40). 

Ship  Party 

On  March  22,  1957,  Mr.  and  Mrs.  Russak  attended  a 
ship  party  given  in  the  main  lounge.  It  was  described 
as  a  "costume  party,"  "a  gala  evening"  and  one  of  the 
bigger  nights  of  entertainment  during  the  cruise,  which 
"probably  ranked  second  to  the  Captain's  farewell  din- 
ner which  is  held  the  night  before  Rio"  (Tr.  26,  57). 

The  party  occurred  after  dinner,  sometime  between  8 
or  9  P.M.  and  10  P.M.,  according  to  appellee  (Tr.  35- 
36),  and  between  9:15  P.M.  and  11  P.M.  according  to 
appellant's  witness  Dr.  Robert  B.  Kayser  (Tr.  58). 


Appellee  estimated  the  number  of  persons  present  in 
the  lounge  at  "possibly  several  hundred"  (Tr.  42).  Most 
of  a  full  complement  of  first-class  passengers  were  pres- 
ent in  the  lounge  (Tr.  70).  There  were  children  present 
in  the  lounge  and  on  the  dance  floor  (Tr.  38,  48). 
Ship's  personnel  present  at  the  party  included  Dr.  Kay- 
ser,  ship's  surgeon,  a  lounge  steward,  the  cruise  direc- 
tress and  possibly  another  lounge  steward,  as  well  as 
some  of  the  executive  officers  (Tr.  58). 

Passenger  Impersonation  Contest 

It  is  not  clear  how  many  passengers  participated  in 
the  contest  or  the  exact  nature  of  the  contest.  It  was  held 
before  judges  (Tr.  39).  One  of  the  passengers  partici- 
pated in  the  contest  dressed  in  a  South  American  cos- 
tume imitating  the  late  Carmen  Miranda  (Tr.  27).  Ap- 
pellee and  his  wife  performed  with  other  couples,  vari- 
ously described  as  "between  ten  and  fifteen  or  twenty 
couples"  (Tr.  28),  "probably  ten  or  twenty  couples  al- 
together" (Tr.  37),  "think  we  were  seventeen  couples" 
(Tr.  42).  The  couples  danced  "one  or  two  at  a  time" 
(Tr.  42)  and  appellee  could  not  remember  how  many 
were  dancing  at  the  time  he  and  his  wife  were  (Tr.  43). 

The  couples  participating  in  the  contest  were  made 
up  for  their  parts  in  a  room  immediately  adjacent  to 
the  lounge  and  the  dance  floor  (Tr.  26).  The  door  to  this 
room  was  open  and  the  contestants  waiting  to  perform 
could  see  part  of  the  dance  floor  (Tr.  27).  The  adjoining 
room  was  approximately  five  or  six  feet  from  the  dance 
floor  and  the  passengers  watching  the  contest  were  on 
the  other  side  of  the  dance  floor  and  nobody  was  sitting 
in  the  entrance  leading  on  to  the  dance  floor  (Tr.  37). 


Appellee  and  his  wife  remained  in  the  adjoining  room 
until  they  came  on  to  the  dance  floor  to  participate  in 
the  contest  (Tr.  37). 

There  were  passengers  sitting  in  the  lounge  chairs 
around  the  dance  floor  and  others  standing,  all  watch- 
ing the  contest  (Tr.  27,  37).  The  persons  watching  in- 
cluded children  (Tr.  38).  Aj)pellee  also  testified  that 
there  were  children  as  well  as  adults  on  the  dance  floor 
(Tr.48). 

Dance  Performed  by  Appellee  in  the  Contest 

Appellee  and  his  wife  participated  in  the  contest  as 
colored  dancers  and  had  their  faces  blacked  as  part  of 
their  make-up  (Tr.  36-37).  The  description  of  the  dance 
performed  is  not  clear.  Appellee  called  it  "a  Russian 
dance,"  and  further  described  it  as  follows :  "mixed  up, 
when  you  have  lots  of  fun,  music  playing,  and  you  dance 
part  maybe  a  little  Russian  or  a  little  waltz  or  anything 
almost.  There  is  no  certain  steps  that  you  dance  most  of 
the  time.  You  dance  whatever  you  feel  like"  (Tr.  39). 
The  dance  was  being  performed  by  appellee  in  the  mid- 
dle of  the  dance  floor  (Tr.  41).  The  approximate  size  of 
the  dance  floor  was  twenty-five  by  thirty-five  (presum- 
ably feet  although  not  stated  in  the  record)  and  all  of 
the  dancing  performed  by  ap]3ellee  and  his  wife  was  in 
one  area,  probably  six  or  seven  feet  in  all  (Tr.  42,  44). 

Testimony  Concerning  Slip  During  Appellee's  Dance 

The  only  evidence  concerning  the  occurrence  was 
given  by  appellee  and  his  wife.  Appellee  testified  as  fol- 
lows :"***!  started  dancing  with  my  wife  and  my  foot 
slipped,  and  I  felt  a  sharp  pain  and  I  didn't  want  to  fall 


down  on  the  floor,  but  I  could  see  right  next  to  my  foot 
there  was  a  little  bit  of  moisture.  It  looked  like  a  few 
grapes,  skin  of  a  grape."  In  describing  the  area,  Mr. 
Russak  testified :  "  It  wasn  't  very  big.  Maybe  five  or  six 
inches"  (Tr.  28).  Appellee  admitted  that  it  was  a  very 
little  slij)  (Tr.  45).  He  thought  they  were  doing  a  dance 
' '  like  the  Russian  dance ' '  at  the  time  of  the  incident  but 
admitted  it  was  hard  to  tell.  Appellee  admitted  that  he 
was  doing  his  best  to  be  selected  as  the  best  contestant 
(Tr.  40). 

Appellee 's  wife  described  the  incident  as  follows :  "  I 
was  dancing  around  him  and  I  noticed  he  couldn't  move 
his  foot,  he  slipped"  (Tr.  54). 

The  only  other  witness  to  the  facts  was  called  by  the 
appellant — Dr.  Kayser — and  he  was  present  through- 
out the  contest,  observing  and  taking  pictures  of  the 
contestants  ((Tr.  63).  He  did  not  observe  any  accident 
or  injury  occurring  during  the  evening  and  was  in  a 
position  throughout  the  evening  to  have  observed  had  a 
contestant  slipped  and  fallen  (Tr.  58,  66). 

Condition  of  Dance  Floor 

Appellee  did  not  remember  whether  there  was  powder 
or  anything  on  the  floor  to  make  it  easier  to  dance.  He 
explained  that  he  was  not  in  the  room  at  the  time  and 
did  not  see  what  had  been  done.  He  had  no  difficulty  in 
moving  his  feet  over  the  floor  and  described  it  as  like 
regular  dancing  (Tr.  50). 

At  the  time  of  the  incident,  appellee  was  not  looking 
at  his  feet  or  his  wife's  feet  or  at  the  floor,  but  was  look- 
ing straight  ahead  (Tr.  41) .  He  did  not  observe  anything 
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on  the  dance  floor  before  lie  came  out  to  participate  in 
the  contest.  It  occurred  in  the  middle  of  the  dance  floor 
(Tr.  41).  After  the  incident,  he  spent  "very  little"  time 
looking  at  the  area  where  it  occurred  (Tr.  49),  and  did 
he  go  back  at  any  time  afterward  to  look  at  the  area  (Tr. 
51).  A^Dpellee's  wife  did  not  see  anything  on  the  floor 
(Tr.  55).  Dr.  Kayser  did  not  see  any  substances  such  as 
grapes  or  anything  else  on  the  floor  and  did  not  recall 
the  progress  of  the  evening's  contest  being  stopped  at 
any  time  for  purposes  of  a  clean-up  (Tr.  65). 

The  only  testimony  in  the  record  concerning  the  al- 
leged condition  on  the  floor  was  given  by  appellee.  He 
testified  as  follows:  "*  *  *  *  there  was  a  little  bit  of 
moisture.  It  looked  like  a  few  grapes,  skin  of  a  grape. 
*  *  *  It  wasn't  very  big.  I  would  say  maybe  five  or  six 
inches"  (Tr.  28). 

He  testified  that  he  reported  the  incident  to  the  ship 's 
doctor  and  stated  as  follows  to  the  doctor  ;"***!  told 
him  it  was  wet  in  there,  it  was  moisture  looked  some- 
thing like  grapes,  *  *  *"  (Tr.  30). 

In  describing  what  he  saw,  appellee  testified :  "  It  was 
something  like  grey  colored,  grey  or  brown  that  kind  of 
color  it  was."  It  was  a  "mixed"  color  (Tr.  49).  He  ob- 
served no  other  substance  anywhere  else  on  the  dance 
floor  (Tr.  49-50). 

Lack  of  Knowledge  or  Notice  by  Appellant — Actual  or 

Constructive 

There  is  no  evidence  in  the  record  that  the  appellant 
had  actual  knowledge  of  the  condition  described  by  ap- 
pellee. Neither  appellee  or  anyone  else  saw  anything 
drop  on  the  dance  floor  (Tr.  49). 

According  to  testimony  by  appellee  and  his  wife,  ear- 


lier  in  the  contest  there  was  the  passenger-contestant 
who  imitated.  Carmen  Miranda.  She  was  described  as  a 
lady  from  Brazil  and  had  a  basket  with  all  kinds  of  fruit. 
As  a  part  of  her  performance  "she  was  giving  some  of 
the  fruit  to  the  passengers,  throwing  it.  The  passengers 
seated  around  the  dance  floor  were  asking  for  the  fruit ' ' 
(Tr.  27). 

Appellee  testified  as  follows  concerning  the  contestant 
"Carmen  Miranda"  passing  out  the  fruit: 

"  Q.  At  the  time  that  you  observed  the  fruit  being 
passed  out  was  it  being  passed  out  off  the  dance 
floor? 

A.  Yes. 

Q.  To  people  standing  outside  the  dance  floor? 

A.  Yes.  She  was  going  around. 

Q.  She  walked  all  the  way  around  the  dance 
floor? 

A.  Yes. 

Q.  Did  you  observe  her  dropping  anything  ? 

A.  Well  I  couldn't  say.  (Remainder  of  this  an- 
swer was  stricken  by  the  court  as  not  responsive  to 
the  question.) 

Q.  Did  you  see  any  fruit  drop  on  the  floor  ? 

A.  I  didn't  at  that  time  when  I  was  standing 
there. 

Q.  Did  you  at  any  other  time  ? 
A.  The  only  time  I  saw  it — No  I  didn't  except 
after  the  accident  happened"  (Tr.  37-38). 

Appellee  testified  further : 

' '  The  Court  :  Did  you  see  yourself  anything  drop 
at  that  place  ? 


The  Witness  :  Before  we  came  out  ? 

The  Court  :  Before  you  came  out. 

The  Witness:  No  I  didn't"  (Tr.  49). 

Appellee 's  wife  testified : 

"Carmen  Miranda,  she  was  throwing  grapes  in 
the  corners  for  the  people  to  catch."  (Remainder 
of  the  answer  was  based  upon  speculation  and 
stricken  by  the  Court)  (Tr.  52) 

Appellee  testified  that  he  and  his  wife  followed  ' '  Car- 
men Miranda"  as  a  contestant  by  "about  twenty  or 
twenty-five  minutes,  something  like  that"  (Tr.  27).  His 
wife  testified  that  the  time  elapse  was  "about  fifteen  or 
twenty  minutes  after  a  few  other  couples  went  on"  (Tr. 
53). 

Dr.  Kayser  did  not  notice  any  substance  on  the  floor 
at  any  time  during  the  progress  of  the  contest  (Tr.  65). 

No  evidence  was  introduced  in  the  record  as  to  how 
the  condition  described  by  appellant  came  to  be  on  the 
dance  floor  or  how  long  it  had  been  there  prior  to  him 
slipping. 

Ship's  Clean-up  Procedure 

Dr.  Kayser  testified  that  the  duties  performed  by  the 
lounge  steward  during  the  party  included  taking  care 
of  the  maintenance  of  the  lounge.  With  respect  to  clean- 
ing up  substances,  if  any,  spilled  on  the  dance  floor, 
Dr.  Kayser  testified  thai  it  was  cleaned  up  immediately 
by  the  lounge  stewards,  who  are  on  the  job  while  the 
passengers  are  in  the  main  lounge  (Tr.  62,  63) .  This  was 
the  general  practice  aboard  the  vessel  (Tr.  64,  6d).  The 
lounge  steward  was  in  attendance  at  all  times  through 
the  party  on  March  22,  1957  (Tr.  63). 


COURT'S  FINDINGS 

From  the  foregoing  evidence,  the  court  found,  inter 
alia,  as  follows: 

1.  "  *  *  *  said  defendant  *  *  *  permitted  the 
floor  of  the  main  lounge  of  that  vessel  to  have  and 
remain  thereon  spilled  fruit  and  residue  of  fruit 
after  a  reasonable  opportunity  to  remove  the 
same."  (Tr.  11,  Finding  II) ; 

2.  "That  as  a  direct  and  proximate  result  of  the 
negligence  of  the  defendant  as  aforesaid,*  *  * 
plaintiff  slipped  and  fell  violently  to  the  floor." 
(Tr.  11,  Finding  II) 

It  will  be  observed  that  the  Findings  of  Fact  above 
are  identical  with  the  allegations  of  negligence  con- 
tained in  paragraph  II  of  the  Complaint  (Tr.  6,  7,  11). 

SPECIFICATION  OF  ERRORS 

1.  The  District  Court  erred  in  making  the  finding 
that  appellant  was  negligent  (Tr.  11,  Finding  II), 
since  there  was  no  evidence  that  the  alleged  "spilled 
fruit  and  residue  of  fruit"  was  in  fact  fruit,  or  that  it 
was  slippery,  or  how  and  when  it  came  to  be  in  the  mid- 
dle of  the  dance  floor,  or  that  appellant  had  either  actual 
knowledge  or  constructive  notice  of  the  alleged  condi- 
tion prior  to  the  injury;  that  said  finding  is  clearly 
erroneous  and  should  be  reversed. 

2.  The  District  Court  erred  in  making  the  finding 
(Tr.  11,  Finding  II)  that  "plaintiff  slipped  and  fell 
violently  to  the  floor"  as  a  "proximate  result"  of  the 
alleged  "spilled  fruit  and  residue  of  fruit"  since  there 
was  no  evidence  to  support  said  finding,  and  it  is  clearly 
erroneous  and  should  be  reversed. 
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3.  The  District  Court  erred  in  admitting  testimony 
by  appellee,  over  appellant's  motion  to  strike  as  "hear- 
say," concerning  statements  made  by  the  cruise  direc- 
tor after  the  injury  as  follows:  "  *  *  *  they  will  see  it 
will  never  happen  again"  (Tr.  29). 

4.  The  District  Court  erred  in  admitting  testimony 
by  appellee's  wife  concerning  statements  by  the  cruise 
director  to  the  same  effect  as  follows :  "  I  will  see  this 
will  never  happen  again.  We  won't  allow  any  more 
dances  with  Carmen  Miranda  throwing  grapes"  (Tr. 
55,  56). 

ARGUMENT 

Summary 

1.  To  find  appellant  negligent  for  a  foreign  substance — 
"spilled  fruit  and  residue  of  fruit" — on  the  dance 
floor,  there  must  be  evidence  that  appellant  had  ac- 
tual knowledge  or  constructive  notice  of  the  foreign 
substance  on  the  dance  floor  and  a  reasonable  oppor- 
tunity to  correct  it.  Denigard  v.  United  States  (S.D. 
N.Y.)  94  F.Supp.  309. 

2.  Appellant  had  no  actual  knowledge  of  any  foreign  sub- 
stance on  the  dance  floor.  Therefore,  appellee  had  the 
burden  of  proving  constructive  notice. 

Appellee  was  the  only  person  to  testify  about  a 
foreign  substance  and  he  described  it  as  a  ''^little  hit 
of  moisture'^ ;  "It  looked  like  a  few  grapes,  skin  of  a 
grape";  and  maybe  ^'^f.ve  or  six  inches^^  in  size  (Tr. 
28).  Appellee  testified  that  he  slipped  in  the  middle 
of  the  dance  floor  (Tr.  41)  .iVo  other  substance  was 
observed  anywhere  else  on  the  floor  (Tr.  49,  50). 
Therefore,  appellee  had  the  burden  of  proving  that 
the  condition  which  he  described  had  been  present  in 
the  middle  of  the  dance  floor  for  a  period  of  time 
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lon^  enough   to   charge  appellant   with  constructive 
notice  of  its  presence  there. 

Appellee  cannot  sustain  the  burden  of  proof  as  to 
the  time  period  that  the  condition  he  described  was 
present  in  the  middle  of  the  dance  floor  by  evidence 
that  another  passenger  —  at  an  earlier  time  —  was 
going  around  the  dance  floor  passing  or  throwing 
fruit  or  grapes  off  the  dance  floor  to  passengers  seated 
and  standing  off  the  dance  floor,  particularly  where 
no  one  saw  any  fruit  spill  or  drop  on  the  dance  floor 
or  anywhere  else. 

To  hold  that  a  time  period  for  charging  appellant 
with  constructive  notice  of  this  foreign  substance  in 
the  middle  of  the  dance  floor  had  been  established 
by  such  evidence  is  to  indulge  in  speculation  and  con- 
jecture and  to  build  inferences  upon  an  inference. 

It  is  error  to  speculate  and  build  inferences  upon 
an  inference  to  establish  a  time  period  for  construc- 
tive notice.  Old  South  Lines  v.  McCuiston,  5  Cir.,  92 
F.2d  439,  441.  There  is  not  a  scintilla  of  evidence  to 
support  a  finding  of  constructive  notice.  The  scintilla 
of  evidence  rule  is  followed  by  this  court.  Hawley  v. 
Alaska  Steamship  Company,  9  Cir.  236  F.2d  307,  309. 

3.  Rule  52(a)  of  the  Federal  Rules  of  Civil  Procedure 
providing  that  findings  of  fact  of  a  trial  court  will  not 
be  set  aside  unless  "clearly  erroneous"  does  not  apply 
to  inferences  to  be  drawn  from  the  evidence;  this  can 
be  done  as  easily  by  the  appellate  court  as  by  the  trial 
court.  Kuhn  v.  Princess  Lida  of  Thurn  &  T<t^is,  3 
Cir.,  119  F.2d  704,  cited  with  approval  in  Western 
Union  Telegraph  Co.  v.  Bromberg,  9  Cir.,  143  F.2d 
288;  Sears,  Roebuck  &  Co.  v.  Johnson,  3  Cir.,  219  F.2d 
590. 

4.  Even  assuming  a  time  period  could  be  established  by 
speculation  and  building  inference  upon  inference, 
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the  time  period  indicated  by  appellee  of  '^^ about  twenty 
or  twenty-five  minutes^''  (Tr.  27)  or  by  his  wife  of 
^^ahout  fifteen  or  twenty  minutes'^  (Tr.  53)  was  in- 
sufficient to  charge  appellant  with  constructive  notice 
considering  appellee^ s  testimony  as  to  the  nature,  size, 
and  description  of  the  foreign  substance. 
The  finding  by  the  District  Court  of  negligence  based 
upon  constructive  notice  was  unsupported  by  the  evi- 
dence and  was  clearly  erroneous  and  should  be  re- 
versed. 

5.  There  was  no  evidence  that  appellee  actually  slipped 
on  the  foreign  substance  he  described  or  that  he  fell 
to  the  floor,  to  support  the  finding  that  appellee 
^"^ slipped  and  fell  violently  to  the  floor"  as  a  proximate 
result  of  the  condition  described.  This  finding  was 
clearly  erroneous  and  should  be  reversed. 

6.  Testimony  by  appellee  and  his  wife  concerning  state- 
ments by  the  cruise  director  were  inadmissible  as 
hearsay.  Naylor  v.  Isthmian  S.S.  Co,,  2  Cir.,  187  F.2d 
538.  Although  immaterial  to  the  findings  of  negli- 
gence and  proximate  cause,  appealed  from  herein, 
the  admission  of  the  hearsay  statements  of  the  cruise 
director  were  prejudicial  to  appellant  in  that  the  court 
was  given  an  improper  impression  by  these  statements. 

Shipowner  Not  Liable  for  Foreign  Substance  on  Dance 
Floor  Without  Actual  Knowledge  or  Constructive 
Notice. 

Liability,  if  any,  in  this  suit  is  based  upon  negli- 
gence. Kitsap  County  Tvansp.  Co.  v.  Harvey,  9  Cir.,  15 
F.2d  166;  Moore  v.  American  Scantic  Line,  2  Cir.,  121 
F.2d  767;  Aquino  v.  Alaska  Steamship  Co.,  Wash.  91 
P.2d  1014. 

A  shipowner  is  negligent  with  respect  to  temporary 
conditions — such  as  foreign  substances  on  the  deck — 
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only  if:  (1)  it  has  actual  knowledge  of  the  foreign  sub- 
stance or  (2)  the  foreign  substance  has  been  present  on 
the  deck  for  a  sufficient  length  of  time  to  charge  the  ship- 
owner with  "constructive  notice"  and  (3)  it  had  a  rea- 
sonable opportunity  to  clean  it  up,  but  failed  to  do  so. 
Demgard  v.  United  States  (S.D.  N.Y.)  94  F.Supp.  309 
(oil  or  water  on  deck)  ;  Darin  v.  Compagnie  Generate 
Transatlantique  (E.D.  N.Y.)  45  F.Supp.  225  (raised 
or  puffed  area  of  linoleum  on  deck)  ;  Weill  v.  Com- 
pagnie Generale  Transatlantique,  2  Cir.,  113  F.2d  720 
(bulge  in  tarpaulin  on  deck). 

In  tJie  Demgard  case,  supra,  a  passenger  was  injured 
when  she  slipped  on  a  foreign  substance  on  deck.  There 
was  some  question  whether  the  substance  was  oil  or 
water.  The  court  stated  as  follows  on  page  310 : 

"It  is  conceded  that  it  has  not  been  established 
when  the  oily  substance,  or  water,  as  the  case  may 
be,  was  placed  upon  the  deck  where  the  accident 
occurred,  how  long  it  had  been  there,  or  that  any 
notice  of  the  condition  was  ever  given  to  any  of 
the  ship's  officers  or  crew. 

"(1)  We  are  dealing,  therefore,  with  a  situa- 
tion where  an  accident  did  occur  due  to  some  for- 
eign substance  on  the  deck  without  the  other  ele- 
ments required  to  spell  out  negligence  on  the  part 
of  the  ship's  owners.  The  length  of  time  that  the 
foreign  substance  was  permitted  to  remain  upon 
the  deck  is  in  a  complete  state  of  uncertainty.  Noth- 
•  ing  has  been  shown  to  indicate  the  slightest  oppor- 
tunity on  the  part  of  the  ship  to  remove  or  correct 
the  alleged  act  of  negligence.  I  cannot  find  from 
these  facts,  therefore,  that  the  respondent  ever  had 
actual  or  imputed  knowledge  of  the  condition." 
(Emphasis  supplied) 


14 

In  holding  that  libelant  failed  to  prove  that  the  respond- 
ent was  negligent,  the  court  found,  inter  alia,  as  follows 
on  page  311 : 

"6.  There  is  no  proof  what  said  foreign  sub- 
stance on  the  deck  was,  except  the  testimony  of 
libelant,  who  stated  on  one  occasion  it  was  water 
(and  that  she  supposed  it  came  from  the  ocean), 
and  on  another,  oil. 

"7.  There  is  no  proof  how  long  any  foreign  sub- 
stance was  on  the  deck  when  libelant  fell,  what  such 
foreign  substance  was,  or  who  put  it  there,  or  how 
it  got  there. 

"8.  There  is  no  proof  that  the  foreign  substance 
on  which  libelant  claims  to  have  slipped  was  on  the 
deck  long  enough  to  have  constituted  constructive 
notice  to  the  respondent  of  such  condition. 

"9.  There  is  no  proof  of  actual  notice  of  the  con- 
ditions complained  of  by  libelant. ' ' 

The  question  of  a  "  temporary  foreign  substance ' '  on 
deck  has  arisen  more  frequently  in  seaman's  suits 
against  the  shipowner  than  in  passenger  cases.  In  a 
seaman's  suit  based  upon  a  theory  of  negligence  (leav- 
ing aside  any  discussion  of  "transitory  unseaworthi- 
ness" since  the  warranty  of  seaworthiness  does  not  ex- 
tend to  passengers)  no  liability  exists  unless  the  ship- 
owner has  actual  knowledge  or  constructive  notice  of 
the  temporary  foreign  substance  with  a  reasonable  op- 
portunity to  correct  it.  Poignant  v.  United  States,  2 
Cir.,  225  F.2d  595,  596  (apple  peel  on  deck).  Shannon  v. 
Union  Barge  Line  Corporation,  3  Cir.,  194  F.2d  584 
(oil  spot  on  deck).  Cookingham  v.  United  States,  3  Cir., 
184  F.2d  213  (Jello  on  deck). 
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In  the  Poignant  case,  supra,  the  court  stated  as  fol- 
lows: 

"The  trial  court  found  that  the  defendant  had 
no  notice,  actual  or  constructive,  of  the  presence  of 
the  apple  shin  in  the  passageway  and  held  that  this 
lapse  in  libelant's  proof  was  fatal  to  her  cause  of 
action  for  negligence.  The  finding  was  consistent 
with  the  evidence  in  the  case.  We  think  that  the 
trial  court  rightly  ruled  that  libelant  was  not  en- 
titled under  the  Jones  Act  to  recover  on  the  grounds 
of  negligence."  (Emphasis  supplied) 

The  same  rule  applies  in  connection  with  the  liability 
of  the  operator  of  a  dance  hall  for  injuries  occurring  on 
the  dance  floor. 

In  Hendrickson  v.  Brill,  Wash.,  278  P.2d  315,  the 

court  stated  the  rule  as  follows : 

"The  operator  of  a  dance  hall  is  not  an  insurer 
of  the  safety  of  his  patrons,  but  is  under  the  duty 
of  keeping  his  premises  in  a  reasonably  safe  con- 
dition. To  recover  in  the  instant  case,  the  plaintifs 
evidence  must  shoiv  that  the  condition  complaiyied 
of  was  known  to  the  operators  of  the  dance  hall,  or 
had  existed  for  such  time  as  would  have  afforded 
the  operators  a  sufficient  opportunity ,  in  the  ex- 
ercise of  reasonable  care,  to  have  become  cognizant 
of  and  to  have  removed  the  doAiger.  Mathis  v.  H. 
S.  Kress  Co.,  38  Wn.2d  845,  232  P.2d  921 ;  Smith  v. 
Manning's,  Inc.,  13  Wn.2d  573, 126  P.2d  44."  (Em- 
phasis supplied) 

In  the  Hendrickson  case  there  was  an  action  for  per- 
sonal injuries  against  the  operators  of  the  dance  hall 
arising  out  of  the  fall  on  the  dance  floor  when  the  plain- 
tiff slipped  or  stumbled  because  of  some  "liquid  or 
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sticky  substance  allegedly  spilled  and  allowed  by  the 
operators  to  remain  on  the  dance  floor." 

Plaintiff  and  two  of  his  witnesses  testified  that  they 
saw  no  foreign  substance  on  the  dance  floor  until  after 
the  accident  occurred.  Plaintiff  offered  no  evidence  that 
any  employee  of  the  dance  hall  knew  of  the  existence  of 
a  foreign  substance  on  the  floor. 

The  jury  returned  a  verdict  for  the  plaintiff  and  the 
trial  judge  granted  a  motion  for  judgment  n.o.v.  This 
was  affirmed  on  appeal,  since  the  appellate  court  was 
convinced  that  it  left  in-  the  realm  of  speculation  the 
answer  to  the  question  of  how  long  the  alleged  foreign 
substance  remained  on  dance  floor  prior  to  the  fall.  In 
considering  the  evidence  the  court  stated  as  follows  with 
respect  to  constructive  notice : 

' '  This  case  involves  constructive  notice  and  turns 
on  the  question  of  whether  the  plaintiff's  evidence, 
and  all  reasonable  inferences  therefrom  construed 
most  favorably  to  him,  showed  that  some  foreign 
substance  was  on  the  dance  floor  for  a  sufficient 
time  to  constitute  constructive  notice. 

' '  Plaintiff  testified  that  after  the  accident  he  saw 
something  on  the  floor  but  did  not  touch  or  place 
his  hand  upon  it.  His  testimony  was  not  entirely 
clear  as  to  whether  the  substance  was  water  or  a 
spilled  drink  of  some  kind.  From  his  testimony,  it 
is  not  clear  as  to  whether  the  spot  where  he  slipped 
or  stumbled  was  sticky,  wet  or  merely  moist.  His 
dancing  partner  testified : 

^^  'I  can't  say  my  dress  was  very  wet.  It  was  just 
dirty  and  gummy  on  the  back  from  where  people 
hud  been  going  through  the  spot.' 

"In  essence,  the  foregoing  indicates  the  testi- 
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mony  of  the  plaintiff  relative  to  the  foreign  sub- 
stance allegedly  on  the  dance  floor  and  the  time  that 
it  had  been  there  before  the  fall."  (Emphasis  sup- 
plied) 

The  evidence  in  the  instant  case  as  to  the  substance 
is  substantially  similar,  since  the  appellee  testified  that 
the  alleged  substance  was  a  little  bit  of  moisture,  and 
then  described  it  as  appearing  like  a  grape.  From  his 
testimony  it  is  certainly  no  more  clear  as  to  what  the 
substance  was  than  in  the  Hendrickson  case. 

See  also  Custer  v.  St.  Clair  Country  Club,  III.,  110 
N.E.2d  697;  Revis  v.  Orr,  N.C.,  66  S.E.2d  652,  28 
A.L.R.2d  609;  for  an  annotation  entitled  "Liability  of 
Dance  Hall  Proprietor  or  Operator  for  Injury  to 
Patron,"  see  28  A.L.R.2d  612. 

Court's  Finding  Tliat  Shipowner  Negligent  Clearly  Erro- 
neous— No  Actual  Knowledge  or  Constructive  Notice. 

There  is  no  evidence  in  the  entire  record  that  any  per- 
son other  than  appellee  Louis  Russak  saw  the  foreign 
substance  on  the  dance  floor.  Not  even  his  wife  could 
testify  to  it  (Tr.  55).  Appellee  had  no  knowledge  of  the 
substance  on  the  dance  floor  prior  to  slipping  (Tr. 
38,49). 

The  only  testimony  offered  by  the  appellee  to  estab- 
lish constructive  notice  was  testimony  concerning  an- 
other passenger  who  had  participated  in  the  contest  be- 
fore them  as  "Carmen  Miranda."  According  to  appel- 
lee she  passed  and  threw  fruit  to  passengers  seated  and 
standing  around  the  dance  floor.  Appellee's  wife  men- 
tioned only  grapes  which  she  testified  were  thrown  by 
this  contestant  into  the  corners  of  the  room.  She  pre- 
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ceded  appellee  and  his  wife  in  the  contest  by  "about  15 
or  20  minutes"  (Tr.  53)  or  "about  20  or  25  minutes" 

(Tr.  27). 

All  of  the  fruit  was  passed  off  the  dance  floor,  to  the 
passengers  (Tr.  37,  38).  She  walked  all  the  way  around 
the  dance  floor  (Tr.  38).  No  fruit  or  grapes  were  ob- 
served to  drop  on  the  dance  floor  (Tr.  38).  The  place 
where  the  slip  occurred  was  in  the  middle  of  the  dance 
floor  (Tr.  41). 

The  finding  by  the  court  that  the  vessel  permitted 
spilled  fruit  and  residue  of  fruit  to  remain  on  the  dance 
floor  after  a  reasonable  opportunity  to  remove  it  is 
based  upon  sheer  speculation  and  requires  that  infer- 
ence be  built  upon  inference  in  order  to  establish  any 
time  period  for  the  purpose  of  claiming  that  the  ship- 
owner had  constructive  notice. 

The  building  of  inferences  must  necessarily  proceed 
as  follows: 

1.  That  the  substance  was  in  fact  fruit  rather  than 
moisture  from  another  source ;  for  instance,  if  it  were 
water  or  moisture  from  anything  other  than  fruit  there 
would  be  nothing  at  all  to  indicate  a  time  period.  Ap- 
pellee described  it  definitely  as  "a  little  bit  of  moisture" 
(Tr.  28,  30)  ;  his  description  of  it  as  fruit  was  vague  and 
indefinite — "it  looked  like  a  few  grapes,  the  skin  of  a 
grape"  (Tr.  28)  (Emph::sis  supplied).  Appellee  saw  it 
only  for  a  very  brief  time  described  by  him  as  ''not 
very  much,  very  little"  (Tr.  49);  he  did  not  look  at 
the  area  again  (Tr.  51) ;  it  was  a  very  small  area,  "5 
or  6  inches"  (Tr.  28) ;  the  evidence  does  not  support 
the  conclusion  that  the  substance  was  fruit. 
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(2)  In  order  to  establish  a  time  period  to  charge  con- 
structive notice  the  trial  judge  was  obliged  to  indulge  in 
a  second  inference  that  the  fruit  was  spilled  by  "Car- 
men Miranda"  while  she  was  walking  around  the  dance 
floor  passing  or  throwing  fruit  or  grapes  off  the  dance 
floor  to  passengers  seated  or  standing  off  the  dance 
floor;  for  instance,  if  anyone  of  the  several  hundred 
other  persons  present,  including  the  children  present, 
dropped,  spilled  or  threw  the  fruit  back  on  the  dance 
floor  after  it  was  passed  out,  this  might  have  occurred 
immediately  prior  to  the  slip. 

(3)  Since  the  spillage  was  described  by  appellee  as 
existing  in  the  middle  of  the  floor,  it  must  be  inferred 
then  that  the  alleged  spillage  was  transported  by  some 
unknown  agency  from  off'  or  around  the  edge  of  the 
dance  floor  where  spilled  twelve  feet  or  more  to  the  mid- 
dle of  the  dance  floor  where  appellee  claims  his  injury 
occurred. 

(4)  The  court  was  obliged  to  make  the  further  erro- 
neous inference  that  if  "Carmen  Miranda"  did  spill 
fruit  around  the  edge  of  the  dance  floor,  that  it  was  the 
same  fruit  that  was  crushed  in  the  middle  of  the  dance 
floor  causing  the  "little  bit  of  moisture"  described  by 
appellee. 

(5)  That  upon  this  inference  would  be  placed  the  in- 
ference that  the  shipowner  had  a  reasonable  opportu- 
nity at  the  time  indicated  to  observe  a  condition  of  the 
size  and  description  indicated  "5  or  6  inches"  in  time 
to  have  corrected  it  during  the  contest. 

Findings  of  fact  cannot  be  based  upon  speculation  and 
a  series  of  inferences  built  upon  inferences.  The  only 
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reference  to  a  time  period  in  the  evidence  relates  to  the 
activities  of  "Carmen  Miranda"  although  there  is  no 
evidence  that  a/ny  fruit  spilled  during  the  course  of  her 
act. 

An  identical  question  was  presented  to  the  court  in 
Old  South  Lines,  Inc.  v.  McCuiston,  5  Cir.,  92  F.2d  439 
and  92  F.2d  441.  This  suit  was  tried  by  a  jury  in  the 
District  Court  and  judgment  entered  for  the  plaintiff. 
It  was  reversed  on  appeal.  The  suit  involved  personal 
injury  sustained  by  a  passenger  on  an  interstate  bus. 
The  facts  most  favorable  to  the  passenger  indicated 
that  she  boarded  the  bus  at  Winston-Salem  between  8 
and  9  o'clock  in  the  morning  and  thereafter  at  around 
11  o'clock  had  occasion  to  leave  the  bus  and  then  re- 
enter it.  At  the  time  of  re-entering  the  bus  she  noticed 
an  elderly  gentleman  sitting  two  or  three  seats  from  the  I 
front  eating  bananas.  When  the  bus  reached  a  stop  at  8 
o  'clock  that  night  she  left  the  bus  to  go  to  the  rest  room. 
She  walked  back  to  the  back  of  the  bus  to  pick  up  a  | 
magazine  lying  on  the  last  seat  and  when  she  turned 
around  her  foot  hit  the  banana  peel  and  she  was  caused 
physical  injuries.  She  was  the  sole  witness  to  what 
happened. 

In  holding  that  liability  in  this  case  could  only  he 
based  upon  speculation  and  a  succession  of  inferences 
on  a/n  inference,  the  court  stated  as  follows : 

"It  is  apparent  that  this  case  is  controlled  by 
Windham  v.  Atlanta  Coast  Line  R.  Co.,  supra,  un- 
less the  mere  fact  of  the  man  eating  bananas  near 
the  front  of  the  bus  nine  hours  before  the  accident, 
coupled  with  the  presence  of  a  piece  of  banana 
peeling  on  the  floor  at  the  time  of  the  injury,  was 
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sufficient  to  warrant  the  inference  that  the  peeling 
was  thrown  on  the  floor  by  the  elderly  gentleman 
and  remained  there  until  appellee  slipped  on  it. 
Such  an  inference  would  be  the  result  of  mere 
speculation,  and  not  a  logical  conclusion  from  any 
fact  or  facts  in  evidence.  While  the  man  was  seen 
eating  bananas,  no  one  saw  him  throw  the  peeling 
on  the  floor  or,  in  fact,  saw  the  peeling.  A  fact  once 
shown  to  exist  is  ordinarily  presumed  to  continue 
until  the  contrary  appears,  but  obviously  this  pre- 
sumption has  no  application  to  the  activity  of  a 
man  eating  bananas.  Liability  cannot  he  imposed 
upofi  a  carrier  by  a  succession  of  inferences  on  an 
inference,  as  by  inferring,  first,  that  the  banana 
was  peeled  in  the  bus;  second,  that  the  peeling  was 
thrown  on  the  floor  third,  that  it  was  removed  by 
some  unknown  agency  to  the  rear  of  the  coach;  and, 
fourth,  that  it  remained  there  until  appellee 
stepped  on  it.  Much  speculation  might  be  indulged 
as  to  what  the  elderly  gentleman  did  with  the  peel- 
ing of  the  banana  he  was  eating,  but  one  man's 
guess  is  as  good  as  another's.  Although  the  appel- 
lee did  not  testify  that  she  saw  it,  we  know  that  the 
banana  once  had  a  peeling ;  but  there  is  no  evidence 
as  to  when  or  where  the  peeling  w^as  removed  or 
as  to  what  became  of  it.  Neither  do  we  know  that 
the  elderly  gentleman  was  the  only  person  in  the 
bus  that  ate  a  banana  during  the  nine  hours  of  that 
long  trip."  (Emphasis  supplied) 

In  the  companion  case  by  the  same  name,  appearing 
at  92  F.2d  441  (involving  a  suit  by  the  husband  for  loss 
of  services  of  his  wife)  the  court  made  the  following 
statement  on  page  441 : 

' '  The  same  evidence  appears  in  the  record  of  both 
cases,  and,  as  we  have  just  held  that  the  evidence  on 
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behalf  of  the  wife  was  insufficient  to  warrant  the 
court  in  submitting  to  the  jury  an  issue  of  negli- 
gence on  the  part  of  the  bus  line,  it  necessarily  fol- 
lows that  our  ruling  on  this  record  is  the  same,  viz., 
that  since  no  ivitness  saw  the  hanaym  peeling  on  the 
floor  prior  to  the  time  the  passenger  stepped  on  it 
and  was  injured,  and  since  the  finding  hy  the  jury, 
that  it  had  remained  on  the  floor  for  such  an  un- 
reasonable length  of  time  as  to  impute  negligence  to 
the  carrier,  depended  upon  successive  inferences 
drawn  from  an  inference  that  another  passenger 
had  thrown  it  here,  the  verdict  and  judgm&nt  did 
not  rest  upon  substantial  evidence,  either  direct  or 
circumstantial.''  (Emphasis  supplied.) 

We  have  an  identical  situation  here.  The  testimony 
indicated  only  that  "Carmen  Miranda"  was  passing 
and  throwing  fruit  out  around  the  edge  of  the  dance 
floor.  No  one  observed  her  drop  any  fruit.  There  were 
several  hundred  other  people  in  the  main  lounge  off  of 
the  dance  floor,  many  of  whom  received  fruit.  There 
were  numerous  children  present.  Any  one  of  these  per- 
sons might  have  dropped,  spilled  or  thrown  the  fruit 
at  any  time  right  up  until  the  time  of  the  accident.  The 
grape,  if  it  was  a  grape,  might  have  rolled  from  a  table 
off  the  dance  floor  shortly  prior  to  the  incident.  A  grape 
might  even  have  been  thrown  at  the  contestants  in  the 
spirit  of  the  party  by  one  of  the  children  or  the  passen- 
gers having  a  good  time.  Even  assuming  that  none  of 
these  possibilities  occurred,  and  that  Carmen  Miranda 
"spilled"  the  fruit,  the  evidence  indicates  that  this 
would  be  around  the  edge  of  the  dance  floor  and  there 
is  a  total  absence  of  evidence  to  indicate  how  such  fruit 
would  have  been  moved  to  the  position  in  the  middle  of 
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the  dance  floor.  The  dance  floor  has  been  described  as 
twenty-five  by  thirty-five  (presumably  feet  although 
not  so  stated  in  the  record)  (Tr.  42). 

To  conclude  that  the  grape  was  spilled  by  "Carmen 
Miranda"  during  her  act,  and  not  dropped,  thrown  or 
moved  by  any  other  person  at  a  later  time  to  the  middle 
of  the  dance  floor  is  to  indulge  in  speculation  and  the 
building  of  inferences  upon  an  inference. 

In  J.  C.  Penney  Company  v.  Norris,  5  Cir.,  250  F.2d 
385,  387,  the  court  considered  the  building  or  piling  of 
inferences  on  inferences  in  connection  with  the  ques- 
tion of  constructive  notice.  This  involved  a  personal  in- 
jury action  tried  to  a  jury  arising  out  of  a  fall  by  a  cus- 
tomer in  a  store.  The  jury  returned  a  verdict  for  the 
plaintiff  and  defendant  appealed  attacking  the  suffi- 
ciency of  the  evidence  to  support  the  verdict.  The  evi- 
dence indicated  that  Mrs.  Norris  descended  stairs  to  the 
curtain  department  in  the  basement  and  when  she  fin- 
ished looking  at  the  curtains,  she  ascended  the  stairs  at 
the  same  place  to  the  street  level.  She  stepped  on  a  bot- 
tle cap  and  fell  down  the  stairs.  Mrs.  Norris  and  another 
witness  called  on  her  behalf  were  at  the  curtain  counter 
in  the  basement  between  thirty  and  forty  minutes  be- 
fore Mrs.  Norris  ascended  the  stairs.  While  they  were 
in  the  basement  no  one  else  came  down  the  stairs  and 
they  did  not  hear  the  bottle  cap  fall  on  the  step. 

The  plaintiff  had  the  burden  of  proving  that  the  for- 
eign substance  had  been  on  the  floor  for  such  a  period 
of  time  that  it  should  have  been  discovered  and  removed 
by  the  defendant,  and  sought  to  establish  that  the  cap 
was  on  the  stairs  for  the  thirty  to  forty  minutes  that 
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Mrs.  Norris  was  in  the  basement.  The  appellate  court 

reversed  the  trial  court  and  remanded  with  directions 

to  enter  judgment  for  the  defendant,  holding  that  it 

would  be  necessary  to  pile  inference  on  inference  to 

supi3ort  a  finding  that  the  cap  had  been  on  the  stairs 

for  thirty  to  forty  minutes.  In  describing  the  "chain 

of  inferences"  necessary  the  court  stated  as  follows: 

''For  us  to  hold  otherwise  would  a/mount  to  our 
saying  the  jury  could  base  its  finding  of  negligence 
on  the  following  chain  of  infere^ices :  Mrs.  Norris 
was  close  enough  to  the  stairs  to  have  heard  the 
placing  or  dropping  of  the  cap  on  the  step  if  it  had 
been  done  while  she  was  in  the  basement.  That  re- 
gardless of  whatever  else  she  was  doing  she  would 
have  heard  it  if  the  cap  had  fallen  there  while  she 
was  in  the  basement ;  although  she  did  not  see  the 
cap  when  she  went  down  the  steps  at  the  same  place 
and  holding  the  guard  rail,  it  must  have  been  there 
30  to  40  minutes ;  that  since  it  was  there  at  least  30 
minutes  a  failure  of  the  management  to  find  and 
remove  it  within  that  time  was  negligence.  As  to 
smch  a  tenuous  chain  of  reasoning  to  supply  the 
proof  of  negligence  we  have  said : 

' '  '  The  criticism  in  the  field  of  logic,  even  though 
such  criticism  does  not  result  in  an  absolute  legal 
prohibition  against  piling  inference  on  inference, 
stems  from  the  very  remoteness  of  the  conclusion 
from  the  known  facts.'  Smith  v.  General  Motors 
Corp.,  5  Cir.,  227  F.2d  210,  216."  (Emphasis  sup- 
plied) 

It  is  also  improper  and  too  speculative  to  attempt  to 
fix  a  time  period  for  purposes  of  constructive  notice,  by 
testimony  showing  a  deteriorated  condition  of  the  for- 
eign substance.  In  Sattler  v.  Great  Atlantic  <&  Pacific 
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Tea  Company,  W.D.  La.,  18  P.R.D.  277,  the  court  dis- 
cussed the  matter  as  follows : 

"Plaintiff  insists  that  the  condition  of  the  ob- 
ject being  'withered,'  as  testified  to  by  Mrs.  Bat- 
tler, is  probative  evidence  to  establish  or  to  reason- 
ably infer  that  it  had  remained  on  the  floor  an  un- 
reasonable length  of  time.  To  accept  such  as  proof 
would  he  hosing  an  mference  upon  an  inference.  As 
pointed  out  by  counsel  for  defendant,  such  proof 
was  expressly  rejected  hy  the  Louisiana  courts  in 
the  Powell  case,  supra,  with  respect  to  the  color  of 
a  banana,  and  in  theBoucher  case,  supra,  with  re- 
spect to  popcorn;  hy  the  Eighth  Circuit  Court  of 
Appeals  in  the  Camphell  case  with  respect  to  the 
speculation  required  to  determine  how  long  tobacco 
juice  had  been  on  the  floor  by  the  fact  that  its  outer 
rim  or  perimeter  had  dried;  hy  the  Michigan  and 
Connecticut  courts  with  respect  to  the  appearance 
and  condition  of  dry,  dirty  frankfurter  skins  and 
fatty  meat.  Edwards  v.  F.  W.  Woolworth  Co.,  129 
Conn.  245,  27  A.2d  163 ;  Evans  v.  S.  S.  Kresge  Co., 
290  Mich.  698,  288  N.W.  322,  291  N.W.  191.  More 
to  the  point,  however,  is  the  decision  of  our  own 
Fifth  Circuit  Court  of  Appeals  in  the  compara- 
tively recent  case  of  Stowe  v.  S.  H.  Kress  <&  Co., 
Dec.  11,  1947,  164  F.2d  593,  594,  where  the  court 
said: 

' '  '  The  fact  that  the  banana  peel  was  black  is  not 
indicative  of  the  length  of  time  that  it  was  allowed 
to  stay  on  the  stairway.  As  stated  by  the  court  be- 
low :  "  In  the  first  place  there  is  nothing  in  the  evi- 
dence here  as  to  what  caused  it  to  turn  black.  That 
is  all  counsel's  theory,  without  any  evidence.  You 
would  have  to  take  judicial  notice  that  it  stayed 
right  there  on  the  floor  until  it  turned  black ;  that 
it  did  not  turn  black  from  staying  on  the  banana 
stalk  too  long".' 


2G 

"Believing  as  we  do  that  there  is  no  evidence  in 
this  record,  which,  if  believed,  would  authorize  a 
finding  against  the  defendant,  the  motion  for  a 
directed  verdict  is  sustained."  (Emphasis  sup- 
plied) 

In  Camphell  v.  Schwers-CampheU,  Inc.,  N.M.,  285 
P.2d  497,  the  court  discussed  the  question  of  inferences 
supported  only  by  surmise  or  conjecture  and  quoted 
from  another  decision,  Stamhaugh  v.  Hayes,  N.M.,  103 
P.2d  645,  as  follows :  ' 

"An  inference  is  not  a  supposition  or  a  conjec- 
ture, but  is  a  logical  deduction  from  facts  proved 
(State  V.  Jones,  39  N.M.  395,  48  P.2d  403)  and 
guesswork  is  not  a  substitute  therefor. ' ' 

''Where  evidence  is  equally  consistent  with  ttvo 
hypotheses,  it  tends  to  prove  neither/'  P.  F.  Collier 
d  Son  V.  Hartfeil,  8  Cir.,  72  F.2d  625.  (Emphasis 
supplied) 

Shipowner  Not  Negligent  —  No  Evidence  that  Alleged 
Condition  Was  Slippery  or  Dangerous 

There  was  no  testimony  in  the  record  that  the  condi- 
tion described  by  appellee  was  slippery  or  dangerous. 
The  testimony  concerned  only  the  slip  (Tr.  28, 
45,54). 

The  slip  was  a  very  little  one  (Tr.  45). 

In  De  Baca  v.  Kahn,  N.M.,  161  P.2d  630,  it  was 
claimed  by  the  plaintiff  iliat  she  had  slipped  and  fallen 
in  defendant's  store  because  the  floor  had  been  allowed 
to  remain  wet  with  oil  rendering  it  slippery  and  dan- 
gerous to  walk  on.  The  jury  rendered  a  judgment  for 
the  plaintiff  and  the  defendant  appealed.  It  was  re- 
versed on  appeal  and  remanded  with  instructions  that 
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judgment  be  entered  for  the  appellant.  In  discussing 
whether  the  fact  that  the  plaintiff  had  slipped  would  in 
and  of  itself  establish  a  dangerous  walking  surface,  the 
court  stated  as  follows  on  page  635 : 

"The  fact  that  plaintiff  slipped  and  fell  on  the 
floor  does  not,  of  itself,  tend  to  prove  that  the  sur- 
face over  which  she  was  walking  was  dangerously 
unfit  for  the  purpose.  Knopp  v.  Kemp  <&  Hehert, 
193  Wash.  160,  74  P.2d  924;  Rothschild  v.  Fourth 
and  Market  Street  Realty  Co.,  139  Cal.  App.  625, 
34P.2d724." 

It  would  seem  to  be  a  matter  of  common  knowledge 
that  a  floor  would  be  slippery  for  the  purpose  of  danc- 
ing. The  fact  that  a  person  slipped  on  a  dance  floor  is 
not  sufficient  to  establish  negligence.  In  discussing  the 
question  of  a  slippery  dance  floor,  the  court  in  Kali- 
nowski  V.  Y.W.C.A.,  Wash.  135  P.2d  852,  made  the  fol- 
lowing statements : 

"Of  course,  there  is  the  additional  fact  that  re- 
spondent slipped,  w^hich  of  itself  is  not  sufficient 
to  establish  negligence.  Furthermore,  the  use  of 
this  mixture  to  make  the  floor  smooth  is  not  negli- 
gence per  se,  since  it  is  customary  to  prepare  a 
floor  for  dancing  *  *  * 

"Respondent  therefore  knew,  or  as  a  reasonably 
prudent  person  should  have  known,  that  the  sub- 
stance used  on  the  dance  floor  would  not  only  make 
the  dance  floor  slijopery,  but  that  some  of  it  would 
adhere  to  the  shoes  and  make  them  smooth  and 
slippery,  and  would  also  be  tracked  out  onto  the 
linoleum  by  those  going  from  the  dance  floor  out 
to  the  lobby." 

There  is  therefore  no  testimony  in  the  record  to 
establish  that  the  condition  described  by  appellee  ren- 
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dered  the  dance  floor  slippery  or  dangerous.  Cf.  the 
testimony  regarding  "slipperiness"  given  in  the  recent 
decision  of  Allen  v.  Mat  son  Navigation  Company,  9 
Cir.,  255  F.2d  273.  In  pointing  out  that  the  mere  fact 
there  was  a  fall  did  not  indicate  why  the  fall  occurred 
and  further  indicating  the  significance  of  the  circum- 
stances as  indicating  a '' slipping  fall,"  this  court  stated: 

"Although  the  mere  fact  that  Mrs.  Allen  fell 
would  by  itself  be  no  evidence  as  to  w^hy  she  fell, 
yet  the  circumstances  of  how  she  fell,  when  con- 
sidered with  the  other  evidence  in  the  case,  has 
considerable  significance.  The  witness  w^ho  saw 
Mrs.  Allen  fall,  as  well  as  Mrs.  Allen  herself,  testi- 
fied that  as  Mrs.  Allen  walked  across  the  landing, 
hoth  of  her  feet  few  straight  out  in  front  of  her 
and  up  into  the  air  while  she  fell  with  a  thud  upon 
her  hack.  That  is  at  least  some  evidence  that  hers 
was  a  slippimg  fall.  This  fact  distinguishes  this  case 
from  that  of  Harpke  v.  Lanhcrshim  Estates,  103 
Cal.  App.2d  143,  229  P.2d  103,  upon  which  the  trial 
court  relied."  (Emphasis  supplied) 

In  the  instant  case,  there  was  a  very  little  slip  (Tr. 
45)  which  would  indicate  nothing  as  to  whether  the 
floor  was  unreasonably  slippery;  the  same  slip  might 
as  easily  be  explained  by  the  fact  that  it  occurred  on  a 
dance  floor  during  appellee's  dance.  There  was  no  other 
evidence  to  establish  that  this  condition  rendered  the 
clance  floor  unreasonabl ^  slippery.  The  instant  case  is 
analogous  to  Harpke  v.  Lankershim  Estates,  Cal.,  229 
P.2d  103,  upon  which  the  trial  court  in  the  Allen  case 
relied,  and  which  is  referred  to  by  this  court  in  the  above 
quotation.  The  comment  by  this  court  in  distinguishing 
the  Harpke  case  is  most  appropriate  and  spells  out  the 
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situation  which  also  exists  in  the  instant  case.  In  foot- 
note No.  8  on  page  280,  this  court  stated  as  follows  con- 
cerning the  Harpke  case : 

"That  was  a  case  where  the  plaintiff  who  fell 
down  on  the  stairway  of  a  building  testified  that 
she  lost  her  balance  and  stumbled  head  first  do^^al 
the  stairs.  She  did  not  know  what  caused  her  to 
stumble  but  she  said  the  stairs  were  slippery.  The 
court  held  that  no  inference  of  negligence  rises 
from  the  mere  proof  of  a  fall;  that  the  burden 
rested  upon  the  plaintiff  to  show  the  existence  of  a 
dangerous  condition  and  that  the  defendant  knew 
or  should  have  known  of  it;  and  that  no  inference 
of  negligence  arose  merely  from  the  proof  that  the 
floor  was  slippery  in  the  absence  of  proof  of  some 
foreign  substance  on  the  floor  was  known  to  the 
owners.  The  court  said  (103  Cal.  App.2d  143,  229 
P.2d  105) :  ^The  minimum  duty  of  a  plaintiff  is  to 
show  that  the  stairway  was  in  fact  unsafe  and  that 
she  fell  because  of  that  condition'."  (Emphasis 
supplied) 

Furthermore,  even  assuming  a  slippery  condition  and 
a  time  period  of  15  to  25  minutes,  this  evidence  would 
still  not  support  the  finding  that  the  shipowner  should 
have  discovered  it  and  thereafter  had  a  reasonable  op- 
portunity to  correct  it,  in  view  of  the  small  size — "five 
or  six  inches"  (Tr.  28),  its  indefinite  color  (Tr.  49), 
and  its  location  in  the  middle  of  the  dance  floor  (Tr.  41) 
during  the  progress  of  the  contest. 

Finally,  there  is  no  evidence  in  the  record  that  appel- 
lee in  fact  slipped  in  the  condition  described  by  him. 
Appellee  testified  only  that  he  observed  the  substance 
^^right  next  to  my  foot"  (Tr.  28).  There  is  no  testimony 
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in  the  record  to  support  the  finding  that  he  slipped  as  a 
proximate  result  of  the  condition  or  that  he  fell  to  the 
floor  (Tr.  11,  Finding  II)  ;  said  finding  was  clearly  er- 
roneous and  should  be  reversed. 

Statement  by  Cruise  Director  Inadmissible  as  Hearsay 
and  Immaterial. 

Statements  by  the  Master  of  the  vessel  may  bind  the 

vessel  owner.  Statements  made  by  others,  including  the 

Chief  Mate,  are  inadmissible.  Naylor  v.  Isthmian  S.S. 

Co.,  2  Cir.,  187  F.2d  538. 

The  statements  made  by  the  cruise  director,  in  any 
event,  are  immaterial  to  the  issues  of  negligence  or 
proximate  cause  raised  in  this  appeal.  In  Campbell  v. 
F.  W.  Woolworth  and  Company,  8  Cir.,  117  F.2d  152, 
the  court  considered  statements  made  by  the  defend- 
ant's store  manager  after  the  plaintiff  had  slipped  on 
a  spot  of  tomato  juice.  She  testified  that:  "He  said 
something  about  it  should  have  been  cleaned  up.  There 
evidently  was  negligence  on  somebody's  part  that  it 
wasn't  cleaned  up.  That  is  all  that  he  said."  The  plain- 
tiff argued  that  the  statement  by  the  store  manager  in- 
dicated that  he  knew  of  the  condition  before  the  fall  and 
that  the  trial  court  should  have  drawn  that  inference. 
The  appellate  court  held  that  "such  an  inference  would 
clearly  have  been  unwarranted  *  *  *  "  and  refused  to 
permit  any  such  inference  to  be  drawn  from  the  state- 
ments. 

In  the  same  decision  the  court  refers  to  the  case  of 
Varner  v.  Kroger  Grocery  d  Baking  Co.,  Mo.,  75  S.W. 
2d  585,  in  which  the  defendant's  manager  had  made  the 
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statement  after  the  plaintiff  bad  slipped  on  a  banana  as 
follows :  "We  were  so  busy  in  the  store  we  did  not  have 
time  to  clean  it."  It  was  argued  that  this  statement  was 
tantamount  to  an  admission  of  actual  knowledge  of  the 
presence  of  the  banana  on  the  floor,  but  the  court  held 
that  that  was  a  "strained  and  conjectural  meaning"  and 
did  not  warrant  an  implication  of  actual  knowledge. 
Statements  made  after  the  accident  which  do  not  estab- 
lish actual  knowledge  or  constructive  notice  are  disre- 
garded. Stowe  V.  S.  H.  Kresge  <&  Co.,  5  Cir.,  164  F. 
2d  593. 

CONCLUSION 

The  findings  of  the  District  Court  are  clearly  errone- 
ous and  based  upon  conjecture,  speculation  and  the 
building  or  piling  of  inferences  on  inferences.  The  find- 
ings should  be  set  aside  and  the  cause  remanded  to  the 
District  Court  with  directions  to  enter  judgment  for 
the  appellant. 

Respectfully  submitted, 

Bogle,  Bogle  &  Gates 
Ronald  E.  McKinstry 

Attorneys  for  Appellant. 
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STATEMENT  OF  JURISDICTION 

Respondent  accepts  and  adopts  appellant's  statement 
of  jurisdiction. 

STATEMENT  OF  THE  CASE 

The  facts  in  this  case  are  very  simple.  Action  was 
brought  by  the  respondent  to  recover  damages  sustained 
when  he  was  a  passenger  on  the  appellant 's  vessel.  The 
injury  occurred  when  the  respondent  slipped  on  the 
dance  floor  in  the  main  salon,  due  to  the  presence  of 
residue  of  crushed  grapes. 

The  trial  court  found  as  a  fact  that  there  w^as  the 
residue  of  fruit  on  the  dance  floor  and  that  reasonable 
opportunity  existed  for  the  appellant  to  have  noticed 
the  condition  and  to  have  cleaned  it  up  (Tr.  11,  Find- 
ings of  Fact  2). 

The  only  witnesses  testifying  to  the  facts  were  the 
respondent,  Russak,  his  wife,  and  the  ship's  doctor.  Dr. 
Robert  B.  Kayser.  Respondent  was  participating  in  a 
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carnival  performance  put  on  by  the  vessel  for  its  passen- 
gers. Before  respondent's  actual  participation,  he  ob- 
served one  of  the  fellow  passengers  who  was  also  going 
to  perform  and  who  was  described  as  wearing  a  "Car- 
men Miranda"  costume,  carrying  fruit  and  giving  and 
throwing  fruit  including  grapes  to  the  fellow  passengers 
seated  around  the  dance  floor  (Tr.  27,  38,  52).  This  oc- 
curred about  twenty  to  twenty-five  minutes  before  the 
respondent  and  his  wife  went  onto  the  dance  floor  to 
participate  in  the  dancing  (Tr.  27,  53).  Respondent 
testified  that  he  had  just  started  to  dance  when  his  foot 
slipped  and  he  felt  a  sharp  pain.  He  managed  to  keep 
himself  from  falling  to  the  floor.  He  testified  that,  "I 
could  see  right  next  to  my  foot  a  little  bit  of  moisture. 
It  looked  like  a  few  grapes,  skin  of  a  grape"  (Tr.  28). 

Respondent  Russak  immediately  went  over  to  a  chair 
and  sat  down  and  removed  his  shoe.  The  cruise  director 
came  over  and  the  respondent  explained  what  had  oc- 
curred, that  there  was  some  fruit  on  the  floor  (Tr.  29) 
and  the  cruise  director  went  over  and  looked  at  the  spot 
(Tr.  55).  Respondent  then  reported  to  the  ship's  doctor, 
telling  him  what  caused  the  fall  (Tr.  30),  and  the  doctor 
made  a  report  of  what  occurred  (Tr.  35).  It  was  not  be- 
lieved at  first  that  the  respondent's  injuries  were  seri- 
ous. It  was  later  discovered  that  the  respondent  had  a 
fractured  bone  in  his  foot  (Tr.  32)  which  received 
treatment  throughout  the  remainder  of  the  voyage  and 
after  the  arrival  of  the  vessel  at  Buenos  Aires  (Tr. 
33,  34). 

Dr.  Robert  B.  Kayser,  the  ship's  physician,  testified 
on  behalf  of  appellant.  He  was  present  at  the  festivities 


but  did  not  see  the  accident  or  any  accident  (Tr.  58).  He 
was  taking  pictures  (Tr.  65)  and  did  not  recall  even 
seeing  Mr.  and  Mrs.  Russak  as  contestants  (Tr.  66), 
nor  did  be  recall  tbe  so-called  "Carmen  Miranda"  act 
(Tr.  70),  altbougb  be  did  remember  one  of  tbe  passen- 
gers in  tbe  costume  of  Nero  and  bis  daughter  wbo  car- 
ried fruit  (Tr.  70).  He  further  testified  that  in  addition 
to  himself  at  these  festivities  there  was  present  from 
tbe  vessel's  staff  the  cruise  director,  the  cruise  direct- 
ress, tbe  lounge  steward,  probably  a  second  steward,  and 
some  of  the  executive  officers  of  the  vessel  (Tr.  58) .  It  is 
tbe  duty  of  tbe  lounge  stewards  to  be  on  the  job  while 
passengers  are  in  the  main  salon  (Tr.  63).  The  doctor 
testified  that  "When  anything  is  spilled  on  the  dance 
floor,  such  as  water,  which  frequently  happens,  et  cetera, 
there  is  a  lounge  steward  there  to  clean  it  up  immedi- 
ately" (Tr.  64). 

Dr.  Kayser  corroborated  that  he  asked  tbe  respond- 
ent the  circumstances  of  the  accident  (Tr.  72).  Under 
questioning  by  the  court  he  had  a  vague  recollection  of  a 
statement  about  grapes  (Tr.  74).  He  testified  that  a 
statement  was  taken  from  the  injured  person  at  the 
earliest  feasible  time  (Tr.  75)  and  that  a  report  was 
made.  He  bad  occasion  to  review  the  records  immedi- 
ately prior  to  his  testifying  (Tr.  71).  The  records,  how- 
ever, were  not  produced  in  court,  as  was  commented 
upon  by  tbe  trial  court  in  its  oral  opinion. 

At  the  close  of  the  case  the  experienced  trial  court 
carefully  reviewed  the  evidence  in  announcing  his  de- 
cision (Tr.  77-81).  While  admitting  that  the  evidence 
was  far  from  being  clear  and  definite  as  all  parties 


might  wish,  such  weakness  was  inherent  in  this  type  of 
case.  The  court  found  that  there  was  a  foreign  substance 
on  the  floor  similar  to  grapes.  The  court  affirmatively 
found  (Tr.  78)  that  the  Russaks  were  objective  and 
frank  in  their  testimony.  The  court  also  commented 
upon  the  fact  that  the  evidence  showed  that  a  report  was 
made  about  the  incident  at  the  time,  which  report  was 
not  produced  by  the  defendant  (Tr.  78) . 

The  court  then  carefully  analyzed  the  evidence  relat- 
ing to  notice  of  the  condition  by  appellant  and  its  op- 
portunity in  the  exercise  of  reasonable  care  to  clean  up 
the  condition.  The  court  applied  the  rule  that  the  ap- 
pellant must  exercise  the  highest  degree  of  care  for  the 
safety  of  passengers  to  remove  the  material  from  the 
floor  (Tr.  79).  It  commented  on  the  fact  that  the  period 
of  time  in  which  the  appellant  should  have  seen  and  re- 
moved the  material  should  be  brief  in  view  of  the 
crowded  party  on  the  dance  floor  with  a  lot  of  people 
milling  around  and  performing.  A  very  short  period  of 
time  would  be  long  enough  for  one  or  another  of  the 
several  employees  of  the  appellant  who  were  in  the  hall 
to  see  and  remove  the  foreign  substance  from  the  small 
area  of  floor  space.  The  court  felt  that  these  employees 
would  have  to  watch  conditions  pretty  closely.  Particu- 
larly if  some  girl  was  throwing  fruit  around  among  the 
guests,  which  the  court  found  was  a  fact  (Tr.  80). 

The  court  found  that  the  respondent  had  suffered 
injury  as  the  result  of  the  lack  of  care  on  the  part  of  the 
appellant  and  awarded  damages  to  respondent.  Appro- 
priate findings  of  fact  and  judgment  were  thereafter 
entered. 


ARGUMENT  IN  SUPPORT  OF  THE  JUDGMENT 

Appellant  challenges  the  sufficiency  of  the  evidence  to 
support  the  court's  findings  of  fact  II  (Tr.  11).  The 
court  found  that  the  appellant  had  failed  to  exercise  the 
highest  degree  of  care  consistent  with  the  operation  of 
the  vessel  in  that  it  permitted  spilled  fruit  or  residue  to 
remain  on  the  floor  of  the  main  lounge  after  a  reason- 
able opportunity  to  remove  the  same.  That  as  a  direct 
and  proximate  result  of  this  negligence  the  respondent 
sustained  the  injury. 

We  doubt  if  any  rule  of  review  has  been  more  con- 
sistently followed  and  applied  than  the  part  of  Rule 
52(a)  of  the  Federal  Rules  of  Civil  Procedure  that 
"...  Findings  of  Fact  shall  not  be  set  aside  unless 
clearly  erroneous,  and  due  regard  shall  be  given  to  the 
opportunity  of  the  trial  court  to  judge  the  credibility 
of  witnesses." 

This  finding  must  stand  unless  clearly  erroneous. 
Appellant  does  not  point  out  any  evidence  in  the  record 
which  challenges  the  finding.  We  call  the  court's  atten- 
tion to  the  direct  testimony  of  the  respondent,  Russak, 
that  just  after  he  started  to  dance  his  foot  slipped  and 
he  felt  a  sharp  pain  and  he  kept  himself  from  falling  to 
the  floor.  He  saw  ' '  Right  next  to  my  foot  a  little  bit  of 
moisture.  It  looked  like  a  few  grapes,  skin  of  a  grape" 
(Tr.  28) .  Russak  made  a  resport  of  the  circumstances  to 
the  appellant.  Bearing  in  mind  the  admonition  con- 
tained in  Rule  52(a)  that  due  regard  shall  be  given  to 
the  opportunity  of  the  trial  court  to  judge  the  credi- 
bility of  witnesses,  it  is  thus  apparent  that  there  is  sub- 
stantial evidence  to  support  the  court's  findings  that 
there  was  a  residue  of  fruit  on  the  floor. 


In  addition,  there  are  some  strong  inferences  to  be 
made  from  the  record  in  support  of  the  court's  findings. 
Russak  testified  that  a  report  was  made  concerning  this 
condition.  This  was  corroborated  by  the  appellant's  wit- 
ness, Dr.  Kayser  (Tr.  75),  and  this  is  also  in  accord 
with  the  usual  experience  in  matters  of  this  nature.  The 
appellant  failed  to  produce  this  report. 

The  failure  to  produce  this  report  and  the  absence  of 
any  explanation  to  why  it  was  not  produced  leaves  a 
strong  inference  that  if  produced  it  would  have  cor- 
roborated the  testimony  of  the  respondent.  (20  Am.  Jur. 
188). 

Appellant's  principal  challenge  is  directed  to  the  find- 
ing that  it  had  constructive  or  actual  notice  of  the  con- 
dition with  a  reasonable  opportunity  to  clean  it  up.  To 
answer  this  challenge,  it  is  only  necessary  to  refer  to  the 
court's  oral  decision  and  the  reference  to  the  testimony 
that  one  of  the  female  passengers  was  throwing  fruit 
to  the  other  passengers  on  the  dance  floor  and  which  this 
court  found  as  a  fact  (Tr.  80),  and  that  this  occurred 
twenty  to  twenty-five  minutes  prior  to  the  accident.  At 
that  time  there  were  at  least  four  of  appellant's  em- 
ployees present  and  participating  in  the  affair  who  saw 
or  should  have  seen  what  was  going  on.  Among  these 
employees  were  the  lounge  steward  and  probably  his 
assistant  (Tr.  58)  who  were  specifically  charged  with 
the  duty  of  cleaning  up  the  floor  (Tr.  62,  63),  a  hazard 
which  was  frequently  anticipated  (Tr.  64). 

In  view  of  the  finding  of  the  throwing  of  fruit  about 
the  floor  twenty  minutes  or  so  prior  to  the  accident,  the 
crowded  dance  floor,  the  presence  of  appellant's  em- 


ployees  charged  with  the  duty  of  keeping  the  floor  clean, 
an  inference  must  follow  from  these  facts  that  the  ap- 
pellant had  a  reasonable  opportunity  to  clean  up  the 
floor.  This  inference  is  particularly  strong  in  this  case 
when  we  must  consider  that  the  rule  of  care  which 
applies  here  is  the  highest  degree  of  care  consistent  with 
the  practical  operation  of  the  vessel. 

Certainly  there  was  nothing  impractical  or  difficult 
in  checking  the  condition  of  the  floor  when  the  "Carmen 
Miranda"  act  was  finished.  Considering  the  number  of 
people  involved  and  the  nature  of  the  activity,  common 
sense  indicates  no  other  course. 

Actually,  the  only  conflict  of  evidence  on  the  issue  of 
the  time  element  relating  to  the  opportunity  to  clean 
up,  exists  in  the  testimony  of  the  ship's  doctor.  This 
testimony  was  that  he  did  not  recall  the  Carmen 
Miranda  incident,  but  did  recall  Nero  and  his  daughter 
who  carried  fruit  (Tr.  70).  Other  than  this,  the  testi- 
mony concerning  this  incident  stands  undisputed.  The 
trial  court  made  a  finding  that  the  fruit  throwing  inci- 
dent did  in  fact  occur. 

This  reviewing  court  will  not  resolve  a  conflict  in  the 
testimony  of  witnesses.  This  court  has  emphasized  the 
importance  of  the  conclusions  of  the  trial  judge  which 
derived  from  his  opportunity  to  pass  upon  the  credi- 
bility of  witnesses. 

Grace  Bros.  v.  The  C om/missioner  of  Internal 
Revenue,  173  P. (2d)  170  (CCA9). 

On  appeal,  that  view  of  the  evidence  must  be  taken 
which  is  most  favorable  to  the  prevailing  party,  and 
if  when  so  viewed  the  findings  are  supported  by  sub- 
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stantial  competent  evidence,  the  trial  court  findings 
must  be  sustained. 

Federal  Savings  d  Loan  Association  v.  The 
First  National  Bank,  164  F.(2d)  929 
(GCA8). 

Applying  these  views  reinforces  the  respondent's 
position.  There  is  in  this  record  substantial  evidence  to 
support  the  court's  findings. 

ANSWER  TO  THE  ARGUMENT  OF  APPELLANT 

Appellant  specifies  as  error  the  court's  finding  that 
there  was  a  fruit  residue  on  the  floor  and  that  there  was 
actual  or  constructive  notice  of  this  condition  ( App.  Br. 
9).  Appellant  makes  no  argument  however  in  support 
of  the  specification  that  there  was  no  evidence  to  support 
the  finding  that  there  was  a  fruit  residue  on  the  fioor.  Its 
principal  argument  is  on  the  issue  of  notice. 

We  have  no  quarrel  with  the  statement  of  the  rule, 
that  as  far  as  passengers  are  concerned,  there  is  no  lia- 
bility on  the  part  of  the  ship  owner  for  a  passenger's 
injury  due  to  slipping  on  a  foreign  substance  without 
proof  of  actual  or  constructive  notice  of  the  existence 
of  this  substance.  It  would  serve  no  purpose,  therefore, 
to  discuss  the  various  cases  cited  by  the  appellant  in 
support  of  this  proposition  (App.  Br.  12,  17). 

Appellant's  argument  to  establish  that  there  was  no 
constructive  or  actual  notice  of  the  fruit  residue  on  the 
dance  fioor  ignores  the  practicalities  of  the  situation. 
Appellant's  labored  syllogism  is  based  upon  technical 
interpretation  of  isolated  bits  of  testimony.  Appellant 
does  not  deny  that  there  was  a  ''Carmen  Miranda" 
tossing  fruit  to  the  passengers.  While  commenting  that 


9 

she  was  walking  all  the  way  around  the  dance  floor  ap- 
pellant conveniently  ignores  that  portion  of  the  testi- 
mony that  "Carmen  Miranda"  was  on  the  floor  throw- 
ing fruit  to  the  passengers  (Tr.  27)  and  that  there  were 
lots  of  children  and  adults  on  the  dance  floor.  Appel- 
lant's conclusion  as  to  the  exact  position  of  the  respond- 
ent in  the  middle  of  the  floor  is  based  upon  the  isolated 
statement  (Tr.  41)  that  the  slip  occurred  in  the  middle 
of  the  floor  and  from  this  statement  argues  that  this 
was  the  exact  mathematical  point  where  it  occurred. 
This  testimony  was  brought  out  in  connection  with 
questions  concerning  a  rough  diagram  drawn  by 
counsel,  where  the  general  area  of  the  dancing  was  indi- 
cated (Tr.  42)  and  that  there  were  other  couples  on  the 
floor  at  the  time  (Tr.  43).  After  setting  up  this  false 
premise,  appellant  urges  that  the  spillage  must  have 
been  transported  twelve  feet  from  the  edge  of  the  dance 
floor  (App.  Br.  19)  and  there  was  no  evidence  of  how 
it  was  transported  to  the  center,  therefore,  there  was  no 
evidence  of  notice.  Appellant  ignores  the  testimony  that 
respondent  moved  around  in  the  dance  (Tr.  41).  Ap- 
pellant's argument  necessarily  assumes  that  grapes, 
once  dropped,  will  remain  exactly  at  the  point  where 
dropped. 

Appellant's  strained  attempt  to  describe  the  foreign 
substance  as  "moisture"  (App.  Br.  18)  ignores  the 
common  meaning  of  language.  The  testimony  upon 
which  it  bases  this  effort  is  "  I  could  see  right  next  to  my 
foot  there  was  a  little  bit  of  moisture.  It  looked  like  a 
few  grapes,  skin  of  a  grape"  (Tr.  28).  There  can  be  no 
question  as  to  what  was  actually  meant  by  this  state- 
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ment.    The  trial  court  knew  what  was  meant  and  so 
found. 

It  is  also  significant  that  no  comment  is  made  by  ap- 
pellant anywhere  in  its  brief  of  the  presence  of  the 
cruise  director,  the  assistant  cruise  directress,  two 
lounge  stewards,  the  ship's  doctor,  and  several  of  the 
ship's  executive  officers  during  this  period  (Tr.  58). 
The  presence  of  these  members  of  the  vessel's  crew 
has  a  direct  relationship  to  the  question  of  notice. 
Ignoring  them  in  the  brief  does  not  eliminate  this  testi- 
mony nor  absolve  the  appellant  of  its  responsibility  for 
their  failure  to  exercise  due  care. 

The  ultimate  fact  of  negligence  is  an  inference  to  be 
drawn  from  all  of  the  circumstances  in  the  case,  but 
evidentiary  facts  must  be  established  that  would 
warrant  a  reasonable  person  to  infer  negligence  (38 
Am.  Jur.  1031).  What  are  the  evidentiary  facts  which 
were  established?  "Carmen  Miranda"  tossing  grapes 
to  the  dance  floor  to  passengers  seated  or  standing 
around  the  floor.  Twenty  or  twenty-five  minutes  later 
grapes,  or  the  residue  of  grapes,  were  noticed  on  the 
same  dance  floor.  Reasonable  men  would  infer  that 
they  were  dropped  at  the  time  "Carmen  Miranda" 
tossed  them  about. 

The  actual  dropping  of  the  grapes  need  not  be  estab- 
lished by  direct  evidence.  This  is  an  inference  from  the 
facts.  This  is  similar  to  proof  of  proximate  cause  which 
need  not  be  established  by  testimony  of  eye  witnesses 
nor  by  direct  or  positive  evidence,  but  may  be  proved 
by  circumstantial  evidence.  It  may  be  determined  by 
the  circumstances  of  the  case.  Johnson,  administrator, 
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V.  Griffith  SS  Co.,  150  F.(2d)  224  (CCA9)  ;  38  Am.  Jur. 
1033. 

It  would  be  of  very  little  assistance  to  this  court  to 
analyze  all  of  the  cases  cited  by  the  appellant.  As  stated 
above,  respondent  has  no  quarrel  with  the  rule  of  law 
that  notice  must  be  found  to  establish  liability.  In 
applying  this  rule,  the  cases  cited  by  appellant  relate  to 
factual  situations.  These  factual  situations  can  be  dis- 
tinguished from  the  facts  of  the  case  at  bar. 

Old  South  Lmes,  Inc.  v.  McQuiston,  92  F.(2d)  439 
(CCA5)  (App.  Br.  20)  has  very  little  parallel  with  the 
facts  to  the  case  at  bar.  In  that  case  a  period  of  nine 
hours  elapsed  between  the  time  the  plaintiff  saw  a 
person  eating  a  banana  at  the  front  of  the  bus  and  the 
time  the  plaintiff  was  injured  in  back  of  the  bus.  By 
reason  of  the  distance  involved  and  the  time  element, 
the  court  in  that  case  stated  that  it  would  require  an 
inference  that  another  passenger  had  thrown  the  dis- 
carded banana  peel  (App.  Br.  22). 

Appellant  cites  J.  C.  Penney  Co.  v.  N orris,  250  F.  (2d) 
385  (CCA5)  (App.  Br.  23)  which  is  no  authority  upon 
which  respondent's  factual  situation  can  be  challenged. 
In  that  case  there  was  no  evidence  whatever  that  the 
bottle  cap  which  caused  the  fall  was  noted  prior  to  the 
accident. 

As  there  was  evidence  in  this  case  of  a  definite  period 
of  time  upon  which  to  base  constructive  notice,  i.e.,  the 
action  of  "Carmen  Miranda,"  appellant's  citation  of 
Sattler  v.  Great  Ad  P  Tea  Co.  (B.C.  La.)  18  F.R.B. 
277  (App.  Br.  25)  discussing  the  attempt  to  fix  time  by 
the  deteriorated  condition  of  the  foreign  substance  has 
no  application. 
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Nor  are  appellant's  cases  (DeBaca  v.  Kahn  (N.M.) 
161  P. (2d)  630;  KalinosU  v.  YWCA  (Wash.)  135  P. 
(2d)  852;  Harpke  v.  Lankershim  Estates  (Calif.)  229 
P. (2d)  103)  that  the  fall  itself  was  offered  as  evidence 
of  the  slippery  condition  in  point,  as  there  is  evidence  in 
this  case  of  the  substance  which  created  the  dangerous 
condition. 

Allen  V.  Matson  Navigation  Co.,  255  F.(2d)  273, 
decided  by  this  court  and  cited  by  the  defendant  (App. 
Br.  28)  contains  a  discussion  of  a  duty  of  a  vessel 
toward  passengers  with  relation  to  slippery  conditions 
in  areas  used  by  passengers.  There  was  involved  a  suit 
by  a  passenger  for  injuries  sustained  by  a  fall  on  the 
stair  landing  on  the  SS  ^'Lurline"  while  docking  at 
San  Francisco.  While  walking  across  the  landing,  Mrs. 
Allen's  feet  slipped  from  under  her  and  she  fell  flat  on 
her  back.  She  alleged  that  the  landing  was  excessively 
slippery  and  unsafe.  Another  passenger  testified  (P. 
275)  "Surface  quite  slippery  and  had  felt  that  way 
other  times."  The  plaintiff  testified,  "It  was  more  or 
less  shiny  and  slippery"  on  this  and  previous  mornings. 

The  stairs  were  regularly  mopped  with  water  con- 
taining a  glass  cleaner.  The  jury  found  for  the  plaintiff 
upon  which  the  trial  court  entered  judgment  n.o.v. 
which  was  api^ealed  to  this  court.  This  court  reversed 
and  directed  the  entry  of  the  judgment  on  the  verdict. 

During  the  course  of  the  discussion  this  court  stated 
(Page  277)  : 

"Plainly  enough,  as  a  carrier  it  was  the  duty 
of  the  defendant  here  to  exercise  extraordinary 
vigilance  and  the  highest  skill  to  secure  the  safe 
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conveyance  of  the  passenger.  As  stated  in  Pemnsyl- 
vania  Co.  v.  Roy,  102  U.S.  451,  26  L.ed.  141,  'For 
the  slightest  negligence  or  fault  in  this  regard  from 
which  injury  results  to  the  passenger,  the  carrier 
is  liable  in  damages.'  " 

The  court  also  discusses  the  ability  of  a  person  to 
give  an  opinion  as  to  the  slippery  surface  only  by  virtue 
of  having  walked  upon  it.  It  is  also  interesting  to  note 
that  this  court  states : 

' '  The  evidence  does  not  disclose  why  the  floor  was 
slippery  and  it  was  not  incumbent  upon  the  plain- 
tiffs to  show  the  reason  for  its  slipperiness  *  *  *  ." 
(Page  280) 

In  general,  appellant's  argument  is  based  upon  the 
criticism  that  the  evidence  in  support  of  the  judgment 
was  not  definite  enough.  The  best  answer  to  this  argu- 
ment is  the  opinion  of  the  experienced  trial  judge  (Tr. 
77,  78)  : 

' '  The  Court  :  Of  course,  the  evidence  is  far  from 
as  satisfactory,  clear,  and  definite  as  all  of  us,  the 
plaintiff,  the  defense,  and  the  Court  might  wish. 
This  is  a  weakness,  if  you  want  to  call  it  that,  in- 
herent in  a  case  of  this  kind.  I  suppose  that  I  have 
handled  hundreds  of  them  and  I  have  tried  dozens 
of  them  and  feel  some  familiarity  with  the  practi- 
calities of  such  a  case. 

"Russak  and  his  wife  were  at  the  ship  fiesta 
having  a  good  time.  That  is  what  they  paid  their 
cruise  passage  money  for.  The  party  was  arranged 
as  a  gala  affair  with  the  idea  that  people  could  be 
carefree  and  have  fun,  frolic  about,  and  even  do  the 
kazotska  dance.  Suddenly  an  incident  like  this 
happens,  and,  of  course,  they  happen  not  in- 
frequently. The  person  injured  in  such  an  incident 
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isn't  going  to  stop  and  minutely  examine  con- 
ditions and  get  photographs  thereof.  He  is  going 
to  look  down  to  see  what  caused  his  injury,  and 
seeing  something  there,  is  going  to  look  at  it.  But 
his  ankle  is  paining  him,  and  he  goes  over  and  gets 
out  of  the  way  of  other  performers  and  hopes  that 
by  the  next  round  he  will  be  able  to  answer  the  bell. 
It  is  a  perfectly  natural,  normal  reaction." 

Respondent  does  not  deem  it  necessary  to  discuss  the 
alleged  hearsay  statements  of  the  cruise  director  which 
have  been  specified  as  an  error  by  appellant  as  it  makes 
no  contention  in  its  argument  (App.  Br.  30)  that  these 
statements  had  any  effect  on  the  court's  decision,  or 
were  considered  by  the  court. 

CONCLUSION 

This  case  was  tried  to  the  court.  Upon  conflicting 
testimony  the  court  found  that  there  was  a  slippery 
substance  on  the  dance  floor  and  that  facts  were  estab- 
lished from  which  it  could  be  reasonably  inferred  that 
this  substance  was  on  the  dance  floor  approximately 
twenty  minutes  before  the  accident.  The  court  further 
found  from  the  evidence,  that  under  the  circumstances 
existing  at  the  time,  the  presence  of  those  charged  with 
the  duty  of  cleaning  up  any  such  material  which  may 
have  been  spilled,  that  the  appellant  had  or  should  have 
had  notice  of  the  presence  of  this  substance.  It  further 
found  that  in  the  exercise  of  that  degree  of  care  owed 
by  the  appellant  as  a  carrier  to  the  respondent  as  a 
passenger  that  this  substance  should  have  been  removed 
prior  to  the  accident.  The  failure  to  remove  this  was  a 
proximate  cause  of  respondent's  injury. 
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The  findings  of  the  trial  court  are  not  clearly  errone- 
ous and,  therefore,  the  judgment  should  be  affirmed. 

Respectfully  submitted, 

Levinson  &  Friedman 
Sam  L.  Levinson 
Attorneys  for  Respondent 
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No.  16,170 

United  States  Court  of  Appeals 

For  the  Ninth  Circuit 


Gladys  Laycock, 

vs. 
Frank  J.  Kenney, 


Appellant, 


Appellee. 


Appeal  from  the  United  States  District  Court 
for  the  District  of  Oregon. 


APPELLANT'S  OPENING  BRIEF. 


STATEMENT  DISCLOSING  JURISDICTION. 

Plaintiff  is  part  owner  of  gold  mining  property  in 
Oregon,  deriving  her  title  under  a  patent  from  the 
United  States  Government,  which  granted  the  mining 
premises  together  with  all  the  rights,  privileges,  im- 
munities and  appurtenances  thereunto  belonging. 

Defendant  is  the  Special  Agent  in  Charge,  United 
States  Secret  Service,  Treasury  Department,  respon- 
sible for  the  enforcement  in  Oregon  of  the  Gold  Reg- 
ulations issued  by  the  United  States  Treasury  De- 
partment and  responsible  for  investigations  of  alleged 
violations  thereof,  and  for  making  arrests  for  such 
alleged  violations  thereof  and  for  causing  criminal 


proceedings  to  be  instituted  thereunder  through  the 
Department  of  Justice. 

Plaintiff  seeks  a  declaratory  judgment  to  invali- 
date the  said  regulations  and  a  permanent  injunction 
to  prevent  the  enforcement  of  said  regulations  against 
her,  and  to  prevent  her  arrest  or  prosecution  for  op- 
erating her  mining  property  and  selling  the  metal  pro- 
duced therefrom  (gold)  without  a  license,  and  to  pre- 
vent the  confiscation  of  her  metal  (gold)  by  the 
United  States. 

Plaintiff  alleges  such  regulations  to  be  in  violation 
of  the  Constitution  and  the  rights  guaranteed  to  her 
by  the  Constitution  of  the  United  States. 

The  jurisdiction  of  the  District  Court  exists  under 
Article  III,  Sec.  2  of  the  Constitution  and  the  Act 
of  June  22,  1948.  (See  Chapter  646,  62  Stat.,  930;  28 
USCA  Sec.  1331.) 

Jurisdiction  of  this  Court  exists  under  Title  28 
USCA  Sec.  1291. 

This  case  involves  the  validity  of  the  Gold  Regu- 
lations, a  copy  of  which  is  attached  as  Appendix  A 
hereto. 

The  authority  for  those  regulations,  as  asserted  by 
the  regulations  themselves,  is  the  so-called  Gold  Re- 
serve Act  of  1934,  48  Stat.,  337  (31  USCA  440  et  seq.) 
and  the  Trading  With  the  Enemy  Act  of  October  6, 
1947,  40  Stat.,  415  (12  USCA  95a)  and  Executive  Or- 
ders and  regulations  or  delegations  purporting  to  be 
issued  under  said  statutes  or  either  of  them. 


The  Trading  With  the  Enemy  Act,  which  originally 
was  confined  to  a  time  of  war  was  amended  on  March 
9,  1933  so  as  to  apply  ''during  any  other  period  of 
national  emergency  declared  by  the  President". 

The  sections  of  those  two  statutes  which  are  as- 
serted to  be  the  basis  for  the  regulations,  which  the 
plaintiff  attacks,  are  as  follows : 

"(1)  During  the  time  of  war  or  during  any 
other  period  of  national  emergency  declared  by 
the  President,  the  President  may,  through  any 
agency  that  he  may  designate,  or  otherwise,  and 
under  such  rules  and  regulations  as  he  may  pre- 
scribe, by  means  of  instructions,  licenses,  or  other- 
wise— 

(a)  investigate,  regulate,  or  prohibit  any 
transactions  in  foreign  exchange,  transfers  of 
credit  or  payments  between,  by,  through,  or  to 
any  banking  institution,  and  the  importing,  ex- 
porting, hoarding,  melting,  or  earmarking  of  gold 

or  silver  coin  or  bullion,  currency,  or  securities, 
*  *  *  ?> 

USCA  Title  12  Sec.  95a. 

"On  January  30,  1934,  all  right,  title,  and  in- 
terest, and  every  claim  of  the  Board  of  Governors 
of  the  Federal  Reserve  System,  of  every  Federal 
Reserve  bank,  and  of  every  Federal  Reserve  agent, 
in  and  to  any  and  all  gold  coin  and  gold  bullion 
shall  pass  to  and  are  vested  in  the  United  States ; 
and  in  payment  therefor  credits  in  equivalent 
amounts  in  dollars  are  established  in  the  Treasury 
in  the  accounts  authorized  under  section  467  of 
Title  12  *  *  ^." 

USCA  Title  31  Sec.  441. 


*^T]ie  Secretary  of  the  Treasury  shall,  by  regu- 
lations issued  hereunder,  with  the  approval  of  the 
President,  prescribe  the  conditions  under  which 
gold  may  be  acquired  and  held,  transported, 
melted  or  treated,  imported,  exported,  or  ear- 
marked: (a)  for  industrial,  professional,  and  ar- 
tistic use;  (b)  by  the  Federal  Reserve  banks  for 
the  purpose  of  settling  international  balances; 
and  (c)  for  such  other  purposes  as  in  his  judg- 
ment are  not  inconsistent  with  the  purposes  of 
sections  315b,  405b,  408a,  408b,  440-446,  752,  754a, 
754b,  767,  821,  822a,  822b,  and  824  of  this  title 
and  sections  213,  411-415,  417,  and  467  of  Title 
12.  Gold  in  any  form  may  be  acquired,  trans- 
ported, melted  or  treated,  imported,  exported,  or 
earmarked  or  held  in  custody  for  foreign  or  do- 
mestic account  (except  on  behalf  of  the  United 
States)  only  to  the  extent  permitted  by,  and  sub- 
ject to  the  conditions  prescribed  in,  or  pursuant 
to,  such  regulations.  Such  regulations  may  ex- 
empt from  the  provisions  of  this  section,  in  whole 
or  in  part,  gold  situated  in  places  beyond  the 
limits  of  the  continental  United  States." 

The  executive  order  under  which  the  President 
claimed  to  act  is  Order  No.  6260  of  August  28,  1933 
as  amended  by  orders  of  January  12,  1934  and  of 
January  15,  1934;  appears  as  a  note  beneath  Sec.  95a 
of  Title  12  USCA. 

One  section  of  the  so-called  ''Gold  Reserve  Act"  is 
as  follows: 

"With  the  approval  of  the  President,  the  Sec- 
retary of  the  Treasury  may  purchase  gold  in  any 
amounts,  at  home  or  abroad,  with  any  direct  ob- 


ligations,  coin  or  mirrencij  of  the  United  States* 
authorized  by  law,  or  with  any  funds  in  the 
Treasury  not  otherwise  appropriated,  at  such 
rates  and  upon  such  terms  and  conditions  as  he 
may  deem  most  advantageous  to  the  public  in- 
terest; any  provision  of  law  relating  to  the  main- 
tenance of  parity,  or  limiting  the  purposes  for 
which  any  of  such  obligations,  coin,  or  currency, 
may  be  issued,  or  requiring  any  such  obligations 
to  be  offered  as  a  popular  loan  or  on  a  competi- 
tive basis,  or  to  be  offered  or  issued  at  not  less 
than  par,  to  the  contrary  notwithstanding.  All 
gold  so  purchased  shall  be  included  as  an  asset  of 
the  general  fund  of  the  Treasury." 
48  Stat.,  Sec.  341,  USCA  Title  12  Sec.  734. 

Section   54.44   of   the   Regulations   issued   by   the 
Treasury  Department  is  as  follows: 

^'Purchase  Price.  The  mints  shall  pay  for  all 
gold  purchased  by  them  in  accordance  with  this 
subpart  $35.00  (less  one-fourth  of  1  percent)  per 
troy  ounce  of  fine  gold,  but  shall  retain  from  such 
purchase  price  an  amount  equal  to  all  mint 
charges.  This  price  may  he  changed  hy  the  Sec- 
retary of  the  Treasury  without  notice  other  than 
by  notice  of  such  change  mailed  or  telegraphed 
to  the  mints." 


ABSTRACT  OF  THE  CASE. 

The  complaint  alleges: 

(a)  That  plaintiff  has  heavily  invested  in  and  de- 
veloped her  mining  claim  containing  gold,  and  has 
blocked  out  therein  about  243,000  tons  of  ore ; 


*A11  italics  herein  supplied  unless  otherwise  indicated. 


(b)  That  Regulations  prohibit  the  holding  and 
processing  of  her  product,  gold,  except  under  license, 
and  that  the  Regulations  and  the  form  of  license 
issued  thereunder  require  and  compel  that  the  licensee 
sell  all  gold  processed  by  her  to  the  government  or  to 
persons  authorized  to  receive  said  gold  in  exchange 
for  paper  currency  of  the  nominal  or  face  amount  of 
$35.00  for  each  ounce  of  gold; 

(c)  That  the  cost  of  mining  and  producing  the 
quartz  from  her  mine  and  processing  it  into  gold, 
measured  by  and  paid  in  such  paper  currency,  exceeds 
the  price  at  which  the  license  requires  such  gold  to  be 
sold ; 

(d)  That,  therefore,  the  Regulations  and  the  re- 
quirements of  the  license  issued  thereunder  make  it 
impossible  for  her  to  operate  and  produce  gold  at  a 
profit  and,  therefore,  compel  that  the  property  remain 
idle  and  unproductive  and  cause  it  to  depreciate  so  as 
to  become  practically  worthless;  and  that  as  a  result 
of  such  idleness,  the  terminals,  timbers,  tracks,  shor- 
ing, cribbing,  machinery  and  other  improvements  are 
constantly  deteriorating  to  the  plaintiff's  loss  and  fur- 
ther daily  damage; 

(e)  That  the  present  fair  market  value  of  gold  is 
$70.00  per  ounce,  and  that  such  price  would  permit 
the  plaintiff  to  make  a  profit  out  of  operations  of  mil- 
lions of  dollars  and  would  enhance  the  present  resale 
value  of  her  property  to  at  least  $10,000,000.00 ; 

(f)  That  under  the  Constitution  of  the  United 
States  there  is  no  power  in  Congress  or  in  any  depart- 


ment  of  the  government  to  fix  the  price  of  gold,  or  to 
fix  the  price  of  any  other  metal ; 

(g)  That  no  statute  of  the  United  States  purports 
to  set  the  price  of  gold  or  of  any  other  metal,  or  to 
authorize  any  department  of  the  government  to  do  so ; 

(h)  That  setting  the  price  of  gold  deprives  the 
plaintiff  of  her  property  without  due  process  of  law 
in  violation  of  the  Fifth  Amendment  to  the  Constitu- 
tion; 

(i)  That  setting  the  price  of  gold  in  terms  of  paper 
currency  by  the  Treasury  Department  and  the  re- 
quirement, as  a  condition  of  a  license  to  produce  gold, 
that  such  gold  be  delivered  to  the  Treasury  Depart- 
ment at  such  set  price  payable  in  paper  currency,  is 
beyond  the  constitutional  power  of  the  Federal  Gov- 
ernment, and  deprives  the  plaintiff  of  her  rights 
under  the  Constitution  and  of  her  livelihood  from  the 
operation  of  her  property;  and  that  it  is,  in  fact,  a 
confiscation  of  her  metal; 

(j)  That  the  establishment  of  such  set  price  of  gold 
produced,  which  is  below  the  cost  of  production,  and 
the  selling  of  such  gold  by  the  Treasury  Department 
for  industrial,  professional  or  artistic  use,  at  the  same 
price,  grants  an  unlawful  benefit  to  such  other  users 
of  gold  at  the  expense  of  and  to  the  damage  of  this 
plaintiff  and  other  producers  of  gold,  by  permitting 
such  other  users  of  gold  to  obtain  the  metal  for  less 
than  its  cost  of  production  and  at  the  expense  of  the 
producers ; 
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(k)  That  the  defendant  has  threatened  to  cause 
plaintiff's  arrest  and  prosecution  involving  criminal 
penalties,  and  has  threatened  confiscation  of  her  gold 
and  to  cause  fines  to  be  imposed  upon  her  if  she 
should  attempt  to  sell  her  gold  at  a  fair  price  in  the 
market  in  violation  of  such  Regulations; 

(1)  That  the  enforcement  of  such  invalid  Regula- 
tions is  causing  this  plaintiff  an  irreparable  injury, 
and  that  she  has  no  remedy  at  law; 

(m)  That  all  emergencies,  war,  economic  or  other- 
wise, pursuant  to  which  any  and  all  legislation  with 
respect  to  gold  ceased  to  exist  prior  to  the  commence- 
ment of  this  action,  and  that  no  such  emergency  now 
exists. 

Upon  those  grounds  the  plaintiff  prayed  the  Court 
to  adjudge  that  setting  the  price  of  gold  by  the  gov- 
ernment is  without  any  authority  under  the  Constitu- 
tion or  under  any  law  of  the  United  States  and  is, 
therefore,  invalid  and  void,  and  that  the  defendant  be 
permanently  enjoined  from  enforcing  the  provisions  of 
the  Regulations  against  her,  and  from  enforcing  any 
price  for  her  gold,  and  from  causing  her  to  be  arrested 
or  prosecuted  or  fined  for  selling  her  gold  without  li- 
cense and  from  causing  her  gold  to  be  confiscated, 
and  from  interfering  with  her  operation  of  her  prop- 
erty or  her  marketing  the  gold  produced  therefrom 
for  her  own  account. 

The  defendant  moved  to  dismiss  the  complaint, 
which  motion  the  District  Court  sustained  on  the 
ground  that  the  complaint  failed  to  state  a  claim  upon 
which  relief  could  be  granted. 
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The  brief  findings  of  fact  declared  the  substance  of 
Sec.  821  of  Title  31  USCA,  which  declares  the  dol- 
lar consisting  of  a  specified  weight  of  gold  to  be  the 
standard  unit  of  value,  and  which  directs  that  all 
forms  of  money  issued  or  coined  by  the  United  States 
shall  be  maintained  at  a  parity  of  value  with  this 
standard,  which  makes  it  the  duty  of  the  Secretary  of 
the  Treasury  to  maintain  such  parity. 

The  Court  also  made  the  following  finding  of  fact: 
''Control  of  the  entire  domestic  stock  of  exist- 
ing gold  and  all  additions  thereto  and  subtrac- 
tions therefrom,  including  the  prevention  of 
hoarding  of  old  and  newly-mined  gold,  are  requi- 
site to  performance  of  the  Secretary's  statutory 
duty  'to  maintain  such  parity'  ".    (Tr.  p.  18.) 

The  conclusions  of  law  declared  that  the  Regula- 
tions were  reasonably  related  to  performance  of  the 
duty  "to  maintain  such  parity  and  the  constitutional 
power  to  'regulate  the  value'  of  money  (sic)  U.S.  Con- 
stitution Article  I  Sec.  8". 

The  judgment  recited  that  for  those  reasons  the 
complaint  was  dismissed  upon  the  ground  that  it 
failed  to  state  a  claim  upon  which  relief  could  be 
granted. 

Following  the  entry  of  such  judgment  this  appeal 
was  timely  perfected. 
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SPECIFICATIONS  OF  ERROR. 

The  District  Court  erred  in  the  following  respects: 

(1)  In  dismissing  the  complaint  upon  the  asserted 
ground  that  it  failed  to  state  a  claim  upon  which  re- 
lief could  be  granted ; 

(2)  In  failing  to  adjudge  that  the  enforcement  of 
the  Regulations  violates  the  rights  of  this  plaintiff  as 
guaranteed  by  the  Constitution  of  the  United  States ; 

(3)  In  failing  to  hold  that  the  Regulations  are  be- 
yond the  power  of  the  government  under  the  Consti- 
tution ; 

(4)  In  failing  to  hold  that  the  Executive  Orders 
and  the  Regulations  are  beyond  and  in  excess  of  any 
power  granted  by  the  statutes  under  which  such  Ex- 
ecutive Orders  and  Regulations  purport  to  be  issued; 

(5)  In  failing  to  hold  that  under  the  Constitution 
the  government  has  no  power  to  set  the  price  of  gold ; 

(6)  In  failin^g  to  hold  that  neither  the  Trading 
With  the  Enemy  Act  nor  the  Gold  Reserve  Act  give 
or  attempt  to  give  any  officer  of  the  government  power 
to  set  the  price  of  gold; 

(7)  In  failing  to  hold  that  gold  is  a  commodity  and 
that  gold  produced  from  plaintiff's  property  is  her 
private  property,  and  in  failing  to  hold  that  enforce- 
ment of  the  Regulations,  including  the  setting  of  the 
price  of  gold,  deprives  this  plaintiff  of  her  private 
property  without  just  compensation  in  violation  of 
the  Constitution; 

(8)  In  failing  to  hold  that  the  price  setting  pro- 
visions of  said  Regulations  (a)  constitute  legislation 
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by  the  Executive  Department  of  the  government  in 
violation  of  Aii;icle  I  Sec.  1  of  the  Constitution  and 
(b)  caused  this  plaintiff  to  be  deprived  of  just  com- 
pensation for  her  property  and  of  the  right  to  have 
such  just  compensation  determined  by  a  Court  in  vio- 
lation of  the  due  process  clause  of  the  Fifth  Amend- 
ment to  the  Constitution  of  the  United  States,  and  in 
violation  of  Articles  I  and  III,  Sec.  1  of  the  Con- 
stitution ; 

(9)  In  holding  that  control  of  the  entire  domestic 
stock  of  existing  gold  and  all  additions  thereto  and 
subtractions  therefrom  are  necessary  to  the  duty  to 
maintain  the  parity  specified  in  Sec.  821  of  Title  31 

USCA; 

(10)  In  holding  that  the  Regulations  and  the  re- 
strictions thereby  imposed  upon  the  private  occupa- 
tion of  gold  mining  are  reasonably  related  to  the  duty 
to  maintain  such  parity,  and  to  the  power  granted  by 
Sec.  8  of  Article  I  of  the  Constitution,  which  power 
is  expressed  in  the  conclusions  of  law  of  the  Court 
below  to  be  the  power  to  "regulate  the  value  of 
money".  In  point  of  fact  the  power  given  by  Sec. 
8  of  Article  I  is  not  the  power  to  regulate  the  value 
of  money  but  is  confined  to  the  power  "to  regulate  the 
value  of  coined  money  and  of  foreign  coin". 


DEFINITION  OF  TERMS  AND  HISTORICAL  BACKGROUND. 

Although  this  complaint  raises  grave  questions 
under  the  Constitution  of  the  United  States,  the  Dis- 
trict Court  did  not  specifically  rule  upon  the  ques- 
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tions  raised  by  the  complaint  nor  upon  its  allegations 
that  the  Regulations  and  Acts  complained  of  are  in 
excess  of  the  power  granted  by  the  Constitution  and 
violate  the  rights  of  this  plaintiff,  as  guaranteed  to 
her  by  the  Constitution. 

The  transcript  of  the  proceedings  below,  particu- 
larly the  colloquies  between  Court  and  counsel,  evi- 
dence :  that  the  District  Court  was  under  the  impres- 
sion that  Congress  has  power  to  "fix  the  value  of 
money",  but  was  also  of  the  opinion  that  the  govern- 
ment had  no  power  to  direct  that  a  citizen  could  not 
convert  his  ore  to  gold  bullion  unless  he  first  signed 
a  contract  by  which  he  agreed  to  deliver  such  gold 
to  the  mint  at  $35.00  an  ounce.  But  the  defendant 
urged  that  since  Sec.  314  of  Title  31  USCA  im^^osed 
the  duty  upon  the  government  of  maintaining  all  forms 
of  money  at  a  parity  of  value  with  the  gold  standard 
specified  in  the  statute,  that  it  was  necessary  to  fulfill 
that  duty  for  the  government  to  own  or  control  the 
entire  domestic  stock  of  existing  gold. 

The  defendant  also  urged  that  the  restrictions  im- 
posed upon  the  private  occupation  of  gold  mining, 
including  the  power  to  fix  the  price  of  gold,  were  rea- 
sonably related  to  the  constitutional  power  conferred 
by  Sec.  8  of  Article  I  of  the  Constitution,  which 
power  is  expressed  in  the  Constitution  as  follows : 

' '  To  coin  money,  regulate  the  value  thereof  and 
of  foreign  coin,  and  fix  the  standard  of  weights 
and  measures". 

In  our  argument  which  follows,  we  will  state  the 
claims  as  asserted  by  the  plaintiff  and  the  law  in  sup- 
port thereof. 
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In  opposition  to  the  contentions  advanced  by  the 
defendant,  we  state  the  plaintiff's  claims  and  conten- 
tions with  respect  to  those  matters  in  positive  form 
as  follows: 

(1)  The  ownership  or  control  of  the  entire  do- 
mestic stock  of  existing  gold  had  no  relationship  what- 
soever to  the  duty  to  maintain  the  parity  called  for 
by  Sec.  314  of  Title  31  USCA; 

(a)  As  a  matter  of  fact  the  ownership  or  con- 
trol of  the  entire  domestic  stock  of  gold  was  not, 
never  has  been  and  is  not  now  necessary  to  the 
fulfillment  of  the  purpose  of  that  statute  nor  of 
the  duty  imposed  thereby. 

(b)  As  a  matter  of  law  that  statute  does  not 
require  that  the  price  of  gold  be  maintained  at  a 
parity  with  the  nominal  amount  or  value  of  ir- 
redeemable paper  currency  issued  by  the  govern- 
ment. 

(2)  That  the  restrictions  imposed  upon  the  private 
occupation  of  gold  mining  and  the  price  fixing  regu- 
lations included  within  those  restrictions  have  no  re- 
lation whatever  or  in  any  manner  to  the  constitu- 
tional power  above  quoted  to  regulate  the  value  of 
coined  money  and  of  foreign  coin. 

We  will  discuss  those  positive  contentions  hereafter 
in  our  argument. 

Meanwhile  we  state  the  essential  fact  to  be  this: 
The  government  asserts  that  no  one  may  produce 
gold  without  a  license  from  the  government,  and  then 
requires  as  a  condition  for  the  granting  of  that  li- 
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cense  the  agreement  from  the  licensee  that  the  licensee 
will  turn  over  to  the  government  all  of  his  gold  in 
exchange  for  irredeemable  paper  currency,  at  the  rate 
of  one  ounce  of  gold  for  each  $35.00  face  amount  of 
such  irredeemable  paper  currency. 

The  broad  question  presented  is  this:  under  the 
Constitution  of  the  United  States,  has  the  govern- 
ment, which  granted  a  patent  covering  a  mining  claim 
without  any  conditions  attached  to  that  patent,  the 
power  thereafter  to  assert  that  the  owner  of  that 
patent  may  not  produce  from  his  mine  the  commodity 
which  is  found  on  the  patented  claim  except  under  a 
license  granted  by  the  government,  which  license  will 
not  be  issued  unless  the  patentee  agrees  in  advance 
to  deliver  all  of  the  commodity  produced  by  him 
(gold)  to  the  government  in  exchange  for  a  specified 
amount  of  such  paper  currency  when,  in  point  of  fact, 
the  cost  of  production  of  that  commodity  (gold)  must 
be  paid  for  in  paper  currency,  and  when  the  cost  of 
production  thereof,  measured  by  such  paper  currency, 
exceeds  the  amount  of  such  paper  currency  which  the 
government  says  it  will  give  for  all  the  gold  pro- 
duced 1 

The  record  in  this  case  and  the  subject  matter  show 
the  necessity  for  accurate  and  precise  language. 
Therefore,  before  presenting  our  argument,  we  will 
define  our  terms,  giving  to  those  words  their  plain 
ordinary  meaning  as  declared  by  Webster's  diction- 
ary. We  shall  also  state  in  the  precise  words  of  the 
Constitution  the  limited  power  granted  thereby  to 
the  Federal  Government  over  money. 
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With  this  precision  we  hope  to  avoid  in  this  brief 
the  confusion  which  followed  by  using  loose  language 
with  respect  to  the  subject  matter  which  must  be  dis- 
cussed in  precise  and  accurate  terms. 

Gold:  A  metallic  element  of  characteristic  yellow 
color,  the  most  precious  metal  used  as  a  common  com- 
mercial medium  of  exchange. 

Commodity:  That  which  affords  convenience  or 
profit,  especially  in  commerce,  including  everything 
movable  that  is  bought  and  sold — goods,  wares,  mer- 
chandise, produce  of  land,  etc. 

Money:  Metal,  as  gold,  silver  or  copper,  coined  or 
stamped  and  issued  by  a  recognized  authority  as  a 
medium  of  exchange;  coinage  in  general. 

Coin:  A  piece  of  metal  certified  by  a  mark  or  marks 
upon  it,  to  be  of  a  definite  intrinsic  or  exchange  value 
and  issued  by  governmental  authority  to  be  used  as 
money. 

Dollar:  A  coin  of  the  United  States. 

Standard:  That  which  is  set  up  and  established  by 
authority  as  a  rule  for  the  measure  of  quantity, 
weight,  extent,  value  or  quality;  especially  the  orig- 
inal specific  weight  or  measure  sanctioned  by  a  gov- 
ernment as  the  standard  pound,  gallon,  yard,  meter 
or  the  like. 

Standard  of  Value:  The  commodity  which  is  made 
the  measure  of  value  in  any  comparison  of  values; 
specifically  that  which  is  the  measure  of  value  in  a 
monetary  system. 
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Essentials  of  a  Monetary  System:  *' Every  monetary 
system  must  be  based  on  a  standard  unit  of  value 
which  consists  of  a  fixed  quantity  of  some  definite 
concrete  substance  to  be  measured  by  the  units  of 
weight  or  space".  (Encyclopedia  Britannica,  caption 
MONEY.) 

Regulate:  To  govern  or  direct  according  to  rule;  to 
fix  the  time,  amount,  degree  or  rate  of  by  adjusting, 
rectifying,  etc.  so  as  to  regulate  temperature,  pres- 
sure or  speed;  also  to  adjust  so  as  to  work  accurately 
or  regularly;  as  to  regulate  a  clock,  carburetor  or  a 
meter. 

Those  definitions  and  principles  establish  that  gold 
as  gold,  is  a  commodity.  If  and  when  gold  be  cast 
into  coins  and  stamped  with  the  stamp  of  the  govern- 
ment as  a  guarantee  of  the  weight  and  purity  of  the 
metal,  which  constitutes  their  value,  such  coins  be- 
come money. 

The  very  word  ''money"  is  derived  from  Moneta, 
another  name  for  the  goddess  Jimo.  In  her  temple 
was  kept  the  die  for  stamping  coins;  hence  such 
stamped  coins  were  called  ''Money". 

Before  coining  gold  into  money  a  government  must 
acquire  the  metal  just  as  it  must  acquire  silver  and 
copper  before  coining  those  metals  into  money.  We 
shall  show  hereafter  that  throughout  the  history  of 
the  United  States  the  government  has  had  full  and 
complete  power  to  buy  those  metals,  gold,  silver  and 
copper  in  order  to  coin  them  into  money. 

We  now  quote  two  relevant  provisions  of  the  Con- 
stitution. 
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Congress  shall  have  power  ''to  coin  Money,  regu- 
late the  value  thereof  and  of  foreign  coin,  and  fix  the 
standard  of  weights  and  measures".  Constitution 
Article  I,  Sec.  8. 

''No  State  shall  *  *  *  make  anything  but  gold  and 
silver  Coin  a  Tender  in  Payment  of  Debts".  Consti- 
tution Article  I,  Sec.  10,  CI.  1. 


THE  POWER  TO  REaiTLATE  THE  VALUE  OF  COINED  MONEY 
AND  OF  FOREIGN  COIN  AND  THE  POWER  TO  FIX  THE 
STANDARD  OF  WEIGHTS  AND  MEASURES. 

Those  two  powers,  first,  the  power  to  coin  money 
and,  second,  the  power  to  regulate  the  value  of  such 
coined  money  and  of  foreign  coin  were  granted  by 
the  same  clause  of  the  Constitution,  which  granted 
the  power  to  fix  the  standard  of  weights  and  measures. 
Thus  in  one  clause  are  granted  three  powers,  one,  to 
coin  money,  2nd,  to  regulate  the  value  of  coined 
money  and,  3rd,  to  fix  the  standard  of  weights  and 
measures.  The  three  powers  are  distinct  and  sep- 
arate. They  are,  however,  associated  together  in  the 
Constitution  because  they  are  allied  powers.  The 
power  to  regulate  the  value  of  coined  money  could 
not  be  exercised  unless  and  until  Congress  had  fixed 
a  standard  of  value  by  which  to  regulate  the  value  of 
such  coined  money.  The  Supreme  Court  has  said  of 
that  power: 

"This  power  of  regulation  is  a  power  to  deter- 
mine the  weight,  purity,  some  impression  and 
denomination  of  the  several  coins  and  their  rela- 
tion to  each  other,  and  the  relations  of  foreign 
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coins  to  the  monetary  unit  of  the  United  States." 
{Hepburn  v.  GriswoU,  8  Wall.  603,  616,  19  L. 
Ed.  513.) 

The  same  Court  referred  to  that  power  as : 

'^  'an  important  trust  invested  by  the  Constitu- 
tion, and  to  the  obligation  to  fulfill  that  trust  on 
the  part  of  the  Government,  namely  the  trust  and 
duty  of  creating  and  maintaining  a  uniform  and 
pure  metallic  standard  of  value  throughout  the 
Union.  The  power  of  coining  money  and  of  regu- 
lating its  value  was  delegated  to  Congress  by  the 
Constitution  for  the  very  purpose  as  assigned  by 
the  framers  of  that  instrument,  of  creating  and 
preserving  the  uniformity  and  purity  of  such  a 
standard  of  value  *  *  *  having  emitted  a  circu- 
lating medium  for  the  purposes  of  the  community 
and  for  the  actions  of  the  Government  itself,  they 
are  accordingly  authorized  and  hound  in  duty  to 
prevent  its  debasement  *  *  ^^  {TJ.  S.  v.  Marigold, 
9  How.  560,  568,  13  L.  Ed.  257.) 

That  duty  to  preserve  the  fixed  standard  of  value 
has  been  affirmed  by  all  the  authorities.  In  his  report 
to  Congress  on  the  establishment  of  a  mint  Alexander 
Hamilton  said: 

"There  is  scarcely  any  point  in  the  economy  of 
national  affairs  of  greater  moment  than  the  uni- 
form preservation  of  the  intrinsic  value  of  the 
money  unit.  On  this  the  security  and  steady  value 
of  property  essentially  depend".  (See  Hamilton's 
Report,  Annals  of  the  First  Congress,  Vol.  II, 
pp.  2111  to  2140.) 

Thomas  Jefferson  confirmed  Alexander  Hamilton's 
report  by  letter  to  Hamilton  in  February,  1792.  He 
wrote: 
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'' Should  it  be  thought,  however,  that  Congress 
may  reduce  the  vakie  of  the  dollar,  I  should  be 
for  adopting  for  our  unit,  instead  of  the  dollar, 
either  one  ounce  of  pure  silver  or  one  ounce  of 
standard  silver  so  as  to  keep  the  unit  of  money 
a  part  of  the  system  of  weights  and  coins".  (Jef- 
ferson's Writings,  edited  by  H.  A.  Washington, 
Vol.  Ill,  p.  330.) 

Justice  Story  says  that  the  very  purpose  of  the 
power  to  regulate  the  value  of  coined  money  was  "to 
secure  it  from  debasement".  (Story  on  the  Constitu- 
tion, Sec.  1118.) 

Hamilton  preferred  the  use  of  the  word  ''Unit"  to 
the  word  ''Dollar",  but  recognized  the  general  use  of 
the  word  "Dollar".  (See  Hamilton's  Report,  supra.) 

The  first  dollar  of  the  United  States  was  a  silver 
coin  which  our  First  Coinage  Act  made  the  "Dollar" 
or  "Unit".  (1  Stat,  at  Large,  p.  248.) 

There  was  no  gold  dollar  of  the  United  States  until 
1849  when,  after  the  discovery  of  gold  in  California, 
Congress  authorized  a  small  gold  coin  and  required 
it  to  be  "of  the  value  of  one  dollar  or  miit",  meaning 
the  silver  unit.  (9  Stat.  p.  397.) 

Because  such  new  gold  coin  was  of  the  "value  of 
the  silver  dollar",  the  people  generally  called  it  a 
dollar,  but  that  was  the  first  time  that  the  word  dollar 
had  been  applied  to  a  gold  coin.  In  1873  when  Con- 
gress stopped  the  coinage  of  silver  dollars,  the  statute 
made  such  gold  dollar  "the  unit  of  value"  (17  Stat. 
p.  426)  and  later  confirmed  that  by  the  Act  of  1900, 
which  established  the  gold  dollar  of  25.8  grains  of 
gold  as  the  standard  unit  of  value. 
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THE  DISTINCTION  BETWEEN  REGULATING  THE  VALUE  OF 
COINED  MONEY  BY  A  FIXED  METALLIC  STANDARD  AND 
DEBASING  THE  STANDARD  ITSELF. 

President  Cleveland  made  the  distinction  clear  in 
a  brief  sentence; 

"There  is  a  vast  difference  between  a  standard 
of  value  and  a  currency  for  monetary  use.  The 
standard  must  necessarily  be  fixed  and  certain." 
(Cleveland's  Message  to  Congress  of  December  2, 
1895.) 

Under  the  above  quoted  authority  Congress  was 
under  the  duty  of  protecting  the  metallic  standard  of 
value  as  the  measure  by  which  to  regulate  the  value 
of  all  coined  money — our  own  coined  money  as  well 
as  foreign  coin.  The  standard  of  value  was  to  remain 
fixed  while  the  value  of  coined  money  was  to  be  regu- 
lated by  that  standard.  The  power  to  regulate  the 
value  of  coined  money  does  not  include  the  power  to 
change  the  standard  or  regulation.  The  difference  is 
essential  and  is  made  clear  by  a  simple  illustration. 

Of  course  Congress  has  power  to  regulate  the  tem- 
perature of  its  own  meeting  room.  In  order  to  regu- 
late that  temperature  it  must  have  a  standard,  which 
is  the  thermometer,  which  registers  the  temperature. 
We  are  quite  certain  that  if  Congress  changed  the 
scale  upon  the  thermometer  and  said  that  in  doing  so  I 
it  was  exercising  its  power  to  regulate  the  tempera- 
ture of  its  meeting  room,  the  people  would  laugh  that 
Congress  out  of  power.  By  exactly  the  same  reason- 
ing, if  Congress  reduced  the  standard  of  value,  which 
is  the  measure  of  value  of  coined  money,  and  said  that 
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by  reducing  the  standard  it  was  regulating  the  value 
of  coined  money,  its  statement  would  be  an  absurdity. 

A  change  of  a  standard,  which  is  the  regulator,  is 
not  the  exercise  of  the  power  to  regulate  the  value  of 
money. 

We  note  that  Congress  has  the  same  power  to  regu- 
late the  value  of  foreign  coin  that  it  has  to  regulate 
the  value  of  our  own  coin.  No  one  would  assert  that 
a  debasement  of  our  standard  of  value  would  be  regu- 
lating the  value  of  foreign  coin.  For  the  same  reason 
no  one  may  properly  assert  that  a  debasement  of  our 
standard  of  value  is  any  regulation  of  the  value  of 
our  coined  money. 

The  constitutional  power  of  Congress  is  limited  to 
regulate  the  value  of  coined  money — our  own  coined 
money  and  of  foreign  coin.  That  is  the  extent  of  the 
power.  Congress  has  no  power  to  fix  the  value  of 
money  or  to  regulate  the  value  of  paper  currency. 

The  value  of  coined  money  depends  upon  the  weight 
and  purity  of  the  metal  in  any  coin,  i.e.,  the  intrinsic 
value  of  that  coin.  Paper  currency  has  no  intrinsic 
value.  Its  value,  if  any,  depends  upon  whether  it  can 
be  redeemed  in  coined  money  upon  demand. 

Since  paper  currency  has  no  intrinsic  value,  it 
would  be  impossible  for  Congress  to  regulate  the  value 
of  paper  currency  and,  accordingly,  under  our  Consti- 
tution Congress  has  no  power  to  regulate  or  attempt 
to  regulate  the  value  of  paper  currency. 
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GOLD. 


Grold,  as  metal  is  merely  a  commodity  possessing 
certain  unique  qualities;  but  it  is  a  commodity  just 
as  are  silver,  nickel  and  copper. 

As  a  commodity  produced  by  a  citizen  it  becomes 
his  property  just  as  does  any  of  the  other  metals  pro- 
duced by  him,  but  it  continues  only  as  a  commodity. 
As  a  commodity  it  is  not  and  cannot  constitute  money. 
It  continues  to  be  a  commodity  even  when  processed 
or  refined. 

If  a  nation  adopts  that  commodity  as  its  money  and 
casts  it  into  coins  bearing  the  government  stamp  as  a 
guarantee  of  the  weight  and  purity  of  its  metal,  that 
coin  becomes  money  and  fulfills  the  functions  of 
money  as  (1)  a  standard  of  value,  (2)  a  medium  of 
exchange,  and  (3)  a  storehouse  of  wealth. 

All  money  is  a  creature  of  law.  Without  law  there 
could  be  no  money.  Only  the  law  can  authorize  coined 
money. 

When  our  law  defines  a  specified  amount  of  gold  as 
the  standard  unit  of  value,  it  is  futile  to  discuss  the 
value  of  gold,  because  gold  itself  is  the  measure  of 
value. 

When  a  foot  had  been  fixed  as  the  unit  of  length, 
or  a  pound  as  the  unit  of  weight,  this  Court  would 
waste  no  time  hearing  arguments  about  the  length  of 
a  foot  or  the  weight  of  a  pound. 

For  the  same  reason  it  is  futile  to  discuss  the  value 
of  gold. 
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Value  means  ''worth".  Value  in  the  abstract  is  an 
ideal  thing;  in  the  concrete  the  value  of  anything 
must  be  expressed  in  terms  of  something  else,  so  that 
an  expression  of  value  requires  a  comparison,  and 
thus  the  value  of  any  commodity  is  relative  to  that 
with  which  it  is  compared;  it  is  not  an  absolute 
quality. 

For  that  reason,  and  as  a  matter  of  practical  neces- 
sity, a  nation  must  establish  an  absolute — a  standard 
by  which  to  measure  and  express  values. 

The  Supreme  Court  has  said  that  such  a  standard 
is  ''indispensable  for  the  purposes  of  the  commimity 
and  for  the  action  of  the  Government  itself".  U.S.  v. 
Marigold,  9  How.  560,  586,  13  L.  Ed.  257. 

When  gold  is  declared  by  the  government  to  be  the 
standard  unit  of  value,  common  sense  will  preclude 
any  discussion  of  the  value  of  gold  and  even  of  the 
price  of  gold.  For  that  reason  when  a  specified  amount 
of  gold  was  our  unit  of  value,  we  never  discussed  the 
value  of  gold  or  the  price  of  gold.  We  did  speak  of 
"the  coinage  value  of  gold",  i.e.,  the  amount  of  gold 
contained  in  the  gold  unit  under  our  Coinage  Act, 
which  was  the  measure  of  our  values  as  well  as  oar 
monetary  unit. 

With  the  free  coinage  of  gold  the  producer  or 
holder  of  that  gold  received  in  exchange  for  his  re- 
fined gold  the  identical  amoimt  thereof,  but  in  the 
form  of  gold  coins.  Since  one  ounce  of  that  refined 
gold  was  the  exact  amount  contained  in  $20.67,  we 
said  that  gold  had  a  "coinage  value"  of  $20.67  per 
ounce. 
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But  such  coinage  value  was  never  forced  upon  the 
producers  of  gold  under  threat  of  penalties.  They 
could  do  with  their  gold  as  they  chose.  Neither  that 
phrase  nor  any  law  ever  passed  by  the  United  States 
attempted  to  fix  the  value  of  gold,  but  permitted  a 
specified  amount  of  gold  to  function,  as  the  standard 
by  which  to  regulate  the  value  of  coined  money,  of 
our  own  coined  money  and  of  foreign  coin. 

The  value  of  coined  money  depends  solely  upon  the 
value  of  its  pure  metal,  measured  against  the  metallic 
standard  of  value. 

The  Supreme  Court  has  said  that  the  dollar  was 
declared  to  be  legal  tender  because  it  is  a  piece  of 
metal,  certified  to  be  of  a  certain  weight  and  purity. 
Bronson  v.  Bodes,  7  Wall.  229,  250,  19  L.  Ed.  141. 

The  same  Court  has  said  'Hhe  basis  of  our  dollar 
of  account  *  *  *  is  the  standard  gold  dollar  of  25.8 
grains  *  *  *",  and  also  said  that  the  true  method  of 
comparing  foreign  coin  with  ours  is  "to  ascertain  the 
amoimt  of  pure  metal  in  each  *  *  *.  This  practice  is 
in  accord  with  the  rules  laid  down  by  the  most  en- 
lightened economists".  Arthur  v.  Bichards,  23  Wall. 
246,  259,  23  L.  Ed.  95. 

Accordingly  our  statute  established  the  weight  and 
fineness  of  the  metallic  standard  of  value,  which  it 
declares  to  be  of  gold.    (Title  31,  Sec.  311,  USCA.) 

Another  statute  requires  that  our  money  of  account 
shall  be  expressed  in  "dollars"  or  "units."  Section 
371. 
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Another  statute  specifies  that  the  value  of  foreign 
coin,  as  expressed  in  our  money,  shall  be  the  value  of 
the  pure  metal  of  such  foreign  coin  of  standard  value. 
Section  372. 

Another  statute  requires  gold  coins  to  be  of  full 
weight  in  order  to  be  legal  tender  at  their  face  value. 
If  of  less  than  full  weight,  such  gold  coins  are  to  be 
legal  tender  at  the  value  in  proportion  to  their  actual 
weight.  That  limitation  of  the  legal  tender  capacity 
of  gold  coins  to  their  actual  value  is  carried  forward 
in  the  Joint  Resolution  of  June  5,  1933.  (See  Title  31, 
USCA,  Sec.  462.) 

Thus,  all  of  our  laws  since  the  inception  of  our  gov- 
ernment, established  that  the  value  of  coined  money 
and  its  use  as  legal  tender  depend  solely  upon  the 
weight  and  quantity  of  its  pure  metal,  i.e.,  its  intrinsic 
value. 


WHEN  GOLD  WAS  MONEY. 

Gold  was  authorized  as  our  money  from  1792  down 
to  and  until  January  30,  1934. 

With  gold  coinage  Congress  could  exercise  its  power 
to  regulate  the  value  of  coined  money.  Thus  the  Eagle 
was  required  to  be  of  the  value  of  ten  Dollars  or 
Units.  To  regulate  the  value  of  the  Eagle  as  coined 
money  was  merely  to  compel  that  the  Eagle  should 
have  a  value  ten  times  in  excess  of  the  value  of  the 
gold  dollar,  and  that,  therefore,  the  gold  content  of 
the  Eagle  should  be  ten  times  the  gold  content  of  the 
dollar  or  unit. 
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But  at  all  times,  when  gold  was  our  money,  the 
people  had  the  right  to  own  and  possess  gold  in  any 
form,  either  as  newly  mined  gold  or  as  processed  gold 
or  as  bullion,  and  that  right  continued  even  after 
the  enactment  of  the  so-called  parity  statute  in  1900. 

During  all  of  that  time  the  government  did  not  have 
to  control  the  domestic  stock  of  gold  nor  to  prohibit 
the  private  ownership  of  gold  in  order  to  maintain 
the  parity  required  by  the  statute  of  1900,  nor  to  regu- 
late the  value  of  coined  money.  On  the  contrary,  the 
laws  of  this  nation,  which  establish  the  gold  standard 
as  the  necessary  requisite  by  which  to  regulate  the 
value  of  coined  money,  also  recognized  that  gold  itself 
was  and  continued  to  be  a  commodity.  Those  laws  also 
recognized  the  absolute  rights  of  ownership  in  the 
producer  of  gold. 

The  Coinage  Act  of  1873  made  the  gold  dollar  of 
25.8  grains  the  "Unit  of  value".  (17  Stat.,  p.  426.) 
The  same  Coinage  Act  of  1873  did  not  attempt  to 
control  all  gold  or  to  require  that  the  producer  of 
gold  should  surrender  his  commodity  at  any  fixed 
price.  If  the  producer  desired  he  could  have  his  gold 
coined  into  money.  But  the  same  statute  provided  that 
the  producer  of  gold  might,  if  he  chose,  have  his  gold 
cast  into  hars  either  of  fine  gold  or  of  standard  gold, 
and  have  such  hars  stamped  with  the  designatiofi  of 
the  weight  and  fineness  of  their  metal.  (17  Stat.,  p. 
427;  USCA  Title  31,  Sec.  325.) 

The  producer  owned  his  product — the  commodity 
which  he  had  produced.  It  remained  as  his  property 
even  though  gold,  when  coined,  became  the  money  of 
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the  country  and  even  though  a  fixed  amount  of  gold 
was  then  the  declared  national  standard  of  value. 

Gold,  as  gold,  was  a  commodity.  Gold,  when  cast 
and  stamped  by  the  government,  became  coined 
money,  but  each  in  its  own  form  was  a  thing  apart 
from  the  other.  During  all  of  that  time  the  gold  dollar 
was  the  standard  of  value  by  which  the  government 
was  obliged  to  regulate  the  value  of  all  other  coined 
money.  But,  at  the  same  time,  there  was  a  free  market 
for  gold  which  was  merely  a  commodity.  And  during 
all  of  that  time  the  laws  authorized  the  government 
to  buy  gold  at  varying  prices. 

In  1895  the  government  contracted  to  buy  millions 
in  gold  in  exchange  for  government  bonds  payable  in 
coin  at  a  price  for  such  bonds  of  $104,496  or  at  a  pre- 
mium of  4.496%.  (See  Hepburn  on  Currency.) 

The  simple  fact  is  that  at  all  times  the  government 
had  to  obtain  the  metal  which  it  desired  to  make 
coined  money.  The  government  did  so  and,  accord- 
ingly, bought  not  only  gold  but  silver,  nickel  and  cop- 
per, all  of  which  metals  (as  commodities)  were  neces- 
sary for  the  coinage  of  our  metallic  currency.  We 
cite  some  of  the  numerous  statutes  authorizing  the 
government  to  acquire  those  metals,  which  statutes 
were  in  effect  while  we  used  gold  as  money.  The  cited 
statutes  appear  in  Title  31,  USCA,  as  follows: 

Sec.  408  authorized  the  purchase  of  gold  with 
government  bonds; 

Sec.  409  authorized  borrowing  gold  on  govern- 
ment notes  or  bonds  and  selling  such  bonds  to 
obtain  gold; 
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Sec.  325  authorized  an  owner  of  gold  or  silver 
to  have  it  cast  into  bars  as  distinguished  from 
coin  as  money; 

Sec.  335  authorized  the  purchase  of  silver  for 
coinage. 

Those  statutes  establish  the  fact  that  it  was  not  and 
is  not  necessary  to  control  all  domestic  gold  or  to  pro- 
hibit the  private  ownership  of  gold  as  a  commodity, 
either  to  maintain  the  parity  required  by  the  statute 
of  1900,  or  to  exercise  the  constitutional  power  to 
regulate  the  value  of  coined  money.  The  private  own- 
ership of  the  commodity  gold  did  not  and  could  not 
interfere  with  either  of  those  functions. 

The  statutes  which  authorized  the  purchase  of  sil- 
ver, nickel  and  copper  to  be  coined  into  money  are 
merely  further  proof  of  that  fact  by  way  of  analogy. 
We,  therefore,  do  not  cite  those  statutes. 

However,  the  indisputable  fact  is  that  from  1792 
and  until  January,  1934,  the  government  of  the 
United  States  used  gold  as  coined  money,  and  never 
during  that  time  was  the  free  market  for  gold  in  the 
United  States  abolished.  Gold  coin  was  used  as  money, 
while  gold  itself  remained  as  a  commodity.  The  use  of 
gold  as  money  did  not  affect  gold  as  a  commodity  nor 
vice  versa.  During  all  of  that  time  the  Constitution 
was  the  same  in  this  respect  as  it  has  been  since  1934, 
since  the  power  granted  thereby  to  coin  money  and 
regulate  the  value  thereof  has  never  been  changed. 

From  1900  and  until  January,  1934,  the  so-called 
parity  statute  was  in  effect.  But  during  all  of  that 
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time  there  was  a  free  market  for  gold  in  the  United 
States.  Gold,  as  money,  was  one  thing  and  gold,  as  a 
commodity,  was  another.  The  use  of  gold  as  coined 
money  had  no  effect  upon  gold  as  a  commodity  or  vice 
versa. 

For  those  reasons  we  submit  that  as  a  matter  of 
fact  and  as  a  matter  of  law,  government  control  of 
all  domestic  gold  has  no  relationship  to  the  constitu- 
tional power  of  Congress  to  coin  money  and  regulate 
its  value,  and  has  no  relationship  to  the  operation  of 
the  so-called  parity  statute. 

Over  and  beyond  that  it  is  a  fact  that  with  the 
exception  of  Soviet  Russia,  no  other  major  nation 
attempts  to  control  the  gold  within  its  borders,  or 
attempts  to  prohibit  the  ownership  of  gold  by  the 
people  or  attempts  to  prohibit  a  free  market  for  gold. 

In  all  of  such  other  major  nations  the  people  have 
the  right  to  own  gold  and  there  is  a  free  market  for 
gold. 

The  purpose  of  our  government  was  to  protect  the 
freedom  of  the  people  by  guaranteeing  their  right  to 
life,  liberty  and  property.  It  is,  therefore,  essential 
that  in  order  to  protect  freedom  the  people  shall  be 
protected  in  their  property,  and  money  of  intrinsic 
value  such  as  gold  is  the  only  form  of  property  which 
many  an  American  citizen  has  the  capacity  to  acquire 
through  his  own  efforts. 

As  distinguished  from  the  principles  underlying 
our  government,  the  system  of  Communism  may  be 
explained  in  two  sentences.  First,  the  abolition  of  any 
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belief  in  God,  or  the  right  to  believe  in  God;  and, 
second,  the  abolition  of  private  property.  These  latter 
words  are  taken  from  the  Communist  Manifesto  itself. 
Necessarily,  therefore,  the  commmiists  in  power  de- 
prive their  people  of  any  right  to  own  gold  as  a  nec- 
essary means  of  enslaving  those  people. 

A  statement  attributed  to  Lenin  and  other  commu- 
nists should  be  borne  in  mind: 

"The  surest  way  to  overturn  an  existing  social 
order  (government)  is  to  debauch  the  currency". 


GOLD  IS  ABOLISHED  AS  MONEY. 

On  June  5,  1933,  Congress  amended  the  Joint  Reso- 
lution of  May  12,  1933.  (48  Stat.,  p.  112.) 

In  the  use  A  Title  31  that  Joint  Resolution  is 
broken  up  into  two  parts,  being  Sections  462  and  463. 
That  Act  prohibited  and  made  illegal  every  provision 
in  any  obligation  which  purported  to  require  payment 
in  gold,  or  in  an  amount  of  money  of  the  United 
States  measured  hy  gold. 

The  Act  defined  "obligation"  to  mean  every  obli- 
gation payable  in  money  of  the  United  States.  The 
same  Act  provided 

"any  such  provision  contained  in  any  law  au- 
thorizing obligations  to  be  issued  by  or  imder  the 
authority  of  the  United  States  is  repealed  *  *  *." 
(Sec.  463.) 

Note  that  the  Act  prohibited  any  provision  for  an 
amount  of  money  "measured  by  gold".   (Sec.  463.) 
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Since  a  standard  of  value  means  the  measure  of  value 
in  a  monetary  system,  and  since  the  statute  at  that 
time  declared  25.8  grains  of  gold  to  be  the  standard 
unit  of  value,  that  Act  prohibited  the  use  of  the  na- 
tional standard  of  value  and  thereby  made  it  impos- 
sible for  such  standard  to  fulfill  the  only  fimction  for 
which  it  was  established,  i.e.,  to  serve  as  the  measure 
of  value  of  money. 

By  depriving  the  national  standard  of  value  of  its 
only  function,  the  statute  necessarily  implicitly  abol- 
ished the  standard  itself.  The  effect  of  the  statute 
must  have  been  to  repeal  the  statute  which  declared 
the  dollar  of  25.8  grains  of  gold  as  the  standard  Unit 
of  value.  An  amazing  feature  of  that  Resolution  is 
that  it  was  amended  on  June  5,  1933,  by  adding  to  its 
clause  which  declared  all  coins  and  currencies  to  be 
legal  tender,  the  following  provision: 

''Except  that  gold  coins,  when  below  the  stand- 
ard, weight  and  limit  of  tolerance  provided  by 
law  for  the  single  piece,  shall  be  legal  tender  only 
at  valuation  in  proportion  to  their  actual  weight. ' ' 
(48  Stat.  52;  USCA  Title  31,  Sec.  462.) 

Thus  the  same  Act  which  outlawed  gold  as  the 
measure  of  value  of  money  limited  the  legal  tender 
capacity  of  gold  coins  (one  of  the  chief  functions  of 
money)  to  the  actual  weight  and  purity  of  their  gold, 
which  itself  determined  their  value,  and  which  there- 
fore was  the  measure  of  their  value  as  legal  tender. 

After  Executive  Orders  had  called  in  all  gold  coin 
and  bullion  and  the  same  had  been  placed  with  the 
Federal  Reserve  Banks,  Congress  passed  the  Act  of 
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January  30,  1934,  erroneously  called  the  '^Gold  Re- 
serve Act".  (48  Stat,  pp.  337  to  341;  USCA  Title  31, 
Sec.  315b  et  seq.) 

(For  the  convenience  of  the  Court  we  expect  to 
make  available  copies  of  the  Federal  Reserve  Bulletin 
for  February,  1934,  which  contains  the  message  of  the 
President  requesting  such  legislation,  the  legislation 
itself  and  the  Regulations  issued  thereimder.) 

That  Act  purported  to  pass  title  to  the  Federal 
Government  to  call  in  gold  coin  and  gold  bullion.  (Sec. 
2a.) 

The  Act  prohibited  the  coinage  of  gold  and  pro- 
hibited the  payment  or  delivery  of  gold  coin  by  the 
United  States,  and  directed  that  all  gold  coin  of  the 
United  States  should  be  formed  into  bars.  (Sec.  5.) 
The  Act  prohibited  the  redemption  of  currency  in 
gold.  (Sec.  6.) 

The  same  Act  authorized  the  Treasury  to  purchase 
gold  in  any  amounts  at  home  or  abroad,  with  obliga- 
tions or  currency  of  the  United  States,  at  such  rates 
and  upon  such  conditions  as  might  be  determined 
advantageous 

''any  provision  of  law  relating  to  the  mainte- 
nance of  parity  *  *  ^  to  the  contrary  notwith- 
standing". (Sec.  8.) 

The  same  Act  authorized  the  Treasury  "to  deal  in 
gold  and  foreign  exchange".  (Sec.  10.)  The  effect  of 
the  Joint  Resolution  of  May  12,  1933,  and  of  the  so- 
called  "Gold  Reserve  Act"  was  simply  to  abolish  gold 
as  money  within  the  United  States. 
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Gold  in  the  form  of  coin  or  bars  was  no  longer  a 
reserve  for  banking  or  for  the  currency  system  of  the 
United  States.  Since  it  could  not  be  paid  out  there 
could  be  no  demands  upon  it  and,  therefore,  it  could 
not  constitute  a  reserve. 

The  use  of  gold  as  a  coin,  as  a  medium  of  exchange, 
as  a  standard  of  value  and  as  a  storehouse  of  wealth 
was  abolished.  Those,  however,  are  the  functions  of 
money,  but  the  law  abolished  gold  as  money  within  the 
United  States  and  prohibited  its  use  for  any  of  the 
functions  of  money.  The  same  Act  specifically  re- 
pealed all  legislation  inconsistent  with  its  provisions. 
(Sec.  17.) 

Under  that  legislation  gold  ceased  to  he  money 
within  the  United  States.  Congress  abolished  our 
monetary  and  our  coinage  system  and  attempted  to 
substitute  for  it  a  system  of  managed  currency  con- 
sisting of  irredeemable  paper  currency.  Such  abolition 
of  gold  as  money  deprived  gold  coin  of  the  status 
which  it  had  acquired  by  law,  to  wit,  as  the  money 
of  the  country,  and  restored  gold  to  its  original  status 
as  a  commodity — the  status  which  it  had  held  before 
it  had  become  our  money  by  law. 

From  then  on  gold  should  have  been  unhampered 
by  any  proper  restrictions  applicable  to  money  for 
gold  had  no  relationship  whatsoever  to  any  money 
within  the  United  States.  However,  gold  continued  to 
exist  in  nature  within  the  United  States.  It  could  be 
mined  as  ore  and  after  this  had  been  produced  and 
completely  processed  it  became  gold — the  commodity 


34 


— just  as  iron  became  a  commodity  after  the  proc- 
essing of  the  ore  from  the  Mesabi  Range. 

With  the  passage  of  the  Gold  Reserve  Act  of  1934 
the  commodity,  gold,  had  no  more  relationship  to 
money  within  the  United  States  than  did  the  commod- 
ity, iron.  But  nevertheless,  by  the  same  Act  which 
abolished  gold  as  money,  the  Secretary  of  the  Treas- 
ury undertook  to  prescribe  the  conditions  under  which 
"gold  may  be  acquired,  held,  transported,  melted  or 
treated"  (Sec.  3),  ignoring  that  he  was  limited  in 
authority  by  the  very  purpose  of  the  Gold  Reserve 
Act  of  1934,  to  such  former  monetary  gold  as  he 
might  have  or  acquire  and  that  he  could  not  consti- 
tutionally extend  his  control  to  immined  commodity 
gold. 

The  same  Act  prescribes  that  any  gold  ''withheld, 
acquired,  melted  or  treated  *  *  *  earmarked  or  held 
in  custody  in  violation  of  this  Act  or  any  regulation 
issued  hereunder,  or  license  issued  pursuant  thereto, 
shall  be  forfeited  to  the  United  States,  and  may  be 
seized  and  condemned  etc."  and  in  addition,  ''any 
person  failing  to  comply  with  the  provisions  of  this 
Act  or  of  any  of  such  regulations  or  license  shall  be 
subject  to  a  penalty  equal  to  twice  the  value  of  the 
gold  in  respect  of  which  such  failure  occurred".  (Sec. 

4.) 

We  note  that  the  Act  does  not  provide  for  any 
criminal  penalties.  (Bauer  v.  United  States,  (1957) 
(C.A.  9th)  244  F.  (2d)  794.) 

We  stress  the  provisions  of  the  Act  which  authorize 
the  Secretary  to  purchase  gold  at  home  at  discretion- 
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ary  prices  (Sec.  8)  and  authorizing  him  to  deal  in 
gold  (Sec.  10)  and  authorizing  the  condemnation  of 
gold  held  without  a  license.  (Sec.  4.) 

Such  provisions  of  the  Act  establish  that  gold  is  a 
commodity.  That  fact  deprives  the  Federal  Govern- 
ment of  any  power  to  set  the  price  thereof  for  reasons 
which  we  will  hereafter  set  forth.  At  this  point  we 
note  only  that  the  grant  of  specific  authority  to  the 
Secretary  to  buy,  gold,  to  deal  in  gold  and  to  condemn 
gold  in  and  of  themselves  negative  any  power  in  the 
Secretary  to  set  the  price  of  gold. 

If  the  Act  had  authorized  him  to  set  the  price  of 
gold  there  would  be  no  necessity  for  authorizing  him 
to  buy,  to  deal  in  or  to  condemn  gold.  Buying  or  deal- 
ing in  gold  means  buying  or  dealing  in  it  on  a  free 
market  at  prices  reached  by  mutual  agreement  be- 
tween parties;  condemnation  means  the  exercise  of 
sovereign  power,  which  requires  the  determination  of 
just  compensation  by  the  courts. 

When  the  Secretary  was  authorized  to  buy,  deal  in 
or  condemn,  those  very  authorities,  in  and  of  them- 
selves, deny  any  power  in  the  Secretary  to  set  the 
price  of  gold.  If  the  Secretary  had  power  to  set  the 
price  of  gold  there  was  no  reason  for  giving  him 
power  to  buy,  deal  in  or  to  condemn  gold. 

Nevertheless,  the  Regulations  issued  by  the  Secre- 
tary of  the  Treasury  require  and  impose  conditions 
upon  the  granting  of  a  license,  and  one  condition  is 
that  the  licensee  shall  turn  over  all  gold  produced  by 
him  to  the  Treasury  in  exchange  for  irredeemable 
paper  currency,  and  by  his  Regulations  the  Secretary 
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prescribes  that  all  gold  delivered  to  the  mints  shall 
be  paid  for  by  them  at  the  rate  of  $35.00  per  fine 
ounce,  and  reserves  the  right  to  change  that  price. 
(Regulations,  Sec.  54.44.) 

The  thing  which  is  offered  in  exchange  for  such 
gold  is  not  dollars  or  coined  money,  but  merely  the 
irredeemable  paper  currency  of  the  United  States 
which,  as  we  shall  show  hereafter,  is  only  a  promise 
to  pay  another  promise  to  pay. 


WHAT  THE  GOVERNMENT  OFFERS  IN 
EXCHANGE  FOR  GOLD. 

The  Regulations  prohibit  the  processing  of  gold 
produced  by  a  citizen  unless  that  citizen  agrees  to 
deliver  the  gold  to  the  government  for  paper  currency, 
such  as  Federal  Reserve  Notes,  which  practically  con- 
stitute our  only  currency.  The  statute  declares  Fed- 
eral Reserve  Notes  to  be  the  obligation  of  the  United 
States.  (USCA  Title  31  Sec.  411.) 

Until  1934  such  notes  were  redeemable  in  gold,  but 
in  January,  1934,  the  statute  was  amended  to  make 
them  redeemable  in  ^'lawful  money".  The  meaning 
of  the  term  ''lawful  money"  cannot  be  defined;  even 
the  government  does  not  know  what  it  means. 

It  is  a  matter  of  common  knowledge  that  Mr.  J.  F. 
Davis  sent  to  the  Treasury  a  Federal  Reserve  Note 
for  ten  dollars,  and  asked  that  it  be  redeemed  in  ''law- 
ful money".  In  response  the  Treasury  sent  him  two 
$5.00  United  States  notes.  Mr.  Davis  returned  one  of 
such  $5.00  notes  and  demanded  five  dollars.    On  De- 
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cember  29,  1947,  the  Treasury  wrote  to  him  that  the 
term  ''lawful  money"  had  not  been  defined  in  Fed- 
eral legislation,  but  that,  since  the  legislation  of  1933 
the  term  ''lawful  money"  no  longer  had  special  sig- 
nificance, and  returned  to  him  the  five  dollar  United 
States  note  (see  photostatic  copies  of  said  letters  in 
"Inflation  in  the  United  States"  by  Paul  Bakewell, 
Jr.). 

Thus,  Federal  Reserve  Notes  are,  at  best,  merely 
promises  to  pay  another  promise  to  pay.  Such  is  the 
medium  which  the  government  offers  to  pay  for  gold. 

The  Regulations  purport  to  fix  a  price  of  $35.00  per 
ounce  for  fine  gold,  but  such  price,  while  expressed  in 
dollars,  does  not  mean  dollars  but  means  merely  paper 
currency  which  promises  to  pay  dollars,  even  though 
the  fulfillment  of  that  promise  is  prohibited  by  law, 
and  although  the  government  cannot  and  does  not 
fulfill  that  promise. 

As  a  condition  for  granting  a  license  to  carry  on 
lawful  business  of  mining  and  processing  gold,  the 
government  requires  the  producer  of  such  gold  to 
deliver  every  ounce  thereof  to  the  government  in  ex- 
change for  irredeemable  paper  currency  having  a  face 
value  of  $35.00.  The  government  does  so  even  though 
the  cost  of  production  of  such  gold  must  be  measured 
and  paid  for  in  the  same  paper  currency,  and  even 
though,  as  the  complaint  alleges,  such  cost  of  produc- 
tion per  ounce,  exceeds  $35.00  face  or  nominal  amount 
of  such  paper  currency. 


THE  SO-CALLED  PARITY  STATUTE. 

That  Statute,  as  enacted  in  1900,  fixed  the  gold 
dollar  of  25.8  grains  of  gold  as  the  standard  unit  of 
value  and  required  all  forms  of  money  issued  or 
coined  by  the  United  States  shall  be  maintained  at 
a  parity  of  value  with  that  standard  and  makes  it  the 
duty  of  the  Secretary  of  Treasury  to  maintain  such 
parity.    (Title  31,  U.S.C.A.,  Section  314.) 

But  the  Gold  Reserve  Act  of  1934  abolished  gold 
as  money  and  repealed  all  prior  legislation  incon- 
sistent with  that  Act.  The  joint  resolution  of  May, 
1933  had  declared  it  illegal  to  measure  the  value  of 
money  by  gold.  We  submit  that  because  of  such  later 
legislation,  the  Parity  Act  of  1900,  which  measured 
the  value  of  money  by  gold,  ceased  to  be  in  effect. 
How  may  we  assert  that  all  "forms  of  money"  shall 
be  maintained  at  a  parity  with  a  fijced  gold  standard, 
when  the  law  declares  it  illegal  to  measure  the  value 
of  money  by  gold? 

However,  even  if  we  assume  that  such  Statute  be 
still  in  effect  then  we  submit  that  the  duty  under  the 
Statute  is  to  maintain  all  forms  of  currency  at  a 
parity  of  value  with  the  gold  dollar;  and  not  to  main- 
tain gold  itself  at  a  parity  with  the  nominal  value  of 
paper  currency. 

THE  REASONS  FOR  AND  THE  PURPOSES 
OF  THE  PARITY  ACT  OF  1900. 

The  Act  of  1873  had  made  the  gold  dollar  the 
standard  of  value  instead  of  the  former  silver  dollar, 
and  had  stopped  the  coinage  of  the  former  silver 
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dollar,  which  prior  thereto  had  been  the  ^'unit  or 
dollar".  (17  Statute  426.)  But  the  old  silver  dollars 
remained  in  circulation.  Those  silver  dollars  were  not 
the  equivalent  in  value  of  the  gold  dollar  or  unit.  For 
that  reason  Congress  permitted  such  silver  coins  to 
be  legal  tender  for  an  amount  not  exceeding  $5.00. 
(U.S.R.S.  1878,  Section  3586,  Page  708.) 

In  1878  the  Silver  Purchase  Act  was  enacted.  That 
Act  permitted  silver  coins  to  be  legal  tender  ''except 
where  otherwise  expressly  stipulated  in  the  contract". 
(20  Statute,  P'age  25.) 

That  statute  remains  on  the  books  today.  (USCA, 
Title  31,  Section  458.) 

In  1890  another  Silver  Purchase  Act  was  enacted. 
(26  Statute,  Page  289.) 

The  advocates  of  "cheap  money"  obtained  the  coin- 
age of  silver  "dollars",  the  actual  value  of  which  was 
less  than  the  gold  "Dollar  or  Unit";  and  the  value  of 
such  silver  coins  sank  from  about  93^  in  1878  to  about 
52^  in  1896.    (Hepburn  on  Currency.) 

Under  those  circumstances  Gresham's  Law  began 
to  operate;  the  cheaper  money,  the  dearer  money — 
gold  was  out  of  circulation.  Gold  was  withdrawn  and 
exported.  Silver  piled  up  in  the  federal  treasury ;  the 
Government  was  threatened  with  bankruptcy.  The 
consequences  of  the  Silver  Purchase  Acts  are  a  part 
of  history.  P'residents  Hayes,  Arthur  and  Cleveland 
set  out  those  consequences  in  their  messages  to  Con- 
gress between  1878  and  1886.  (Messages  and  Papers 
of  the   Presidents,   Volumes  VII   and  VIII;   Hep- 
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burn's  History  of  Currency;  Dewey's  Financial  His- 
tory of  the  United  States;  Kemmerer — Gold  and  the 
Gold  Standard,  Page  98.) 

In  1895  the  purchase  of  millions  in  gold  in  exchange 
for  Government  bonds  at  a  premium  of  4.496%,  here- 
tofore referred  to,  was  a  consequence  of  those  Acts. 

Out  of  the  ensuing  struggle  for  sound  money  came 
the  Gold  Standard  Act  of  1900,  which  fixed  the  gold 
dollar  of  25.8  grains  as  the  standard  imit  of  value  and 
which  required  all  forms  of  money  issue  or  coined 
by  the  United  States  to  be  maintained  at  a  parity 
of  value  with  that  standard,  and  made  it  the  duty 
of  the  Secretary  of  the  Treasury  to  maintain  such 
parity.    (U.S.C.A.,  Title  31,  Section  314.) 

The  same  Act  states  that  the  parity  Statute  was 
not  intended  to  preclude  the  use  of  silver  through 
international  bimetalism,  whenever  the  nations  could 
secure  such  bimetalism  at  a  ratio  which  would  insure 
permanence  of  relative  value  between  silver  and  gold. 
(U.S.C.A.,  Title  31,  Section  313.) 

Thus  the  purpose  of  the  Parity  Provision  of  the 
Act  of  1900  was  to  achieve  the  use,  as  a  part  of  the 
circulating  medium,  of  silver  coins,  which  had  less 
intrinsic  value  than  the  gold  unit  or  dollar.  Such  use 
could  be  achieved  only  by  the  guarantee  of  the  Gov- 
ernment that  such  silver  coins  would  be  kept  at  a 
parity  with  the  gold  dollar  within  the  United  States. 
That  guarantee  was  expressed  in  the  Statute  of  1900. 

The  only  possible  way  to  achieve  and  maintain  the 
parity  of  a  silver  dollar  of  less  intrinsic  value  than 
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the  gold  dollar  with  the  gold  dollar  itself  was  to  re- 
quire the  Government  to  redeem  all  of  such  silver 
dollars  in  gold  upon  demand. 

The  Government  itself  has  always  construed  the 
Statute  requiring  the  maintenance  of  parity  to  mean 
the  obligation  of  the  Government  to  redeem  all  other 
forms  of  money  in  gold.  (Dewey's  Financial  History 
of  the  United  States,  Page  437;  Hepburn  on  Cur- 
rency.) 

The  Government  itself  has  so  indicated  both  in  the 
gold  clause  case  and  in  this  case. 

In  the  gold  clause  case  the  Government  said: 

''The  conventional  method  of  maintaining 
parity  is  the  redemption  of  currency  in  gold 
coin. ' ' 

(294  U.S.,  Page  265.) 

In  this  very  case  in  its  brief  in  the  District  Court 
the  Government  states: 

"*  *  *  the  parity  of  the  dollar  and  gold  had 
been  maintained  through  gold  coinage  and  re- 
demption by  the  Government." 

(Deft's  Supp.  Brief  in  Dist.  Ct.,  p.  15.) 

Thus  the  Government  itself  established  that  the 
parity  required  by  the  Statutes,  is  the  parity  of  all 
other  forms  of  currency  with  the  gold  dollar — not  the 
parity  of  the  gold  dollar  with  all  other  forms  of 
currency. 

The  Government  also  established  that  the  method  of 
achieving  that  parity  is  by  the  redemption  of  such 
other  currency  in  gold  coin. 
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It  will  be  noted  that  the  quotation  from  the  Gov- 
ernment's brief  in  this  case  in  the  District  Court  used 
the  phrase  "the  parity  of  the  dollar  and  gold".  In 
that  sentence  the  Grovernment  used  the  word  "dollar" 
as  meaning  paper  currency.  It  could  not  have  meant 
the  gold  dollar  itself  because  the  gold  dollar  is  the 
specified  amount  of  gold  described  by  the  Statute 
as  the  unit  of  value.  Plainly,  the  Statute  can  not  ]nean 
that  the  gold  dollar  itself  should  be  maintained  at  a 
parity  with  gold.  Such  a  requirement  would  be  an 
absurdity. 

But  the  record  shows  that  in  this  case  the  Govern- 
ment attempts  to  pervert  the  meaning  and  purposes  of 
the  parity  Statute.  The  true  meaning  and  purposes  of 
the  parity  Statute  was  to  insure  that  all  other  coins 
and  currencies  issued  by  the  United  States  would  be 
kept  at  a  parity  with  the  gold  dollar  by  means  of  the 
obligation  to  redeem  such  other  coins  or  currency  in 
the  gold  dollar  upon  demand.  Its  purpose  was  not  to 
maintain  gold  at  a  parity  with  a  debauched  and  con- 
stantly depreciating  paper  currency.  That  cannot  be 
done. 


NEITHER  GOVERNMENT  CONTROL  OF  GOLD  NOR  THE  SETTING 
OF  THE  PRICE  OF  GOLD  IS  NECESSARY  EITHER  TO  THE 
PERFORMANCE  OF  THE  STATUTORY  DUTY  TO  MAINTAIN 
ALL  CURRENCY  AT  A  PARITY  WITH  THE  SPECIFIED  GOLD 
DOLLAR,  NOR  TO  EXERCISE  THE  CONSTITUTIONAL  POWER 
TO  REGULATE  THE  VALUE  OF  COINED  MONEY. 

That  such  arbitrary  powers  are  not  necessary  for 
either  of  such  purposes  is  true  as  a  matter  of  fact 
and  as  a  matter  of  law. 
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As  a  Matter  of  Fact. 

The  parity  statute  was  in  effect  from  1900  until 
1934;  the  constitutional  power  to  regulate  the  value 
of  coined  money  has  been  in  effect  since  1789. 

Until  1934  the  government  did  not  attempt  to  con- 
trol domestic  gold  nor  set  the  price  thereof  but 
there  was  always  a  free  market  for  gold,  and  yet 
during  all  those  years  the  government  complied  with 
the  parity  statute  and  Congress  exercised  the  consti- 
tutional power  to  regulate  the  value  of  coined  money. 
The  facts  speak  for  themselves. 

In  point  of  fact  and  by  way  of  analogy,  every  major 
nation  in  the  world,  with  the  exception  of  Russia, 
today  maintains  a  monetary  or  currency  system,  and 
simultaneously  permits  a  free  market  for  gold. 

As  a  Matter  of  Law. 

The  parity  statute  required  the  government  to  main- 
tain the  value  of  its  currency  at  a  parity  with  a 
specified  amoimt  of  gold — the  gold  Unit  and  '^stand- 
ard of  value".  But  subsequent  legislation  prohibits 
measuring  the  value  of  currency  by  the  national  stand- 
ard of  value — gold. 

As  Justice  Stone  wrote :  The  very  purpose  of  such 
legislation  was 

'Hhe  suppression  of  the  use  of  gold  as  a  stand- 
ard of  currency  value". 

Guaranty  Trust  Co.  v.  Henwood,  307  U.S.  247, 
262,  83  L.  Ed.  1266,  59  S.  Ct.  847  (dissent). 

Such  subsequent  legislation,  in  effect  since  1933  and 
1934,  is  inconsistent  with  the  old  parity  statute  which 
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measured  currency  by  gold.  And  such  subsequent 
legislation  expressly  repealed  any  provision  for  meas- 
uring value  by  gold  contained  in  any  law  authorizing 
any  obligation  of  the  United  States.  (USCA  Title  31, 
Sec.  463.) 

Plainly,  to  maintain  the  parity  required  by  the  old 
statute,  would  measure  the  value  of  currency  by  the 
gold  imit  and  thus  violate  the  existing  statute. 

Furthermore,  both  the  Grold  Reserve  Act  itself  and 
the  Regulations  issued  under  it  established  that  a 
fixed  price  for  gold  and  control  of  all  gold  was  not 
necessary,  and  was  not  even  contemplated  by  the  Act 
or  by  the  Regulations.  Both  the  Act  itself  (Section 
8)  and  the  Regulations  (Section  54.44),  expressly  au- 
thorize the  purchase  of  gold  within  the  United  States 
at  varying  prices.  They  thereby  preclude  any  fixed 
price. 

The  constitutional  power  is  limited  to  the  power 
to  regulate  the  value  of  coined  money;  but  today  gold 
can  not  be  coined  money;  the  coinage  of  gold  is  pro- 
hibited. No  gold  coins  may  legally  exist  within  the 
United  States. 

Congress  can  not  exercise  the  power  to  regulate  the 
value  of  gold  coins  unless  such  coins  exist  as  a  part 
of  a  system  of  coinage.  When  Congress  abolished 
gold  coins  as  money,  the  power  to  regulate  the  value 
of  gold  coin  could  not  exist.  When  such  gold  coins 
ceased  to  exist  the  power  to  regulate  their  value 
ceased  to  exist. 

Congress  has  no  power  to  regulate  the  value  of 
irredeemable  paper  currency. 
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Thus  both  the  facts  and  the  law  establish  that  the 
unwarranted  attempt  to  set  the  price  of  gold,  by 
requiring  all  gold  produced  in  the  United  States  to  be 
delivered  to  the  Government  in  exchange  for  irre- 
deemable paper  currency  has  no  relation  whatsoever 
to  the  parity  statute  nor  to  the  constitutional  power 
to  regulate  the  value  of  coined  money.  The  fimction 
of  the  parity  statute  has  ceased  and,  today,  the  consti- 
tutional power  to  regulate  the  value  of  coined  money 
can  not  be  exercised  with  respect  to  gold  coins  because 
they  do  not  exist  as  coined  money  within  the  United 
States. 


The  claims  asserted  by  this  plaintiff  are  the  basic 
and  fundamental  rights  of  a  free  citizen — the  right 
to  liberty  and  property  upon  which  the  right  of  life 
itself  depends. 

The  most  fundamental  right  to  property  is  the  right 
of  a  citizen  to  own  and  control  that  which  he  pro- 
duces through  his  own  effort.  That  is  the  right  for 
which  this  plaintiff  contends  and  which  the  Constitu- 
tion was  designed  to  protect  and  for  which  purpose 
the  Federal  Government  was  established  by  that  Con- 
stitution. In  opposition  the  Federal  Government  at- 
tempts to  deny  and  destroy  that  fundamental  right. 

Because  the  importance  of  the  issue  cannot  be  mini- 
mized we  have  presented  the  above  material  as  accu- 
rately and  precisely  as  possible,  in  the  hope  that  the 
essential  facts  expressed  will  add  to  the  clarity  of  our 
Points  and  Authorities  and  the  following  Argument. 


a 
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Points  and  Authorities. 

(1)  The    United    States    granted   by    patent   the 
mining  premises"  described  together  with  ''all  rights, 

privileges,  immunities  and  appurtenances   thereunto 
belonging."    (Complaint,  Pars.  V  and  VI.) 

(2)  The  right  to  the  metal  in  those  premises  means 
the  right  to  mine  or  produce  that  metal  and  to  dispose 
of  it.  The  value  of  such  right  to  mine  is  that  it  can 
be  exercised  with  profit.  (Pennsylvania  Coal  Co.  v, 
Mahon,  260  U.S.  393,  67  L.  Ed.  322,  43  S.  Ct.  158,  28 
ALR  1321.) 

Forbes  v.  Gracey,  94  U.S.  762,  766,  24  L.  Ed. 

313; 
Erhardt  v.  Boaro,  113  U.S.  527,  535,  28  L.  Ed. 

1113,5  S.  Ct.  560; 
Heydenfeldt  v.  Daney  Gold  <k  Silver  Mining 

Co.,  93  U.S.  634,  640,  23  L.  Ed.  995. 

(3)  That  right  is  protected  by  the  Constitution 
and,  particularly  by  the  Fifth  Amendment.  {Pennsyl- 
vania Coal  Co.  V.  MaJion,  260  U.S.  393,  67  L.  Ed  322, 
43  S.  Ct.  158,  28  ALR  1321 ;  Central  Eureka  Mining 
Co.  et  at.,  V.  Court  of  Claims,  138  Fed.  Supp.  281.) 

(4)  The  property  protected  by  the  Constitution 
means  the  group  of  rights  inhering  in  the  owner's 
relation  to  the  thing  as  the  right  to  possess,  use  and 
own  it.  Depriving  an  owner  of  such  right  is  a  ''tak- 
ing" within  the  Fifth  Amendment.  (United  States  v. 
General  Motors  Corp.,  323  U.S.  373,  378,  89  L.  Ed. 
311,  65  S.  Ct.  357,  156  ALR  390.) 

(5)  The  Constitution  protects  the  right  to  dispose 
of  property  as  an  essential  attribute  of  such  property 
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and  protects  the  citizen  in  his  right  to  earn  a  liveli- 
hood by  following  the  ordinary  occupations  of  life. 
{Terrace  v.  Thompson,  263  U.S.  197,  215,  68  L.  Ed. 
255,  44  S.  Ct.  15 ;  Meyer  v.  Nebraska,  262  U.S.  390,  399, 
67  L.  Ed.  1042,  43  S.  Ct.  625,  29  ALR  1446.) 

(6)  Such  right  to  earn  a  livelihood  unmolested  by 
efforts  to  enforce  a  void  enactment  should  be  pro- 
tected in  equity.  (Truax  v.  Raich,  239  U.S.  33,  38,  60 
L.  Ed.  131,  36  S.  Ct.  7.) 

(7)  The  Secretary  of  the  Treasury  is  not  a  neces- 
sary party.  {Hynes  v.  Grimes  Packing  Co.,  337  U.S. 
86,  96,  93  L.  Ed.  1231,  69  S.  Ct.  968;  Williams  v. 
Fanning,  332  U.S.  490,  92  L.  Ed.  95,  68  S.  Ct.  188; 
Ickes  V.  Fox,  300  U.S.  82,  81  L.  Ed.  525,  57  S.  Ct. 
412,  reh.  den.  300  U.S.  686,  81  L  Ed.  888,  57  S.  Ct. 
504;  Colorado  v.  Toll,  268  U.S.  228,  69  L.  Ed.  927,  45 
S.  Ct.  505.) 

(8)  Under  the  Constitution  of  the  United  States 
no  department  of  the  government  has  power  to  set 
the  price  of  the  metal,  gold. 

(9)  The  Trading  With  the  Enemy  Act,  as  amended 
in  1933,  does  not  purport  to  set  the  price  of  the  metal, 
gold.  That  Act,  originally  limited  to  time  of  war,  was 
extended  by  that  amendment  to  apply  ''during  any 
other  period  of  national  emergency  declared  by  the 
President".  (USCA  Title  12  Sec.  95a.)  The  com- 
plaint here  alleges  that  the  period  of  emergency  de- 
clared by  the  President  ceased  to  exist  prior  to  the 
commencement  of  this  action.  (Complaint  Paragraph 
IX.) 
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(10)  The  so-called  Gold  Reserve  Act  of  1934  did 
not  attempt  to  set  the  price  of  the  metal,  gold.  (USCA 
Title  31  Sec.  440  et  seq.) 

(11)  Neither  the  Trading  With  the  Enemy  Act 
nor  the  so-called  Gold  Reserve  Act  authorize  any  ex- 
ecutive officer  to  set  the  price  of  the  metal,  gold,  or 
to  exercise  any  regulations  fixing  the  price  of  the 
metal,  gold. 

(12)  Government  control  of  all  domestic  gold  or 
of  gold  produced  within  the  United  States  after  Janu- 
ary 31,  1934  is  not  necessary,  and  has  no  relationship 
whatsoever  either  (a)  to  the  provisions  of  the  statute 
of  1900  which  required  the  Secretary  of  the  Treasury 
to  maintain  all  forms  of  currency  at  a  parity  with  a 
specified  amount  of  gold — the  gold  content  of  our 
former  dollar  or  (b)  to  the  constitutional  power  vested 
in  Congress  by  the  Constitution  to  regulate  the  value 
of  coined  money  and  of  foreign  coin. 

(13)  The  prohibition  against  mining,  processing  or 
owning  gold  obtained  from  her  mine  without  a  license, 
augmented  by  Regulations  imposing  upon  the  issuance 
of  such  a  license,  the  requirement  that  all  gold  pro- 
duced from  her  mine  and  processed  must  be  turned 
over  to  the  government  or  to  one  authorized  by  the 
government  in  exchange  for  irredeemable  paper  cur- 
rency at  the  rate  of  $35.00  face  amount  of  such  cur- 
rency for  each  ounce  of  gold  (a)  deprives  this  plaintiff 
of  the  rights  guaranteed  to  her  by  the  Constitution, 
and  takes  her  property  without  due  process  of  law 
and  without  just  compensation  in  violation  of  the 
Fifth  Amendment  to  the  Constitution;  and  (b)  con- 
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stitutes  legislation  by  the  Executive  Department  in 
violation  of  Article  I  Section  1  of  the  Constitution 
as  being  beyond  the  powers  conferred  upon  the  Ex- 
ecutive Department  by  Article  II  of  the  Constitution ; 
and  (c)  purports  to  permit  the  Executive  Department 
to  exercise  judicial  power  in  violation  of  Article  III 
Section  1  of  the  Constitution  and  causes  confiscation 
of  the  plaintiff's  property. 

(14)  The  taking  of  plaintiff's  property  is  not  for 
public  use,  but  the  Act  attempts  to  compel  plaintiff 
to  sell  her  property  either  to  the  government  or  to 
private  parties  licensed  by  the  government  for  private 
use  in  industrial,  professional  and  artistic  pursuits 
of  a  commercial  character,  at  prices  below  the  cost  of 
production  of  her  property,  and  thereby  purports  to 
take  the  plaintiff's  property  and  give  it  to  others  in 
violation  of  the  plaintiff's  right  as  the  owner  thereof, 
and  in  violation  of  the  Constitution. 

(15)  That  the  irredeemable  currency  which  the 
government  offers  in  exchange  for  the  plaintiff's  gold 
does  not  and  cannot  constitute  just  compensation,  and 
that  the  just  compensation  for  plaintiff's  gold  cannot 
be  measured  or  expressed  in  terms  of  an  irredeemable 
paper  currency,  which  has  no  intrinsic  value  and 
which  cannot  be  redeemed  in  gold  coin. 


ARGUMENT. 
If  the  patent  by  which  the  government  granted  this 
claim  meant  anything,  it  meant  the  right  to  produce 
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the  metal  on  that  claim  and  the  right  of  the  miner 
to  own  that  metal  produced  by  him.  That  patent  im- 
posed no  conditions  or  restrictions. 

The  metal  produced  by  the  owner  of  that  claim 
happened  to  be  gold.  The  value  of  the  mine  and  of 
the  metal  produced  lies  in  the  fact  that  the  mine 
may  be  operated  and  its  produce  disposed  of  at  a 
profit.  Those  rights  and  that  value  are  protected  in 
equity  against  any  void  enactment,  which  purports 
to  destroy  them  under  threat  of  prosecution  or  punish- 
ment, as  there  is  no  adequate  remedy  at  law.  Such 
relief  may  be  granted  against  the  officer  charged  with 
the  enforcement  of  any  void  Regulations.  Those  ele- 
mental propositions  are  sustained  by  the  authorities 
cited  imder  Points  1  to  7  inclusive. 

Simply  put,  the  plaintiff's  contention  is  that  she, 
as  an  American  citizen  and  the  owner  of  a  gold  mine 
patented  by  the  government,  has  the  right  to  operate 
that  mine  and  to  produce  gold  therefrom,  to  own  it 
and  dispose  of  it  at  a  profit  to  herself  as  a  means  of 
livelihood — a  means  of  livelihood  which  was  common 
throughout  the  United  States — and  the  means  by 
which  all  metals  are  produced. 

The  thing  which  she  produced,  gold,  was,  has  always 
been  and  is  now,  a  commodity  recognized  as  a  com- 
modity by  all  the  nations  of  the  earth.  Some  of  those! 
nations  minted  gold  into  coins,  thereby  making  such; 
coins  into  money — coined  money.  Thereupon  such 
coins  became  money,  but  refined  gold,  not  cast  into 
coins,  remained  as  a  commodity,  and  only  as  a  com- 
modity, and  all  of  the  nations  recognize  such  gold  as  a 
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commodity  even  though  they  simultaneously  use  gold 
coins  as  money. 

So  did  the  United  States,  which  used  gold  coins  as 
money  from  1792  down  to  and  imtil  1934.  But  during 
that  entire  period  and,  while  using  gold  coins  as 
money,  the  government  also  recognized  that  refined 
gold  was  and  is  a  commodity. 

When  gold  coin  was  abolished  within  the  United 
States  gold  coin  ceased  to  be  money,  but  gold  remained 
as  a  commodity  and  only  as  a  commodity  since  1934. 

The  Regulations  issued  by  the  Executive  Depart- 
ment prohibit  acquiring,  holding,  melting  or  treating 
commodity  gold,  except  under  license,  and  no  such 
license  will  be  issued  without  requiring  and  compelling 
the  licensee  (the  producer  of  the  commodity)  to  sur- 
render the  commodity  in  exchange  for  irredeemable 
paper  currency  at  the  rate  of  one  ounce  of  such  com- 
modity (gold)  for  $35.00  face  amount  of  irredeemable 
paper  currency. 

The  same  Regulations  permit  the  ownership  of  that 
commodity  (gold)  by  those  who  use  it  for  commercial 
purposes  in  an  industry,  profession  or  art,  and  fixes 
the  sale  price  thereof  to  such  commercial  users  at  the 
same  price  in  the  same  paper  currency — $35.00  in  such 
paper  currency  per  ounce. 

The  cost  of  production  of  such  gold  per  ounce 
exceeds  that  amount  of  paper  currency.  The  Con- 
stitution gives  no  power  to  fix  the  price  of  any  com- 
modity produced  by  a  citizen.  The  principles  under- 
lying freedom,  the  right  to  private  property  and  a 
free  economy  preclude  any  such  power. 
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We  are  not  speaking  here  of  times  of  war  or  of  a 
national  emergency;  nor  of  the  power  to  regulate  the 
rates  of  railroads  or  other  public  utilities,  which  are 
in  themselves  quasi-public  operations.  We  are  assert- 
ing a  lack  of  power  in  the  Federal  Grovernment  to  fix 
the  price  at  which  a  private  citizen  must  sell  a  com- 
modity produced  on  his  own  property,  by  his  own 
effort,  and  at  his  own  expense.  If  Congress  has  power 
to  fix  the  price  of  such  a  commodity  and  to  require 
the  producer  thereof  to  surrender  the  commodity  pro- 
duced by  him  for  less  than  its  cost  of  production, 
then  the  Constitution  and  the  rights  which  it  guaran- 
tees have  disappeared;  the  limitations  upon  the  power 
of  and  the  words  of  that  great  charter  have  become 
meaningless.  But  Congress  has  not  fixed  or  attempted 
to  fix  the  price  of  gold  as  a  commodity. 

(1)  The  Trading  With  the  Enemy  Act  does  not 
effect  the  price  of  the  commodity — gold.  That  Act 
was  enacted  as  a  part  of  economic  warfare — to  pre- 
vent gold  or  credits  from  this  country  reaching  the 
enemy.  That  Act  gave  power  to  regulate  or  prohibit 
transactions  in  foreign  exchange,  etc.  and  the  import- 
ing, exporting,  hoarding,  melting  or  earmarking  of 
gold  coin  or  bullion.   (Title  12  USCA  Sec.  95a.) 

That  Act  was  extended  in  1935  to  apply  during 
any  period  of  national  emergency  declared  by  the 
President.  Any  Regulations  issued  under  that  Act 
could  be  in  force  only  during  such  a  period  of  na- 
tional emergency.  But,  in  this  case,  the  complaint 
alleges  that  the  emergency,  under  which  the  Executive 
Orders  were  issued,  had  terminated  prior  to  the  com- 
mencement of  this  suit. 
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For  the  purpose  of  the  motion  to  dismiss,  that  alle- 
gation must  be  accepted  as  true.  (The  allegation  has 
been  verified  by  the  testimony  of  government  officials 
before  the  Senate  Committee  in  1957.)  But,  over  and 
beyond  that,  the  Trading  With  the  Enemy  Act  did 
not  fix  any  price  for  the  commodity,  gold,  and  did  not 
authorize  any  agency  of  the  government  to  fix  a  price 
for  the  commodity,  gold,  as  a  condition  or  requisite 
of  any  license  which  might  be  issued  under  that  Act. 

No  Regulation  imder  that  Act  gave  any  power  to 
fix  the  price  of  gold.  The  Gold  Regulations  assert  in 
Sec.  54.1(b)  that  they  are  issued  imder  the  authority 
of  the  Executive  Orders  described  in  that  section,  and 
under  Title  12  USCA  Sec.  95(a).  But,  such  Execu- 
tive Orders  so  described  and  such  statute  do  not  give 
any  power  to  fix  the  price  of  the  commodity,  gold. 

For  the  purpose  of  ruling  upon  the  motion  to  dis- 
miss, we  submit  that,  because  the  complaint  alleges 
the  termination  of  any  such  emergency  prior  to  the 
commencement  of  this  action,  the  Trading  With  the 
Enemy  Act  and  any  Executive  Order  issued  under 
authority  of  that  Act  is  absolutely  irrelevant  to  the 
issue. 

(2)  The  Gold  Reserve  Act  of  1934  does  not  give 
power  to  fix  the  price  of  gold.  Title  to  that  Act  is 
both  erroneous  and  misleading.  The  Act  does  not,  in 
fact,  establish  a  ''reserve"  of  gold.  In  a  banking  or 
monetary  system  ''reserve"  is  the  amoimt  set  aside 
to  respond  to  demands  which  may  be  made  upon  it, 
but  Sec.  5  of  that  Act  directs  that  no  gold  shall  be 
coined  and  no  gold  coin  paid  out  or  delivered  in  the 
United  States.    Therefore,  under  the  terms  of  the 
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Act,  gold  cannot  be  a  ''reserve"  for  the  banking  or 
currency  system  within  the  United  States. 

Prior  to  January  31,  1934  all  gold  had  either  been 
turned  in  by  the  people  to  the  government  or  was  held 
by  the  Federal  Reserve  Banks. 

Sec.  2  of  the  Act  purported  to  pass  all  the  right  and 
title  of  such  banks  in  and  to  such  gold  coin  and  bullion 
to  the  United  States.  That  Act  simply  abolished  gold 
as  money  of  or  within  the  United  States. 

Sec.  3  authorizes  the  Secretary  to  issue  Regulations 
prescribing  the  conditions  under  which  gold  may  be 
acquired,  held,  transported,  melted  or  treated,  im- 
ported, exported  or  earmarked  for  certain  purposes, 
including  its  use  for  commercial  purposes,  and  for 
such  other  purposes  as  in  the  Secretary's  judgment 
''are  not  inconsistent  with  the  purposes  of  this  Act". 

The  specified  purposes  of  the  Act  were  "to  protect 
the  currency  system  of  the  United  States  and  to  pro- 
vide for  the  better  use  of  the  monetary  gold  stock 
of  the  United  States". 

We  submit  that  the  phrase  "monetary  gold  stock  of 
the  United  States"  could  mean  only  the  stock  of  gold 
then  held  hy  the  government — the  gold — the  title  to 
which  Congress  said  it  had  transferred  to  the  govern- 
ment. 

The  specific  request  of  the  President  in  his  message 
to  Congress  of  January  15,  1934  was  that  Congress 
should  "vest  in  the  United  States  Government  title 
to  all  supplies  of  American-owned  monetary  gold". 
(Federal  Reserve  Bulletin,  February  1934,  Vol.  20 
No.  2  p.  62.) 
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Such  request  was  limited  to  the  then  existing 
' 'American-owned  monetary  gold".  Accordingly,  the 
statute  purported  to  pass  title  to  that  gold.  '^  Mone- 
tary Gold"  must  mean  gold  coin,  since  the  commodity 
gold  does  not  become  money  until  it  has  been  coined. 
The  President  did  not  ask  for,  and  of  course  Congress 
could  not  pass  title  to  any  gold  which  then  existed  in 
the  mines.  Nothing  was  said  about  gold  which  might 
be  produced  and  processed  thereafter.  Neither  the 
President's  message  nor  the  Act  itself  mentioned  gold 
Avhich  might  be  thereafter  produced.  The  title  to  such 
gold  remained  in  the  owner  of  the  mine  in  which  it 
was  located. 

The  purpose  of  the  Act  was  to  abolish  gold  as  money 
within  the  United  States  and,  to  that  end,  **to  provide 
for  the  better  use  of  the  monetary  gold  stock  of  the 
United  States".  To  accomplish  those  purposes  the 
Act  authorized  Regulations  of  a  limited  character. 

The  Act  did  not  attempt  to  specify  or  fix  the  price 
of  the  metal,  the  commodity,  gold,  and  did  not  author- 
ize the  Secretary,  by  Regulations,  to  fix  the  price  of 
the  metal,  gold.  It  did  not  authorize  the  Secretary, 
when  issuing  licenses  under  the  Act,  to  compel  the 
licensee  to  surrender  all  gold  produced  and  processed 
by  him  at  a  price  fixed  by  the  Secretary.  On  the 
contrary,  and  in  direct  opposition  to  the  existence  of 
any  such  arbitrary  power,  the  Act  clearly  shows: 

(a)  That  gold  was  and  is  a  commodity  to  be 
bought  and  sold  at  varying  prices,  and 

(b)  That  the  price  of  gold,  as  a  commodity,  has 
no  relationship  whatsoever  to  ''the  currency  system  of 
the  United  States". 
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Section  8  of  the  Act  expressly  authorizes  the  Sec- 
retary to  '' purchase  gold  in  any  amounts,  at  home  or 
abroad,  with  currency  of  the  United  States  at  such 
rates  *  *  *  as  he  may  deem  most  advantageous  *  *  * " 
and  ''notwithstanding"  any  law  relating  to  parity  or 
any  law  limiting  the  purposes  for  which  such  currency 
may  be  issued  or  any  law  requiring  government  obli- 
gations to  be  issued  at  not  less  than  par. 

Section  9  of  the  Act  authorizes  the  Secretary 

^Ho  sell  gold  in  any  amount  at  home  or  abroad 
at  discretionary  prices". 

Section  10  authorizes  the  Secretary  "to  deal  in 
gold".  Thus  the  Act,  by  its  express  language,  treats 
gold  as  a  commodity,  whether  that  gold  be  "at  home" 
or  "abroad"  and  to  be  bought  and  sold  and  dealt  in, 
as  a  commodity.  Thus  the  Act  expressly  negatives 
any  power  in  the  Secretary  to  fix  the  price  of  that 
commodity,  gold. 

We  do  not  admit  that  Congress  has  power  to  fix 
the  price  of  gold  or  to  authorize  the  Secretary  to  do 
so.  But  the  Act  did  not  attempt  to  fix  the  price  of 
gold  or  to  give  to  the  Secretary  power  to  do  so. 
Directly  contrary  to  the  existence  of  any  such  power, 
the  Act  authorized  the  Secretary  to  buy  and  sell  gold 
and  to  deal  in  gold  at  varying  prices  in  his  judgment 
and  discretion. 

Thus  the  Act  put  the  Secretary  in  the  same  position 
as  any  other  purchaser  or  seller  of  any  commodity — a 
position  in  which  he  was  obliged  to  bargain  for  the 
commodity  and  to  agree  upon  a  price.   If  the  Secre- 
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tary  had  power  to  fix  the  price  of  gold,  he  would  have 
been  the  master  of  that  commodity.  In  such  a  position 
he  would  not  have  to  bargain  or  agree  to  buy  or  sell ; 
he  would  merely  fix  the  price.  That  is  not  buying 
or  selling  or  dealing  in;  that  is  arbitrary  seizure. 

Thus  the  law  did  not  (and  could  not)  give  to  the 
Secretary  any  power  to  fix  the  price  of  the  commodity, 
gold. 

Section  4  of  the  Act  directs  that  gold  illegally  held 
may  be  condemned  by  specified  proceedings.  That 
provision  negatives  any  power  to  fix  the  price  of  gold. 


THE  EEGULATIONS  AUTHORIZED  BY  THE  ACT. 

Section  4  directs  the  Secretary  to  prescribe  by  Regu- 
lations for  acquiring,  melting,  treating,  etc.  gold  for 
specified  commercial  purposes  and  for  other  purposes 
"not  inconsistent  with  the  purposes  of   this  Act." 

Since  the  purpose  of  the  Act  was  to  preclude  use 
of  gold  as  money  within  the  United  States,  it  achieved 
that  purpose  by  requiring  a  license  so  as  to  confine  the 
use  of  gold  to  the  specified  commercial  purposes  and 
for  other  purposes  consistent  with  the  purposes  of  the 
Act.  But  it  will  be  noted  that  Section  4  does  not 
authorize  the  Secretary  to  regulate  the  sale  of  gold  as 
a  commodity,  and  does  not  authorize  the  Secretary, 
by  Regulation,  to  fix  the  price  of  gold  as  a  commodity. 

Section  11  of  the  Act  authorizes  the  Secretary  to 
issue  Regulations  "to  carry  out  the  purposes  of  this 
Act".    It  does  not  authorize  the  Secretary  to  fix  the 
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price  of  gold.  Fixing  the  price  of  gold  is  not  the  pur- 
pose of  the  Act,  which  purpose  is  stated  in  its  pre- 
amble. Furthermore,  the  Act  itself  shows  upon  its 
face  that  it  is  not  necessary  to  fix  the  price  of  gold 
in  order  to  "carry  out  the  purposes  of  the  Act",  for 
the  Act  itself  authorizes  the  buying  and  selling  of  gold 
at  varying  prices. 


OTHER  CONSTITUTIONAL  GROUNDS  WHICH 
INVALIDATE  THE  REGULATIONS. 

The  Regulations  require  a  license.  The  form  of 
application  in  Paragraph  "G"  requires  compliance 
with  the  Regulations,  and  in  Paragraph  "K"  requires 
gold  to  be  disposed  of  only  in  accordance  with  the 
Regulations  which,  in  Sec.  54.44  fix  the  price  at  $35.00 
per  ounce.  For  operating  without  a  license  the  Gold 
Regulations  specify  civil  and  criminal  penalties.  (Sec. 
54.11.) 

Under  such  coercion  the  owner  of  a  gold  mine  must 
comply,  if  he  is  to  operate  his  property,  or  suffer  pen- 
alties and  prosecution.  The  purpose  and  effect  is  to 
coerce.  The  result  is  not  an  agreement,  for  as  the 
Supreme  Court  has  held : 

a*  *  *  ^^  lacks  the  essential  element  of  con- 
sent.   One  who  does  a  thing  in  order  to  avoid  a 
monetary  penalty  does  not  agree;  he  yields  toj 
compulsion  precisely  the  same  as  though  he  did] 
so  to  avoid  a  term  in  jail." 

Carter  v.  Carter  Coal  Co.,  298  U.S.  238,  80^ 
L.Ed.  1160,  56  S.Ct.  855. 
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The  license  issued  restricts  the  disposition  of  the 
gold  and  the  price  to  be  received.  (License  Section  E, 
Regulations  54.44.)  The  complaint  alleges  that  the 
price  for  such  gold  is  below  the  cost  of  its  production. 
The  result  is  to  take  the  plaintiff's  property  without 
due  process  of  law  and  without  just  compensation  in 
violation  of  the  Fifth  Amendment. 

Another  result  is  that  such  price  fixing  is  done  by 
the  Executive  Department  and  constitutes  legislation 
by  the  Executive  Department  in  violation  of  Article  I 
Section  1  of  the  Constitution. 

Another  result  is  to  cause  the  Executive  Depart- 
ment to  exercise  judicial  power  in  violation  of  Article 
III  Section  1  of  the  Constitution  and,  in  doing  so,  to 
confiscate  the  plaintiff's  property. 

The  question  of  just  compensation  is  judicial.  When 
the  government  takes  private  property,  neither  Con- 
gress nor  the  Executive  Department  has  power  to 
fix  the  compensation  for  such  property. 
Constitution,  Article  III  Section  1 ; 
Monongahela  Navigation  Co.  v.  United  States, 
148  U.S.  312,  37  L.Ed.  463,  13  S.Ct.  622. 

Furthermore,  under  the  allegations  of  the  com- 
plaint, the  gold  is  not  taken  for  a  public  use.  The 
complaint  alleges  that  the  Regulations  require  the 
plaintiff  to  surrender  her  gold  at  a  price  below  the 
cost  of  its  production,  and  the  Regulations  authorize 
the  sale  of  that  gold  for  commercial  uses,  i.e.,  for  in- 
dustrial, professional  and  artistic  uses  (Regulations 
Sub-part  C)  and  such  sales  are  made  at  the  same  fixed 
price.    (Regulations  Section  54.52.) 
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That  is  not  taking  private  property  for  a  public 
purpose.  That  is  taking  the  property  of  "A"  at  less 
than  its  value  and  selling  it  to  ''B"  at  less  than  its 
value  and  for  commercial  purposes,  and  the  pro- 
cedure permits  "B"  to  make  a  profit.  That  course 
violates  the  Constitution  and  the  constitutional  rights 
of  this  plaintiff. 

Furthermore,  the  situation  shows  that  such  gold  is 
not  and  cannot  be  used  by  the  government  for  any 
public  purpose ;  under  the  law  gold  cannot  be  coined ; 
it  cannot  be  used  as  money  within  the  United  States; 
it  cannot  be  paid  out  by  the  government  within  the 
United  States ;  it  cannot  be  a  part  of  the  currency  sys- 
tem of  the  United  States  and  it  cannot  be  an  asset  of 
the  banking  system  in  the  United  States.  As  shown 
above  it  cannot  serve  as  a  banking  or  monetary  re- 
serve, since  there  can  be  no  demands  upon  it.  Gold  has 
been  abolished  as  money  within  the  United  States  and 
exists  only  as  a  commodity. 


THE  EXISTING  PAPER  CURRENCY  SHALL  NOT  AND  CANNOT 
CONSTITUTE  JUST  COMPENSATION  FOR  THE  COMMODITY 
—GOLD. 

Section  54.44  of  the  Regulations  issued  by  the  Sec- 
retary prescribes  that  the  government  shall  pay  for 
all  gold  $35.00  per  ounce,  but  expressly  states  'Hhis 
price  may  be  changed  by  the  Secretary  *  *  *" 

Such  price  is  measured  and  paid  in  paper  currency.- 
The  price  of  $35.00  has  remained  the  same  since  1934. 
If  that  price  were  just  compensation  for  gold  in  19341 
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(which  we  do  not  admit)  then,  under  the  facts  estab- 
lished hy  the  government  itself,  it  is  not  just  compen- 
sation in  1958. 

Government  agencies,  government  officials  and  gov- 
ernment statistics  prove  what  has  become  a  matter  of 
common  knowledge — that  prices  for  commodities, 
wages,  production  and  of  living  have  increased  con- 
stantly at  the  rate  of  approximately  3%  per  year. 
They  are  still  rising  and  at  an  accelerated  rate.  Those 
prices  are  measured  against  a  basic  price  index  ex- 
pressed in  terms  of  our  paper  currency. 

Those  figures  by  the  government  itself  evidence 
what  is  euphemistically  called  rising  costs,  but,  in  fact, 
they  establish  the  constant  and  continual  depreciation 
of  our  paper  currency. 

In  view  of  those  figures  computed  and  announced  by 
the  government  itself,  when  the  government  put  a 
price  on  gold  of  $35.00  an  ounce  in  such  paper  cur- 
rency in  1934,  the  same  government  cannot  assert  that 
the  same  price  is  just  compensation  for  gold  in  1958. 
But,  and  beyond  that,  and  as  a  fundamental  prin- 
ciple, we  submit  that  the  Federal  Government  has  no 
power  to  compel  a  private  citizen  to  surrender  private 
property  in  exchange  for  paper  currency  which  has 
no  absolute  or  fixed  value  and  which  contains  no  obli- 
gation to  redeem  in  any  absolute  fixed  value,  and  that 
the  government  has  no  power  to  measure  ''just  com- 
pensation" in  terms  of  such  a  medium. 

We  have  heretofore  in  this  brief  shown  that  the  so- 
called  obligation  expressed  in  our  paper  currency 
cannot  be  defined.    It  is  merely  a  promise  to  pay 


62 


another  promise  to  pay.  There  is  no  decision  of  any 
court  which  adjudges  that  the  Federal  Government 
has  power  to  make  our  existing  paper  currency,  which 
does  not  promise  to  pay  coined  dollars,  a  legal  tender 
for  anything,  and  there  is  no  decision  which  holds  that 
such  paper  currency  can  constitute  just  compensation 
for  any  property  taken. 

The  Gold  Clause  Cases  in  1935  did  not  so  decide. 
No  such  issue  was  raised  in  those  cases.  The  Legal 
Tender  Decisions  of  1871  do  not  and  cannot  apply  to 
our  existing  paper  currency. 

The  Treasury  Notes  of  those  times  were  definite 
obligations  to  pay  coined  money.  The  Supreme  Court 
described  them  as  follows : 

''Every  one  of  them  expresses  upon  its  face  an 
engagement  of  the  nation  to  pay  to  the  bearer  a 
certain  sum.  The  dollar  note  is  an  engagement  to 
pay  a  dollar,  and  the  dollar  intended  is  the  coined 
dollar  of  the  United  States,  a  certain  quantity  in 
weight  and  fineness  of  gold  or  silver,  authenti- 
cated as  such  by  the  stamp  of  the  government.  No 
other  dollars  had  before  been  recognized  by  the 
legislation  of  the  national  government  as  lawful 
money". 

People  ex  rel.  v.  Supervisors  of  New  York,  7 
Wall.  26,  30,  19  L.Ed.  60. 

Because  those  Treasury  Notes  were  an  obligation  to 
pay  coined  money,  the  Supreme  Court  said  that  they 
could  be  used  as  legal  tender.  Here  are  the  Court's 
words : 

"We  do  not  rest  the  validity  (of  the  Legal 
Tender  Acts)  upon  the  assumption  that  the  emis- 
sion of  paper  notes  is  coinage,  or  any  regulation 
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of  the  value  of  money;  nor  do  we  assert  that 
Congress  may  make  any  thing  which  has  no 
value — money.  What  we  do  assert  is  that  Con- 
gress has  power  to  enact  that  the  government's 
promises  to  pay  money  shall  be,  for  the  time 
being,  equivalent  in  value  to  the  representative 
of  value  determined  by  the  coinage  acts  or  to 
multiples  thereof."  {Legal  Tender  Cases,  12 
Wall.  457,  553,  20'  L.Ed.  287.) 

But  today  the  paper  currency  of  this  nation  is  not 
a  promise  to  pay  coined  money,  or  even  the  value 
thereof,  as  determined  by  the  Coinage  Act.  Today  the 
paper  currency  promises  to  pay % 

The  Legal  Tender  Decision  of  1871  is  no  authority 
for  the  government  to  make  irredeemable  paper  cur- 
rency a  legal  tender  for  the  payment  of  debts  or 
for  the  payment  of  any  commodity. 

Furthermore  a  decision  rendered  by  the  Supreme 
Court  in  1954  declared  a  principle,  which  destroys 
the  effect  of  the  Legal  Tender  Decisions  of  1871. 

The  Court  had  held  that  segregation  in  the  states 
violated  the  Constitution.  Thereafter  in  Boiling  v. 
Sharpe,  347  U.S.  497,  98  L.Ed.  884,  74  S.Ct.  693,  the 
question  was  presented  as  to  whether  segregation  in 
the  District  of  Columbia  violated  the  Constitution. 
The  unanimous  decision  in  Boiling  v.  Sharpe  said: 

''In  view  of  our  decision  that  the  Constitution 
prohibits  the  states  from  maintaining  racially 
segregated  public  schools,  it  would  be  unthinkable 
that  the  same  Constitution  would  impose  a  lesser 
duty  on  the  Federal  Government." 

(347  U.S.  497,  500.) 
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Under  that  statement  it  would  be  unthinkable  that 
the  Federal  Government  has  power  to  make  any  paper 
currency  legal  tender  for  any  purpose  because  the 
Constitution  in  Article  I  puts  power  in  Congress 

"to  coin  money  and  regulate  the  value  thereof" 

(Section  8) 

and  provides  in  the  same  article, 

''no  state  shall  make  anything  but  gold  and  silver 
a  tender  in  payment  of  debts".  (Section  10.) 

Under  the  principles  declared  in  Boiling  v.  Sharpe, 
we  submit  that  it  would  be  imthinkable  that  the  same 
Constitution,  which  prohibits  a  state  from  making 
anything  other  than  gold  or  silver  a  legal  tender, 
would  impose  a  lesser  duty  on  the  Federal  Govern- 
ment. 


THE  VIEWS  OF  THE  COURT  BELOW. 

The  Court  below  expressed  the  view  that  the  Regu- 
lation itself  imported  a  lack  of  authority  to  require 
a  licensee  to  agree  to  sell  gold  at  a  price  of  $35.00  per 
oimce,  as  a  condition  for  such  license;  and  that  if  the 
Government  had  power  to  take  possession  of  such 
gold  at  such  price  it  would  not  require  an  agreement 
with  the  licensee  to  sell  it  at  that  price  as  a  condition 
for  his  license  (pages  10  and  11). 

But  the   argument  was  made  that  Congress  had] 
power  'Ho  fix  the  value  of  money"  and  the  Court  ac- 
cepted and  proceeded  upon  that  quoted,  but  erroneous] 
phrase  (pages  7,  8,  11,  15,  19,  21,  23  and  25). 
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The  Court  expressed  the  conviction  that  the  Regu- 
lations would  be  beyond  the  constitutional  power,  un- 
less there  was  a  reasonable  relationship  between  the 
Regulations  and  the  constitutional  power  ''to  fix  the 
value  of  money"  (page  19  of  transcript). 

The  Court  also  understood  the  Government's  argu- 
ment to  be  that  exacting  an  agreement  to  sell  gold  at 
that  price  would  have  a  bearing  upon  the  power  of 
Congress  ''to  fix  the  value  of  money"  (page  12). 

The  Court  actually  said  there  is  no  question  about 
the  power  of  Congress  "to  fix  the  value  of  gold" 
(page  23). 

Such  statements  by  the  Court  establish  that  the 
conclusion  of  law  as  expressed,  was  predicated  upon 
the  erroneous  idea,  expressed  by  counsel,  that  Con- 
gress has  power  to  ^^fix^^  the  value  of  money  or  the 
value  of  gold,  or  that  such  power  to  *'fix''  the  price 
of  gold  was  reasonably  related  to  the  constitutional 
power  of  Congress. 

The  conclusion  of  law,  presumably  drawn  by  coun- 
sel for  the  Government,  declared  that  the  Regulations 
were  reasonably  related  to  the  constitutional  power  to 
"regulate  the  value"  of  money  (R.  page  19). 

But  the  grievous  error  lies  in  the  facts  that : 

a)  Congress  has  no  power  to  ^'fix''  the  price 
or  the  value  of  gold  or  money; 

b)  That  Congress  does  not  have  power  to 
regulate  the  value  of  paper  currency,  popularly 
called  money,  but  has  power  only  to  regulate  the 
value  of  coined  money. 
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The  very  clause  of  the  Constitution  uses  both  words 
— the  word  ''fix"  and  the  word  ''regulate"  in  their 
proper  meaning  and  clearly  differentiates  between 
them.  That  clause  is: 

"To  coin  money,  regulate  the  value  thereof, 
and  of  foreign  coin,  and  fix  the  standard  of 
weights  and  measures."  (Article  I,  Section  8 — 
Constitution.) 

The  Oxford  English  Dictionary  defines  those  words 
as  follows : 

regulate — to  adjust  in  respect  of  quantity,  with 

reference  to  some  standard, 
fiix — to  make  firm  or  stable,  so  as  to  secure  from 
fluctuation  or  change. 

Accordingly,  the  Constitution  gave  to  Congress 
power  to  ^'fix"  the  standard;  and  power  "to  regulate 
the  value  of  coined  money". 

That  was  in  exact  accord  with  the  meaning  of  the 
words  and  with  the  policy  of  the  Constitution,  as  de- 
clared by  the  Supreme  Court,  which  is  to  establish 
"a  fixed  and  uniform  standard  of  value"  (Ogden  v. 
Saunders,  12  "Wheat.  213,  265,  6  L.Ed.  606) ;  and  the 
X)Ower  to  regulate  the  value  of  coined  money,  which  is 
the  power  "to  determine  the  weight,  purity,  form,  im- 
pression and  denomination  of  the  several  coins  and 
their  relation  to  each  other,  and  the  relation  of  foreign 
coins  to  the  monetary  unit  of  the  United  States". 
(Hepburn  v.  Griswold,  8  Wall.  603,  616, 19  L.Ed.  513.) 

Thus,  by  the  plain  and  specific  language  of  the 
Constitution,    the    only    thing    which    Congress    has 
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power  to  ^'jix"  is  the  standard  of  weight  and  measure. 
The  power  of  Congress  over  coined  money  is  only 
"to  regulate  the  value  thereof". 

Under  the  Constitution  Congress  has  absolutely  no 
power  to  ''jix''  the  value  of  coined  money.  Further- 
more, Congress  has  no  power  to  regulate  the  value  of 
paper  currency;  but  only  the  power  to  regulate  the 
value  of  coined  money. 

For  those  reasons  we  submit  that  the  Court  below 
erred  in  its  statements,  which  attribute  to  Congress 
a  power  "to  fix  the  value  of  money"  and  in  its  con- 
clusion of  law,  which  attributes  to  Congress  the  power 
"to  regulate  the  value  of  money"  when  in  Section  9 
power  is  limited  "to  regulate  the  value  of  coined 
money". 

But,  over  and  beyond  that  the  Grovernment  can 
not  with  reason  contend  that  "a  fixed  price"  for  gold 
is  authorized  by  the  Gold  Reserve  Act  or  by  the  Regu- 
lations; or  that  a  "fixed  price"  of  gold,  is  necessary 
to  or  reasonably  related  to  the  power  to  regulate  the 
value  of  coined  money. 

On  the  contrary  the  Statute  establishes  that  it  did 
not  contemplate  a  "fixed  price"  for  gold. 

Section  8  of  the  Gold  Reserve  Act  authorizes  the 
Secretary  to  purchase  gold  at  discretionary  and  vary- 
ing prices,  either  at  home  or  abroad.  Section  9  au- 
thorizes the  Secretary  to  sell  gold  at  discretionary 
and  varying  prices  either  at  home  or  abroad. 

Section  10  authorizes  the  Secretary  "to  deal  in 
gold". 
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And  the  Regulations  do  not  ''fix  the  price"  of  gold. 
On  the  contrary  the  Regulations,  in  Section  54.44  de- 
clare only  a  current  price  for  the  purchase  of  gold  of 
$35.00  per  ounce.  But  that  is  not  a  ^^ fixed  price".  The 
same  Regulation  expressly  declares  "this  price  may 
be  changed"  by  telegraphic  or  mailed  notice. 

And  Section  54.52  declares  a  current  price  for  the 
sale  of  gold  of  $35.00  per  ounce  but  expressly  declares 
"this  price  may  be  changed"  by  telegraphic  or  mailed 
notice. 

Thus,  both  the  Statutes  and  the  Regulations  ex- 
pressly authorize  a  varying  price  for  gold  within  the 
United  States  and  thereby  preclude  any  power  to 
"fix  the  price"  of  gold  within  the  United  States. 

In  the  face  of  those  enactments,  we  submit  that  the 
Government  can  not  with  reason  contend  that  "fixing 
the  price"  of  gold  is  necessary  to  or  has  any  reason- 
able relationship  whatsoever  to  the  exercise  of  the 
constitutional  power  of  Congress  to  regulate  the  value 
of  coined  money. 

But,  and  even  more  fundamental  is  the  fact  that 
today  Congress  has  prohibited  the  coinage  of  gold  or 
the  use  of  gold  as  money.  Plainly  Congress  is  not  now 
exercising  any  power  to  regulate  the  value  of  gold 
coins,  as  coined  money.  Congress  can  not  exercise  such 
power  when  gold  coins  no  longer  exist. 

In  point  of  truth  and  fact  Congress  today  is  not, 
and  for  years  has  not,  been  attempting  to  exercise  the 
constitutional  power  to  regulate  the  value  of  coined 
money. 
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Since  1934  gold  coins  have  been  abolished  and  our 
only  coinage  is  of  silver  and  subsidiary  coins.  No  one 
will  attempt  to  assert  that  the  value  of  silver  or  other 
subsidiary  coins  has  been  regulated  since  1873  or  is 
being  regulated  at  the  present  time.  The  intrinsic 
value  of  the  metal  in  such  coins  is  not  equal  to  the 
value  stamped  upon  them. 

Heretofore  in  this  brief  we  have  shown,  both  as  a 
matter  of  fact  and  as  a  matter  of  law,  that  neither 
control  of  all  gold  nor  a  ''fixed  price"  of  gold  is 
necessary  or  has  any  reasonable  relationship  to  the 
constitutional  power  to  regulate  the  value  of  coined 
money.  For  nearly  150  years  Congress  exercised  that 
power  with  a  free  market  for  gold  and  without  fix:ing 
the  price  of  gold. 

We  have  heretofore  shown  that  a  declared  price 
for  gold  has  no  relationship  whatsoever  to  the  Parity 
Statute  of  1900. 

We  repeat  only  that  the  purpose  of  that  Statute 
was  to  require  that  all  forms  of  currency  should  be 
maintained  at  a  parity  with  a  fixed  amount  of  gold, 
as  the  standard  of  value. 

The  purpose  of  that  Statute  can  not  be  perverted 
to  mean  that  gold  shall  be  maintained  at  a  parity 
with  irredeemable  paper  currency,  which,  because  of 
its  nature,  can  not  be  a  standard. 

The  absurdity  of  such  attempted  perversion  is  clear 
in  view  of  the  fact  that  the  Government  denies  a 
citizen  of  the  United  States  any  right  to  own  gold. 
When  the  people  may  not  own  gold,  its  value,  in  terms 
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of  such  paper  currency,  can  not  be  ascertained  or 
measured.  Since  its  value  in  terms  of  such  paper 
currency  can  not  be  ascertained  or  measured,  it  neces- 
sarily follows  that  it  is  impossible  to  "maintain"  the 
value  of  gold  at  a  parity  with  such  paper  currency. 

We  submit  that  the  right  to  private  property  is  the 
very  basis  of  freedom;  that  gold  is  a  commodity,  and 
that  gold  produced  by  a  miner  is  his  property. 

The  people  established  the  federal  government  and 
gave  to  Congress  the  important  trust  and  duty  of 
coining  money  and  regulating  the  value  thereof.  They 
also  prohibited  anything  except  gold  and  silver  as 
legal  tender  and  put  that  prohibition  in  the  Constitu- 
tion. How  may  that  government  deprive  the  people 
who  established  it  of  their  absolute  right  to  own  gold  ? 

The  London  Daily  Express  has  written: 

"If  you  set  money  free,  you  set  the  people 
free." 

But  the  Communists,  whose  Manifesto  seeks  "the 
abolition  of  private  property"  say: 

"The  surest  way  to  overturn  an  existing  social 
order  is  to  debauch  the  currency." 

To  achieve  that  position  and  to  maintain  its  power 
over  the  people  the  Communist  government  deprives 
the  people  of  Russia  of  any  right  to  own  gold. 

The  United  States  is  the  only  major  nation  which 
follows  Russia  in  that  respect.  The  relief  here  sought 
will  not  upset  the  economy  of  America. 
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The  relief  here  sought  would  only  be  a  step  to  re- 
store the  conditions  under  which  the  United  States 
became  the  greatest  nation  in  the  world. 

The  abolition  of  money  and  the  substitution  of  man- 
aged currency  in  1934  paved  the  way  for  the  confu- 
sion and  chaos  which  has  existed  since. 

In  1935  the  dissenting  opinion  in  the  Gold  Clause 
Case  said: 

''The  impending  legal  and  moral  chaos  is  ap- 
palling." (294  U.S.  page  381.) 

We  submit  that  the  instant  case  shows  that  what 
was  then  impending,  as  moral  and  legal  chaos,  has 
come  upon  us. 


CONCLUSION. 

For  all  of  which  reasons  we  respectfully  submit 
that  the  decree  of  the  District  Court  should  be  re- 
versed with  directions  to  that  Court  to  grant  the 
relief  as  prayed. 

Dated,  January  30,  1959. 

Respectfully  submitted, 

Paul  Bakewell,  Jr., 
Norman  L.  Easley, 

Attorneys  for  Appellant. 
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GOLD  REGULATIONS 

[Reprinted  from  Federal  Register,  July  14,  1954] 

(Seal) 
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United  States 

Government  Printing  Office 
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Subpart  A — General  Provisions 
Sec. 

54.1  Authority  for  regulations. 

54.2  General  provisions. 

54.3  Titles  and  subtitles. 

54.4  Definitions. 

54.5  General  provisions  affecting  applications,  state- 

ments, and  reports. 

54.6  General  provisions  affecting  licenses  and  au- 

thorizations. 

54.7  General  provisions  affecting  export  licenses. 

54.8  General  provisions  affecting  import  licenses. 

54.9  Forms  available. 

54.10  Representations  by  licensees. 

54.11  Civil  and  criminal  penalties. 


Subpart  B — Conditions  Under  Which  Gold  May  Be 
Acquired  and  Held,  Transported,  Melted  or 
Treated,  Imported,  Exported,  or  Earmarked 

Sec. 

54.12  Conditions  under  which  gold  may  be  acquired, 

held,  melted,  etc. 

54.13  Transportation  of  gold. 

54.14  Gold  situated  outside  of  the  United  States. 

54.15  Gold  situated  in  the  possessions  of  the  United 
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54.16  Fabricated  gold. 

54.17  Metals  containing  gold. 

54.18  Unmelted  scrap  gold. 

54.19  Gold  in  its  natural  state. 

54.20  Rare  coin. 

Subpart  C — Gold  for  Industrial,  Professional,  and 
Artistic  Use 

54.21  Fifty  ounce  exemption  for  processors. 

54.22  Licenses  required. 

54.23  Issuance  of  licenses  or  general  authorizations. 

54.24  Applications. 

54.25  Licenses. 

54.26  Investigations;  records;  subpoenas. 

54.27  Reports. 

Subpart  D — Gold  for  the  Purpose  of  Settling  Inter- 
national Balances,  and  for  Other  Purposes 

54.28  Acquisitions   by   Federal   Reserve   banks   for 

purposes  of  settling  international  balances, 
etc. 


Sec. 

54.29  Dispositions  by  Federal  Reserve  banks. 

54.30  Provisions  limited  to  Federal  Reserve  banks. 

Subpart  E — Gold  for  Other  Purposes  Not  Inconsist- 
ent With  the  Purposes  of  the  Gold  Reserve  Act 
of  1934  and  the  Act  of  October  6,  1917,  As 
Amended 

Licenses  required. 

Gold  imported  in  gold-bearing  materials  for 

re-export. 
Gold  imported  for  re-export. 
Licenses  for  other  purposes. 

Subpart  F — Purchase  of  Gold  by  Mints 

Purchase  by  mints. 

Gold  recovered  from  natural  deposits  in  the 
United  States  or  any  place  subject  to  the 
jurisdiction  thereof,  including  gold  con- 
tained in  deposits  of  newly  mined  domestic 
silver. 

Gold  contained  in  deposits  of  silver. 

Scrap  gold. 

Gold  refined  from  sweeps  purchased  from  a 
United  States  mint. 

Imported  gold. 

Gold  refined  from  imported  gold-bearing  ma- 
terial. 

Deposits. 

Rejection  of  gold  by  mint. 

Purchase  price. 


Subpart  G — Sale  of  Gold  by  Mints 
Sec. 

54.51  Authorization  to  sell  gold. 

54.52  Sale  price. 

Subpart  H — Transitory  Provisions 

54.70    Legal  effect  of  amendment  of  regulations. 

Authority:  §§54.1  to  54.70  issued  under  sec.  5  (b), 
40  Stat.  415,  as  amended,  sees.  3,  8,  9,  11,  48  Stat.  340, 
341,  342;  12  U.S.C.  95a,  31  U.S.C.  442,  733,  734,  822b, 
E.  O.  6260,  Aug.  28,  1933;  E.  O.  6359,  Oct.  25,  1933; 
E.  O.  9193,  as  amended,  7  F.  R.  5205;  3  CFR  1943 
Ciun.  Supp.;  E.  O.  10289,  16  F.  R.  9499;  3  CFR  1951 
Supp. 

Subpart  A — General  Provisions 

§  54.1  AutJiority  for  regulations.  By  virtue  of  and 
pursuant  to : 

(a)  The  authority  vested  in  the  Secretary  of  the 
Treasury  by  the  Gold  Reserve  Act  of  1934,  approved 
January  30,  1934  (48  Stat.  337;  31  U.S.C.  440),  and 
the  authority  with  respect  to  the  approval  of  regula- 
tions issued  thereunder  which  the  President  of  the 
United  States  has  delegated  to  the  Secretary  of  the 
Treasury  in  paragraph  2  (d)  of  Executive  Order  No. 
10289  of  September  17,  1951  (16  F.  R.  9501)  and 

(b)  The  authority  which  the  President  of  the 
United  States  has  delegated  to  the  Secretary  of  the 
Treasury  by  Executive  Orders  Nos.  6260  of  August 
28,  1933  (31  CFR  1938  ed.  Part  50),  6359  of  October 
25,  1933  and  9193  of  July  6,  1942,  as  amended  (7  F.  R. 


5205,  3  CFR  1943  Ciim.  Supp.),  which  delegations 
were  made  by  the  President  of  the  United  States  by 
virtue  of  and  pursuant  to  the  authority  vested  in  him 
by  section  5  (b)  of  the  act  of  October  6,  1917  (40 
Stat.  415),  as  amended  by  section  2  of  the  act  of 
March  9,  1933  (48  Stat.  1),  and  title  III,  section  301 
of  the  ''First  War  Powers  Act,  1941"  (55  Stat.  839; 
12  U.S.C.  95a),  and  all  other  authority  vested  in  him, 
the  following  regulations,  entitled  ''Gold  Regula- 
tions," deemed  in  the  public  interest  and  necessary 
and  proper  to  carry  out  the  purposes  of  said  acts  and 
Executive  orders,  are  issued  by  the  Secretary  of  the 
Treasury. 

§  54.2  General  provisions — (a)  Scope.  Sections 
54.12  to  54.34  refer  particularly  to  section  3  of  the 
Gold  Reserve  Act  of  1934,  as  amended,  and  to  Execu- 
tive Order  No.  6260  of  August  28,  1933,  sections  4,  5, 
and  6  of  the  Executive  Order  No.  6359  of  October  25, 
1933,  and  Executive  Order  No.  9193  of  July  6,  1942, 
as  amended;  and  §§54.35  to  54.52  refer  particularly 
to  sections  8  and  9  of  the  Gold  Reserve  Act  of  1934, 
as  amended. 

(b)  Delivery  requirements  of  1933  gold  orders. 
Executive  Order  6102  of  April  5,  1933,  Executive 
Order  6260  of  August  28,  1933  (31  CFR  1938  ed. 
Part  50),  and  the  order  of  the  Secretary  of  the  Treas- 
ury of  December  28,  1933,  as  amended  and  supple- 
mented, required  that,  with  certain  exceptions,  all  per- 
sons subject  to  the  jurisdiction  of  the  United  States 
deliver  to  the  United  States  gold  coins,  gold  bullion 
and  gold  certificates  situated  in  the  United  States  and 
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held  or  owned  by  such  persons  on  the  dates  of  such 
orders.  Gold  coins  having  a  recognized  special  value 
to  collectors  of  rare  and  unusual  coin,  including  all 
gold  coins  made  prior  to  April  5,  1933,  have  been  ex- 
empted from  such  delivery  requirement.  The  regula- 
tions in  this  part  do  not  alter  or  affect  in  any  way  the 
requirements  under  said  orders  to  deliver  gold  bullion 
and  gold  certificates  and  gold  bullion  and  gold  cer- 
tificates required  to  be  delivered  pursuant  to  such 
orders  are  still  required  to  be  delivered  and  may  be 
received  in  accordance  with  the  Instructions  of  the 
Secretary  of  the  Treasury  of  January  17,  1934  (§  53.1 
of  this  chapter),  subject  to  the  rights  reserved  in  such 
instructions. 

(c)  Efect  of  authorizations  and  licenses.  (1)  A 
general  authorization  contained  in,  or  a  license  issued 
pursuant  to  the  regulations  in  this  part,  permitting 
the  acquisition,  holding,  transporting,  melting  or 
treating,  importing,  exporting  or  earmarking  of  gold, 
constitutes  within  the  limits  and  subject  to  the  terms 
and  conditions  thereof  a  license  issued  under  and  pur- 
suant to  Executive  Order  No.  6260  of  August  28, 
1933,  for  such  acquisition,  holding,  transporting,  etc. 

(2)  Any  authorization  in  the  regulations  in  this 
part,  or  in  any  license  issued  hereunder  to  acquire, 
hold,  transport,  melt  or  treat,  import  or  export  gold 
in  any  form  shall  not  be  deemed  to  authorize,  unless 
it  specifically  so  provides,  the  acquisition,  holding, 
transporting,  melting  or  treating,  importing,  or  ex- 
porting of  the  following: 


(i)  Any  gold  coin  (except  rare  gold  coin  as  de- 
fined in  §  54.20)  or  any  gold  melted  by  any  person 
from  gold  coin  subsequent  to  April  5,  1933. 

(ii)  Any  gold  which  has  been  held  at  any  time  in 
noncompliance  with  the  acts,  the  orders,  or  any  regu- 
lations, rulings,  instructions  or  licenses  issued  there- 
under, including  the  regulations  in  this  part,  or  in 
noncomioliance  with  section  3  of  the  act  of  March  9, 

1933,  or  any  orders,  regulations,  rulings,  or  instruc- 
tions issued  thereunder. 

(d)  Revocation  or  modification.  The  provisions  of 
this  part  may  be  revoked  or  modified  at  any  time  and 
any  license  outstanding  at  the  time  of  such  revocation 
or  modification  shall  be  modified  thereby  to  the  ex- 
tent provided  in  such  revocation  or  modification. 

§  54.3  Titles  and  subtitles.  The  titles  in  this  part 
are  inserted  for  purposes  of  ready  reference  and  are 
not  to  be  construed  as  constituting  a  part  of  the  regu- 
lations in  this  part. 

§  54.4  Definitions,  (a)  As  used  in  this  part,  the 
terms : 

(1)  *'The  acts"  means  the  Gold  Reserve  Act  of 

1934,  as  amended,  and  section  5  (b)  of  the  act  of 
October  6,  1917,  as  amended  by  section  2  of  the  act  of 
March  9,  1933  and  Title  III,  section  301  of  the  ''First 
War  Powers  Act,  1941"  approved  December  18,  1941. 

(2)  ''The  orders"  means  Executive  Orders  Nos. 
6260  of  August  28, 1933;  6359  of  October  25,  1933;  and 
9193  of  July  6,  1942,  as  amended. 
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(3)  '^  United  States"  means  the  Government  of 
the  United  States,  or  where  used  to  denote  a  geo- 
graphical area,  means  the  continental  United  States 
and  all  other  places  subject  to  the  jurisdiction  of  the 
United  States. 

(4)  "Continental  United  States"  means  the  States 
of  the  United  States,  the  District  of  Columbia,  and 
the  Territory  of  Alaska. 

(5)  ''Person"  means  any  individual,  partnership, 
association,  or  corporation,  including  the  Board  of 
Governors  of  the  Federal  Reserve  System,  Federal 
Reserve  banks,  and  Federal  Reserve  agents. 

(6)  ''Mint"  means  a  United  States  mint  or  assay 
office,  and  wherever  authority  is  conferred  upon  a 
"mint"  such  authority  is  conferred  upon  the  person 
locally  in  charge  of  the  respective  United  States  mint 
or  assay  o^ce  acting  in  accordance  with  the  instruc- 
tions of  the  Director  of  the  Mint  or  the  Secretary  of 
the  Treasury. 

(7)  "Gold  coin"  means  any  coin  containing  gold 
as  a  major  element,  including  gold  coin  of  a  foreign 
country. 

(8)  "Gold  bullion"  means  any  gold  which  has 
been  put  through  a  process  of  smelting  or  refining, 
and  which  is  in  such  state  or  condition  that  its  value 
depends  primarily  upon  the  gold  content  and  not 
upon  its  form;  the  term  "gold  bullion"  includes,  but 
not  by  way  of  limitation,  semi-processed  gold  and 
scrap  gold,  but  it  does  not  include  fabricated  gold  as 
defined  in  this  section,  metals  containing  less  than  5 
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troy  ounces  of  fine  gold  per  short  ton,  or  unmelted 
gold  coin. 

(9)     Fabricated  and  semi-processed  gold: 

(i)  ''Fabricated  gold"  means  processed  or  manu- 
factured gold  in  any  form  (other  than  gold  coin  or 
scrap  gold)  which: 

(a)  Has  a  gold  content  the  value  of  which  does 
not  exceed  90  percent  of  the  total  domestic  value  of 
such  processed  or  manufactured  gold;  and 

(h)  Has,  in  good  faith,  and  not  for  the  purpose  of 
evading  or  enabling  others  to  evade  the  provisions  of 
the  acts,  the  orders,  or  the  regulations  in  this  part, 
been  processed  or  manufactured  for  some  one  or  more 
specific  and  customary  industrial,  professional  or  ar- 
tistic uses. 

(ii)  ''Semi-processed  gold"  means  processed  or 
manufactured  gold  in  any  form  (other  than  gold  coin 
or  scrap  gold)  which : 

(a)  Has  a  gold  content  the  value  of  which  exceeds 
90  percent  of  the  total  domestic  value  of  such  proc- 
essed or  manufactured  gold;  and 

(h)  Has,  in  good  faith,  and  not  for  the  purpose  of 
evading  or  enabling  others  to  evade  the  provisions  of 
the  acts,  the  orders,  or  the  regulations  in  this  part, 
been  processed  or  manufactured  for  some  one  or  more 
specific  and  customary  industrial,  professional  or  ar- 
tistic uses. 

(iii)  The  value  of  the  gold  content  of  an  article 
shall  be  computed  for  the  purposes  of  this  subpara- 
graph at  $35  per  troy  ounce  of  fine  gold  content. 
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(iv)  For  the  purpose  of  this  subparagraph,  the 
total  domestic  value  of  processed  or  manufactured 
gold  shall  be  based  on  the  cost  to  the  owner  and  not 
the  selling  price.  The  allowable  elements  of  such  value 
are: 

(a)  In  the  case  of  a  manufacturer  or  processor, 
only  the  cost  of  material  in  the  article,  labor  per- 
formed on  the  article,  and  processing  losses  and  over- 
head applicable  to  the  manufacture  or  processing  of 
such  article;  and 

(h)  In  the  case  of  a  dealer  or  other  person  who 
holds  or  disposes  of  gold  without  further  processing, 
only  the  net  purchase  price  paid  by  such  person,  in- 
cluding transportation  costs,  if  any,  incurred  in  ob- 
taining delivery  of  such  article  to  his  usual  place  of 
business. 

(10)  ''Scrap  gold"  means  gold  filings,  clippings, 
polishings,  sweepings  and  the  like  and  any  other 
melted  or  unmelted  scrap  gold,  semiprocessed  gold  or 
fabricated  gold,  the  value  of  which  depends  primarily 
upon  its  gold  content  and  not  upon  its  form,  which  is 
no  longer  held  for  the  use  for  which  it  was  processed 
or  manufactured. 

(11)  ''Gold  in  its  natural  state"  means  gold  re- 
covered from  natural  sources  which  has  not  been 
melted,  smelted,  or  refined,  or  otherwise  treated  by 
heating  or  by  a  chemical  or  electrical  process. 

(12)  "Hold",  when  used  with  reference  to  gold 
includes  actual  or  constructive  possession  of  or  the  re- 
tention of  any  interest,  legal  or  equitable,  in  such  gold. 


11 


and  includes,  but  not  by  way  of  limitation,  acts  of 
agency  with  respect  thereto  although  the  principal  be 
unknown. 

(b)  Wherever  reference  is  made  in  this  part  to 
equivalents  as  between  dollars  or  currency  of  the 
United  States  and  gold,  $1  or  $1  face  amount  of  any 
currency  of  the  United  States  equals  fifteen  and  five 
twenty-firsts  (15  5/21)  grains  of  gold,  nine-tenths  fine. 

(c)  Wherever  reference  is  made  in  this  part  to 
''sections",  the  reference  is,  unless  otherwise  indi- 
cated, to  the  designated  sections  of  this  part. 

§  54.5  General  provisions  affecting  applications, 
statements  and  reports.  Every  application,  statement, 
and  report  required  to  be  made  under  this  part  shall  be 
made  upon  the  appropriate  form  prescribed  by  the 
Secretary  of  the  Treasury.  Action  upon  any  applica- 
tion or  statement  may  be  withheld  pending  the  fur- 
nishing of  any  or  all  of  the  information  required  in 
such  forms  or  of  such  additional  information  as  may 
be  deemed  necessary  by  the  Secretary  of  the  Treasury, 
or  the  agency  authorized  or  directed  to  act  under  this 
part.  There  shall  be  attached  to  the  applications,  state- 
ments, or  reports  such  instruments  as  may  be  required 
by  the  terms  thereof  and  such  further  instruments  as 
may  be  required  by  the  Secretary  of  the  Treasury,  or 
by  such  agency. 

§  54.6  General  provisions  affecting  licenses  and 
authorizations,  (a)  Licenses  issued  pursuant  to  the 
regulations  in  this  part  shall  be  upon  the  appropriate 
form  prescribed  by  the  Secretary  of  the  Treasury. 
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Licenses  shall  be  nontransferable  and  shall  entitle  the 
licensee  to  acquire,  hold,  transport,  melt  or  treat,  im- 
port, export,  or  earmark  gold  only  in  such  form  and 
to  the  extent  permitted  by,  and  subject  to  the  condi- 
tions prescribed  in,  the  regulations  in  this  part  and 
such  licenses. 

(b)  Revocation  or  modification  of  license:^  Li- 
censes may  be  modified  or  revoked  at  any  time  in  the 
discretion  of  the  Director  of  the  Mint.  In  the  event 
that  a  license  is  modified  or  revoked  (other  than  by 
a  modification  or  revocation  of  the  regulations  in  this 
part) ,  the  Director  of  the  Mint  shall  advise  the  licensee 
by  letter,  mailed  to  the  last  address  of  the  licensee  on 
file  in  the  Bureau  of  the  Mint.  The  licensee,  upon 
receipt  of  such  advice,  shall  forthwith  surrender  his 
license  as  directed.  If  the  license  has  been  modified 
but  not  revoked,  the  Director  of  the  Mint  shall  there- 
upon issue  or  cause  to  be  issued  a  modified  license. 

(c)  Exclusions:  The  Director  of  the  Mint  may 
exclude  particular  persons  or  classes  thereof  from  the 
operation  of  any  section  of  the  regulations  in  this 
part  (except  §§  54.28  to  54.30,  inclusive)  or  licenses 
issued  thereunder  or  from  the  privileges  therein  con- 
ferred. Such  action  shall  be  binding  upon  all  persons 
receiving  actual  notice  or  constructive  notice  thereof. 
Any  violation  of  the  provisions  of  the  regulations  in 
this  part  or  any  license  issued  hereunder,  shall  con- 


iRegulations  governing  procedures  for  denying  an  application 
for  a  license,  for  revoking,  suspending  or  modifying  a  license, 
and  for  excluding  any  person  from  the  privileges  conferred  in 
the  regulations  in  this  part  are  set  forth  in  §  92.31  of  this  chapter. 
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stitute,  but  not  by  way  of  limitation,  grounds  for  such 
exclusion. 

(d)  Requests  for  reconsideration:  A  written  re- 
quest for  reconsideration  of  a  denial  of  an  application 
for  a  license,  of  a  revocation,  suspension,  or  modifica- 
tion of  an  existing  license,  or  of  an  exclusion  from  the 
authorizations  or  privileges  conferred  in  any  section 
of  the  regulations  in  this  part  setting  forth  in  detail 
the  reasons  for  such  request,  may  be  addressed  to  the 
Director  of  the  Mint,  Treasury  Department,  Washing- 
ton 25,  D.C.  In  addition,  upon  written  request,  the 
Director  will  schedule  a  hearing  in  the  matter  at 
which  time  there  may  be  brought  to  the  attention  of 
the  Bureau  of  the  Mint  any  information  bearmg 
thereon. 

(e)  No  license  issued  hereunder  shall  exempt  the 
licensee  from  the  duty  of  complying  with  the  legal 
requirements  of  any  State  or  Territory  or  local  au- 
thority. 

(f )  No  license  shall  be  issued  to  any  person  doing 
business  imder  a  name  which  in  the  opinion  of  the 
Secretary  of  the  Treasury  or  the  designated  agency 
issuing  the  license,  is  designed  or  is  likely  to  induce 
the  belief  that  gold  is  purchased,  treated,  or  sold  on 
behalf  of  the  United  States  or  for  the  purpose  of 
carrying  out  any  policy  of  the  United  States. 

§  54.7  General  provisions  affecting  export  licenses? 
At  the  time  any  license  to  export  gold  is  issued,  the 


^The  regulations  in  this  part  shall  not  be  construed  as  relieving 
any  person  from  the  obligation  of  compliance  with  the  regula- 
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Bureau  of  the  Mint,  or  Federal  Reserve  bank  issuing 
the  same,  shall  transmit  a  copy  thereof  to  the  collector 
of  customs  at  the  port  of  export  designated  in  the 
license.  No  collector  of  customs  shall  permit  the  ex- 
port or  transportation  from  the  continental  United 
States  of  gold  in  any  form  except  upon  surrender  of  a 
license  to  export,  a  copy  of  which  has  been  received 
by  him  from  the  agency  issuing  the  same  (except  that 
licenses  on  Form  TG-L-15  (general)  covering  multiple 
shipments  during  a  quarterly  period  are  retained  by 
the  licensees  until  the  expiration  of  such  period,  when 
they  are  returned  to  the  Director  of  the  Mint)  :  Pro- 
vided, however,  That  the  export  or  transportation 
from  the  continental  United  States  of  fabricated  gold 
may  be  permitted  pursuant  to  §  54.25  (b)  (2)  and  the 
export  or  transportation  from  the  continental  United 
States  of  gold  imported  for  re-export  may  be  per- 
mitted pursuant  to  §§  54.32  and  54.33:  And  provided 
further.  That  gold  held  by  the  Federal  Reserve  banks 
under  §§  54.28  to  54.30,  inclusive,  may  be  exported  for 
the  purposes  of  such  sections  without  a  license.  The 
collector  of  customs  to  whom  a  license  to  export  is 
surrendered  shall  cancel  such  license  and  return  it 
to  the  Director  of  the  Mint  or  to  the  Mint  or  the 
Federal  Reserve  bank  which  issued  the  same.  In  the 
event  that  the  shipment  is  to  be  made  by  mail,  a  copy 
of  the  export  license  shall  be  sent  by  the  agency  is- 

tions  of  the  Bureau  of  Foreign  Commerce  (formerly  the  Office  of 
International  Trade),  (15  CFR  Parts  360  to  399),  the  Bureau  of 
Customs  (19  CFR  Chapter  I),  or  other  laws  or  regulations  relat- 
ing to  the  importation  or  exportation  of  merchandise,  where  ap- 
plicable to  imports  or  exports  of  gold,  or  articles  containing  gold. 
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suing  the  same  to  the  postmaster  of  the  post  office 
designated  in  the  application,  who  will  act  imder  the 
instructions  of  the  Postmaster  Greneral  in  regard 
thereto. 

§  54.8  General  provisions  affecting  import  licenses. 
No  gold  in  any  form  imported  into  the  United  States 
shall  be  permitted  to  enter  until  the  person  importing 
such  gold  shall  have  satisfied  the  collector  of  customs 
at  the  port  of  entry  that  he  holds  a  license  authorizing 
him  to  import  such  gold  or  that  such  gold  may  be 
imported  without  a  license  under  the  provisions  of 
§§  54.12  to  54.21,  inclusive,  or  §§  54.28  to  54.30,  inclu- 
sive. Postmasters  receiving  packages  containing  gold 
will  deliver  such  gold  subject  to  the  instructions  of 
the  Postmaster  Greneral. 

§  54.9  Forms  available.  Any  form,  the  use  of 
which  is  prescribed  in  this  part,  may  be  obtained  at, 
or  on  written  request  to,  any  United  States  mint  or 
assay  office,  or  the  Director  of  the  Mint,  Treasury  De- 
partment, Washington  25,  D.  C. 

§  54.10  Representations  by  licensees.  Licensees  may 
include  in  public  and  private  representations  or  state- 
ments the  clause  ''licensed  on  form  TGL (here 

inserting  the  number  of  the  form  of  license  held  by 
the  licensee)  pursuant  to  the  regulations  issued  by 
the  Secretary  of  the  Treasury,"  but  any  representa- 
tion or  statement  which  might  induce  the  belief  that 
the  licensee  is  acting  or  is  especially  privileged  to  act 
on  behalf  of  or  for  the  United  States,  or  is  purchas- 
ing, treating,  or  selling  gold  for  the  United  States, 
or  in  any  way  dealing  in  gold  for  the  purpose  of  car- 
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Tying  out  any  policy  of  the  United  States,  shall  be  a 
violation  of  the  conditions  of  the  license. 

(a)  Business  names  and  representations  generally. 
No  person  doing  business  under  a  name  which  is  de- 
signed or  is  likely  to  induce  the  belief  that  gold  is 
being  purchased,  treated,  or  sold  on  behalf  of  the 
United  States,  or  any  agency  thereof,  or  for  the  pur- 
pose of  carrying  out  any  policy  of  the  United  States, 
or  making  representations  or  statements  which  might 
induce  the  belief  that  such  person  is  acting  or  is 
especially  privileged  to  act  on  behalf  of  or  for  the 
United  States,  or  is  purchasing,  treating,  or  selling 
gold  for  the  United  States,  or  in  any  way  dealing 
in  gold  for  the  purpose  of  carrying  out  any  policy 
of  the  United  States,  may  acquire,  hold,  transport, 
melt,  or  treat,  import,  export  or  earmark  any  gold 
under  authority  of  §§  54.12  to  54.20,  inclusive,  or 
§§  54.21  to  54.27,  inclusive. 

§  54.11  Civil  and  criminal  penalties — (a)  {Jivil 
penalties.  Attention  is  directed  to  section  4  of  the 
Gold  Reserve  Act  of  1934,  which  provides : 

Any  gold  withheld,  acquired,  transported,  melted  or 
treated,  imported,  exported,  or  earmarked  or  held  in 
custody,  in  violation  of  this  Act  or  of  any  regulations 
issued  hereunder,  or  licenses  issued  pursuant  thereto, 
shall  be  forfeited  to  the  United  States,  and  may  be 
seized  and  condemned  by  like  proceedings  as  those 
provided  by  law  for  the  forfeiture,  seizure,  and  con- 
demnation of  property  imported  into  the  United  States 
contrary  to  law;  and  in  addition  any  person  failing 
to  comply  with  the  provisions  of  this  Act  or  of  any    j 
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such  regulations  or  licenses,  shall  be  subject  to  a  pen- 
alty equal  to  twice  the  value  of  the  gold  in  respect 
of  which  such  failure  occurred  (31  U.  S.  C.  443). 

(b)  Crimuial  punishment.  Attention  is  also  di- 
rected to  (1)  section  5  (b)  of  the  act  of  October  6, 
1917,  as  amended,  which  provides  in  part: 

Whoever  wilfully  violates  any  of  the  provisions  of 
of  this  subdivision  or  of  any  license,  order,  rule  or 
regulation  issued  thereunder,  shall,  upon  conviction, 
be  fined  not  more  than  $10,000  or,  if  a  natural 
person,  may  be  imprisoned  for  not  more  than  ten 
years,  or  both;  and  any  officer,  director,  or  agent  of 
any  corporation  who  knowingly  participates  in  such 
violation  may  be  punished  by  a  like  fine,  imprison- 
ment, or  both.  As  used  in  this  subdivision  the  term 
''person"  means  an  individual,  partnership,  associa- 
tion, or  corporation  (12  U.  S.  C.  95a  (3)). 

This  section  of  the  act  of  October  6, 1917,  as  amended, 
is  applicable  to  violations  of  any  provisions  of  this 
part  and  to  violations  of  the  provisions  of  any  license, 
ruling,  regulation,  order,  direction,  or  instructions  is- 
sued by  or  pursuant  to  the  direction  or  authorization 
of  the  Secretary  of  the  Treasury  pursuant  to  the  regu- 
lations in  this  part  or  otherwise  under  section  5  (b)  of 
the  act  of  October  6,  1917,  as  amended. 

(2)  Section  1001  of  the  United  States  Criminal 
Code,  which  provides: 

Whoever,  in  any  matter  within  the  jurisdiction  of 
any  department  or  agency  of  the  United  States  know- 
ingly and  wilfully  falsifies,  conceals  or  covers  up  by 
any  trick,  scheme,  or  device  a  material  fact,  or  makes 
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any  false,  fictitious  or  fraudulent  statements  or  repre- 
sentations, or  makes  or  uses  any  false  writing  or  docu- 
ment knowing  the  same  to  contain  any  false,  fictitious 
or  fraudulent  statement  or  entry,  shall  be  fined  not 
more  than  $10,000  or  imprisoned  not  more  than  five 
years,  or  both  (18  U.  S.  C.  1001). 

Subpart  B — Conditions  Under  Which  Gold  May  Be 
Acquired  and  Held,  Transported,  Melted  or 
Treated,  Imported,  Exported  or  Earmarked 

§  54.12  Conditions  under  which  gold  may  he  ac- 
qmred,  held,  melted,  etc.  Gold  in  any  form  may  be 
acquired,  held,  transported,  melted  or  treated,  im- 
ported, exported,  or  earmarked  only  to  the  extent 
permitted  by  and  subject  to  the  conditions  prescribed 
in  the  regulations  in  this  part  or  licenses  issued  there- 
under. 

§54.13  Transportation  of  gold.  Gold  may  be 
transported  by  carriers  for  persons  who  are  licensed 
to  hold  and  transport  such  gold  or  who  are  permitted 
by  the  regulations  in  this  part  to  hold  and  transport 
gold  without  a  license. 

§  54.14  Gold  situated  outside  of  the  United  States. 
Gold  in  any  form  situated  outside  of  the  United 
States  may  be  acquired,  transported,  melted  or 
treated,  or  earmarked  or  held  in  custody  for  foreign 
or  domestic  account  without  the  necessity  of  holding 
a  license. 

§  54.15  Gold  situated  in  the  possessions  of  the 
United  States.   Gold  in  any  form  (other  than  United 
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States  gold  coin)  situated  in  places  subject  to  the  ju- 
risdiction of  the  United  States  beyond  the  limits  of 
the  continental  United  States  may  be  acquired,  trans- 
ported, melted  or  treated,  imported,  exported,  or  ear- 
marked or  held  in  custody  for  the  account  of  persons 
other  than  residents  of  the  continental  United  States, 
by  persons  not  domiciled  in  the  continental  United 
States:  Provided,  however,  That  gold  may  be  trans- 
ported from  the  continental  United  States  to  the  pos- 
sessions of  the  United  States  only  as  authorized  by 
§§54.25,  54.32,  54.33,  or  54.34,  or  licenses  issued  pur- 
suant thereto. 

§  54.16  Fabricated  gold.  Fabricated  gold  as  de- 
fined in  §  54.4  may  be  acquired,  held,  transported 
within  the  United  States  or  imported  without  the  ne- 
cessity of  holding  a  license  therefor.  Fabricated  gold 
may  be  exported  only  as  authorized  in  §  54.25  or  in  a 
license  issued  pursuant  to  that  section. 

§  54.17  Metals  containing  gold.  Metals  containing 
not  more  than  5  troy  ounces  of  fine  gold  per  short  ton 
may  be  acquired,  held,  transported  within  the  United 
States,  or  imported  without  the  necessity  of  holding 
a  license  therefor.  Such  metals  may  be  melted  or 
treated,  and  exported  only  to  the  extent  permitted  by 
and  subject  to  the  conditions  prescribed  in  or  pursu- 
ant to  §§  54.21  to  54.27,  inclusive. 

§  54.18  Unmslted  scrap  gold.  Unmelted  scrap  gold 
may  be  acquired,  held,  transported  within  the  United 
States,  or  imported,  in  amounts  not  exceeding  at  any 
time  50  fine  troy  ounces  of  gold  content  without  the 
necessity  of  holding  a  license  therefor.    Persons  hold- 
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ing  licenses  issued  pursuant  to  paragraph  (a)  of 
§  54.25,  or  acquiring,  transporting,  importing  or  hold- 
ing gold  pursuant  to  §  54.21,  may  not  acquire,  trans- 
port, import  or  hold  any  gold  under  authority  of  this 
section. 

§  45.19  Gold  in  its  natural  state,  (a)  Gold  in  its 
natural  state,  as  defined  in  §  54.4,  may  be  acquired, 
transported  within  the  United  States,  imported,  or 
held  in  custody  for  domestic  account  only,  without  the 
necessity  of  holding  a  license  therefor. 

(b)  Gold  amalgam  which  results  from  the  addition 
of  mercury  to  gold  in  its  natural  state,  recovered  from 
natural  deposits  in  the  United  States  or  a  place  sub- 
ject to  the  jurisdiction  thereof,  may  be  heated  to  a 
temperature  sufficient  to  separate  the  mercury  from 
the  gold  (but  not  to  the  melting  temperature  of  gold) 
without  a  license  by  the  person  who  recovered  the  gold 
from  such  deposits,  or  his  duly  authorized  agent  or 
employee.  The  retort  sponge  so  resulting  may  be 
held  and  transported  by  such  person  without  a  license : 
Provided,  however,  That  no  such  person  may  hold  at 
any  one  time  an  amount  of  such  retort  sponge  which 
exceeds  in  fine  gold  content  200  troy  ounces.  Such 
retort  sponge  may  be  acquired  from  such  persons : 

(1)  By  the  United  States; 

(2)  By  persons  holding  licenses  issued  pursuant 
to  paragraph  (a)  of  §  54.25 ; 

(3)  By  other  persons  provided  that  the  aggregate 
amount  of  such  retort  sponge  acquired  and  held  by 
such  other  persons  does  not  exceed  at  any  one  time 
200  fine  troy  ounces  of  gold  content. 
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(c)  Persons  acquiring  retort  sponge  under  para- 
graph (b)  (3)  of  this  section  are  authorized  to  dis- 
pose of  such  retort  sponge  only  to  the  United  States 
and  to  persons  holding  licenses  issued  pursuant  to 
paragraph  (a)  of  §  54.25. 

(d)  Except  as  provided  in  §§  54.12  to  54.20,  inclu- 
sive, and  in  §§  54.32  and  54.33,  gold  in  its  natural  state 
may  be  melted  or  treated  or  exported  only  to  the  ex- 
tent permitted  by,  and  subject  to  the  conditions  pre- 
scribed in,  or  pursuant  to,  §§  54.21  to  54.27,  inclusive. 

§  54.20.  Rare  coin,  (a)  Gold  coin  of  recognized 
special  value  to  collectors  of  rare  and  unusual  coin 
may  be  acquired  and  held,  transported  within  the 
United  States,  or  imported  without  the  necessity  of 
holding  a  license  therefor.  Such  coin  may  be  ex- 
ported, however,  only  in  accordance  with  the  provi- 
sions of  §  54.25. 

(b)  Gold  coin  made  prior  to  April  5,  1933,  is  con- 
sidered to  be  of  recognized  special  value  to  collectors 
of  rare  and  unusual  coin. 

(c)  Gold  coin  made  subsequent  to  April  5,  1933, 
is  presumed  not  to  be  of  recognized  special  value  to 
collectors  of  rare  and  unusual  coin. 

Subpart  C — Gold   for   Industrial,   Professional,   and 
Artistic  Use 

§  54.21  Fifty  ounce  exemption  for  processors,  (a) 
Subject  to  the  conditions  in  paragraph  (b)  of  this  sec- 
tion, any  person  regularly  engaged  in  an  industry, 
profession,  or  art,  who  requires  gold  for  legitimate. 
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customary,  and  ordinary  use  therein,  may,  without 
the  necessity  of  obtaining  a  Treasury  gold  license: 

(1)  Import  unmelted  scrap  gold  or  acquire  gold 
in  any  form  from  any  person  authorized  to  hold  and 
dispose  of  gold  in  such  form  and  amount  under  the 
regulations  in  this  part  or  a  license  issued  pursuant 
hereto ; 

(2)  Hold,  transport,  melt,  and  treat  such  gold; 

(3)  Furnish  unmelted  scrap  gold  to  the  United 
States,  to  persons  operating  pursuant  to  §§  54.18  or 
54.21,  or  to  the  holder  of  a  license  issued  pursuant  to 
paragraph  (a)  of  §  54.25 ;  and 

(4)  Furnish  melted  scrap  gold  to  the  United 
States  or  to  the  holder  of  a  license  issued  pursuant 
to  paragraph  (a)  of  §  54.25  which  authorizes  the  ac- 
quisition of  such  melted  scrap  gold. 

(b)     The  privileges  of  paragraph  (a)  of  this  sec-  1 
tion  are  granted  subject  to  the  following  conditions: 

(1)  That  the  aggregate  amount  of  such  gold  ac- 
quired, held,  transported,  melted  and  treated,  and  im- 
ported, does  not  exceed,  at  any  one  time,  50  fine  troy 
ounces  of  gold  content  (not  including  gold  which 
may  be  acquired,  held,  etc.,  without  a  license  under 
any  other  section  of  this  part,  except  §  54.18)  ; 

(2)  That  the  aggregate  amount  of  such  gold  ac-  j 
quired,  held,  transported,  melted  and  treated,  and  im- 
ported, does  not  exceed,  in  any  calendar  month,  350 
fine  troy  ounces  of  gold  content  (not  including  gold 
which  may  be  acquired,  held,  etc.,  without  a  license, 
under  any  other  section  of  this  part,  except  §  54.18)  ; 
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(3)  That  such  gold  is  acquired  and  held  only  for 
processing  into  fabricated  gold,  as  defined  in  §  54.4,  by 
such  person  in  the  industry,  profession,  or  art  in 
which  he  is  engaged;  and 

(4)  That  full  and  exact  records  are  kept  and  fur- 
nished in  compliance  with  §  54.26. 

(c)  Persons  acquiring,  holding,  transporting, 
melting  and  treating,  and  importing  gold  under  au- 
thority of  this  section  are  not  authorized: 

(1)  To  consign  gold  bullion,  including  semi-pro- 
cessed gold,  to  other  persons  for  processing  except 
that  scrap  gold  may,  for  processing  and  return  in 
semi-processed  form,  be  consigned  to  the  holder  of  a 
license  issued  pursuant  to  paragraph  (a)  of  §  54.25, 
which  authorizes  the  acquisition  and  melting  and 
treating  of  such  gold ; 

(2)  To  furnish  melted  scrap  gold  to  persons  oper- 
atin,g  pursuant  to  the  provisions  of  this  section  or 

§54.18; 

(3)  To  dispose  of  gold  held  under  authority  of 
this  section  otherwise  than  in  the  form  of  fabricated 
gold  or  scrap  gold. 

(d)  Persons  holding  licenses  issued  pursuant  to 
paragraph  (a)  of  §  54.25  or  acquiring,  holding,  trans- 
porting, or  importing,  gold  pursuant  to  §  54.18  may  not 
acquire,  hold,  transport,  melt  or  treat,  or  import,  any 
gold  imder  authority  of  this  section. 

§  54.22  Licenses  required.  Except  as  permitted  in 
§§  54.12  to  54.20,  inclusive,  and  §  54.21,  gold  may  be 
acquired  and  held,   transported,   melted   or  treated. 
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imported,  exported  or  earmarked  for  industrial,  pro- 
fessional or  artistic  use  only  to  the  extent  permitted 
by  licenses  issued  under  §  54.25. 

§  54.23  Issuance  of  licenses  or  general  authoriza- 
tio7is.  The  Director  of  the  Mint  may  issue  or  cause 
to  be  issued  licenses  or  other  authorizations  permit- 
ting the  acquisition  and  holding,  transportation,  melt- 
in,g  and  treating,  importing  and  exporting  of  gold 
which  the  Director  is  satisfied  is  required  for  legiti- 
mate and  customary  use  in  industry,  profession,  or 
art,  by  persons  regularly  engaged  in  the  business  of 
furnishing  or  processing  gold  for  industry,  profes- 
sion, or  art,  or  for  sale  to  the  United  States. 

§  54.24  Applications.  Every  application  for  a  li- 
cense under  paragraph  (a)  of  §  54.25  shall  be  made  on 
Form  TG-12  (except  that  applications  for  export  li- 
censes shall  be  made  on  Form  TG-15)  and  shall  be 
filed  in  duplicate  with  the  Director  of  the  Mint,  Treas- 
ury Department,  Washington,  D.  C.  Every  appli- 
cant for  a  license  under  paragraph  (a)  of  §  54.25  shall 
state  in  his  application  whether  or  not  any  applica- 
tions have  been  filed  by  or  licenses  issued  to  any  part- 
nership, association,  or  corporation  in  which  the  ap- 
plicant has  a  substantial  interest  or,  if  the  applicant 
is  a  partnership,  association,  or  corporation,  by  or  to 
a  person  having  a  substantial  interest  in  such  partner- 
ship, association  or  corporation.  The  Director  of  the 
Mint  shall  not  issue  any  license  to  any  person  if  in 
the  judgment  of  the  Director  more  than  one  license 
for  the  same  purpose  will  be  held  for  the  principal 
use  or  benefit  of  the  same  persons  or  interests.    Any 
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person  licensed  under  this  subpart  acquiring  a  princi- 
pal interest  in  any  partnership,  association  or  corpo- 
ration, holding  a  license  under  this  subpart  for  this 
purpose  shall  immediately  so  inform  the  Director  of 
the  Mint. 

§  54.25  Licenses — (a)  Licenses  for  the  acquisition 
mid  holding,  transportation,  melting  and  treating,  im- 
porting and  disposition  of  gold.  (1)  Upon  receipt 
of  the  application  and  after  obtaining  such  additional 
information  as  may  be  deemed  advisable,  the  Director 
of  the  Mint,  shall,  if  satisfied  that  gold  is  necessary 
for  the  legitimate  and  customary  requirements  of  the 
applicant's  industry,  profession,  art,  or  business,  and 
that  the  applicant  is  qualified  in  all  respects  to  con- 
duct gold  operations  in  full  compliance  with  the  pro- 
visions of  this  part  and  the  provisions  of  a  Treasury 
gold  license,  issue  or  cause  to  be  issued  to  the  appli- 
cant a  Treasury  gold  license  on  the  approved  form 
for  the  kind  of  industry,  profession,  art,  or  business, 
in  which  the  applicant  is  engaged. 

(2)  Licenses  issued  under  this  section  may  au- 
thorize the  licensee  to  acquire  and  hold  not  to  exceed 
a  maximum  amount  specified  therein;  to  transport 
such  gold,  melt  or  treat  it  to  the  extent  necessary  to 
meet  the  requirements  of  the  industry,  profession,  art 
or  business  for  which  it  was  acquired  and  held  or 
otherwise  to  carry  out  the  purposes  for  which  it  is 
held  under  license;  and  to  import  gold  so  long  as  the 
aggregate  amount  of  all  gold  held  after  such  impor- 
tation does  not  exceed  the  maximum  amount  author- 
ized by  the  license  to  be  held. 
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(3)  Licenses  issued  under  this  paragraph  do  not 
permit  the  exportation  or  transportation  from  the 
continental  United  States  of  gold  in  any  form.  Such 
exportation  or  transportation  is  permitted  only  to  the 
extent  authorized  in  paragraph  (b)  of  this  section  or 
in  a  separate  license  issued  pursuant  to  such  para-  I 
graph.  ■ 

(b)  Licenses  and  authorizations  for  the  exporting 
of  gold — (1)  Semi-processed  gold.  Semi-processed 
gold  as  defined  in  §54.4  may  be  exported  or  trans- 
ported from  the  continental  United  States  only  pur- 
suant to  a  separate  export  license.  Such  licenses 
shall  be  issued  by  the  Director  of  the  Mint  upon  ap- 
plication made  on  Form  TGr-15  establishing  to  the 
satisfaction  of  the  Director  that  the  gold  to  be  ex- 
ported is  semi-processed  gold  and  that  the  export  or 
transport  from  the  continental  United  States  is  for 
a  specific  and  customary  industrial,  professional,  or 
artistic  use  and  not  for  the  purpose  of  using  or  hold-  | 
ing  or  disposing  of  such  semi-processed  gold  beyond 
the  limits  of  the  continental  United  States  as,  or  in 
lieu  of  money,  or  for  the  value  of  its  gold  content.      J 

(2)  Fabricated  gold.  Fabricated  gold  as  defined 
in  §  54.4  may  be  exported  or  transported  from  the 
continental  United  States  without  the  necessity  of  ^ 
obtaining  a  Treasury  gold  license :  Provided,  however, 
That  the  Bureau  of  the  Census  Schedule  B  statistical 
classification  number  of  each  specific  commodity  to 
be  exported  shall  be  plainly  marked  on  the  outside 
of  the  package  or  container,  the  shipper's  export  dec- 
laration shall  contain  a  statement  that  such  gold  is 
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fabricated  gold  as  defined  in  §  54.4  and  is  being  ex- 
ported pursuant  to  the  authorization  contained  in  this 
subparagraph,  and  such  additional  documentation 
shall  be  furnished  as  may  be  required  by  the  Bureau 
of  Customs  or  any  other  government  agency  charged 
with  the  enforcement  of  laws  relating  to  the  exporta- 
tion of  merchandise  from  the  United  States. 

(3)  Rare  coin,  (i)  Rare  gold  coin,  as  defined  in 
§54.20,  made  prior  to  April  5,  1933,  may  be  exported 
or  transported  from  the  continental  United  States 
without  the  necessity  of  obtaining  a  Treasury  gold 
license:  Provided,  however,  That  the  shipper's  export 
declaration  shall  contain  a  statement  that  such  coin  is 
rare  gold  coin  and  is  being  exported  pursuant  to  the 
authorization  contained  in  this  subparagraph  and 
such  additional  documentation  shall  be  furnished  as 
may  be  requested  by  the  Bureau  of  Customs  or  any 
other  government  agency  charged  with  the  enforce- 
ment of  laws  relating  to  the  exportation  of  merchan- 
dise from  the  United  States. 

(ii)  Gold  coin  made  subsequent  to  April  5,  1933, 
may  be  exported  or  transported  from  the  continental 
United  States  only  under  license  on  Form  TGL-11  is- 
sued by  the  Director  of  the  Mint.  Application  for  such 
a  license  shall  be  executed  on  Form  TG-11  and  filed 
with  the  Director  of  the  Mint,  Treasury  Department, 
Washington  25,  D.  C. 

(4)  Other  exports  of  gold.  Export  licenses  may 
also  be  issued  upon  application  made  on  Form  TG- 
15B  in  the  same  manner  as  prescribed  in  subpara- 
graph (1)  of  this  paragraph,  authorizing  the  exporta- 
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tion  of  gold  in  any  form  for  refining  or  processing 
subject  to  the  condition  that  the  refined  or  processed 
gold  (or  the  equivalent  in  refined  or  processed  gold) 
be  returned  to  the  United  States,  or  subject  to  such 
other  conditions  as  the  Director  may  prescribe. 

§  54.26  Investigations;  records;  subpoenas,  (a) 
The  Director  of  the  Mint  is  authorized  to  make  or 
cause  to  be  made  such  studies  and  investigations,  to 
conduct  such  hearings,  and  to  obtain  such  information 
as  the  Director  deems  necessary  or  proper  to  assist 
in  the  consideration  of  any  applications  for  licenses, 
or  in  the  administration  and  enforcement  of  the  acts, 
the  orders,  and  the  regulations  in  this  part. 

(b)  Every  person  holding  a  license  issued  under 
paragraph  (a)  of  §  54.25,  or  acquiring,  holding  or  dis- 
posing of  gold  pursuant  to  the  authorizations  in 
§§  54.18  and  54.21,  shall  keep  full  and  accurate  rec- 
ords of  all  his  operations  and  transactions  vnth  re- 
spect to  gold,  and  such  records  shall  be  available  for 
examination  by  a  representative  of  the  Treasury  De- 
partment until  the  end  of  the  third  calendar  year  (or 
if  such  person's  accounts  are  kept  on  a  fiscal  year 
basis,  until  the  end  of  the  third  fiscal  year)  following 
such  operations  or  transactions.  The  records  required 
to  be  kept  by  this  section  shall  include  the  name,  ad- 
dress, and  Treasury  gold  license  number  of  each  per- 
son from  whom  gold  is  acquired  or  to  whom  gold  is 
delivered,  and  the  amount,  date,  prescription  and  pur- 
chase or  sales  price  of  each  such  acquisition  and  de- 
livery, and  any  other  records  or  papers  required  to  be 
kept  by  the  terms  of  a  Treasury  Department  gold  li- 


29 


cense.  If  the  person  from  whom  gold  is  acquired,  or 
to  whom  gold  is  delivered,  does  not  have  a  Treasury 
gold  license  such  records  shall  show,  in  lieu  of  the 
license  number  of  such  person,  the  section  of  the  reg- 
ulations in  this  part  pursuant  to  which  such  gold  was 
held  or  acquired  by  such  person.  Such  records  shall 
also  show  all  costs  and  expenses  entering  into  the 
computation  of  the  total  domestic  value  of  articles  of 
fabricated  or  semi-processed  gold  as  defined  in  §54.4. 

(c)  The  Director  of  the  Mint  (or  the  officers  and 
employees  of  the  Bureau  of  the  Mint  specifically 
designated  by  the  Director)  or  any  department  or 
agency  charged  with  the  enforcement  of  the  acts,  the 
orders,  or  the  regulations  in  this  part,  may  require 
any  person  to  permit  the  inspection  and  copying  of 
records  and  other  documents  and  the  inspection  of  in- 
ventories of  gold  and  to  furnish,  under  oath  or  affir- 
mation or  otherwise,  complete  information  relative 
to  any  transaction  referred  to  in  the  acts,  the  orders, 
or  the  regulations  in  this  part  involving  gold  or 
articles  manufactured  from  gold.  The  records  which 
may  be  required  to  be  furnished  shall  include  any 
records  required  to  be  kept  by  this  section  and,  to 
the  extent  that  the  production  of  such  information  is 
necessary  and  appropriate  to  the  enforcement  of  the 
provisions  of  the  acts,  the  orders,  and  the  regulations 
in  this  part,  or  licenses  issued  thereunder,  any  other 
records,  documents,  reports,  books,  accounts,  invoices, 
sales  lists,  sales  slips,  orders,  vouchers,  contracts,  re- 
ceipts, bills  of  lading,  correspondence,  memoranda, 
papers  and  drafts,  and  copies  thereof,  either  before  or 
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after  the  completion  of  the  transaction  to  which  such 
records  refer. 

(d)  The  Director  of  the  Mint  may  administer 
oaths  and  affirmations  and  may,  whenever  necessary, 
require  any  person  holding  a  license  under  §  54.25  or 
acquiring,  holding  or  disposing  of  gold  pursuant  to 
the  authorizations  of  §§  54.18  or  54.21,  or  any  officer, 
director,  or  employee  of  such  person,  to  appear  and 
testify  or  to  appear  and  produce  any  of  the  records 
specified  in  paragraph  (c)  of  this  section  or  both,  at 
any  designated  place. 

§  54.27  Reports.  Every  person  holding  a  license 
issued  pursuant  to  paragraph  (a)  of  §54.25  shall  make 
reports  on  the  appropriate  report  form  specified  in 
such  license  for  the  six  months'  periods  ending  on 
the  last  days  of  Jim.e  and  December,  respectively, 
and  shall  file  such  reports  with  the  Director  of  the 
Mint,  Treasury  Department,  Washington  25,  D.  C. 
Reports  shall  be  filed  within  twenty-five  days  after  the 
termination  of  the  period  for  which  such  reports  are 
made. 

Subpart  D — Gold  for  the  Purpose  of  Settling  Inter- 
national Balances  and  for  Other  Purposes 

§  54.28  Acquisitions  hy  Federal  Reserve  hanks  for 
purposes  of  settling  international  balances,  etc.  The 
Federal  Reserve  banks  may  from  time  to  time  acquire 
from  the  United  States  by  redemption  of  gold  cer- 
tificates in  accordance  with  section  6  of  the  Gold 
Reserve  Act  of  1934  such  amounts  of  gold  bullion  as. 
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in  the  judgment  of  the  Secretary  of  the  Treasury,  are 
necessary  to  settle  international  balances  or  to  main- 
tain the  equal  purchasing  power  of  every  kind  of  cur- 
rency of  the  United  States.  Such  banks  may  also  ac- 
quire gold  (other  than  United  States  gold  coin) 
abroad  or  from  private  sources  within  the  United 
States. 

§  54.29  Dispositions  hy  Federal  Reserve  hanks. 
The  gold  acquired  under  §  54.28  may  be  held,  trans- 
ported, imported,  exported,  or  earmarked  for  the  pur- 
poses of  settling  international  balances  or  maintain- 
ing the  equal  purchasing  power  of  every  kind  of  cur- 
rency of  the  United  States :  Provided,  That  if  the  gold 
is  not  used  for  such  purposes  within  6  months  from 
the  date  of  acquisition,  it  shall  (unless  the  Secretary 
of  the  Treasury  shall  have  extended  the  period  within 
which  such  gold  may  be  so  held)  be  paid  and  deliv- 
ered to  the  Treasurer  of  the  United  States  against 
payment  therefor  by  credits  in  equivalent  amounts  in 
dollars  in  the  accounts  authorized  under  the  sixteenth 
paragraph  of  section  16  of  the  Federal  Reserve  Act, 
as  amended  (48  Stat.  339;  12  U.  S.  C.  467.) 

§  54.30  Provisions  limited  to  Federal  Reserve 
hanks.  The  provisions  of  this  subpart  shall  not  be 
construed  to  permit  any  person  subject  to  the  jurisdic- 
tion of  the  United  States,  other  than  a  Federal  Re- 
serve bank,  to  acquire  gold  for  the  purposes  specified 
in  this  subpart  or  to  permit  any  person  to  acquire 
gold  from  a  Federal  Reserve  bank  except  to  the  extent 
that  his  license  issued  under  this  part  specifically  so 
provides. 
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Subpart  E — Gold  for  Other  Purposes  Not  Inconsist- 
ent with  the  Purposes  of  the  Gold  Reserve  Act  of 
1934  and  the  Act  of  October  6,  1917,  as  Amended 

§  54.31  Licenses  required.  Gold  may  be  acquired 
and  held,  transported,  melted  or  treated,  imported, 
exported,  or  earmarked  for  purposes  other  than  those 
specified  in  §§  54.21  to  54.30,  inclusive,  not  inconsistent 
with  the  purposes  of  the  acts  only  to  the  extent  per- 
mitted in  §§  54.12  to  54.20  inclusive,  and  §  54.32,  or 
under  a  license  issued  under  §§  54.33  or  54.34. 

§  54.32  Gold  imported  in  gold-hearing  materials 
for  re-export,  (a)  Gold  refined  (or  the  equivalent  to 
gold  refined)  from  gold-bearing  materials  imported 
into  the  United  States  for  refining  and  re-export  may 
be  re-exported  to  the  foreign  exporter  or  pursuant  to 
his  order,  without  the  necessity  of  obtaining  a  Treas- 
ury gold  export  license,  subject  to  the  following  con- 
ditions : 

(1)  The  imported  gold-bearing  material  either  (i) 
was  imported  into  the  United  States  from  a  foreign 
resident  or  a  foreign  organization,  or  (ii)  was  mined 
by  a  branch  or  other  office  of  a  United  States  organ- 
ization and  imported  into  the  United  States  from  such 
branch  or  office ; 

(2)  The  importer  has  no  right,  title,  or  interest 
in  the  gold  refined  from  the  imported  gold-bearing 
material  other  than  through  its  branch  or  office  which 
is  the  foreign  exporter  as  provided  in  subparagraph 
(1)   (i)  and  (ii)  of  this  paragraph,  and  the  importer 
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will  not  participate  in  the  sale  of  such  refined  gold 
or  receive  any  commission  in  connection  with  the  sale 
of  such  refined  gold; 

(3)  The  refined  gold  is  to  be  re-exported  to  the 
foreign  exporter  or,  pursuant  to  his  order,  to  a  for- 
eign resident  or  foreign  organization;  and 

(4)  Such  gold  is  imported,  acquired,  and  held, 
transiDorted,  melted  and  treated,  as  permitted  in 
§§  54.12  to  54.20,  inclusive,  or  in  accordance  with  a 
license  issued  under  §  54.25  and  in  full  compliance 
with  the  provisions  of  paragraph  (b)  of  this  section. 

(b)  Procedural  reqivirements.  Persons  exporting 
gold  pursuant  to  paragraph  (a)  of  this  section  shall 
comply  with  the  following  requirements: 

(1)  Notation  upon  entry.  Upon  the  formal  entry 
into  the  United  States  of  any  gold-bearing  materials, 
the  importer  shall  declare  to  the  collector  of  customs 
at  the  port  where  the  material  is  formally  entered 
that  the  importation  is  made  with  the  intention  of 
exporting  the  gold  refined  therefrom  to  the  foreign 
exporter,  or  pursuant  to  his  order.  The  collector  shall 
make  on  the  entry  a  notation  to  this  effect  and  for- 
ward a  copy  of  the  entry  to  the  United  States  assay 
office  at  New  York  or  to  the  United  States  mint  at 
San  Francisco,  whichever  is  designated  by  the  im- 
porter. 

(2)  Sampling  and  assaying.  Promptly  upon  the 
receipt  of  each  importation  of  gold-bearing  material 
at  the  plant  where  it  is  first  to  be  treated,  it  shall  be 
weighed,  sampled,  and  assayed  for  the  gold  content. 
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A  reserve  commercial  sample  shall  be  retained  by  such 
plant  for  at  least  1  year  from  the  date  of  importation, 
unless  the  assay  is  sooner  verified  by  the  Bureau  of 
the  Mint. 

(3)  Plant  records.  The  importer  shall  cause  an 
exact  record,  covering  each  importation,  to  be  kept 
at  the  plant  of  first  treatment.  The  records  shall  show 
the  gross  wet  weight  of  the  importation,  the  weight  of 
containers,  if  any,  the  net  wet  weight,  the  percentage 
and  weight  of  moisture,  the  net  dry  weight,  and  the 
gold  content  shown  by  the  settlement  assay.  A  true 
copy  of  such  record  shall  be  filed  promptly  with  the 
assay  office  in  New  York  or  the  mint  at  San  Fran- 
cisco, whichever  has  been  designated  to  receive  a  copy 
of  the  entry.  The  plant  records  herein  required  to 
be  kept  shall  be  available  for  examination  by  a  rep- 
resentative of  the  Treasury  Department  for  at  least 
1  year  after  the  date  of  the  disposition  of  such  gold. 

(4)  Limitations  on  exports.  The  gold  refined  (or 
the  equivalent  to  gold  refined)  from  imported  gold- 
bearing  materials  shall  be  exported  not  later  than 
seven  months  from  the  date  of  entry  of  such  gold- 
bearing  materials  and  shall  not  exceed  the  amount  of 
gold  shown  on  the  refiner's  settlement  sheet  as  having 
been  recovered  from  the  imported  gold-bearing  ma- 
terial: Provided,  That,  such  gold  may  be  exported 
prior  to  the  procurement  of  the  refiner's  settlement 
sheet  in  an  amount  not  in  excess  of  90  percent  of  a 
written  estimate  of  the  gold  content  of  the  gold-bear- 
ing material  based  upon  the  actual  test  assay  of  such 
material. 
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(5)  Export  declaration  and  certificate.  The  ex- 
porter shall  state  on  his  export  declaration  that  the 
shipment  is  gold  refined  (or  the  equivalent  to  gold 
refined)  from  imported  gold-bearing  materials  which 
is  being  exported  pursuant  to  the  authorization  con- 
tained in  this  section,  and  shall  attach  to  his  export 
declaration  a  certificate  properly  executed  in  duplicate 
on  Form  TGr-16  and  two  true  copies  of  the  refiner's 
settlement  sheet.  In  the  event  that  exportation  is 
made  prior  to  procurement  of  the  settlement  sheet, 
duplicate  certified  copies  of  the  report  of  the  actual 
test  assay  of  the  gold-bearing  material,  together  with 
a  statement  showing  that  an  exportation  with  respect 
to  such  material  is  necessary  prior  to  the  time  the 
settlement  sheet  can  be  procured,  shall  be  submitted 
by  the  exporter  with  his  export  declaration  and  cer- 
tificate on  Form  TGr-16.  The  collector  of  customs 
shall  forward  a  copy  of  the  certificate  on  Form  TG- 
16  and  a  copy  of  the  settlement  sheet,  or  the  report 
of  the  test  assay,  to  the  United  States  assay  office  at 
New  York  or  the  United  States  mint  at  San  Fran- 
cisco, whichever  has  been  designated  to  receive  a  copy 
of  the  entry. 

§  54.33  Gold  imported  for  re-export^ — (a)  Ex- 
portation promptly  without  license.  Gold  may  be  im- 
ported and  transported  for  prompt  export,  and  ex- 
ported without  the  necessity  of  holding  a  license,  pro- 
vided the   gold  is,  in  fact,   exported  promptly  and 


^Attention  is  directed  to  Order  No.  29  of  the  Foreign-Trade 
Zones  Board  (17  F.  R.  5316;  15  CFR  400.803)  which  is  applicable 
to  gold. 
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remains  under  customs  custody  throughout  the  period 
during  which  it  is  within  the  customs  limits  of  the 
United  States.  Upon  the  arrival  in  the  United  States 
of  gold  imported  for  re-export  pursuant  to  the  pro- 
visions of  this  section,  the  importer  shall  declare  to 
the  collector  of  customs  at  the  port  of  entry  that  it 
will  be  re-exported  promptly.  The  collector  of  cus- 
toms shall  make  a  notation  of  this  declaration  upon 
the  entry  and  forward  a  copy  of  the  entry  to  the 
Director  of  the  Mint. 

(b)  Exportation  pursuant  to  license.  In  the  event 
that  the  export  of  any  gold  imported  pursuant  to  this 
section  is  delayed  due  to  the  unavailability  of  facili- 
ties for  the  onward  transportation  of  such  gold,  the 
Director  of  the  Mint  may,  subject  to  the  following 
provisions,  issue  licenses  on  Form  TGL-17  authorizing 
the  importation,  holding,  transportation,  and  ex- 
portation of  gold  which  the  Director  is  satisfied  is,  in 
fact,  imported  for  re-export  promptly  upon  the  com- 
pletion of  necessary  arrangements  for  the  transpor- 
tation of  such  gold. 

(1)  Every  application  for  a  license  under  this 
section  shall  be  made  on  form  TG-17  and  shall  be 
filed  with  the  Director  of  the  Mint. 

(2)  Upon  receipt  of  the  application  and  after 
making  such  investigation  of  the  case  as  may  be 
deemed  advisable,  the  Director  of  the  Mint,  if  satis- 
fied that  the  gold  was,  in  fact,  imported  for  re-export 
promptly  upon  the  completion  of  necessary  arrange- 
ments for  the  transportation  of  such  gold,  shall  issue 
to  the  applicant  a  license  on  form  TGrL-17. 
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§  54.34  Licenses  for  other  purposes.  The  Secretary 
of  the  Treasury,  with  the  approval  of  the  President, 
shall  issue  licenses  authorizing  the  acquisition,  trans- 
portation, melting  or  treatmg,  importing,  exporting, 
or  earmarking  of  gold  for  purposes  other  than  those 
specified  in  §§54.21  to  54.30,  inclusive,  54.32  and 
54.33,  which,  in  the  judgment  of  the  Secretary  of  the 
Treasury,  are  not  inconsistent  with  the  purposes  of 
the  acts,  subject  to  the  following  provisions : 

(a)  Applications.  Every  application  for  a  license 
under  this  section  shall  be  made  on  form  TG-18  and 
shall  be  filed  in  duplicate  with  the  Federal  Reserve 
bank  for  the  district  in  which  the  applicant  resides  or 
has  his  principal  place  of  business.  Upon  receipt  of 
the  application  and  after  making  such  investigation 
of  the  case  as  it  may  deem  advisable,  the  Federal  Re- 
serve bank  shall  transmit  to  the  Secretary  of  the 
Treasury  the  original  of  the  application,  together  with 
any  supplemental  information  it  may  deem  appropri- 
ate. The  Federal  Reserve  bank  shall  retain  the  du- 
plicate of  the  application  for  its  records. 

(b)  Licenses.  If  the  issuance  of  a  license  is  ap- 
proved, the  Federal  Reserve  bank  which  received  and 
transmitted  the  application  will  be  advised  by  the  Sec- 
retary of  the  Treasury  and  directed  to  issue  a  license 
on  form  TGL-18.  If  a  license  is  denied,  the  Federal 
Reserve  bank  will  be  so  advised  and  shall  immediately 
notify  the  applicant.  The  decision  of  the  Secretary 
of  the  Treasury  with  respect  to  the  granting  or  deny- 
ing of  a  license  shall  be  final.  If  a  license  is  granted, 
the  Federal  Reserve  bank  shall  thereupon  note  upon 


38 


the  duplicate  of  the  application  therefor,  the  date  of 
approval  and  issuance  and  the  amount  of  gold  speci- 
fied in  such  license. 

(c)  Reports.  Within  7  business  days  of  the  date 
of  disposition  of  the  gold  acquired  or  held  under  a 
license  issued  under  this  section,  or  within  7  business 
days  of  the  date  of  export,  if  such  exportation  is  au- 
thorized, the  licensee  shall  file  a  report  in  duplicate 
on  form  TGR-18  with  the  Federal  Reserve  bank 
through  which  the  license  was  issued.  Upon  receipt 
of  such  report,  the  Federal  Reserve  bank  shall  trans- 
mit the  original  thereof  to  the  Secretary  of  the  Treas- 
ury, and  retain  the  duplicate  for  its  records. 

Subpart  F — Purchase  of  Gold  by  Mints 

§  54.35  Purchase  hy  mints.  The  mints,  subject  to 
the  conditions  specified  in  the  regulations  in  this  part, 
particularly  §  54.36  to  §  54.44,  and  the  general  regu- 
lations governing  the  mints,  are  authorized  to  pur- 
chase : 

(a)  Gold  recovered  from  natural  deposits  in  the 
United  States  or  any  place  subject  to  the  jurisdiction 
thereof,  which  shall  not  have  entered  into  monetary 
or  industrial,  professional,  or  artistic  use,  including 
gold  contained  in  deposits  of  newly  mined  domestic 
silver ; 

(b)  Gold  contained  in  deposits  of  silver  eligible 
for  deposit  at  a  mint  for  return  in  bar  form; 

(c)  Scrap  gold  as  defined  in  §  54.4; 

(d)  Gold  refined  from  sweeps  purchased  from  a 
United  States  mint; 
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(e)  Gold  (other  than  United  States  gold  coin) 
imported  into  the  United  States  after  January  30, 
1934; 

(f)  Gold  refined  (or  the  equivalent  to  gold  re- 
fined) from  imported  gold-bearing  material;  and 

(g)  Such  other  gold  (other  than  United  States 
gold  coin  or  gold  derived  therefrom)  as  may  be  au- 
thorized from  time  to  time  by  rulings  of  the  Secretary 
of  the  Treasury. 

Provided,  however,  That  no  gold  shall  be  purchased 
by  any  mint  under  the  provisions  of  this  subpart 
which,  in  the  opinion  of  the  mint,  has  been  held  at 
any  time  in  noncompliance  with  the  acts,  the  orders, 
or  any  regulations,  rulings,  instructions,  or  licenses 
issued  thereimder,  including  the  regulations  in  this 
part,  or  in  noncompliance  with  section  3  of  the  act  of 
March  9,  1933,  or  any  orders,  regulations,  rulings,  or 
instructions  issued  thereunder.* 

§  54.36  Gold  recovered  from  natural  deposits  in 
the  United  States  or  any  place  subject  to  the  jurisdic- 
tion thereof,  including  gold  contained  in  deposits  of 
neivly  mined  domestic  silver,  (a)  The  mints  may 
purchase  gold  under  §  54.35  (a)  only  if  the  deposit  of 
such  gold  is  accompanied  by  a  properly  executed  state- 
ment as  follows: 


^Gold  which  has  been  so  held  in  noncompliance  with  section  3 
of  the  act  of  March  9,  1933,  or  the  Order  of  the  Secretary  of  the 
Treasury  of  December  28,  1933,  may,  however,  be  purchased  in 
accordance  with  the  Instructions  of  the  Secretary  of  the  Treasury 
of  January  17,  1934  (§  53.1  of  this  chapter,  subject  to  the  rights 
reserved  in  such  Instructions  and  at  the  price  stated  therein. 
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(1)  A  statement  on  form  TG-19  shall  be  filed  with 
each  delivery  of  gold  by  persons  who  have  recovered 
such  gold  by  mining  or  panning  in  the  United  States 
or  any  place  subject  to  the  jurisdiction  thereof. 

(2)  A  statement  on  form  TO-20  shall  be  filed  with 
each  delivery  of  gold  by  persons  who  have  recovered 
such  gold  from  gold-bearing  materials  in  the  regular 
course  of  their  business  of  operating  a  custom  mill, 
smelter,  or  refinery. 

(3)  A  statement  on  form  TG-21  together  with  a 
statement  giving  the  names  of  the  persons  from  whom 
gold  was  purchased,  the  amount  and  description  of 
each  lot  of  gold  purchased,  the  location  of  the  mine 
or  placer  deposit  from  which  each  lot  was  taken,  and 
the  period  within  which  such  gold  was  taken  from 
the  mine  or  placer  deposit,  shall  be  filed  with  each 
such  delivery  of  gold  by  persons  who  have  purchased 
such  gold  directly  from  the  persons  who  have  mined 
or  panned  such  gold. 

(b)  In  addition,  the  depositors  shall  show  that 
the  gold  was  acquired,  held,  melted  and  treated,  and 
transported  by  them  in  accordance  with  a  license  is- 
sued pursuant  to  §  54.25  or  that  such  acquisition,  hold- 
ing, melting  and  treating,  and  transportation,  is  per- 
mitted under  §§  54.12  to  54.20  inclusive,  without  the 
necessity  of  holding  a  license. 

§  54.37     Gold  contained  in  deposits  of  silver.   Gold 
contained  in  deposits  of  silver,  eligible  at  a  mint  for 
return  in  bar  form,  may  be  purchased  by  the  mints 
Provided,  That  the  gold  was  not  mixed  with  such 
silver  for  the  purposes  of  selling  gold  to  the  United 
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States  which  was  not  eligible  for  purchase  by  the 
United  States  under  paragraphs  (a),  (c),  (d),  (e), 
or  (f )  of  §  54.35. 

§  54.38  Scrap  gold.  Deposits  of  scrap  gold  must 
be  accompanied  by  a  statement  executed  on  form 
TG-22.  In  addition  the  depositors  of  such  gold  shall 
establish  to  the  satisfaction  of  the  mint  that  the  gold 
was  acquired,  held,  and  transported  by  them  in  ac- 
cordance with  the  regulations  in  this  part  or  a  license 
issued  pursuant  thereto. 

§  54.39  Gold  refined  from  sweeps  purchased  from 
a  United  States  mint.  Gold  refined  from  sweeps  pur- 
chased from  a  United  States  mint  shall  be  purchased 
only  if  the  deposit  of  such  gold  is  accompanied  by  a 
statement  executed  on  form  TG--28. 

§  54.40  Imported  gold.  Except  for  gold  which  may 
be  purchased  in  accordance  with  the  provisions  of 
§  54.41,  the  mints  are  authorized  to  purchase  only  such 
gold  imported  into  the  United  States  as  has  been  in 
customs  custody  throughout  the  period  in  which  it 
shall  have  been  situated  within  the  customs  limits  of 
the  continental  United  States,  and  then  only  subject  to 
the  following  provisions: 

(a)  Notation  upon  entry.  Upon  formal  entry  into 
the  United  States  of  any  gold  intended  for  sale  to  a 
mint  under  this  subpart,  the  importer  shall  declare 
to  the  collector  of  customs  at  the  port  of  entry  where 
the  gold  is  formally  entered  that  the  gold  is  entered 
for  such  sale.  The  collector  shall  make  a  notation 
of  this  declaration  upon  the  entry  and  forward  a  copy 
to  the  mint  designated  by  the  importer. 
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(b)  Statement  hy  importer.  Upon  the  deposit  of 
the  gold  with  the  mint  designated  by  the  importer, 
the  importer  shall  file  a  statement  executed  in  dupli- 
cate on  form  TG--23. 

§  54.41     Gold  refined  from  imported  gold-hearing 
material.    The  mints  are  authorized  to  purchase  gold 
refined  (or  the  equivalent  to  gold  refined)  from  gold- 
bearing  material  which  has  been  either  imported  into 
the  United  States  pursuant  to  a  license  issued  under 
paragraph  (a)  of  §  54.25  for  sale  of  the  gold  derived 
therefrom  to  a  designated  mint,  or  imported  into  the 
United  States  under  §  54.32  (notwithstanding  the  dec- 
laration made  by  the  importer  upon  the  entry  into  the 
United  States  of  such  gold-bearing  material  as  re-   i 
quired  by  §54.32  (b)),  whether  or  not  such  gold  or  ] 
gold-bearing  material  has  been  in  customs  custody    * 
throughout  the  period  it  has  been  in  the  customs  lim- 
its of  the  -continental  United  States,  subject  to  the 
following  provisions: 

(a)  In  the  case  of  gold-bearing  material  imported 
pursuant  to  license  issued  under  paragraph  (a)  of 
§  54.25,  the  importer  shall  declare  to  the  collector  of 
customs  at  the  port  of  entry  that  the  gold-bearing  ma- 
terial is  being  imported  for  sale  of  the  gold  refined 
therefrom  to  a  designated  mint;  the  collector  shall 
make  on  the  entry  a  notation  to  this  effect  and  for- 
ward a  copy  thereof  to  the  mint  designated  by  the 
importer. 

(b)  In  the  case  of  gold-bearing  material  imported 
under  §  54.32,  if  the  gold  refined  therefrom  is  offered 
to  a  mint  other  than  the  mint  at  San  Francisco  or  the 
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assay  office  at  New  York,  the  importer  shall  have 
caused  the  co]^y  of  the  entry  described  in  §  54.32  (b) 
to  be  forwarded  to  the  mint  to  which  he  is  offering 
the  gold  for  sale. 

(c)  Before  any  gold  may  be  purchased  under  this 
section,  the  requirements  of  §  54.32  (b)  (2)  and  (3) 
must  be  shown  to  have  been  complied  with :  Provided, 
Jiotvever,  That  any  person  importing  gold-bearing 
materials  for  sale  of  the  gold  refined  therefrom  to  a 
mint  other  than  the  mint  at  San  Francisco  or  the 
assay  office  at  New  York  shall  have  caused  the  true 
copy  of  the  record  described  in  §  54.32  (b)  (3)  to  be 
forwarded  to  the  mint  to  which  he  is  offering  the  gold 
for  sale. 

(d)  Upon  presentation  of  the  gold  to  a  mint  or 
assay  office  for  purchase,  the  importer  shall  file  a 
statement  executed  in  duplicate  on  form  TGr-26,  to- 
gether with  two  true  copies  of  the  settlement  sheet 
covering  the  gold-bearing  material  imported. 

(e)  No  gold  shall  be  accepted  for  purchase  under 
authority  of  this  paragraph  unless  it  is  delivered  to 
the  mint  and  all  of  the  terms  hereof  complied  with 
within  seven  months  from  the  date  of  the  formal 
entry  into  the  United  States  of  the  gold-bearing  ma- 
terial from  which  it  was  extracted. 

§54.42  Deposits.  Deposits  of  gold  described  in 
§  54.35  and  rulings  issued  thereunder  will  be  received 
in  amounts  of  not  less  than  1  troy  ounce  of  fine  gold 
when  deposited  in  the  following  forms:  Nuggets, 
grains,  and  dust  which  are  in  their  native  state  free 
from  earth  and  stone,  or  nearly  so,  retort  sponge, 
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lumps,  coins,  bars,  kings,  buttons,  and  scrap  gold  as 
defined  in  §  54.44.  All  deposits  containing  800  thou- 
sandths or  more  of  base  metal  shall  be  rejected.  In 
the  case  of  gold  forwarded  to  a  mint  by  mail  or  ex- 
press, a  letter  of  transmittal  shall  be  sent  with  each 
package.  When  there  is  a  material  discrepancy  be- 
tween the  actual  and  invoice  weights  of  a  deposit, 
further  action  in  regard  to  it  will  be  deferred  pending 
communication  with  the  depositor. 

§  54.43  Rejection  of  gold  hy  mint.  Deposits  of 
gold  which  do  not  conform  to  the  requirements  of 
§§  54.35  to  54.42,  inclusive,  or  which  otherwise  are 
unsuitable  for  mint  treatment  shall  be  rejected  and 
returned  to  the  person  delivering  the  same  at  his  risk 
and  expense.  The  mints  shall  not  purchase  gold  under 
the  provisions  of  this  subpart  from  any  person  who 
has  failed  to  comply  with  the  regulations  in  this  part 
or  the  terms  of  a  Treasury  gold  license.  Any  deposit 
of  gold  which  has  been  held  in  noncompliance  with 
the  acts,  the  orders,  or  any  regulations,  rulings,  in- 
structions or  licenses  issued  thereunder,  including  the 
regulations  in  this  part,  or  in  noncompliance  with 
section  3  of  the  act  of  March  9,  1933,  or  any  orders, 
regulations,  rulings,  or  instructions  issued  thereunder, 
may  be  held  subject  to  the  penalties  provided  in 
§  54.11  or  section  3  of  the  act  of  March  9,  1933. 

§  54.44  Purchase  price.  The  mints  shall  pay  for 
all  gold  purchased  by  them  in  accordance  with  this 
subpart  $35.00  (less  one-fourth  of  1  percent)  per  troy 
ounce  of  fine  gold,  but  shall  retain  from  such  purchase 
price  an  amount  equal  to  all  mint  charges.   This  price 
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may  be  changed  by  the  Secretary  of  the  Treasury  with- 
out notice  other  than  by  notice  of  such  change  mailed 
or  telegraphed  to  the  mints. 

Subpart  G — Sale  of  Gold  by  Mints 

§  54.51  Authorization  to  sell  gold.  Each  mint  is 
authorized  to  sell  gold  to  persons  holding  licenses  is- 
sued pursuant  to  §  54.25,  or  to  persons  authorized 
under  §  54.21  to  acquire  such  gold  for  use  in  industry, 
profession,  or  art:  Provided,  however,  That  except  in 
justified  cases,  no  mint  may  sell  gold  to  any  person 
in  an  amount  which,  in  the  opinion  of  such  mint,  ex- 
ceeds the  amoimt  actually  required  by  such  person 
for  a  period  of  3  months.  Prior  to  the  sale  of  any 
gold  under  this  subpart,  the  mint  shall  require  the 
purchaser  to  execute  and  file  in  duplicate  a  statement 
on  form  TG-24,  or,  if  such  purchaser  is  in  the  busi- 
ness of  furnishing  gold  for  use  in  industries,  profes- 
sions, and  arts,  on  form  TG-25.  The  mints  are  author- 
ized to  refuse  to  sell  gold  in  amoimts  less  than  25 
ounces,  and  shall  not  sell  gold  under  the  provisions 
of  this  subpart  to  any  person  who  has  failed  to  comply 
with  the  regulations  in  this  part  or  the  terms  of  his 
license. 

§  54.52  Sale  Price.  The  mints  shall  charge  for  all 
gold  sold  under  this  article  $35.00  (plus  one-fourth  of 
1  percent)  per  troy  ounce  of  fine  gold  plus  the  regular 
mint  charges.  This  price  may  be  changed  by  the  Sec- 
retary of  the  Treasury  without  notice  other  than  by 
notice  of  such  change  mailed  or  telegraphed  to  the 
mints. 
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Subpart  H — Transitory  Provisions 

§  54.70'  Legal  effect  of  amendment  of  regulations. 
This  amendment  of  the  Gold  Regulations  shall  not 
affect  any  act  done  or  any  right  accruing  or  accrued 
or  any  suit  or  proceeding  had  or  commenced  in  any 
civil  or  criminal  cause  prior  to  the  effective  date  of 
this  amendment  but  all  such  liabilities  shall  continue 
and  may  be  enforced  as  if  said  amendment  had  not 
been  made. 

Note:  The  record-keeping  and  reporting  require- 
ments of  these  regulations  have  been  approved  by  the 
Bureau  of  the  Budget  in  accordance  with  the  Federal 
Reports  Act  of  1942. 

[Seal]  H.  Chapman  Rose, 

Acting  Secretary  of  the  Treasury. 

[F.  R.  Doc.  54-5329;  Filed,  July  13,  1954;  8:48  a.m.] 
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No.  16,170 

United  States  Court  of  Appeals 
For  the  Ninth  Circuit 


Gladys  Laycock, 

vs. 
Frank  J.  Kenney, 


Appellant, 


Appellee. 


Appeal  from  the  United  States  District  Court 
for  the  District  of  Oregon. 

APPELLANT'S  SUPPLEMENTAL  BRIEF 
AS  REQUESTED  BY  THE  COURT. 


The  order  of  this  Court  required  supplemental 
briefs  dealing  with  two  questions  stated.  To  brief 
either  of  those  questions  requires  a  statement  of  the 
essential  facts. 


THE  ESSENTIAL  FACTS. 

The  appellant  alleges  a  patent  from  the  government 
which  granted  to  her  a  vested  right  to  possess  and  use 
the  gold  on  the  patented  claim.  The  appellee  seeks  to 
enforce  regulations  which  invade  that  private  right. 
Those  regulations,  under  threat  of  arrest,  prosecution 


and  fine  prohibit  the  appellant  from  producing,  own- 
ing or  using  her  gold  except  under  a  license.  The  li- 
cense requires  her  to  surrender  her  gold  at  a  price  set 
by  the  regulations,  which  price  is  below  the  cost  of 
production. 

The  complaint  alleges  that  no  statute  of  the  United 
States  sets  a  price  for  gold,  and  that  Congress  has 
not  and  could  not  delegate  the  power  to  set  the  price 
for  gold. 

Accordingly  the  complaint  alleges  the  regulations  to 
be: 

(a)  Unwarranted  by  any  law; 

(b)  Contrary  to  any  constitutional  power,  and 

(c)  That  the  regulations  violate  appellant's  con- 
stitutional rights. 

The  action  seeks  to  restrain  the  defendant  from  ac- 
tion, which  is  unauthorized  by  any  valid  law  or  reg- 
ulation. The  relief  sought  is  against  the  offending 
officer.  The  decree  sought  will  expend  itself  on  the  ; 
official  who  is  before  the  Court.  If  he  be  enjoined 
as  prayed,  the  matter  is  at  an  end;  that  is  all  the  re- 
lief which  appellant  seeks. 

Appellant  does  not  seek  to  impose  any  liability  upon 
the  government;  she  seeks  no  recovery  from  the  gov- 
ernment ;  she  does  not  ask  that  the  government  be  re- 
quired to  buy  her  gold  or  be  required  to  do  anything. 
The  appellant  seeks  only  to  be  let  alone — so  that  she 
may  produce  and  use  the  gold  which  was  granted  to 
her  by  the  patent  from  the  government.  This  suit 
challenges  the  authority  to  do  the  thing  complained  of. 


Therefore,  THIS  IS  NOT  A  SUIT  AGAINST  THE 
GOVERNMENT. 

When  a  suit  challenges  the  authority  to  do  the  thing 
complained  of  '^it  is  not  a  suit  against  the  United 
States". 

Hynes  v.  Grimes  Packing  Co.,  337  U.S.  86  at 

96; 
Larson  v.  Domestic  and  Foreign  Corporation, 

337  U.S.  682  at  704; 
Land  v.  Dollar,  330  U.S.  331; 
Colorado  v.  Toll,  268  U.S.  228; 
Philadelphia  Co.  v.  Stimson,  223  U.S.  605  at 

620; 
Pennoyer  v.  McConnaughly,  140  U.S.  10; 
United  States  v.  Lee,  106  U.S.  196; 
Oshorne  v.  Bank  of  the  United  States, 

9  Wheaton  738. 

Those  decisions  specifically  hold  that  a  suit  to  re- 
strain one  who  claims  to  act  as  an  officer  of  the  gov- 
ernment under  color  of  an  unconstitutional  statute  is 
not  a  suit  against  the  government. 

In  the  Pennoyer  decision  the  Court  followed  and 
quoted  from  Oshorne  v.  Bank  of  the  United  States 
as  follows: 

'^The  case  may  then  be  said  to  have  fully  estab- 
lished the  doctrine  that  an  officer  of  the  state  may 
be  enjoined  from  executing  a  statute  of  the  state, 
which  is  in  conflict  with  the  constitution  of  the 
United  States,  when  such  execution  would  vio- 
late the  rights  and  privileges  of  the  complain- 
ant". 


Where  an  officer  attempts  to  enforce  an  order,  the 
effect  of  which  will  be  to  wrongfully  deprive  a  party 
of  vested  rights  acquired  under  Acts  of  Congress,  such 
suit  is  not  a  ''suit  against  the  United  States"  and 
may  be  maintained  without  the  presence  of  the  United 
States. 

Ickes  V.  Fox,  300  U.S.  82  at  96. 

The  situation  there  outlined  is  the  identical  situa- 
tion present  in  this  case.  Under  the  patent  granted 
by  the  United  States  under  an  Act  of  Congress,  the 
plaintiff  acquired  vested  property  rights.  The  defend- 
ant attempts  wrongfully  to  interfere  with  those  prop- 
erty rights.  Hence  the  action  is  not  a  suit  against 
the  United  States. 

A  public  official  becomes  a  tort-feasor  when  he  ex- 
ceeds the  limit  of  his  authority.    If,  in  excess  of  his 
authority,  such  an  official  seizes  or  injures  the  prop- 
erty rights  of  the  citizen,  that  citizen  is  not  relegated 
to  the  Court  of  Claims  to  recover  a  money  judgment. 
' '  The  dominant  interest  of  the  sovereign  is  then 
on  the  side  of  the  victim  who  may  bring  his  pos- 
sessory action  to  reclaim  that  which  is  wrongfully 
withheld." 
330  U.S.  738. 

Under  such  uniform  decisions  the  plaintiff's  action 
here  is  not  a  suit  against  the  government.  To  consti- 
tute a  suit  against  the  government  a  suit  must  seek 
some  financial  recovery  against  the  government  such 
as  described  in  Mine  Safety  Co.  v.  Forrestal,  326 
U.S.  at  371,  where  the  Court  said 


That  the  government's  liability  for  money  can- 
not be  tried  "behind  its  back". 

In  Hynes  v.  Grimes  Packing  Co.,  337  U.S.  at  96 
the  Court  described  the  proper  test  as,  whether  ''the 
decree  which  is  entered  will  effectively  grant  the  re- 
lief desired  by  expending  itself  on  the  subordinate 
official  who  is  before  the  Court".  Such  is  the  situation 
here.  The  decree  asked  will  be  effective  by  expending 
itself  on  the  defendant  who  is  before  the  Court.  It 
will  not  establish  any  right  of  recovery  as  against  the 
government  or  require  the  government  to  do  any- 
thing. It  does  not  ask  any  money  judgment  against 
the  government,  and  does  not  request  any  positive 
action  by  the  government. 

The  Courts  have  also  said  that  a  suit  is  not  a  suit 
against  the  government  unless  it  seeks  some  recovery 
from  the  public  treasury  or  ''it  interfere  with  the 
public  administration". 

Land  v.  Dollar,  330  U.S.  at  738,  citing  ex  parte 
New  York,  256  U.S.  490. 

But  ex  parte  New  York  carefully  distinguishes  a 
suit  brought  against  an  officer  acting  under  the  color 
of  an  unconstitutional  statute  and  specifically  holds 
that  such  a  suit  is  not  an  action  against  the  govern- 
ment. Furthermore,  the  phrase  "interfere  with  the 
public  administration"  has  a  specific  and  limited 
meaning  under  Morrison  v.  Work,  266  U.S.  481. 

In  that  case  the  Indian  property  was  controlled  by 
the  United  States  as  guardian  for  the  Indians.    The 
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Court  showed  that  the  lands  were  the  property  of  the 
United  States  which  had  power  to  dispose  of  them. 

The  opinion  then  said  that  "to  interfere  with  the 
management  and  disposition  of  the  lands  by  the 
United  States  by  enjoining  its  officials  would  inter- 
fere with  the  performance  of  governmental  func- 
tions." (Page  485.)    But  such  is  not  the  instant  case. 

Here  the  property  which  the  appellant  seeks  to  pro- 
tect is  her  own  property,  not  the  property  of  the 
United  States,  and  the  government  has  no  power  of 
management  or  administration  over  that  property. 

We  submit  that  under  the  settled  law  the  instant 
case  is  not  a  suit  against  the  United  States. 

The  matter  is  summed  up  in  one  sentence  by  the 
Courts  of  Appeals  both  for  the  Fourth  Circuit  and 
for  the  District  of  Columbia  as  follows: 

"Where  the  authority  to  do  the  particular  act 

has  not  been  conferred,  or  constitutional  power  to 

confer  it  is  lacking,  the  suit  is  not  subject  to  the 

objection  that  it  is  against  the  United  States". 

Krug  V.  Fox,  161  Fed.  (2d)  1013; 

Ainsworth  v.  Barn  Co.,  157  Fed.  (2d)  101. 


NO  OFFICIAL  OR  AGENCY  OF  THE  UNITED  STATES  WHO  IS 
NOT  NAMED  AS  A  PARTY  HEREIN  IS  AN  INDISPENSABLE 
PARTY  TO  THIS  ACTION. 

The  complaint  seeks  only  to  enjoin  the  defendant 
from  acting  under  regulations  which  the  complaint 
alleges  to  be  beyond  any  authority  conferred  by  acts 


of  Congress,  and  beyond  the  authority  of  Congress 
itself. 

The  decree  sought  will  not  require  any  other  of- 
ficial or  government  agency  to  take  any  action  what- 
soever. The  decree  sought  will  only  enjoin  the  de- 
fendant from  interfering  with  the  plaintiff  in  her 
business — that  is  to  be  let  alone. 

The  decisions  sustain  the  right  of  a  citizen  to  enjoin 
a  public  official,  who  invades  a  private  right  by  ex- 
ceeding his  authority  or  by  carrying  out  a  mandate 
of  his  superior.  Such  injunction  will  be  granted 
without  joining  his  superior  or  any  other  party. 

Williams  v.  Fanning,  332  U.S.  490; 

Hynes  v.  Grimes  Packing  Co.,  337  U.S.  86; 

Ickes  V.  Fox,  300  U.S.  82. 

Those  decisions  in  and  of  themselves  control  this 
case. 

It  must  be  noted  that  in  those  cases  there  was  no 
allegation  that  the  defendant  was  acting  without  con- 
stitutional authority.  Those  opinions  held  that  an 
injunction  should  issue  to  protect  property  rights 
against  unwarranted  interference  by  a  subordinate  of- 
ficial, without  joining  his  superior  or  any  other  party 
or  agency. 

The  uniform  decisions  hold  that  when  a  subordinate 
official  invades  private  rights  by  acting  under  an  un- 
constitutional statute  or  regulation,  such  official  will 
be  enjoined,  and  that  no  other  party  or  agency  is  an 
indispensable  party  to  the  proceeding. 

Colorado  v.  Toll,  268  U.S.  228; 

Philadelphia  v.  Stimson,  223  U.S.  605  at  620; 


8 


Larsen  v.  Domestic  and  Foreign  Corporation, 

337  U.S.  682  at  690  and  704; 
United  States  v.  Lee,  106  U.S.  196. 

This  Court  itself  has  uniformly  sustained  the  right 
to  maintain  an  action  against  a  subordinate  official, 
when  the  complaint  alleged  that  such  officer  was  act- 
ing under  regulations  issued  by  a  superior,  which 
were  beyond  the  powers  delegated  to  him. 

In  Neher  v.  Harwood,  128  Fed.  (2d)  846  this  Court 
quoted  from  and  has  imiformly  followed  the  ruling  in 
the  Toll  case  which  said: 

''The  object  of  the  bill  is  to  restrain  an  indi- 
vidual from  doing  acts  that  it  is  alleged  that  he 
has  no  authority  to  do  and  that  derogate  from 
the  quasi-sovereign  authority  of  the  State.  There 
is  no  question  that  a  bill  in  equity  is  a  proper 
remedy  and  that  it  may  be  pursued  against  the 
defendant  without  joining  either  his  superior  of- 
ficers or  the  United  States". 
268  U.S.  230; 

See  also 

Berdie  v.  Kurtz,  75  Fed.  (2d)  898. 

This  Court  carefully  distinguished  two  different  sit- 
uations : 

(1)  Where  the  superior  officer  is  without  authority 
to  act,  his  attempt  to  do  so  is  invalid  and  the  subordi- 
nate may  be  restrained  without  joining  his  superior. 
This  Court  so  holds. 

(2)  Where  the  superior  officer  has  acted  under  a 
valid  statute,  but  has  abused  his  discretion,  such  su- 
perior officer  should  be  joined  in  an  action  against  the 
subordinate.    This  Court  has  so  held. 


The  last  decision  of  this  Court  is 

Williams  v.  Fanning,  158  Fed.  (2d)  95 

decided  in  December  1946.    That  decision  rested  upon 

this  Court's  decision  in 

Neher  v.  Harivood,  128  Fed.  (2d)  846. 

Subsequently  and  in  1957  the  Supreme  Court  ruled 
in 

Williams  v.  Fanning,  332  U.S.  490, 
that  when  a  subordinate  official  invades  a  private  right 
by  carrying  out  a  mandate  of  his  superior,  a  suit  to 
enjoin  such  subordinate  may  be  maintained  against 
the  subordinate  alone,  without  joining  his  superior  or 
any  other  party. 

The  Court  held  that  such  a  suit  may  be  maintained 
if  the  decree  to  be  entered  will  effectively  grant  the 
relief  prayed  by  expending  itself  on  the  subordinate 
official  who  is  before  the  Court  by  causing  him  to  de- 
sist from  the  unwarranted  interference  with  a  private 
right. 

The  Fanning  opinion  was  followed  in 

Hynes  v.  Grimes  Packing  Co.,  337  U.S.  86. 

At  page  97  the  Court  showed  that  the  plaintiffs 
merely  sought  an  injunction  to  restrain  the  subordi- 
nate officer  from  interfering  with  their  business  (fish- 
ing) ;  that  the  plaintiffs  did  not  seek  affirmative  ac- 
tion by  the  subordinate,  and  that  if  he  were  enjoined 
the  plaintiffs  would  have  received  all  the  relief  they 
sought.  The  Court  held  that  such  issue  could  be  set- 
tled by  a  decree  between  the  parties  '^without  having 
the  Secretary  *  *  *  as  a  party  to  the  litigation". 
(Page  97.) 
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Such  is  the  precise  situation  in  the  instant  case.  The 
appellant  seeks  only  a  decree  to  enjoin  the  appellee 
from  interfering  with  her  business  and  her  property. 
She  seeks  merely  to  be  let  alone.  She  does  not  ask 
that  the  appellee  be  required  to  take  any  affirmative 
action.  The  issue  is  her  right  to  be  let  alone  in  her 
business  without  interference  by  the  appellee.  That 
issue  can  be  settled  by  a  decree  between  the  parties. 

We  submit,  therefore,  that  the  defendant  is  the  only 
necessary  party  to  this  action  and  that  there  is  no 
other  indispensable  party. 

Dated,  May  14,  1959. 

Respectfully  submitted, 

Seitz,  Easley  &  Whipple, 
Norman  L.  Easley, 
PAUii  Bakewell,  Jr., 
Attorneys  for  Appellant. 
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GLADYS  LAYCOCK, 

Appellant, 
vs. 

FRANK  J.  KENNEY, 

Appellee. 


APPELLEE'S  BRIEF 


On  Appeal  irom  the  Judgment  of  the  United  States 
District  Court  for  the  District  of  Oregon. 


OPINION  BELOW 

The  court  below  delivered  a  written  opinion  that 
the  plaintiff's  Second  Amended  Complaint  fails  to  state 
a  claim  upon  which  relief  can  be  granted  (R.  15-17), 
and  pursuant  thereto  entered  Findings  of  Fact,  Conclu- 
sions of  Law  and  Judgment  (R.  17-19)  and  Judgment 
of  Dismissal  (R.  20).  These  documents  provide  that  the 
Judgment  of  Dismissal  shall  operate  as  an  adjudication 
on  the  merits. 


i. 


JURISDICTIONAL  STATEMENT 

Plaintiff  invoked  the  jurisdiction  of  the  District 
Court  under  Article  III,  §  2  of  the  Constitution  and  the 
Act  of  June  22,  1948  (Chapter  646,  62  Stat.  930; 
28  USCA  1331)  and  asserts  jurisdiction  of  this  court 
under  28  USCA  1291. 

The  appellee  moved  to  dismiss  on  four  grounds 
(R.  14,  15).  Ground  I  asserts  that  the  complaint  fails 
to  allege  facts  to  establish  jurisdiction  over  the  United 
States  of  America;  that  the  defendant  (appellee)  is  an 
officer  of  the  United  States  Government  acting  within 
limits  of  his  powers  under  a  constitutional  statute,  and 
that  therefore  the  action  is  one  against  the  United 
States.  The  court  did  not  rule  on  this  point. 

Ground  II  moved  for  dismissal  for  failure  to  join 
the  Secretary  of  the  Treasury.  The  court  did  not  rule 
on  this  point. 

Ground  III  asserted  the  failure  of  the  complaint  to 
state  a  claim  or  cause  of  action  upon  which  relief  can  be 
granted.  The  court  ruled  that  on  this  ground  the  defend- 
ant was  entitled  to  dismissal. 

Ground  IV  asserted  that  the  complaint  fails  to  state 
a  claim  or  cause  of  action  against  the  defendant- 
appellee,  Frank  J.  Kenney.  The  court  did  not  rule  on 
this  point. 

Appellee  asserts  that  the  judgment  of  the  court  below 
should  be  affirmed,  but  submits  that  Grounds  I,  II  and 
IV  would  also  entitle  appellee  to  dismissal. 


QUESTIONS  PRESENTED 

1.  Is  the  power  of  Congress  over  money  constitution- 
ally limited  to  "coined  money"? 

2.  Are  the  Regulations  (3  CFR  54.1—54.70  (Supp 
1958))  promulgated  by  the  Secretary  of  the  Treasury 
under  the  Gold  Reserve  Act  of  1934  (48  Stat.  337, 
codified  in  scattered  sections  of  Titles  12  and  31,  USC) 
reasonably  related  to  the  Secretary's  statutory  duty  to 
maintain  the  parity  of  all  forms  of  money  issued  or 
coined  by  the  United  States,  with  the  dollar  of  gold 
9/lOths  fine  of  the  weight  determined  under  the  provi- 
sions of  31  USC  821? 

3.  Did  the  Second  Amended  Complaint  fail  to  state 
a  claim  or  cause  of  action  upon  which  relief  can  be 
granted? 

4.  Is  the  action  in  fact  one  against  the  United  States? 

5.  Is  the  Secretary  of  the  Treasury  an  indispensable 
party? 

(Four  and  Five  need  not  be  reached  if  the  court 
finds,  as  the  District  Court  did,  that  the  complaint  fails 
to  state  a  claim  or  cause  of  action  upon  which  relief 
can  be  granted.) 

STATUTES  INVOLVED 

12  USC  §  213— 

"Ratification  oi  acts  of  President  and  Secretary  of 
Treasury 

"All  actions,  regulations,  rules,  orders,  and  proc- 
lamations heretofore  taken,  promulgated,  made,  or 


issued  by  the  President  of  the  United  States  or 
the  Secretary  of  the  Treasury,  under  sections  51a- 
51d,  95,  95a,  95b,  210-211,  212,  248,  347b-347d, 
and  445  of  this  title,  or  under  sections  821  or  823 
of  Title  31,  or  under  section  5,  Appendix  of  Title 
50,  are  hereby  approved,  ratified,  and  confirmed. 
Jan.  30,   1934,  c.  6,  §  13,  48  Stat.  343." 

12  use  §  413— 

''Reserves  against  deposits  and  notes 

"Every  Federal  Reserve  bank  shall  maintain 
reserves  in  gold  certificates  of  not  less  than  25  per 
centum  against  its  deposits  and  reserves  in  gold 
certificates  of  not  less  than  25  per  centum  against 
its  Federal  Reserve  notes  in  actual  circulation: 
Provided,  however,  That  when  the  Federal  Reserve 
agent  holds  gold  certificates  as  collateral  for  Fed- 
eral Reserve  notes  issued  to  the  bank  such  gold 
certificates  shall  be  counted  as  part  of  the  reserve 
which  such  bank  is  required  to  maintain  against  its 
Federal  Reserve  notes  in  actual  circulation.  Notes 
so  paid  out  shall  bear  upon  their  faces  a  distinctive 
letter  and  serial  number  which  shall  be  assigned 
by  the  Board  of  Governors  of  the  Federal  Reserve 
System  to  each  Federal  reserve  bank.  Notes  pre- 
sented for  redemption  at  the  Treasury  of  the  United 
States  shall  be  paid  out  of  the  redemption  fund 
and  returned  to  the  Federal  Reserve  banks  through 
which  they  were  originally  issued,  and  thereupon 
such  Federal  Reserve  bank  shall,  upon  demand 
of  the  Secretary  of  the  Treasury,  reimburse  such 
redemption  fund  in  lawful  money  or,  if  such  Federal 
Reserve  notes  have  been  redeemed  by  the  Treas- 
urer in  gold  certificates,  then  such  funds  shall  be 
reimbursed  to  the  extent  deemed  necessary  by  the 
Secretary  of  the  Treasury  in  gold  certificates,  and 
such  Federal  Reserve  bank  shall,  so  long  as  any 
of  its  Federal  Reserve  notes  remain  outstanding, 
maintain  with  the  Treasurer  in  gold  certificates  an 
amount  sufficient  in  the  judgment  of  the  Secretary 
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to  provide  for  all  redemptions  to  be  made  by  the 
Treasurer.  Federal  Reserve  notes  received  by  the 
Treasurer  otherwise  than  for  redemption  may  be 
exchanged  for  gold  certificates  out  of  the  redemp- 
tion fund  provided  in  sections  414  and  415  of  this 
title  and  returned  to  the  Reserve  bank  through 
which  they  were  originally  issued,  or  they  may  be 
returned  to  such  bank  for  the  credit  of  the  United 
States.  Federal  reserve  notes  unfit  for  circulation 
shall  be  returned  by  the  Federal  reserve  agents  to 
the  Comptroller  of  the  Currency  for  cancellation 
and  destruction.  As  amended  June  12,  1945,  c.  186, 
§  1(a),  59  Stat.  237;  July  19,  1954,  c.  547,  68  Stat. 
495." 

12  use  §  462— 

"Balance  which  meinber  banks  must  keep  in  reserve 
banks 

"Every  bank,  banking  association,  or  trust  com- 
pany which  is  or  which  becomes  a  member  of  any 
Federal  reserve  bank  shall  establish  and  maintain 
reserve  balances  with  its  Federal  reserve  bank  as 
follows : 

"(a)  If  not  in  a  reserve  or  central  reserve  city, 
as  now  or  hereafter  defined,  it  shall  hold  and  maintain 
with  the  Federal  reserve  bank  of  its  district  an 
actual  net  balance  equal  to  not  less  than  7  per 
centum  of  the  aggregate  amount  of  its  demand 
deposits  and  3  per  centum  of  its  time  deposits. 

"(b)  If  in  a  reserve  city,  as  now  or  hereafter 
defined,  it  shall  hold  and  maintain  with  the  Fed- 
eral reserve  bank  of  its  district  an  actual  net  bal- 
ance equal  to  not  less  than  10  per  centum  of  the 
aggregate  amount  of  its  demand  deposits  and  3  per 
centum  of  its  time  deposits:  Provided,  however, 
That  if  located  in  the  outlying  districts  of  a  reserve 
city  or  in  territory  added  to  such  city  by  the 
extension  of  its  corporate  charter,  it  may,  upon 
the  affirmative  vote  of  five  members  of  the  Board  of 


Governors  of  the  Federal  Reserve  System,  hold 
and  maintain  the  reserve  balances  specified  in  para- 
graph (a)  hereof. 

"(c)  If  in  a  central  reserve  city,  as  now  or  here- 
after defined,  it  shall  hold  and  maintain  with  the 
Federal  reserve  bank  of  its  district  an  actual  net 
balance  equal  to  not  less  than  13  per  centum  of 
the  aggregate  amount  of  its  demand  deposits  and  3 
per  centum  of  its  time  deposits;  Provided,  hov/ever, 
That  if  located  in  the  outlying  district  of  a  central  re- 
serve city  or  in  territory  added  to  such  city  by  the 
extension  of  its  corporate  charter,  it  may,  upon  the 
affirmative  vote  of  five  members  of  the  Board  of 
Governors  of  the  Federal  Reserve  System,  hold 
and  maintain  the  reserve  balances  specified  in  para- 
graphs (a)  or  (b)  thereof.  Dec.  23,  1913,  c.  6,  §  19, 
38  Stat.  270;  Aug.  15,  1914,  c.  252,  38  Stat.  691; 
June  21,  1917,  c.  32,  §  10,  40  Stat.  239;  Sept.  26, 
1918,  c.  177,  §  4,  40  Stat.  970;  Aug.  23,  1935,  c.  614, 
§  203(a),  49  Stat.  704." 

22  use  §  286— 

''Acceptance  of  membership  by  United  States  in 
International    Monetary    Fund 

**The  President  is  authorized  to  accept  member- 
ship for  the  United  States  in  the  International 
Monetary  Fund  (hereinafter  referred  to  as  the 
'Fund'),  and  in  the  International  Bank  for  Recon- 
struction and  Development  (hereinafter  referred  to 
as  the  'Bank'),  provided  for  by  the  Articles  of 
Agreement  of  the  Fund  and  the  Articles  of 
Agreement  of  the  Bank  as  set  forth  in  the  Final 
Act  of  the  United  Nations  Monetary  and  Financial 
Conference  dated  July  22,  1944,  and  deposited  in 
the  archives  of  the  Department  of  State.  July  31, 
1945,  c.  339,  §  2,   59  Stat.   512." 

(NOTE:  Detailed  provisions  in  subdivisions 
286a — m  not  reproduced  herein.) 


31  use  §  314— 

"Standard  unit  of  value 

"The  dollar  of  gold  nine-tenths  fine  consisting 
of  the  weight  determined  under  the  provisions  of 
section  821  of  this  title  shall  be  the  standard  unit 
of  value,  and  all  forms  of  money  issued  or  coined 
by  the  United  States  shall  be  maintained  at  a  parity 
of  value  with  this  standard,  and  it  shall  be  the  duty 
of  the  Secretary  of  the  Treasury  to  maintain  such 
parity.  R.S.  §  3511;  Mar.  14,  1900,  c.  41,  §  1, 
31  Stat.  45;  May  12,  1933,  c.  25,  Title  III,  §  43, 
48  Stat.  51;  June  5,  1933,  c.  48,  §  2,  48  Stat.  113; 
Jan.  30,  1934,  c.  6,  §  12,  48  Stat.  342;  Aug.  23, 
1935,  c.  614,  §  203(a),  49  Stat.  704;  Jan.  23,  1937, 
2  p.m.,  c.  5,  §  2,  50  Stat.  4;  July  6,  1939,  c.  260, 
§  3,  53  Stat.  998." 

31  use  §  442— 

"Regulations  for  the  acquisition  and  use  of  gold; 
exemption  of  gold  held  beyond  continental  United 
states 

"The  Secretary  of  the  Treasury  shall,  by  regula- 
tions issued  hereunder,  with  the  approval  of  the 
President,  prescribe  the  conditions  under  which  gold 
may  be  acquired  and  held,  transported,  melted  or 
treated,  imported,  exported,  or  earmarked:  (a)  for 
industrial,  professional,  and  artistic  use;  (b)  by  the 
Federal  Reserve  banks  for  the  purpose  of  settling 
international  balances;  and  (c)  for  such  other  pur- 
poses as  in  his  judgment  are  not  inconsistent  with 
the  purposes  of  sections  315b,  405b,  408a,  408b, 
440-446,  752,  754a,  754b,  767,  821,  822a,  822b,  and 
824  of  this  title  and  sections  213,  411-415,  417,  and 
467  of  Title  12.  Gold  in  any  form  may  be  acquired, 
transported,  melted  or  treated,  imported,  exported, 
or  earmarked  or  held  in  custody  for  foreign  or 
domestic  account  (except  on  behalf  of  the  United 
States)  only  to  the  extent  permitted  by,  and  sub- 
ject to  the  conditions  prescribed  in,  or  pursuant  to, 
such  regulations.  Such  regulations  may  exempt  from 
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the  provisions  of  this  section,  in  whole  or  in  part, 
gold  situated  in  places  beyond  the  limits  of  the 
continental  United  States.  Jan.  30,  1934,  c.  6,  §  3, 
48  Stat.  340,  1946  Proc.  No.  2695,  11  F.R.  7517, 
60  Stat.  1352." 

31  use  §  462— 

''Coins  and  currencies 

"All  coins  and  currencies  of  the  United  States 
(including  Federal  Reserve  notes  and  circulating 
notes  of  Federal  Reserve  banks  and  national  bank- 
ing associations)  heretofore  or  hereafter  coined 
or  issued,  shall  be  legal  tender  for  all  debts,  public 
and  private,  public  charges,  taxes,  duties,  and  dues, 
except  that  gold  coins,  when  below  the  standard 
weight  and  limit  of  tolerance  provided  by  law  for 
the  single  piece,  shall  be  legal  tender  only  at 
valuation  in  proportion  to  their  actual  weight.  May 
12,  1933,  c.  25,  Title  III,  §  43(b)(1),  48  Stat.  52; 
June  5,  1933,  c.  48,  §  2,  48  Stat.  113." 

31  use  §  463— 

"Provision  for  payment  of  obligations  in  gold  pro- 
hibited; uniformity  in  value  of  coins  and  currencies 

"(a)  Every  provision  contained  in  or  made  with 
respect  to  any  obligation  which  purports  to  give 
the  obligee  a  right  to  require  payment  in  gold  or  a 
particular  kind  of  coin  or  currency,  or  in  an  amount 
in  money  of  the  United  States  measured  thereby, 
is  declared  to  be  against  public  policy;  and  no 
such  provision  shall  be  contained  in  or  made  with 
respect  to  any  obligation  hereafter  incurred.  Every 
obligation,  heretofore  or  hereafter  incurred,  whether 
or  not  any  such  provision  is  contained  therein  or 
made  with  respect  thereto,  shall  be  discharged  upon 
payment,  dollar  for  dollar,  in  any  coin  or  currency 
which  at  the  time  of  payment  is  legal  tender  for 
public  and  private  debts.  Any  such  provision  con- 
tained in  any  law  authorizing  obligations  to  be 
issued  by  or  under  authority  of  the  United  States, 


is  repealed,  but  the  repeal  of  any  such  provision 
shall  not  invalidate  any  other  provision  or  authority 
contained  in  such  law. 

"(b)  As  used  in  this  section,  the  term  'obliga- 
tion' means  an  obligation  (including  every  obliga- 
tion of  and  to  the  United  States,  excepting  cur- 
rency) payable  in  money  of  the  United  States; 
and  the  term  'coin  or  currency'  means  coin  or 
currency  of  the  United  States,  including  Federal 
Reserve  notes  and  circulating  notes  of  Federal 
Reserve  banks  and  national  banking  associations. 
June   5,    1933,  c.  48,  §   1,  48  Stat.    113." 

31  use  §  821— 

"Purchase  oi  Treasury  bills  and  other  obligations 
of  United  States;  issuance  of  United  States  notes 
to  repay  money  borrowed  and  purchase  Govern- 
ment bonds;  legal  tender;  retirement  of  notes;  regu- 
lation of  value  of  gold  and  silver  coins 

"Whenever  the  President  finds,  upon  investiga- 
tion, that  (1)  the  foreign  commerce  of  the  United 
States  is  adversely  affected  by  reason  of  the  depreci- 
ation in  the  value  of  the  currency  of  any  other 
government  or  governments  in  relation  to  the  pres- 
ent standard  value  of  gold,  or  (2)  action  under  this 
section  is  necessary  in  order  to  regulate  and  main- 
tain the  parity  of  currency  issues  of  the  United 
States,  or  (3)  an  economic  emergency  requires  an 
expansion  of  credit,  or  (4)  an  expansion  of  credit 
is  necessary  to  secure  by  international  agreement 
a  stabilization  at  proper  levels  of  the  currencies 
of  various  governments,  the  President  is  authorized, 
in  his  discretion — 

"(a)  To  direct  the  Secretary  of  the  Treasury 
to  enter  into  agreements  with  the  several  Federal 
Reserve  banks  and  with  the  Board  of  Governors  of 
the  Federal  Reserve  System  whereby  the  Board 
of  Governors  of  the  Federal  Reserve  System  will, 
and  it  is  authorized  to,  notwithstanding  any  provi- 
sions of  law  or  rules  and  regulations  to  the  contrary, 
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permit  such  reserve  banks  to  agree  that  they  will, 
(1)  conduct,  pursuant  to  existing  law,  throughout 
specified  periods,  open  market  operations  in  obliga- 
tions of  the  United  States  Government  or  corpora- 
tions in  which  the  United  States  is  the  majority 
stockholder,  and  (2)  purchase  directly  and  hold  in 
portfolio  for  an  agreed  period  or  periods  of  time 
Treasury  bills  or  other  obligations  of  the  United 
States  Government  in  an  aggregate  sum  of  $3,000,- 
000,000  in  addition  to  those  they  may  then  hold, 
unless  prior  to  the  termination  of  such  period  or 
periods  the  Secretary  shall  consent  to  their  sale.  No 
suspension  of  reserve  requirements  of  the  Federal 
Reserve  banks,  under  the  terms  of  section  248(c) 
of  Title  12,  necessitated  by  reason  of  operations 
under  this  section,  shall  require  the  imposition  of 
the  graduated  tax  upon  any  deficiency  in  reserves 
as  provided  in  said  section  248(c).  Nor  shall  it 
require  any  automatic  increase  in  the  rates  of  inter- 
est or  discount  charged  by  any  Federal  Reserve 
bank,  as  otherwise  specified  in  that  section.  The 
Board  of  Governors  of  the  Federal  Reserve  System, 
with  the  approval  of  the  Secretary  of  the  Treasury, 
may  require  the  Federal  Reserve  banks  to  take  such 
action  as  may  be  necessary,  in  the  judgment  of  the 
Board  and  of  the  Secretary  of  the  Treasury,  to 
prevent    undue    credit    expansion. 

"(b)  If  the  Secretary,  when  directed  by  the 
President,  is  unable  to  secure  the  assent  of  the 
several  Federal  Reserve  banks  and  the  Board  of 
Governors  of  the  Federal  Reserve  System  to  the 
agreements  authorized  in  this  section,  or  if  opera- 
tions under  the  above  provisions  prove  to  be  inade- 
quate to  meet  the  purposes  of  this  section,  or  if 
for  any  other  reason  additional  measures  are 
required  in  the  judgm.ent  of  the  President  to  meet 
such  purposes,   then  the  President  is  authorized — 

"(1)   Repealed.   June    12,    1945,   c.    186,   §  4,   59 

Stat.  238. 

"(2)  Expired. 
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"The  President,  in  addition  to  the  authority  to 
provide  for  the  unHmited  coinage  of  silver  at  the 
ratio  so  fixed,  under  such  terms  and  conditions 
as  he  may  prescribe,  is  further  authorized  to  cause 
to  be  issued  and  delivered  to  the  tenderer  of  silver 
for  coinage,  silver  certificates  in  lieu  of  the  standard 
silver  dollars  to  which  the  tenderer  would  be 
entitled  and  in  an  amount  in  dollars  equal  to  the 
number  of  coined  standard  silver  dollars  that  the 
tenderer  of  such  silver  for  coinage  would  receive 
in  standard  silver  dollars. 

"The  President  is  further  authorized  to  issue 
silver  certificates  in  such  denominations  as  he  may 
prescribe  against  any  silver  bullion,  silver,  or  stand- 
ard silver  dollars  in  the  Treasury  not  then  held  for 
redemption  of  any  outstanding  silver  certificates, 
and  to  coin  standard  silver  dollars  or  subsidiary 
currency  for  the  redemption  of  such  silver  certifi- 
cates. 

"The  President  is  authorized,  in  his  discretion, 
to  prescribe  different  terms  and  conditions  and  to 
make  different  charges,  or  to  collect  different 
seigniorage,  for  the  coinage  of  silver  of  foreign  pro- 
duction than  for  the  coinage  of  silver  produced  in 
the  United  States  or  its  dependencies.  The  silver 
certificates  herein  referred  to  shall  be  issued,  deliv- 
ered, and  circulated  substantially  in  conformity 
with  the  law  now  governing  existing  silver  certifi- 
cates, except  as  may  herein  be  expressly  provided 
to  the  contrary,  and  shall  have  and  possess  all  of 
the  privileges  and  the  legal  tender  characteristics 
of  existing  silver  certificates  now  in  the  Treasury  of 
the  United  States,  or  in  circulation. 

"The  President  is  authorized,  in  addition  to 
other  powers,  to  reduce  the  weight  of  the  standard 
silver  dollar  in  the  same  percentage  that  he  reduces 
the  weight  of  the  gold  dollar. 

"The  President  is  further  authorized  to  reduce 
and    fix   the   weight   of   subsidiary   coins   so   as   to 
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maintain  the  parity  of  such  coins  with  the  standard 
silver  dollar  and  with  the  gold  dollar.  May  12,  1933, 
c.  25,  Title  III,  §  43,  48  Stat.  51;  June  5,  1933, 
c.  48,  §  2,  48  Stat.   113;  Jan.  30,  1934,  c.  6,  §  12, 

48  Stat.    342;    Aug.    23,    1935,    c.    614,    §    203(a), 

49  Stat.    704;    Jan.    23,    1937,    2    p.m.,    c.    5,    §    2, 

50  Stat.  4;  July  6,  1939,  c.  260,  §  3,  53  Stat.  998; 
June   12,   1945,  c.    186,  §  4,   59  Stat.  238." 

31  use  822a— 

"Stabilization  of  exchange  value  of  dollar;  stabiliza- 
tion fund;  payment  of  subscription  to  International 
Monetary  Fund;  repayment  covered  into  Treasury 

"(a)  For  the  purpose  of  stabilizing  the  exchange 
value  of  the  dollar,  the  Secretary  of  the  Treasury, 
with  the  approval  of  the  President,  directly  or 
through  such  agencies  as  he  may  designate,  is 
authorized,  for  the  account  of  the  fund  established 
in  this  section,  to  deal  in  gold  and  foreign  exchange 
and  such  other  instruments  of  credit  and  securities 
as  he  may  deem  necessary  to  carry  out  the  purpose 
of  this  section.  An  annual  audit  of  such  fund  shall 
be  made  and  a  report  thereof  submitted  to  the 
President  and  to  the  Congress. 

"(b)  To  enable  the  Secretary  of  the  Treasury  to 
carry  out  the  provisions  of  this  section  there  is 
appropriated,  out  of  the  receipts  which  are  directed 
to  be  covered  into  the  Treasury  under  section 
408b  of  this  title,  the  sum  of  $2,000,000,000,  which 
sum  when  available  shall  be  deposited  with  the 
Treasurer  of  the  United  States  in  a  stabilization 
fund  (hereinafter  called  the  'fund')  under  the 
exclusive  control  of  the  Secretary  of  the  Treasury, 
with  the  approval  of  the  President,  whose  decisions 
shall  be  final  and  not  be  subject  to  review  by  any 
other  officer  of  the  United  States.  The  fund  shall 
be  available  for  expenditure,  under  the  direction 
of  the  Secretary  of  the  Treasury  and  in  his  discre- 
tion, for  any  purpose  in  connection  with  carrying 
out   the    provisions    of   this    section,    including    the 
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investment  and  reinvestment  in  direct  obligations 
of  the  United  States  of  any  portions  of  the  fund 
which  the  Secretary  of  the  Treasury,  with  the 
approval  of  the  President,  may  from  time  to  time 
determine  are  not  currently  required  for  stabilizing 
the  exchange  value  of  the  dollar.  Such  fund  shall  not 
be  used  in  any  manner  whereby  direct  control  and 
custody  thereof  pass  from  the  President  and  the 
Secretary  of  the  Treasury.  The  proceeds  of  all  sales 
and  investments  and  all  earnings  and  interest  accru- 
ing under  the  operations  of  this  section  shall  be 
paid  into  the  fund  and  shall  be  available  for  the 
purposes  of  the  fund. 

*'(c)  The  Secretary  of  the  Treasury  is  directed 
to  use  $1,800,000,000  of  the  fund  established  in 
this  section  to  pay  part  of  the  subscription  of  the 
United  States  to  the  International  Monetary  Fund; 
and  any  repayment  thereof  shall  be  covered  into 
the  Treasury  as  a  miscellaneous  receipt.  Jan.  30, 
1934,  c.  6,  §  10,  48  Stat.  341;  Jan.  23,  1937,  2  p.m., 
c.  5,  §  1,  50  Stat.  4;  July  6,  1939,  c.  260,  §§  1,  2, 
53  Stat.  998;  June  30,  1941,  c.  265,  §  1,  55  Stat.  395; 
Apr.  29,  1943,  c.  76,  §§  1,  2,  57  Stat.  68;  July  31, 
1945,  c.  339,  §  7(a),  59  Stat.  514." 


STATEMENT  OF  THE  CASE 

Appellant  has  brought  this  action  challenging  the 
authority  of  the  Secretary  of  the  Treasury  to  exercise 
authority  delegated  to  him  inter  alia  by  the  President 
pursuant  to  §  3  of  the  Gold  Reserve  Act  of  1934 
(31  use  442),  and  seeking  declaratory  relief  and  an 
injunction  to  restrain  the  appellee,  a  Treasury  Agent 
resident  in  Oregon,  from  enforcing  the  regulations  which 
regulate  the  unlicensed  melting-down  and  dealing  in 
mined    gold. 
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This  case  was  brought  subsequent  to  the  decision 
of  this  court  adverse  to  appellant  herein,  styled  Gladys 
haycock  v.  United  States  of  America,  (1956),  230  F.2d 
848,  cert.  den.  (1956),  351  U.S.  964,  in  which  plaintiff 
sought  damages  under  the  Tucker  Act  (28  USC  1346 
(a)(2)),  contending  that  the  government  action  under 
the  gold  program  amounts  to  a  "taking"  of  appellant's 
property  for  which  "just  compensation"  is  due  under 
the  Fifth  Amendment. 

Appellant  in  this  appeal  seems  basically  to  contend 
that  the  constitutional  power  of  Congress  to  "coin 
money,  regulate  the  value  thereof  and  of  foreign  coin, 
and  fix  the  standard  of  weights  and  measures"  (Art.  I, 
§  8,  Const.)  does  not  extend  to  regulating  the  value  of 
currency  or  to  the  governmental  management  of  media 
of  exchange  other  than  coined  money,  that  the  plaintiff 
has  a  right  to  mine  her  gold  and  dispose  of  it  at  a 
profit,  which  she  claims  to  be  unable  to  do  for  $35  per 
troy  ounce,  and  that  to  deprive  her  of  such  a  claimed 
right  amounts  to  a  "taking"  within  the  protection  of  the 
Fifth  Amendment;  that  the  "irredeemable  currency 
which  the  government  offers  in  exchange  for  the  plain- 
tiff's gold  does  not  and  cannot  constitute  just  com- 
pensation"; and  that  no  department  of  the  government 
has  any  power  to  set  the  price  of  the  metal  gold. 

From  the  opinion  below,  dismissing  the  complaint, 
appellant  appeals.  Appellee  contends  that  the  dismissal 
of  the  complaint  was  proper,  and  asserts  that  such  dis- 
missal was  proper  on  the  ground  stated  by  the  District 
Court  and  additional  grounds  not  ruled  upon,  as  out- 
lined in  the  Jurisdictional  Statement,  supra. 


15 
ARGUMENT 


Introduction 

Appellee,  an  agent  of  the  U.  S.  Secret  Service,  is 
charged  with  enforcing  in  his  territory  Gold  Regula- 
tions issued  by  the  Secretary  of  the  Treasury  under  §  3 
of  the  Gold  Reserve  Act  of  1934  (31  USC  442).  These 
Regulations  impose  no  restrictions  on  transactions  in 
gold  in  its  natural  state  or  newly-mined  gold  which  has 
not  been  melted,  smelted,  or  treated  or  refined  (31  CFR 
54.19).  Further,  the  Regulations  do  not  require  appellant 
to  sell  her  gold  to  the  government  at  a  fixed  price  or 
at  any  price.  She  may  sell  her  ore  without  restriction  to 
any  purchaser  in  the  United  States.  If  she  chooses  to 
have  her  ore  refined,  melted,  treated,  etc.,  she  is  per- 
mitted by  the  Regulations  to  sell  it  to  persons  authorized 
by  a  Treasury  gold  license  or  by  a  general  provision 
in  the  Regulations  authorizing  users  of  small  amounts 
of  gold  to  acquire  gold  for  use  in  industry,  profession, 
or  art.  She  may,  if  she  chooses,  sell  such  gold  to  the 
U.  S.  Mint  at  a  price  set  forth  in  the  Gold  Regulations, 
$35  per  fine  troy  ounce,  less  the  handling  charges 
(3  CFR  54.36,  54.44),  but  to  repeat,  she  is  not  required 
to  do  this.  Appellee,  in  carrying  out  his  duties,  is 
charged  with  enforcing  the  provisions  of  the  Regulations 
requiring  a  license  to  melt  and  treat  gold  and  prohibiting 
sales  of  melted  and  treated  gold  to  unauthorized  persons. 

Appellee  submits  that  the  Gold  Regulations  chal- 
lenged are  reasonable  administrative  regulations  in  fur- 
therance   of    the    lawful    exercise    by    Congress    of    the 
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constitutional  enablement  to  Congress  to  regulate  the 
value  of  money.  It  is  submitted  that  the  following  mate- 
rial supports  this  proposition.  If  the  court  should  come 
to  a  different  conclusion  than  the  Secretary  of  the 
Treasury,  that  is  not  enough,  we  submit,  to  disturb 
the  administrative  regulations,  unless  the  court  should 
also  find  that  the  regulations  are  arbitrary,  capricious 
or  unreasonable.  Certainly,  the  following  discussion  dem- 
onstrates that  there  is  a  rational  and  reasonable  basis 
for  the  regulations  in  support  of  a  Congressional  author- 
ization and  policy  which  they  are  designed  to  further 
in  effecting  the  regulation  of  money. 

The  price  which  appellant  may  realize  for  her  gold 
results,  in  substance,  from  the  Treasury's  operations 
in  buying  and  selling  gold  domestically  in  all  authorized 
transactions  and,  internationally,  in  the  settlement  of 
international  balances,  all  at  the  official  price  of  $35  per 
fine  troy  ounce.  These  transactions  are  carried  out  pur- 
suant to  authority  granted  by  Congress  in  §§  8,  9  and 
10  of  the  Gold  Reserve  Act  of  1934  (31  USC  733,  734, 
822a),  pursuant  to  international  agreement,  and  in 
accordance  with  the  policies  expressed  by  Congress  in 
the  Act  of  March  14,  1900,  as  amended  (31  USC  314) 
and  in  the  Bretton  Woods  Agreements  Act  (22  USC 
286).  The  $35  price  is  the  equivalent  of  the  weight  of  the 
gold  dollar,  15  and  5/21  grains  of  gold  9/lOths  fine,  as 
defined  by  Proclamation  No.  2072,  Jan.  31,  1934 
(48  Stat.  1730).  By  law,  the  gold  dollar,  as  so  defined, 
is  the  standard  unit  of  value  in  the  United  States 
(31  USC  314).  A  par  value  for  the  dollar  of  15-5/21 
grains  of  gold  9/lOths  fine  was  communicated  by  the 
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United  States  to  the  International  Monetary  Fund. 
Under  §  5  of  the  Bretton  Woods  Agreements  Act,  this 
par  value  may  not  be  changed  without  the  consent  of 
Congress.  The  Articles  of  Agreement  of  the  International 
Monetary  Fund  (60  Stat.  1401)  provide  in  Article  IV, 
§  2,  that  members  may  not  buy  gold  at  a  price  above 
par  value  plus  a  prescribed  margin  (now  1%)  or  sell 
gold  at  a  price  below  par  value  minus  the  prescribed 
margin. 

Thus,  it  cannot  be  said  that  appellee,  in  enforcing 
the  Gold  Regulations,  is  requiring  appellant  to  sell  her 
gold  to  the  government  at  a  fixed  price.  Under  the 
regulations,  gold  need  not  be  sold  to  the  government, 
and  if  it  is  sold  privately  there  is  no  provision  in  the 
regulations  prescribing  the  price  that  may  be  realized. 

I.   Historical  Background — 

United  States  Monetary  Standard. 

Congress  established  the  first  monetary  system  of 
the  United  States  under  the  Constitution  in  the  Coinage 
Act  of  April  2,  1792  (1  Stat.  246  et  seq.).  That  Act 
provided  for  the  free  and  unlimited  coinage  of  both 
gold  and  silver  at  a  ratio  of  15-1  (1  Stat.  248,  249). 
The  gold  coins  authorized  were  the  eagle,  having  a  value 
of  ten  dollars  and  a  gold  content  of  247-4/8  grains 
of  pure  gold,  and  smaller  coins  having  proportionate 
amounts  of  gold.  A  dollar  or  unit  containing  371-4/16 
grains  of  pure  silver  was  also  provided  for  in  this  Act. 
Both  gold  and  silver  coins  were  legal  tender.  The  mone- 
tary   system    which    this    Act    instituted    is    commonly 


18 

defined  by  authorities  on  money  as  one  of  bimetallism, 
i.e.,  simultaneous  maintenance  of  a  gold  and  silver 
standard.  Chandler,  Economics  of  Money  and  Banking, 
Rev.  Ed.,  Harper  Bros.,  N.Y.  1953,  pp.  103,  108;  Prather, 
Money  and  Banking,  6th  Ed.,  Irwin,  Inc.,  Homewood, 
111.,  1957,  p.  129. 

The  Act  of  February  12,  1873  (R.S.  3511)  made 
the  gold  dollar,  consisting  of  25.8  grains  of  gold  0.900 
fine,  the  standard  unit  of  value  in  the  United  States. 
Provision  for  silver  dollars  was  omitted  from  the  1873 
Act,  with  the  exception  of  trade  dollars  having  a  larger 
silver  content  than  the  former  silver  dollar  and  intended 
for  use  for  trading  purposes  in  the  Orient  (R.S.  3513). 

The  coinage  of  silver  dollars  was  again  authorized 
by  the  Bland- Allison  Act  of  February  28,  1878  (20  Stat. 
25).  However,  no  change  was  made  in  the  provisions 
of  the  1873  Act  establishing  the  gold  dollar  as  the 
standard  unit  of  value  in  the  United  States  and  this 
policy  was  reaffirmed  by  the  Gold  Standard  Act  of 
March  14,  1900  (31  Stat.  45),  which  further  provided 
that  "all  forms  of  money  issued  or  coined  by  the  United 
States  shall  be  maintained  at  parity  of  value  with  this 
standard  and  it  shall  be  the  duty  of  the  Secretary  of 
the  Treasury  to  maintain  such  parity." 

The  mint  institutions  have  always  received  deposits 
of  any  gold  suitable  for  mint  operations  (with  certain 
minimum  quantity  limitations)  including  newly-mined 
domestic  gold,  for  coinage  and  return  to  the  depositor. 
(Act  of  April  2,  1792,  1  Stat.  246).  In  1852  provision 
was   made   for  the   conversion   of  gold   in   the   form  of 
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lumps  or  grains  into  fine  bars  for  return  to  the  depositor, 
at  his  expense.  This  provision  was  extended  to  all  types 
of  gold  and  to  silver  by  the  Act  of  February  21,  1853 
(10  Stat.  160),  which  also  provided  that  the  subsidiary 
silver  coins  established  by  that  Act  might  be  exchanged 
at  face  value  for  gold  coins. 

The  Acts  of  March  3,  1863  (12  Stat.  770,  771)  and 
June  8,  1878  (20  Stat.  102)  authorized  the  issuance  of 
gold  certificates  in  exchange  for  gold  bullion.  The 
exchange  by  the  mints  of  gold  bullion  for  gold  coins,  in 
amounts  of  $5,000  was  authorized  by  the  Act  of  May 
26,   1882   (22   Stat.  97). 

Immediately  prior  to  the  passage  of  the  gold  legisla- 
tion and  the  issuance  of  the  orders  of  1933  and  1934, 
therefore,  any  form  of  gold,  suitable  for  mint  operations 
and  with  certain  quantity  limitations,  was  received  at 
the  mint  and  in  return  the  depositor  v/as  given  gold 
coins,  gold  bullion,  gold  certificates,  or  if  he  so  desired 
a  check  on  the  Treasurer,  which  could  be  cashed  in  gold 
coin  or  certificates,  in  return  for  his  gold.  Anyone  could 
also  obtain  from  a  mint  gold  bullion,  in  quantity,  in 
exchange  for   either  gold   coin   or   gold   certificates. 

The  Secretary  of  the  Treasury  has  had  authority 
to  sell  gold  since  the  Joint  Resolution  of  March  17, 
1864  (13  Stat.  404).  The  provision  of  §  9  of  the  Gold 
Reserve  Act  authorizing  the  Secretary  of  the  Treasury 
to  sell  gold  is  substantially  a  continuation,  with  some 
enlargement,    of  that   authority. 

Not  only  were  the  mints  authorized  by  law  to  carry 
out  transactions  in  newly-mined  gold  during  the  period 
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before  1933,  but  it  appears  that  they  did  actually  engage 
in  a  large  volume  of  such  transactions.  The  following 
table  taken  from  the  Annual  Report  of  the  Director 
of  the  Mint  for  1930  (pp.  38  and  66)  shows  estimated 
domestic  gold  production  and  deposits  at  the  mints  of 
gold  from  domestic  sources  for  representative  years 
between  1873  and  1930: 


Domestic  deposits 

including  refinery 

Calendar 

Domestic  gold 

product  from 

years 

production 

foreign  ores 

1873-1875 

$102,958,800 

$  92,871,083 

1901-1905 

400,903,800 

473,430,015 

1925 

49,860,200 

78,677,633 

1926 

48,269,600 

72,415,516 

1927 

45,418,600 

72,580,338 

1928 

46,165,400 

68,669,228 

1929 

45,651,400 

66,980,739 

With  respect  to  issues  of  gold  by  the  Treasury  for 

use  in  industry,  the  Annual  Report  of  the  Director  of 

the  Mint  for   1930  said   (at  page  38): 

"Among  the  purveyors  of  gold  and  silver  for 
use  in  the  industrial  arts  of  the  United  States,  the 
United  States  assay  office  at  New  York  and  the 
mint  at  Philadelphia  hold  the  foremost  places;  con- 
sequently the  material  consumed  in  the  arts  is 
brought  under  Government  notice  and  is  a  matter 
of  public  record." 

To  the  same  effect,  also  see  Annual  Reports  of  1915, 
p.  248;  1921,  p.  61;  1926,  p.  35;  1927,  p.  34;  1928,  p.  40; 
and  1929,  p.  38. 

The  following  table  from  pages  39  and  131  of  the 
Annual  Report  of  the  Director  of  the  Mint  for  1930 
gives   the   amounts  so   furnished   by   the   mints   during 
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representative   years 

between    1914   and 

1928   together 

with  the  totals  of  such  gold  issued  from  all  sources  dur- 

ing these  years: 

Calendar  Year 

Issued  by  Mints 

Total    Issued 

(millions) 

(millions) 

1915 

$31.9 

$36.1 

1920 

71.4 

79.7 

1925 

56.2 

61.2 

1926 

56.5 

63.0 

1927 

51.6 

56.8 

1928 

50.1 

56.6 

These    figures   were    submitted    to    the    District    Court 

unchallenged  by  appellant.  Thus,  prior  to  1933,  the  mints 

dealt  in  newly-mined  gold  and  issued  gold  which  was 

used  in  industry  and  the  arts.  Although  no  regulations 

were  imposed  on  private  trading  in  gold  or  melting  and 

treating  it  during  this  period,  the  mints  were,  in  fact, 

the  main  sources  in  the  United  States  of  gold  used  in 

industry,  profession  or  art.  The  reasons  for  this  and  the 

reasons  why  a  market  for  gold  with  a  fluctuating  price 

or  one  which  differs  from  the  official  mint  price  does 

not  develop   under   a   gold   coin   standard   such   as   the 

United   States  maintained   before    1933   were   explained 

by    Frederick    A.    Bradford,    Professor    of    Economics, 

Lehigh    University,    in    Money   and    Banking,    4th   ed., 

Longmans  Green  &  Co.,  New  York,  1937,  pp.  23-24: 

"To  maintain  a  gold  coin  standard  the  govern- 
ment must  accept  gold  freely  at  the  mint  for  coin- 
age in  unlimited  quantities,  the  gold  coins  being 
returned  to  the  parties  who  have  brought  the  gold 
to  the  mint.  Since  the  amount  of  gold  contained 
in  a  coin  of  a  given  denomination  is  fixed  by  law, 
the  free  coinage  of  gold  by  the  mint  sets  a  lower 
limit  on  the  price  of  gold  as  no  one  would  sell  gold 
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in   the   market   for  less   than   the   amount   of   gold 
coins  which  could  be  obtained  at  the  mint."  (p.  23) 

*     *     Jii     * 

*'The  second  requirement  of  the  gold  coin  stand- 
ard is  that  there  shall  be  no  restriction  on  the  melt- 
ing of  gold  coin  for  non-monetary  uses  or  for 
export  to  foreign  countries.  If  this  requirement  is 
adhered  to,  the  upper  and  lower  limits  of  the  price 
of  gold  will  be  identical  and  the  price  of  the  metal 
will  then  be  absolutely  fixed.  The  reason  for  this 
is  that  no  one  will  give  more  for  gold  than  can  be 
obtained  by  melting  gold  coin.  To  refer  to  the 
previous  illustration,  if  $20  in  gold  coin  can  be 
turned  into  an  ounce  of  gold  bullion  by  melting, 
naturally  no  one  will  be  inclined  to  give  more  than 
$20  per  ounce  for  gold  in  the  market.  There  may 
be  a  slight  discrepancy  since  the  melting  of  the  coin 
contains  an  element  of  expense,  but  it  will  not  be 
great."    (p.    24) 

The  late  Edwin  Walter  Kemmerer,  Professor  Emeri- 
tus of  Economics,  Princeton  University,  made  the  same 
observations  with  respect  to  the  operation  of  the  gold 
coin  standard  in  the  United  States  prior  to  1933,* 
Gold  and  the  Gold  Standard,  McGraw  Hill,  New  York, 
1944,  p.   103: 

"The  unit  of  value,  as  we  have  seen,  was  the 
gold  dollar  containing  23.22  grains  of  pure  gold. 
Inasmuch  as  there  are  480  grains  of  gold  in  an 
ounce,  an  ounce  of  gold  could  be  coined  into 
$20.67  of  United  States  gold  coin.  Since  we  had  free 
coinage  of  gold,  anyone  could  take  pure  gold  bul- 


*  During  the  period  before  1933,  convertibility  of  the  currency 
into  gold  was  in  effect  in  the  United  States  except  for  suspen- 
sions during  periods  of  serious  wars,  namely,  the  Civil  War  and 
World  War  I.  (Chandler,  The  Economics  of  Money  and  Bank- 
ing, pp.  108-128;  Kemmerer,  Gold  and  the  Gold  Standard,  pp. 
83,  86,   108). 
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lion  in  any  quantity  to  an  American  mint  and  have 
it  minted  into  gold  coin,  receiving  for  each  ounce 
•  $20.67  (less  certain  petty  charges  for  assaying, 
refining,  partage,  etc.),  while  anyone  melting  down 
American  gold  coins  of  full  weight  could  get  an 
ounce  of  pure  gold  out  of  every  $20.67  worth  of 
gold  coin  melted.  Thus  in  the  United  States  at  that 
time,  to  say  that  an  ounce  of  gold  was  worth 
$20.67  was  like  saying  that  a  foot  was  12  inches 
long;  $20.67  was,  in  reality,  an  ounce  of  pure  gold 
put  up  in  the  form  of  money." 

Internal  redemption  of  the  currency  into  gold  was 
terminated  and  restrictions  were  placed  on  private  trans- 
actions in  gold  by  several  measures  taken  in  1933  and 
1934  culminating  in  the  Gold  Reserve  Act  of  1934  (31 
use  440).  By  several  Executive  Orders  (6102,  April  5, 
1933;  6111,  April  20,  1933;  6260,  August  28,  1933)  issued 
under  the  authority  of  the  Act  of  March  9,  1933  (48  Stat. 
1),  the  hoarding  of  gold  was  prohibited  and  gold  coin,  gold 
bullion,  and  gold  certificates  were  required  to  be  deliv- 
ered to  the  United  States  for  redemption  at  face  amount 
or  on  the  basis  of  $20.67  per  fine  troy  ounce  of  gold. 
The  Secretary  of  the  Treasury  was  empowered  to  issue 
regulations  and  licenses  for  the  acquisition,  holding,  etc. 
of  gold.  An  Order  of  the  Secretary  of  the  Treasury, 
issued  on  December  28,  1933  pursuant  to  §  2  of  the 
Act  of  March  9,  1933,  also  required  the  delivery  to  the 
United  States  of  gold  coin,  gold  bullion,  and  gold  certifi- 
cates. 

For  a  brief  period  a  government  handling  program 
for  newly-mined  domestic  gold  was  in  effect.  Executive 
Order  6261,  August  29,  1933,  authorized  the  Secretary 
of  the  Treasury  to  receive  such  gold  on  consignment  for 
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export  or  for  sale  to  persons  licensed  to  acquire  gold  for 
use  in  industry.  Sales  were  to  be  made  at  a  price  equal 
to  that  obtainable  in  the  free  gold  markets  of  the  world. 
Such  treatment  for  newly-mined  gold  was  continued  by 
Executive  Order  No.  6359,  October  25,  1933.  However, 
those  provisions  applied  only  to  newly-mined  gold  from 
domestic  sources  which  had  been  melted  or  treated 
subsequently  to  August  28,  1933.  Newly-mined  gold  so 
produced  before  that  date  was  required  to  be  delivered 
to  the  government  for  payment  at  the  rate  of  $20.67 
per  fine  troy  ounce.  Alaska  Juneau  Gold  Mining  Co.  v. 
U.  S.  (1941),  94  Ct.  Cls.  15.  The  following  excerpt 
from  the  President's  Radio  Message  of  October  22, 
1933,  quoted  in  Bradford,  Money  and  Banking,  pp. 
83-84,  shows  that  the  theory  of  this  program  very  defi- 
nitely assumed  that  the  price  of  newly-mined  gold 
affected  the  value  of  money: 

"Because  of  conditions  in  this  country  and 
because  of  events  beyond  our  control  in  other  parts 
of  the  world,  it  becomes  increasingly  important  to 
develop  and  apply  further  measures  which  may  be 
necessary  from  time  to  time  to  control  the  gold 
value  of  our  own  dollar  at  home. 

"Our  dollar  is  now  altogether  too  greatly  influ- 
enced by  the  accidents  of  international  trade,  by 
the  internal  policies  of  other  nations  and  by  politi- 
cal disturbance  in  other  continents. 

"Therefore  the  United  States  must  take  firmly 
in  its  own  hands  the  control  of  the  gold  value  of  our 
dollar.  This  is  necessary  in  order  to  prevent  dollar 
disturbances  from  swinging  us  away  from  our  ulti- 
mate goal,  namely,  the  continued  recovery  of  our 
commodity  prices. 

"As  a  further  effective  means  to  this  end,  I  am 
going  to  establish  a  government  market  for  gold  in 
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the  United  States.  Therefore,  under  the  clearly- 
defined  authority  of  existing  law,  I  am  authorizing 
the  Reconstruction  Finance  Corporation  to  buy 
gold  newly-mined  in  the  United  States  at  prices  to 
be  determined  from  time  to  time  after  consultation 
with  the  Secretary  of  the  Treasury  and  the  Presi- 
dent. Whenever  necessary  to  the  end  in  view,  we 
shall  also  buy  or  sell  gold  in  the  world  market. 

"My  aim  in  taking  this  step  is  to  establish 
and  maintain   continuous   control. 

"This  is  a  policy  and  not  an  expedient. 

"It  is  not  to  be  used  merely  to  offset  a  tempor- 
ary fall  in  prices.  We  are  thus  continuing  to  move 
toward  a  managed  currency  .  .  ."  (pp.  83,  84). 

Bradford,  at  page  83,  described  this  program  as  prece- 
dent to  the  later  devaluation  of  the  traditional  dollar 
unit. 

With  the  enactment  of  the  Gold  Reserve  Act  of 
January  30,  1934,  the  issuance  of  the  Provisional  Regu- 
lations, and  the  President's  Proclamation  of  January 
31,  1934,  devaluing  the  dollar  (48  Stat.  1730),  a  new 
mint  price  for  gold  was  established  except  in  relation 
to  gold  bullion  and  gold  coins  which  had  been  required 
to  be  delivered  under  the  1933  Orders.  [The  Instructions 
of  the  Secretary  of  the  Treasury  of  January  17,  1934 
continued  in  effect  the  $20.67  price  for  such  gold. 
The  policy  of  having  a  special  arrangement  for  the 
disposition  of  newly-mined  gold  was  then  terminated. 
(Annual  Report  of  the  Secretary  of  the  Treasury,  1934, 
pp.  119,  120,  204,  205.)]  Lester  V.  Chandler,  Professor 
of  Economics,  Princeton  University,  in  The  Economics 
of  Money  and  Banking,  cited  above,  described  at  pages 
156-158,  the  changes  effected  in  the  monetary  system 
by  the  Gold  Reserve  Act  of  1934: 
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'Trom  early  March,  1933,  until  the  end  of  Janu- 
ary,   1934,    the   United   States   was   unquestionably 
off  the  gold  standard.  Not  only  did  the  government 
refuse  to  redeem  its  money  in  gold  either  for  domes- 
tic holding  or  for  export,  but  it  required  the  turning 
in  of  virtually  all  gold  coin,  gold  bullion,  and  gold 
certificates     except    rare    coins    and     'reasonable 
amounts'  for  industrial  or  artistic  uses.  The  coun- 
try returned  to  gold  on  January  30,   1934,  but  the 
new  gold  standard  differed  greatly  from  that  pre- 
vailing before  March,  1933.  The  principal  provisions 
of  the  Gold  Reserve  Act  of  1934  were  as  follows: 
"1.  The  President  was   authorized  to  fix  the  gold 
value  of  the  dollar,  with  the  limitation  that  it 
might  not  be   fixed  at  less  than  50  percent  or 
more  than  60  percent  of  the  old  amount.  Thus, 
the  President  at  his  discretion  could  define  the 
dollar  as   not  more  than    13.93   grains  and  not 
less  than  11.61   grains;   the  price  of  gold  could 
not  be  set  below  $34.45    (the  level  reached  by 
January    under    the    gold-buying    program)    or 
above   $41.34  an  ounce. 

Acting  under  this  power,  the  President  on 
January  31,  1934,  fixed  the  price  of  gold  at  $35 
an  ounce,  though  he  expressly  reserved  the 
right  to  alter  the  price  as  the  country's  interest 
might  require.*  Actually,  however,  the  price  has 
remained  unchanged  at  this  level.  The  gold  con- 
tent of  the  new  dollar  is  13.71  grains,  represent- 
ing a  reduction  of  40.94  percent.  .  .  . 
"2.  All  gold  was  'nationalized.'  Banks  and  indi- 
viduals had  already  been  required  to  turn  in 
all  gold  and  gold  certificates,  except  for  certain 
permitted  amounts  of  gold,  to  the  government 
or  the  Federal  Reserve  banks. 

"The  law  provides  that  title  to  gold  in  the 
Federal  Reserve  banks  shall  be  vested  in  the 
government  and  that  any  profits  or  losses  accru- 


*  The  President's  power  to  further  alter  the  gold  content  of 
the   dollar  expired   on   June   30,    1945    (57   Stat.   68). 
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ing  from  increases  or  decreases  in  the  price  of 
gold  shall  be  for  government  account.  The 
Federal  Reserve  may,  however,  hold  gold  certifi- 
cates. No  currency  of  the  United  States  is  to  be 
redeemed  in  gold,  except  that  gold  certificates 
held  by  the  Federal  Reserve  banks  may  be 
redeemed  in  gold  to  the  extent  that  the  Secre- 
tary  of  the   Treasury   judges   necessary. 

"3.  No  more  gold  is  to  be  coined  (unless  for  foreign 
use)  and  existing  coins  are  to  be  formed  into 
bars. 

*'4.  No  one  may  hold,  transport,  import,  export,  or 
otherwise  deal  in  gold  except  under  regulations 
to  be  prescribed  by  the  Secretary  of  the  Treas- 
ury with  the  approval  of  the  President."  (pp. 
156,    157) 

The  Provisional  Regulations  issued  on  January  31, 
1934  under  the  Gold  Reserve  Act  of  1934  appear  at 
page  67  of  the  Hearings  before  the  Senate  Committee 
on  Banking  and  Currency,  Seventy-third  Congress, 
Second  Session,  on  S.  2366  (Gold  Reserve  Act)  and 
thus  were  before  Congress  when  the  Gold  Reserve  Act 
was  passed.  These  regulations  established  a  system  for 
the  regulation  of  gold  in  the  United  States  which,  with 
only  minor  alterations,  has  been  continuously  in  effect 
until  the  present  day.  §  12  of  such  regulations  contained 
an  absolute  prohibition  on  all  dealing  in  gold  except  as 
expressly  authorized  in  the  regulations  or  licenses  issued 
hereunder.  §  19  permitted  the  acquisition  and  possession 
of  gold  in  its  natural  state  without  a  license.  However, 
the  melting  or  treating  of  such  gold  required  a  license. 
The  provisions  governing  purchases  of  gold  by  the  mints 
were  also  similar  to  those  in  the  Gold  Regulations  now 
in  effect.  Under  §§  38  and  42,  the  mints  were  author- 
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ized  to  purchase  gold  recovered  from  natural  deposits 
in  the  United  States  or  places  subject  to  its  jurisdiction 
at  the  price  of  $35  per  fine  troy  ounce,  less  ^  of  1% 
handling  charge.  Under  §§  43  and  44  of  the  Regulations 
the  mints  were  authorized  to  sell  gold  to  persons  licensed 
to  acquire  gold  for  use  in  industry,  profession  or  art 
at  the  price  of  $35  per  fine  troy  ounce,  plus  the  handling 
charge.  As  pointed  out  in  the  above  quotation  from 
Chandler,  The  Economics  ot  Money  and  Banking,  this 
$35  price  is  the  equivalent  of  the  gold  content  of  the 
dollar  announced  in  the  Presidential  Proclamation  of 
January  31,  1934,  i.e.,  15-5/21  grains  of  gold  9/lOths  fine 
or  13.71  grains  of  pure  gold.  The  gold  dollar  as  defined 
in  this  Presidential  Proclamation  is  the  standard  unit 
of  value  in  the  United  States  today  (31  USC  314). 
The  Federal  Reserve  banks  are  required  by  statute  to 
maintain  reserves  of  25  per  cent  in  gold  certificates 
(issued  against  gold  at  its  statutory  value  of  $35  per 
fine  troy  ounce)  against  their  deposits  and  notes  in 
actual  circulation  (12  USC  413). 

II.  The  Regulation  of  Newly-Mined  Gold  in  the  United 
States  Is  Authorized  by  §§  3  and  4  of  the  Gold  Reserve 
Act  of  1934. 

Appellee  is  responsible  for  enforcing  in  his  territory. 

Regulations   issued   by   the    Secretary  of   the   Treasury 

under  §  3   of  the  Gold  Reserve  Act  of  1934   (31  USC 

442).   This  section  provides  in  part: 

"The  Secretary  of  the  Treasury  shall,  by  regu- 
lations issued  hereunder,  with  the  approval  of  the 
President,  prescribe  the  conditions  under  which 
gold  may  be  acquired  and  held,  transported,  melted 
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or  treated,  imported,  exported,  or  earmarked:  (a) 
for  industrial,  professional,  and  artistic  use;  (b)  by 
the  Federal  Reserve  banks  and  for  the  purpose  of 
settling  international  balances;  and,  (c)  for  such 
other  purposes  as  in  his  judgment  are  not  incon- 
sistent with  the  purposes  of  [this  Act.]  Gold  in  any 
form  may  be  acquired,  transported,  melted  or 
treated,  imported,  exported,  or  earmarked  or  held 
in  custody  for  foreign  or  domestic  account  (except 
on  behalf  of  the  United  States)  only  to  the  extent 
permitted  by,  and  subject  to  the  conditions  pre- 
scribed in,  or  pursuant  to,  such  regulations."* 

§  4  of  the  Gold  Reserve  Act  provides  for  forfeiture 
of  any  gold  withheld,  acquired,  transported,  melted  or 
treated,  etc.,  in  violation  of  any  Regulations  issued  pursu- 
ant to  the  Act  and,  in  addition,  a  penalty  equal  to  twice 
the  value  of  any  gold  with  respect  to  which  any  such 
violation  as  occurred  may  be  imposed  upon  any  person 
failing  to  comply  with  the  Act  or  Regulations  or  licenses 
issued    thereunder. 

It  is  the  contention  of  the  appellant  that  these 
provisions  do  not  apply  to  newly-mined  gold  or  gold 
produced  after  the  date  of  the  Gold  Reserve  Act 
(Appellant's  Op.  Br.,  p.  55),  that  the  legislative  history 
of  the  Act  and  its  expressed  purposes — "to  provide  for 
the  better  use  of  the  monetary  gold  stock  of  the  United 
States  .  .  .  ,"  show  congressional  purpose  to  exclude 
from  the  scope  of  the  prescribed  regulations  newly-mined 
gold  produced  in  the  United  States  or  any  gold  not  in 

i*  The   President's   authority,  with  respect  to  the   approval  of 
Regulations  issued    under   §    3,    was    delegated   to   the    Secretary 
of   the    Treasury   in   §    2(b)    of   E.O.   No.    10289,    Sept.    17,    1951 
(16  FR  9501). 
I 
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existence  on  the  date  of  passage  of  the  Gold  Reserve 
Act  of   1934. 

This  contention  cannot  be  supported.  A  reading  of 
the  Act  and  its  stated  purposes  as  well  as  its  legislative 
history,  both  at  the  time  of  enactment  and  subsequently, 
shows  that  Congress  intended  that  it  would  apply  to 
newly-mined  gold  as  fully  as  to  other  gold.  In  the 
first  place,  §§  3  and  4  of  the  Act  apply  to  "gold"  and 
"gold  in  any  form";  there  is  no  exception  for  newly- 
mined  gold.  Where  possible,  words  in  a  statute  are  to  be 
construed  in  their  ordinary,  everyday  sense.  Brownder 
V.  U.  S.  (1940),  312  U.S.  335;  Crane  v.  Commr.  ot  Int. 
Rev.  (1947),  331  U.S.  1.  It  cannot  be  successfully 
contended  that  the  ordinary,  everyday  definition  of 
"gold"  and  "gold  in  any  form"  does  not  include  newly- 
mined  gold  from  sources  in  the  United  States. 

The  history  of  the  Gold  Reserve  Act  indicates 
congressional  purpose  that  "gold"  and  "gold  in  any 
form"  include  newly-mined  gold  produced  subsequent 
to  the  date  of  the  Act.  As  pointed  out  above,  the  then 
proposed  regulations  which  expressly  applied  to  newly- 
mined  gold  in  the  same  manner  as  the  present  Gold 
Regulations,  were  placed  in  the  record  at  the  Hearings 
of  the  Senate  Committee  on  Banking  and  Currency  on 
the  Gold  Reserve  Act  and  thus  were  before  Congress  at 
the   time    of   enactment   of   the   bill. 

More  broadly,  it  must  not  be  forgotten  that  a  major 
economic  problem  facing  the  country  with  which  the 
Gold  Reserve  Act  was  intended  to  help  deal  was  a  large 
and  rapid  increase  in  the  purchasing  power  of  the  dollar 
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or,  stated  otherwise,  the  decline  in  the  price  level. 
Chandler,  in  The  Economics  of  Money  and  Banking, 
pp.  147-149,  describes  the  period  as  ''one  of  devastating 
deflation  and  widespread  economic  distress.  By  early 
1933  the  nation's  money  supply  had  fallen  nearly  25% 
below  1929  levels;  .  .  .  the  national  income  had  fallen 
by  more  than  50%  in  terms  of  money  and  more  than 
25%  in  real  terms;  wholesale  prices  had  fallen  more 
than  30%;  upward  of  15  million  persons  were  wholly 
unemployed  or  working  only  part  time;  .  .  .".  With 
respect  to  the  relation  of  the  dollar  and  foreign  curren- 
cies. Chandler  states  that  by  February  1933  foreign 
currencies  had  fallen  drastically  in  value  relative  to  both 
gold  and  the  dollar  and  that  this  decline  in  the  price  of 
foreign  money  tended  to  accentuate  deflation  here. 
The  over-valuation  of  the  dollar  in  the  exchange  market 
was  a  significant  factor  in  depressing  the  prices  of  our 
export  goods  which  had  to  compete  with  the  products 
of  countries  with  depreciated  currencies.  It  also  tended 
to  reduce  the  prices  of  American  products  that  com- 
peted  with   imports. 

Chandler  further  states  (p.  148)  that  tlie  objectives 
of  our  monetary  policy  in  1933,  as  defined  by  the  Presi- 
dent, were  two-fold — an  increase  in  the  price  level  and, 
after  restoration  of  a  fairer  price  level,  the  stabilization 
of  the  purchasing  power  of  money. 

The  express  purpose  of  the  Gold  Reserve  Act  was  not 
only  to  provide  for  a  better  use  of  the  gold  stock  but 
to  protect  the  currency  system  of  the  United  States. 
The  first  purpose  could  be  achieved  in  part  by  calling 
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in  from  the  banks  and  from  private  individuals  the 
monetary  gold  then  outstanding  and  centralizing  it  under 
control  of  the  Treasury.  However,  as  is  evident  from 
the  legislative  history  of  the  Act,  to  fully  achieve  both 
of  the  expressed  purposes  required  a  program  having 
future  operation  which  would  not  only  protect  and 
increase  the  centralized  gold  reserves  but  would  assure 
their  constant  value  in  terms  of  the  dollar  and,  conversely, 
would  assure  a  stable  value  of  the  dollar  in  terms  of 
gold.  The  President's  message  to  Congress  of  January 
15,  1934  (Hearings  before  the  Senate  Committee  on 
Banking  and  Currency  on  S.  2366,  73rd  Cong.,  2d  Sess., 
p.  6)  stated  the  following  concerning  the  relationship 
between  gold  and  currency: 
"To  the  Congress: 

"In  conformity  with  the  progress  we  are  mak- 
ing in  restoring  a  fairer  price  level  and  with  our 
purpose  of  arriving  eventually  at  a  less  variable 
purchasing  power  for  the  dollar,  I  ask  the  Congress 
for  certain  additional  legislation  to  improve  our 
financial  and  monetary  system.  By  making  clear 
that  we  are  establishing  permanent  metallic  reserves 
in  the  possession  and  ownership  of  the  Federal 
Government,  we  can  organize  a  currency  system 
which  will  be  both  sound  and  adequate. 

"The  issuance  and  control  of  the  medium  of 
exchange  which  we  call  'money'  is  a  high  preroga- 
tive of  government.  It  has  been  such  for  many 
centuries.  Because  they  are  scarce,  because  they 
could  readily  be  subdivided  and  transported,  gold 
and  silver  have  been  used  either  for  money  or  as  a 
basis  for  forms  of  money  which  in  themselves  had 
only   nominal   intrinsic   value. 

"In  pure  theory,  of  course,  a  government  could 
issue  mere  tokens  to  serve  as  money — tokens  which 
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would  be  accepted  at  their  face  value  if  it  were 
certain  that  the  amount  of  these  tokens  were  perma- 
nently limited  and  confined  to  the  total  amount 
necessary  for  the  daily  cash  needs  of  the  com- 
munity. Because  this  assurance  could  not  always 
or  sufficiently  be  given,  governments  have  found 
that  reserves  or  bases  of  gold  and  silver  behind 
their  paper  or  token  currency  added  stability  to 
their   financial   systems." 

The  Committee  on  Coinage,  Weights  and  Measures, 

House   of   Representatives,    in   its    report   on    the    Gold 

Reserve    Act,    stated    as    follows    with    regard    to    the 

relationship  of  the   provisions   of  the   bill   to  the   ends 

sought  to  be  achieved,  restoration  of  a  fairer  price  level, 

the  eventual  arrival  at  a  less  variable  dollar,    and  the 

improvement    of    the    financial    and    monetary    system 

(House  Report  292,   73d  Cong.,  2d  Sess.,  p.  2): 

"This  bill  is  designed  to  enable  the  administra- 
tion to  restore  a  fairer  price  level,  to  arrive  eventu- 
ally at  a  less  variable  dollar  and  to  improve  our 
financial  and  monetary  system.  It  gives  the  United 
States  Treasury  possession  of  all  the  monetary 
gold  stock  in  the  United  States,  part  of  which  now 
rests  in  private  or  quasi-private  control.  In  this 
way  the  Government  gains  complete  control  over 
this  metal  and  at  the  same  time  provides  a  perma- 
nent metallic  reserve  upon  which  to  build  a  currency 
system  which  will  be  both  sound  and  adequate  in 
the  future.  The  import  of  this  may  be  appraised 
in  the  realization  that  all  authorities  seem  to  agree 
that  the  salvation  of  the  country  lies  in  our  ability 
to  control  our  price  level.  All  commodities  are 
measured  in  gold,  hence  the  first  step  in  our  control 
must  be  the  acquisition  of  gold  stocks.  The  bill, 
therefore,  transfers  to  the  United  States  all  gold 
now  held  by  the  Federal  Reserve  bank  and  pays  for 
it  in  gold  certificates.  The^e  gold  certificates  are 
to  be  used  by  the  Federal  Reserve  bank  as  a  substi- 
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tute  for  their  present  gold  stocks  in  issuing  cur- 
rency. In  order  to  protect  the  Government's  power 
over  gold,  the  bill  gives  it  the  right  to  regulate  the 
acquisition,  transportation,  etc.,  of  the  metal,  and 
to  further  the  Government's  position,  provisions 
are  made  for  the  forfeiture  of  gold  withheld  or 
acquired  in  violation  of  this  act.  In  addition  the 
gold  supply  is  further  protected  by  alterations  in 
the  former  method  of  redemption.  The  gold  coin 
which  was  a  part  of  the  older  system  will  now  be 
withdrawn  from  circulation  and  melted  into  bars 
for  use  in  adjusting  the  balance  of  foreign  trade." 
[Emphasis   supplied.] 

Accordingly,  it  does  not  appear  that  the  legislative 
history  of  the  Act  or  its  purposes  indicate  that  there 
was  any  intention  whatsoever  to  exclude  from  the  scope 
of  the  Act  newly-mined  gold  or  gold  coming  into  exist- 
ence after  its  enactment.  The  cited  quotations  from 
the  legislative  history  of  the  Act  certainly  demonstrate 
the  Executive  and  congressional  view  that  gold  affects 
the  value  of  money.  The  President's  message  and  the 
report  of  the  House  Committee  which  considered  the 
bill  point  out  clearly  that  its  purpose  was  to  deal  with  a 
declining  price  level.  In  addition  to  centralizing  the  gold 
reserves,  the  measures  authorized  by  the  Gold  Reserve 
Act  were  intended  to  increase  the  supply  of  money  by 
broadening  the  currency  and  credit  base.  The  legislative 
history  also  shows  that  after  a  fairer  price  level  had  been 
restored  through  these  measures,  a  prime  object  of  the 
monetary  policy  established  by  the  Gold  Reserve  Act 
was  the  future  maintenance  of  a  stable  dollar  which 
was  again  to  be  a  constant  unit  in  terms  of  gold. 

It   has   been   shown   that   prior  to    1933,    when   the 
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country  was  on  a  gold  coin  standard,  the  price  of  gold, 
including  newly-mined  gold,  v/as  maintained  automat- 
ically at  the  gold  parity  of  the  dollar  and  that  during 
this  period  the  Treasury  conducted  a  large  volume 
of  business  both  in  receiving  new  gold  production  and 
products  of  domestic  refineries  and  in  furnishing  gold  to 
industry  and  art.  Thus  it  cannot  be  argued  that  there 
ever  was  any  tradition  with  respect  to  separate  treat- 
ment of  gold  used  in  industry  and  gold  used  as  money. 
In  fact,  newly-mined  gold  was  the  vehicle  through  which 
dollar  devaluation  was  first  attempted  in  1933.  The 
Gold  Reserve  Act  instituted  a  new  policy  in  that  prior 
to  its  enactment  the  parity  of  the  dollar  and  gold  had 
been  maintained  through  gold  coinage  and  redemptions 
by  the  government.  Under  the  Gold  Reserve  Act,  such 
parity  has  been  maintained  through  purchases  and 
sales  by  the  government  at  the  official  price.  In  order  to 
protect  the  gold  stocks  which  constitute  the  basis  for 
our  currency  and  credit  from  withdrawals  for  hoarding 
purposes  and  to  prevent  fluctuating  prices  for  gold 
in  terms  of  the  dollar,  regulations  have  been  imposed 
generally  limiting  the  possession,  melting  and  treating, 
etc.  of  gold  to  persons  regularly  engaged  in  an  industry, 
profession,  or  art  which  requires  gold.  It  would  appear 
that  this  application  is  entirely  consistent  with  the 
expressed  purposes  of  the  Gold  Reserve  Act  and  with 
,the  purposes  appearing  in  its  legislative  history. 

This  application  of  the  Gold  Reserv^e  Act  has  been 
in  effect  through  Treasury  Regulations,  with  only  minor 
alterations,  continuously  since  January  31,  1934.  Thus 
it    represents    an    administrative    interpretation    of    24 
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years'  standing  and  as  such  is  entitled  to  great  weight  in 
the  courts.  Bowles  v.  Wheeler,  9  Cir.  1945,  152  F.2d  34. 

Subsequent  legislative  history  of  proposals  which 
would  have  amended  the  Gold  Reserve  Act  to  exempt 
newly-mined  gold  from  its  operation  presents  a  particu- 
larly strong  case  in  which  it  can  be  said  that  the 
administrative  interpretation  and  application  of  a  con- 
gressional enactment,  i.e.,  the  Gold  Reserve  Act  of  1934, 
has  been  accepted  by  the  Congress  to  be  the  correct 
one. 

In  Fahey  et  al  v.  O'Melveny  &  Myers  et  al,  9  Cir. 
1952,  200  F.2d  420,  the  court  considered  a  question  of 
interpretation  of  the  Home  Loan  Bank  Act  involving 
the  issue  of  whether  administrative  orders  of  the  Home 
Loan  Board  were  within  the  purview  of  the  Administra- 
tive Procedure  Act  and  subject  to  judicial  review  there- 
under. Weight  was  given  by  the  court  to  the  failure  of 
Congress  to  amend  the  Home  Loan  Bank  Act  to  make 
provision  for  such  review  under  circumstances  where 
strong  and  continuing  efforts  had  been  made  to  secure 
an  amendment.  The  court  said,  at  p.  480: 

"...  courts  should  not  feel  free  to  overlook  or 
minimize  the  significance  of  the  continuing  refusal 
of  Congress  to  amend  the  Home  Loan  Bank  Act 
(or  its  seeming  indifference  to  demands  for  changes 
in  the  law)  after  complaints  had  been  so  thoroughly 
and  vigorously  publicized  through  official  channels." 

In  Madden  v.  Brotherhood  &>  Union  of  Transit 
Employees  of  Baltimore,  4  Cir.  1945,  147  F.2d  439,  the 
court,  in  interpreting  the  National  Labor  Relations  Act, 
gave  weight  to  the  failure  of  Congress  to  enact  legisla- 
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tion  amending  the  Act  after  full  hearings  had  been  held 
on  such  amendments  in  which  an  NLRB  witness  had 
opposed  the  proposed  amendments. 

Since  1946,  a  number  of  bills  have  been  introduced 
into  the  Congress  which  had  as  their  sole  purpose  the 
liberalizing  of  restrictions  on  transactions  in  newly- 
mined  gold  in  the  United  States.  All  of  these  bills 
would  have  removed  all  restrictions  on  trading  in  such 
gold  in  the  United  States,  melting,  treating  it,  etc. 
Some,  such  as  S.  1775  and  H.R.  625,  85th  Cong.,  1st 
Sess.,  would  have  also  permitted  the  export  of  such 
gold,  would  have  allowed  imports  of  newly-mined  gold, 
and  would  have  prohibited  Treasury  sales  of  gold  for 
industrial  use  or  in  any  free  market  for  the  purpose 
of  depressing  the  price.  Following  is  a  list  of  such  bills: 
80  th  Congress — 2nd  Session 
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H.R.   125  "       " 

H.R.  6156  "       " 

2nd  Session 

S.  3222  100  Cong. 

H.R.  6912  "       " 

84th  Congress — 1st  Session 

S.  515  101  Cong. 

H.R.  606  "       " 

H.R.  661  "       " 

H.R.  2454 

2nd  Session 
H.R.  9916  102  Cong. 

85th  Congress — 1st  Session 

S.  325  103  Cong. 

S.  1775 
H.R.  375 
H.R.  2132 
H.R.  625 
H.R.  2400 
H.R.  3800 
H.R.  9433 
2nd  Session 

S.  2951  104  Cong. 


Thus,  over  a  period  of  12  years,  numerous  bills  to 
remove  restrictions  on  dealings  in  newly-mined  gold 
have  been  pending  in  Congress,  and  to  date  Congress  has 
not  passed  one. 

Aside  from  the  many  bills  introduced  into  Congress 
for  establishing  a  free  market  in  gold,  the  matter  has 
been  raised  in  several  congressional  hearings  including 
the  Hearings  of  the  Subcommittee  on  Monetary,  Credit 
and  Fiscal  Policies  of  the  Joint  Committee  on  the 
Economic  Report,  81st  Cong.,  1st  Sess.,  1949,  pp.  552- 
570,  and  "Investigation  of  the  Financial  Condition  of 
the  United  States,"  Hearings  before  the  Senate  Finance 
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Committee,  85th  Cong.,  1st  Sess.,  1957,  Part  I,  pp.  486- 
488,  520-522.  In  addition,  in  1954,  hearings  entitled 
**Gold  Reserve  Act  Amendments"  were  held  by  a  Sub- 
committee of  the  Senate  Committee  on  Banking  and 
Currency,  83rd  Congress,  2d  Sess.,  on  S.  13,  S  2332, 
S.  2364,  and  S.  2514,  "To  permit  the  sale  of  gold,  to 
resume  the  redemption  of  gold,  to  permit  the  free  mar- 
keting of  newly  mined  gold,  to  establish  a  sound  mone- 
tary system  and  for  other  purposes."  A  copy  of  the 
record  of  these  hearings  was  attached  to  a  memo- 
randum submitted  by  appellee  to  the  District  Court 
substantially  identical  to  this  discussion  and  is  so  volum- 
inous that  it  was  not  reproduced,  though  designated 
by  appellee  as  part  of  the  record  on  appeal.  Attention 
is  invited  to  it  as  an  exhibit  in  this  cause.  At  the  hear- 
ings all  of  the  proposals  under  consideration  for  amend- 
ing the  Gold  Reserve  Act  were  opposed  by  witnesses 
from  the  Treasury  and  the  Board  of  Governors  of  the 
Federal  Reserve  System  (pp.  16-32,  39-41).  Other  wit- 
nesses, such  as  Delegate  Bartlett  (p.  90)  and  Senator 
McCarran  (p.  139)  testified  in  favor  of  S.  13  (p.  1) 
which  would  have  instituted  a  free  gold  market.  Sup- 
porters of  S.  2332  (pp.  2-4),  which  would  have  restored 
internal  redemption  of  the  currency  into  gold  at  the 
present  parity  of  gold  and  the  dollar,  included  Senator 
Bridges  (p.  10),  Professor  Donald  L.  Kemmerer  (p. 
293),  Professor  Bell  (p.  94),  and  Dr.  Harwood  (p.  303). 
It  should  be  noted  that  these  witnesses  opposed  any 
type  of  proposal  for  removing  restrictions  on  gold 
transactions  in  the  United  States  without  at  the  same 
time  instituting  full   gold   redemption   to  assure  main- 
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tenance  of  all  forms  of  currency  at  parity  with  gold  or, 
stated  otherwise,  to  assure  maintenance  of  a  $35  price 
for  gold  by  the  Treasury  in  a  situation  where  dealings 
in  gold  would  be  unrestricted.  Others,  including  Rep- 
resentative Young  (p.  63),  favored  a  free  gold  market 
as  a  step  toward  arriving  at  a  new  parity  between  gold 
and  the  dollar  and  instituting  a  redeemable  gold  stand- 
ard based   on   this   parity. 

None  of  these  proposed  bills  was  enacted  after  these 
hearings  nor  was  a  report  issued  by  the  Subcommittee. 
Under  such  circumstances,  it  would  not  appear  that 
there  exists  in  Congress  any  belief  that  the  Secretary 
of  the  Treasury  is  usurping  power  by  regulating  newly- 
mined  gold  under  §  3  of  the  Gold  Reserve  Act  in 
order   to   maintain   the   dollar  at   parity   with   gold. 

In  addition,  the  importance  which  the  Congress 
attaches  to  the  maintenance  of  the  gold  parity  of  the 
dollar  is  manifested  by  the  fact  that  §  5  of  the  Bretton 
Woods  Agreements  Act  of  1945  (22  USC  286)  provides 
that  neither  the  President  nor  any  other  person  or 
agency  shall  propose  to  the  International  Monetary 
Fund  any  change  in  the  par  value  of  the  dollar,  approve 
any  change  in  such  par  value,  or  approve  any  general 
change  in  par  values  unless  Congress  by  law  authorizes 
such  action.  The  United  States,  as  required  by  Article  IV, 
§  1,  of  the  IMF  Articles  of  Agreement,  has  expressed  a 
par  value  of  the  dollar  equal  to  15-5/21  grains  of  gold 
9/lOths  fine.  Further,  under  Article  IV,  §  2,  the  United 
States  has  an  obligation  to  the  IMF  not  to  buy  gold 
at  a  price   above  par  value   plus   a   prescribed   margin 
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or  sell    gold    at    a    price    below    par   value    minus    the 
prescribed  margin.  The  IMF  has  65  members. 

Accordingly,  there  is  no  doubt  that  the  Gold  Reserve 
Act  of  1934  and  the  delegation  of  authority  to  the 
Secretary  of  the  Treasury,  contained  in  §  3  thereof,  to 
regulate  transactions  in  gold,  apply  to  gold  mined  from 
domestic  sources  subsequently  to  the  date  of  enactment 
of  the  Gold  Reserve  Act  as  fully  as  to  other  gold. 

This  is  clear  from  a  reading  of  the  Act  and  from  its 
purposes  and  legislative  history.  It  is  also  made  clear  by 
the  fact  that  after  the  introduction  into  the  past  ten 
sessions  of  Congress  of  numerous  bills  to  terminate 
the  appHcation  of  the  Act  and  regulations  to  newly- 
mined  domestic  gold  and  thorough  publicity  given  to 
these  proposals,  Congress  has  not,  to  date,  passed  any 
such   amendatory   legislation. 

III.  The  Gold  Regulations  of  the  Secretary  of  the  Treas- 
ury Bear  a  Reasonable  Relationship  to  the  Monetary 
Policy  Established  by  Congress  in  the  Gold  Reserve 
Act  of  1934  and  to  the  Constitutional  Authority  of 
Congress  Over  Revenue,  Finance  and  Currency. 

The  Supreme  Court  has  affirmed  the  broad  and 
comprehensive  authority  of  Congress  in  these  fields  in 
Knox  V.  Lee  (1870),  12  Wall.  457;  JulUard  v.  Greenman 
(1884),  110  U.S.  421;  Ling  Su  Fan  v.  U.S.  (1910), 
218  U.S.  302;  Norman  v.  B.  &>  O.  R.R.  Co.  (1935),  294 
U.S.  240;  Nortz  v.  U.S.  (1935),  294  U.S.  317;  and  Perry  v. 
U.S.  (1935),  294  U.S.  330.  In  Norman  v.  B.  &>  O.  R.R. 
Co.,  supra,  the  Supreme  Court  defined  the  limitations 


42 

on  its  jurisdiction  to  inquire  into  the  exercise  of  such 
powers  by  Congress  (at  p.  311): 

"Despite  the  wide  range  of  the  discussion  at  the 
bar  and  the  earnestness  with  which  the  arguments 
against  the  vaHdity  of  the  Joint  Resolution  have 
been  pressed,  these  contentions  necessarily  are 
brought,  under  the  dominant  principles  to  which 
we  have  referred,  to  a  single  and  narrow  point. 
That  point  is  whether  the  gold  clauses  do  constitute 
an  actual  interference  with  the  monetary  policy  of 
the  Congress  in  the  light  of  its  broad  power  to 
determine  that  policy.  Whether  they  may  be  deemed 
to  be  such  an  interference  depends  upon  an 
appraisement  of  economic  conditions  and  upon 
determinations  of  questions  of  fact.  With  respect 
to  those  conditions  and  determinations,  the  Con- 
gress is  entitled  to  its  own  judgment.  We  may 
inquire  whether  its  action  is  arbitrary  or  capricious, 
that  is,  whether  it  has  reasonable  relation  to  a 
legitimate  end.  If  it  is  an  appropriate  means  to 
such  an  end,  the  decisions  of  the  Congress  as  to 
the  degree  of  the  necessity  for  the  adoption  of 
that    means,    is    final." 

The  Supreme  Court  has  also  held  on  many  occasions 
that  the  courts  are  not  at  liberty  to  disturb  administra- 
tive regulations  made  as  authorized  in  an  act  of  Con- 
gress except  upon  a  showing  that  such  regulations  are 
unreasonable,  arbitrary,  capricious,  not  in  accordance 
with  law,  or  for  some  other  reason  amounting  to  a 
lack  of  power.  Board  of  Trade  of  Kansas  City  v.  U.S. 
(1942),  314  U.S.  534;  National  Broadcasting  Co.,  Inc. 
V.  U.  S.  (1943),  319  U.S.  190;  Chicago,  Rock  Island  # 
Pacific  Railway  Co.  v.  U.  S.  (1931),  284  U.S.  80. 

The  Gold  Regulations  were  issued  under  §  3  of  the 
Gold  Reserve  Act  of  1934  which  provides  for  the  issu- 
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ance  of  regulations  by  the  Secretary  of  the  Treasury 
prescribing  the  conditions  under  which  gold  may  be 
acquired,  etc.  "(a)  for  industrial,  professional  and  artis- 
tic use;  (b)  by  the  Federal  Reserve  Banks  for  the 
purpose  of  settling  international  balances;  and  (c)  for 
such  other  purposes  as  in  his  judgment  are  not  incon- 
sistent with  the  purposes  of  this  Act."  The  constitution- 
ality of  this  provision  has  been  upheld  against  the  con- 
tention that  it  constituted  an  unlawful  delegation  of 
legislative  power  in  Uebersee  Finanz  Korporation,  etc. 
V.  Rosen,  2  Cir.  1936,  83  F.2d  225,  cert.  den.  298  U.S. 
679.  With  respect  to  the  regulation  by  the  Secretary  of 
the  Treasury  of  newly-mined  gold  under  such  Act,  it 
would  appear  that  appellant  is  complaining  about  the 
failure  of  the  Secretary  to  exercise  any  discretion  he 
might  possess  under  (a)  and  (c)  of  §  3  to  allow  the 
free  trading  in  and  treating  and  melting,  etc.,  of  newly- 
mined  gold  in  the  United  States  and  its  export,  i.e.,  to 
exempt  this  type  of  gold  from  the  provisions  of  the  Gold 
Regulations  on  the  basis  of  a  finding  that  the  existence 
of  an  unrestricted  market  for  such  gold  in  the  United 
States  would  not  be  inconsistent  with  the  purposes  of 
the    Gold   Reserve  Act. 

The  basis  upon  which  Congress  acted  in  enacting 
the  Gold  Reserve  Act  of  1934  and  the  monetary  policies 
established  by  that  Act  are  dealt  with  in  II  above.  It  is 
believed  that  the  Supreme  Court  has  long  since  disposed 
of  any  constitutional  objections  to  the  exercise  by 
Congress    of   extensive   authority   over  gold. 

The  source  of  congressional  power  to  regulate  the 
price    and   sale   of   newly-mined   gold   under   the   Gold 
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Reserve  Act  of  1934  (48  Stat.  337,  codified  in  scattered 
sections  of  Title  12  and  Title  31  of  the  United  States 
Code)  has  been  held  to  be  conferred  by  the  United 
States  Constitution,  Article  I,  Section  8,  Clause  5,  18, 
"to  coin  money,  regulate  the  value  thereof"  and  "to 
make  all  laws  which  shall  be  necessary  and  proper  for 
carrying  into  execution  the  foregoing  powers."  Questions 
raised  by  the  appellant  as  to  the  scope  of  this  power 
and  as  to  the  competency  of  the  Congress  to  delegate 
to  the  President  and  the  Secretary  of  the  Treasury, 
broad  regulatory  powers  in  this  field  are  no  longer 
open.  Perry  v.  U.  S.  supra;  Legal  Tender  Cases  (1870), 
12  Wall.  457;  Raffino  v.  U.  S.,  9  Cir.  1940,  114  F.2d  696; 
U.  S.  V.  71.41  Ounces  Gold-Filled  Scrap,  2  Cir.  1938, 
94  F.2d  17;  Uebersee  Finanz  Korp.  v.  Rosen,  supra; 
Alaska  Juneau  Gold  Mining  Co.  v.  U.  S.  supra;  and 
see  Woods  v.  Cloyd  W.  Miller  Co.  (1948),  333  U.S.  138; 
Bowles  V.  Willingham  (1944),  321  U.S.  489  at  517; 
Hamilton  v.  Kentucky  Distilleries  Co.  (1919),  251  U.S. 
146;  Farber  v.  U.  S.,  9  Cir.  1940,  114  F.2d  5,  cert.  den. 
(1940),  311  U.S.   706. 

Gold  is  one  of  the  important  factors  determining  the 
value  and  supply  of  money  in  the  United  States  today. 
By  virtue  of  the  statutory  requirement  set  forth  in 
12  use  413,  the  Federal  Reserve  banks  hold  gold 
certificates  equal  to  at  least  25%  of  their  note  and 
deposit  liabilities.  Since  these  certificates  are  issued 
against  gold  held  by  the  Treasury,  the  gold  stock  of 
the  United  States  in  the  Treasury  serves  as  an  ultimate 
limitation  on  the  total  supply  of  Federal  Reserve  credit, 
and  thus  ultimately  of  the  supply  of  money  and  credit 
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in  the  United  States  since  the  commercial  banks  are 
also  required  to  hold  reserves  in  the  form  of  deposits  with 
the  Federal  Reserve  banks  against  their  own  deposit  lia- 
bilities (12  use  462). 

It  is  the  policy  of  the  U.  S.  Government  to  buy 
and  sell  gold  in  transactions  with  the  governments  and 
central  banks  of  foreign  countries  for  the  settlement  of 
international  balances  and  other  legitimate  monetary 
purposes  at  the  official  price  of  $35  per  fine  troy  ounce 
(exclusive  of  handling  charges).  (Statement  of  W.  Ran- 
dolph Burgess,  Deputy  to  the  Secretary  of  the  Treasury, 
Hearings  of  a  Subcommittee  of  the  Senate  Committee 
on  Banking  and  Currency  on  Gold  Reserve  Act  Amend- 
ments, 83d  Cong.,  2d  Sess.,  1954,  p.  17.)  Gold  accord- 
ingly may  be  purchased  from  the  United  States  by 
the  monetary  authorities  of  other  countries  to  settle 
their  balances  with  each  other  against  payment  for  the 
gold  in  dollars  and  conversely  they  may  settle  balances 
with  the  United  States  by  obtaining  dollars  through 
the  sale  of  gold  to  the  Treasury.  In  more  technical 
terms,  the  United  States  is  maintaining  an  international 
gold  bullion  standard,  which  sets  the  exchange  value 
of  the  dollar  in  terms  of  gold. 

Evidence  of  the  importance  of  the  willingness  of  the 
United  States  to  buy  and  sell  gold  at  a  fixed  price  in 
transactions  with  foreign  governments  and  central  banks 
is  the  fact  that  this  practice  is  deemed  to  fulfill  an 
obligation  undertaken  by  the  United  States  in  its 
acceptance  of  the  Articles  of  Agreement  of  the  Inter- 
national   Monetary    Fund    to    permit    exchange   trans- 
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actions  within  the  margin  of  parity  established  by  the 
Fund.  Article  IV,  §  4,  of  the  Articles  of  Agreement  of 
the  International  Monetary  Fund  imposes  a  require- 
ment that  members  permit  within  their  territories 
exchange  transactions  with  currencies  of  other  members 
only  within  a  certain  margin  from  par  value  for  their 
currencies  declared  to  the  Fund.  Article  IV,  §  4  of  the 
Fund  Agreement  provides  that  a  member  which  in  fact 
freely  buys  and  sells  gold  for  the  settlement  of  inter- 
national transactions  within  the  margins  established  by 
the  Fund  is  deemed  to  be  fulfilling  the  obligation  of 
this  section.  In  this  way  the  U.  S.  is  not  required  to 
intervene  in  the  market  to  maintain  the  parities  of 
other  currencies  with  the  dollar  except  by  the  device  of 
buying  and  selling  gold  in  exchange  for  dollars. 

The  Treasury's  views  on  all  phases  of  the  Gold  Regu- 
lations and  its  justification  for  such  regulations  were 
fully  set  forth  on  May  29,  1954  at  the  Hearing  on  Gold 
Reserve  Act  Amendments  held  by  the  Subcommittee 
on  Federal  Reserve  Matters  of  the  Senate  Committee  on 
Banking  and  Currency,  by  Mr.  W.  Randolph  Burgess, 
who  was  at  that  time  Deputy  to  the  Secretary  of  the 
Treasury.  A  copy  of  these  hearings  is  attached  as  an 
exhibit  to  the  memorandum  hereinbefore  referred  to  as 
part  of  the  designated  record,  and  attention  of  this 
court  is  invited  thereto,  and  Mr.  Burgess'  testimony 
appears  at  pages  16-32.  He  testified  as  follows  regarding 
the  relationship  between  the  dollar  and  gold  and  the 
effect  of  a  free  gold  market  on  the  currency: 

"It  has   been   said   sometimes   that  the   gold  in 
Fort  Knox  and  other  mint  institutions  is  idle  and 


\ 


47 

useless.  Nothing  could  be  less  true.  This  gold  is  the 
legal  reserve  of  the  Federal  Reserve  System  against 
its  deposits  and  currency  in  circulation.  For  20 
years  the  knowledge  all  over  the  world  that  the 
United  States  dollar  had  back  of  it  this  stock  of  gold 
coupled  with  the  intention  and  the  assured  ability 
to  maintain  a  constant  price  of  gold,  was  at  least 
one  firm  basis  for  measuring  world  values.  It  is  a 
major  reason  why  the  dollar  can  be  used  every- 
where to  settle  international  transactions. 

"In  summary,  this  is  our  present  gold  policy: 
We  are  maintaining  an  assured  ability  to  support 
a  constant  relationship  between  gold  and  the  dollar 
— a  relationship  which  is  as  important  to  foreign 
countries  as  it  is  to  us. 

"This  continung  and  unchanging  link  is,  in  fact, 
the  most  important  part  of  our  policy.  It  is  more 
important  than  the  redeemability  of  currency  into 
gold.  It  is  a  point  of  stability  in  a  world  v/hich 
sorely  needs  a  stable  basis  upon  which  to  build  a 
secure  and  healthy  international  economy,  [at  p. 
18] 

"Under  such  a  free  market  there  would  be  two 
alternatives:  Either  the  United  States  Government 
with  its  $22  billion  in  reserves,  would  stay  out  of  the 
market,  and  we  would  have  a  gold  price  that  fluctu- 
ated up  and  down  depending  upon  the  demand  for 
a  relatively  small  amount  of  nev/  gold  production; 
or  the  Government  would  stand  ready  to  buy  and 
sell  gold  at  the  official  price  to  prevent  fluctuations. 
The  first  alternative  would  tend  in  the  opposite 
direction  from  our  ultimate  goal — it  would  be  in 
the  direction  of  more  instability  instead  of  more 
stablity.  The  second  alternative  would  be,  in  effect, 
full  convertibility  of  the  currency  into  gold."  [at 
p.  29] 

The  views  expressed  by  Mr.  Burgess  have  support 
among    bankers,    economists    and    businessmen.    Mr. 


48 

Allan  Sproul,  former  president  of  the  Federal  Reserve 
Bank  of  New  York,  made  the  following  remarks  con- 
cerning proposals  for  a  free  gold  market  during  an 
Address*  before  the  Seventy-Fifth  Annual  Convention 
of  the  American  Bankers'  Association,  San  Francisco, 
California,  November  2,  1949: 

''The  third  argument — that  the  miners  of  gold 
should  be  free  to  sell  their  product  at  the  best  price 
they  can  get — is  probably  the  giveaway.  It  is  the 
argument  that  gold  should  be  treated  as  a  com- 
modity when  you  think  you  can  get  a  higher  price 
for  it,  and  as  a  monetary  metal  and  an  international 
medium  of  exchange  when  you  want  a  floor  placed 
under  its  price.  I  would  say  that  you  can't  have 
it  both  ways.  If  you  want  the  protection  of  an 
assured  market  at  a  fixed  price,  because  gold  is 
the  monetary  metal  of  the  country,  you  should 
not  ask  permission  to  endanger  the  stability  of  the 
monetary  standard  by  selling  gold  at  fluctuating 
prices  (the  gold  producers  hope  higher  prices)  in  a 
fringe  free  market.  Under  present  conditions,  the 
only  real  price  for  gold  is  the  price  the  United  States 
Treasury  is  prepared  to  pay  for  it.  So  long  as  that 
is  the  case,  there  is  no  sense  in  a  'make  believe' 
free  gold  market,  in  which  possible  temporary  or 
short- run  deviations  from  the  fixed  price  of  the 
Treasury   might   have   disturbing  consequences. 

"Nor  is  the  argument  that  citizens  of  the  United 
States  should  have  the  same  privileges  as  the  citizens 
of  other  countries,  when  it  comes  to  holding  or 
trading  in  gold,  at  all  convincing  to  me.  It  is  true 
that  in  a  number  of  foreign  countries  the  holding 
of  gold  by  private  citizens  is  legal,  and  in  some 
foreign    countries   strictly   internal   free    trading   in 


*  This  address  appears  at  pp.  448-456,  "Monetary,  Credit, 
and  Fiscal  Policies,"  Hearings  before  the  Subcommittee  on 
Monetary,  Credit  and  Fiscal  Policies  of  the  Joint  Committee 
on  the  Economic  Report,  81st  Cong.,   1st  Sess. 
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gold  is  permitted.  In  many  cases,  hov/ever,  this 
merely  represents  the  shifting  around  of  a  certain 
amount  of  gold  which  is  already  being  hoarded  in 
the  country,  since  in  practically  all  of  these  coun- 
tries the  export  and  import  of  gold  on  private 
account  is  either  prohibited  or  subject  to  license. 
And,  in  many  countries  where  gold  is  produced, 
some  percentage,  if  not  all,  of  the  newly  mined 
gold  must  be  sold  to  monetary  authorities,  a  require- 
ment which  further  limits  the  amounts  available  for 
trading  and  hoarding.  These  restricted  and  circum- 
scribed privileges  in  other  countries  are  no  reflec- 
tion of  a  loss  of  inalienable  rights  by  our  people. 
They  are  attempts  by  those  foreign  countries  to 
adjust  their  rules  with  respect  to  gold  to  their  own 
self-interest  and,  so  far  as  possible,  to  the  habits 
of  their  people,  all  under  the  sheltering  umbrella 
of  a  world  gold  market  and  a  world  gold  price 
maintained  by  the  Treasury  of  the  United  States. 

"We  have  deemed  it  wise  to  maintain  such  fixed 
point  of  reference,  in  a  disordered  world.  We  have 
decided  by  democratic  processes  and  by  congres- 
sional action,  that  this  policy  requires,  among  other 
things,  that  gold  should  not  be  available  for  private 
use  in  this  country,  other  than  for  legitimate  indus- 
trial, professional,  or  artistic  purposes.  We  have 
decided  that  the  place  for  gold  is  in  the  monetary 
reserves  of  the  country,  as  a  backing  for  our  money 
supply  (currency  and  demand  deposits  of  banks, 
and  as  a  means  of  adjusting  international  balances) 
not  in  the  pockets  or  the  hoards  of  the  people. 
If  we  want  to  reverse  that  decision,  the  means  of 
reversal  are  at  hand,  but  it  should  be  a  clear  cut 
and  a  clean  cut  reversal,  restoring  convertibility. 
Providing  a  dependent  free  gold  market,  in  which 
gold  miners  and  a  little  gold  group  of  speculative 
traders  or  frightened  gold  hoarders  (such  as  those 
v/ho  now  take  advantage  of  a  provision  in  the  regu- 
lations to  buy  and  sell  'gold  in  the  natural  state') 
could  carry  on  their  business  is  not  the  way  to 
meet  the   problem." 
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The  Money  and  Credit  Committee  of  the  National 

Association   of   Manufacturers,    in   a   pamphlet   entitled 

The    Gold    Standard    (April,    1955),    expressed    doubts 

about  the  desirability  of  a  free  gold  market  for  reasons 

similar  to  those  expressed  by  Mr.  Burgess: 

"...  The  gold  mining  industry  insists  that  it  is 
between  the  millstones  of  rising  costs  and  a  fixed 
price.  But  this  was  equally  true  under  the  gold 
standard  regime,  for  the  mint  price  for  gold  was 
not  then  adjusted  periodically  to  changes  of  mining 
cost   of   operation,    [p.    10] 

"A  point  already  noted  should  be  repeated  here. 
That  is,  because  of  the  fact  that  the  gold  dollar 
is,  itself,  the  standard  of  value  in  a  monetary 
system  based  on  gold,  there  would  come  a  time,  at 
whatever  level  the  so-called  'price'  of  the  dollar 
might  be  set  in  terms  of  gold,  when  the  gold  mining 
industry  would  experience  the  same  squeeze  as  it 
now  feels  and  against  which  it  now  rebels.  This  is  a 
fortuitous  condition  which  inevitably  affects  those 
engaged  in  the  production  of  the  metal  which  is  the 
basis   of   the    nation's   monetary   system."    [p.    11] 

In   its   conclusions  on  gold,   the   Committee  stated   (at 

p.   23): 

"4.  Regardless  of  how  the  present  mint  price  of 
$35  per  ounce  came  to  be  established,  it  has  pre- 
vailed now  for  20  years  and  it  has  been  integrated 
with  the  whole  vast  fabric  of  prices,  wages,  incomes, 
and  costs  .   .   . 

"5.  The  establishment  of  a  free  gold  bullion 
market  is  favored  by  some  as  a  first  step  toward 
resumption,  and  by  others  who  would  go  no  farther 
than  such  a  market.  The  huge  Treasury  stock  pre- 
sents serious  problems,  however.  The  current  annual 
output  of  gold  from  domestic  mines  is  hardly  large 
enough  to  constitute  the  basis  of  an  adequate  free 
market   if   the    Treasury   were    to   remain    neutral. 
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On  the  other  hand,  participation  of  the  Treasury 
in  the  market  could  defeat  the  purpose  of  the  plan 
because  of  its  dominant  position  as  a  holder  of, 
and  dealer  in,  gold." 

Thus  it  has  been  shown  that  since  the  founding  of 
the  United  States  (with  brief  interruptions  in  time  of 
serious  war)  the  American  dollar  has  been  valued  in 
terms  of  gold.  Prior  to  1933,  this  was  achieved  through 
the  operation  of  the  gold  coin  standard.  In  1934,  the 
Gold  Reserve  Act  discontinued  gold  coinage  in  the 
United  States.  Since  that  time  gold  has  served  a  dual 
role  in  the  United  States  monetary  system,  that  of  cur- 
rency reserves  and  ultimate  limitation  on  the  supply 
of  money  and  credit  and  also  a  means  of  ultimately 
settling  international  transactions.  The  parity  of  the 
dollar  with  gold  has  been  maintained  through  govern- 
ment regulation  of  gold  transactions  and  purchases  and 
sales  of  gold  by  the  government.  The  importance  of 
gold  in  the  United  States'  monetary  system  is  further 
demonstrated  by  the  fact  that  pursuant  to  an  author- 
izing Act  of  Congress,  which  provides  that  the  par  value 
of  the  dollar  in  terms  of  gold  may  not  be  changed 
without  the  consent  of  Congress,  the  United  States  has 
accepted  membership  in  the  International  Monetary 
Fund,  an  international  organization  set  up  for  the  pur- 
pose of  stabilizing  international  rates  of  exchange,  etc. 
(Preamble,  Articles  of  Agreement,  International  Mone- 
tary Fund). 

Under  tlie  foregoing  circumstances,  it  is  clear  that 
the  Gold  Regulations  have  a  reasonable  basis  in  rela- 
tion to  the  monetary  policies  of  the  Gold  Reserve  Act 
of  1934  and  to  the  powers  of  Congress  over  finance  and 
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the    currency    and    thus,    such   Regulations    cannot    be 
considered  unreasonable  or  arbitrary. 

IV.  The  Power  of  Congress  under  Art.  1   §  8  of  the  Con- 
stitution Is  not  Limited  to  "Coined  Money". 

1.  Appellant's  view  that  the  power  to  regulate  the 
value  of  money  granted  to  Congress  in  Art.  I,  §  8  of  the 
Constitution  includes  only  the  authority  to  regulate  the 
value  of  coin  has  been  rejected  by  the  Supreme  Court. 
In  interpreting  congressional  authority  over  the  cur- 
rency system,  the  Supreme  Court  has  held  on  many 
occasions  that  Congress  has  complete  authority  to  estab- 
lish a  monetary  system  and  determine  and  regulate 
the  currency  of  the  country.  Knox  v.  Lee;  Julliard  v. 
Greenman;  Norman  v.  B.  &>  O.  R.R.  Co.;  Nortz  v. 
U.  S.;  Perry  v.  U.  S.,  all  supra. 

2.  Appellant  asserts  the  proposition  that  gold  is  an 
ordinary  commodity  and  is  treated  as  such  by  the 
government.  As  pointed  out  by  Mr.  Burgess  at  pages  18 
and  21  of  the  Hearing,  gold  is  widely  used  as  a  means 
for  the  settlement  of  international  balances  of  pay- 
ments, and  the  fact  that  the  United  States  freely  buys 
and  sells  gold  at  a  fixed  price  in  dollars  in  the  settle- 
ment of  such  international  balances  is  an  important 
aspect  of  our  monetary  policy.  Treasury  purchases  and 
sales  of  gold  at  a  fixed  price  in  transactions  with  foreign 
governments  and  central  banks  fulfill  an  Undertaking 
of  this  government  under  an  international  agreement  to 
maintain  a  stable  exchange  value  for  the  dollar  in  inter- 
national transactions. 
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V.  Discussion    of    Appellant's    Opening    Brief    and    Case 
References   Not  Heretofore  Treated. 

Appellant  proceeds  on  the  theory  that  she  is  entitled 
to  mine  gold  and  sell  it  at  a  profit  as  a  commodity  and 
that  the  action  of  the  Government  under  the  Gold 
Reserve  Act  of  1934  and  Regulations  thereunder  have 
tended  to  limit  such  a  profit  by  fixing  a  price  which  the 
government  will  pay  for  gold  and  restricting  the  com- 
merce therein  by  licensing  regulations.  She  contends  such 
amounts  to  a  "taking"  of  her  property  without  just 
compensation. 

The  fallacy  of  appellant's  theory  is  based  upon  her 
ignoring  the  basic  problem  confronting  the  owners  of 
mines  of  the  metal,  which  by  its  nature  and  man's 
appreciation  of  it  historically,  has  acquired  the  status  of 
a  "precious"  metal,  giving  it  the  attribute  of  intrinsic 
worth  which  makes  it  susceptible  to  the  governmental  use 
of  tying  it  to  the  monetary  system  of  the  country. 
While  it  is  true  that  the  United  States  is  not  on  a  gold 
standard  in  the  sense  that  our  currency  notes  are 
redeemable  in  gold,  nor  can  gold  be  coined  and  circu- 
lated domestically  with  a  standard  weight  and  fineness 
for  a  given  minted  coin,  there  is  a  requirement,  as  previ- 
ously discussed,  that  the  Federal  Reserve  Banks  maintain 
a  gold  credit  of  a  portion  of  their  issued  notes,  which 
serves  to  set  a  standard  for  the  currency.  A  fluctuating 
price  of  gold,  in  terms  of  dollars  Vv^ould  make  such  a 
standard  meaningless. 

As  has  been  previously  mentioned  herein,  the  Na- 
tional   Association    of   Manufacturers,    in    its    pamphlet 
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The  Gold  Standard,  April  1955,  points  out  that  because 
of  the  fact  that  the  gold  dollar  is  itself  the  standard  of 
value  in  a  monetary  system  based  on  gold  (which  was 
the  system  before  the  Gold  Reserve  Act  of  1934)  there 
would  come  a  time  at  whatever  level  the  so-called  price 
of  the  dollar  might  be  set  in  terms  of  gold,  when  the 
gold-mining  industry  would  experience  the  same  squeeze 
as  it  now  feels  and  against  which  it  now  rebels.  This  is 
a  fortuitous  condition  which  inevitably  affects  those 
engaged  in  the  production  of  the  metal  which  is  the 
basis    of   the   nation's    monetary    system. 

Because  the  government  has  not,  nor  has  the  appellee 
herein,  who  has  responsibility  for  local  enforcement  of 
the  gold  program,  subject  to  the  limitation  that  he  can 
undertake  punitive  action  only  through  officers  of  the 
Department  of  Justice,  physically  "taken"  anything 
belonging  to  the  appellant  and  because  appellant  has 
failed  to  sustain  the  position  that  her  property  has 
been  the  subject  of  a  compensable  taking  by  the 
United  States  (Laycock  v.  U.  S.,  supra),  she  has  under- 
taken this  oblique  attack  on  the  constitutionality  of  the 
Regulations  by  seeking  injunction  against  the  Treasury 
Agent. 

In  support  of  her  theory  of  unconstitutionality, 
appellant  relies  on  decisions  or  statements  for  the  most 
part  applicable  to  different  conditions  of  a  different 
time,  decided  when  circulation  of  gold  was  not  prohib- 
ited— cases  long  since  worthy  of  their  place  in  legal 
history  as  evidence  of  the  elasticity  of  the  common  law 
of  the  land. 
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Appellant  propounds  a  doctrine  of  strict  constitu- 
tional construction  and  other  doctrines  long  ago  rejected 
and  a  definition  of  money  which  ignores  other  than 
coin.  She  ignores  that  the  term  "money"  in  common 
understanding  connotes  a  medium  of  exchange,  even 
though  currency,  not  coin.  In  re  Missouri- Pad  fie  Ry. 
Co.,  7  F.  Supp.  1,  10  Cir.,  E.D.  Mo.,  E.D.,  1934,  aff. 
sub  nom  Norman  v.  B.  &>  O.  R.R.  Co.  (1935),  294  U.S. 
240;  Emery  Bird  Thayer  Dry  Goods  Co.  v.  Williams, 
8  Cir.  1939,  107  F.2d  965,  cert.  den.  (1940),  309  U.S. 
655.  Appellant  ignores  the  Gold  Cases  reported  in 
294  U.S.,  Norman  v.  B.  &  O.  R.R.  Co.:  Nortz  v.  U.  S.; 
and  Perry  v.  U.  S.,  all  supra.  Appellant  also  ignores  the 
opinion  of  the  Supreme  Court  which  recently  reversed 
the  Court  of  Claims  opinion  cited  by  appellant  of  the 
Central  Eureka  Mining  Co.  v.  U.  S.  The  Supreme  Court 
decision  is  U.  S.  v.  Central  Eureka  Mining  Co.  (1958), 
357  U.S.    155. 

Appellant  contends  there  is  no  power  of  the  govern- 
ment to  fix  the  price  of  gold.  As  has  been  previously 
pointed  out,  when  gold  is  the  basis  of  the  monetary 
system,  whether  it  be  a  gold  standard  or  other  basis, 
the  price  which  the  government  vv^ill  pay  for  gold  will 
fix  the  value  thereof  because  no  one  will  sell  gold  for 
less,  and  if  commercial  users  can  obtain  gold  from  the 
government  at  such  price,  they  will  not  pay  more. 
Thus  the  power  to  fix  the  sum  to  be  paid  in  terms  of  the 
unit  of  value  in  common  exchange  for  a  given  weight 
of  a  certain  fineness  of  gold  will  automatically  fix  the 
price  of  that  commodity  unless  the  supply  available 
from  the  government  is  less  than  the  demand  of  com- 
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mercial  users.  Should  the  appellant  suggest  that  there 
are  people  who  would  desire  the  commodity  for  other 
than  the  commercial  uses,  appellant  would  emphasize 
the  circumstance  which  gave  rise  to  the  Presidential 
Proclamations  and  the  Gold  Reserve  Act.  Apart  from 
commercial  uses,  those  seeking  gold  would  ordinarily 
seek  it  only  as  a  store  of  treasure  which  they  otherwise 
accomplish  by  the  use  of  the  currency  or  securities  or 
property  that  they  may  purchase  therewith.  If  the 
nation's  potential  gold  supply  were  withdrawn  in  this 
fashion,  the  currency  could  be  contracted  and  might 
ultimately  become  less  acceptable  as  a  measure  of  stored 
wealth  and  ultimately  as  a  medium  of  exchange,  to  the 
disruption  of  the  present  monetary  system  of  the 
country. 

Appellant  also  contends  that  no  statute  fixes  the  price 
of  gold  or  authorizes  any  department  of  the  government 
to  do  so.  Appellee  suggests  that  the  Regulations  do  not 
fix  the  price  of  gold,  but  fix  the  price  which  the  United 
States  will  pay  for  it  at  the  mint  and  therefore  has  the 
end  effect  of  fixing  price,  as  have  previous  government 
monetary  systems.  It  is  also  suggested,  as  hereinbefore 
discussed,  that  the  Regulations  are  pursuant  to  and 
reasonably  related  to  the  constitutional  congressional 
directions  with  regard  to  the  Secretary  of  the  Treasury's 
responsibilities  to  the  monetary  system.  That  this  is  not 
an  unlawful  delegation  of  legislative  authority,  as  con- 
tended by  the  appellant,  is  established  by  the  case  of 
Uebersee  Finanz  Korp.,  etc.  v.  Rosen,  supra.  See  also 
U.  S.  V.  O'Toole,  D.C.  R.I.  1951,  101  F.  Supp.  123. 
The    appellant    contends    that    setting    the    gold    pricel 
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deprives  her  of  her  property  without  due  process  of 
law  and  contrary  to  the  Fifth  Amendment  to  the  Con- 
stitution. The  government  must,  as  an  incident  to  the 
use  of  gold  as  a  monetary  standard,  achieve  the  result 
of  fixing  the  price  of  gold.  If  this  is  injurious  to  the 
appellant,  it  is  a  consequential  and  incidental  result  not 
amounting  to  a  taking  in  the  constitutional  sense. 

The  appellant  also  contends  that  setting  the  price  of 
gold  in  paper  money  and  as  a  condition  of  a  license  to 
produce  gold  that  gold  be  delivered  to  the  Treasury 
Department  at  that  price,  is  unconstitutional  and  con- 
fiscatory. Such  Regulations  are  not  unconstitutional  if 
reasonably  related  to  the  constitutional  statute  concern- 
ing money.  It  is  submitted  that  they  are,  as  the  District 
Court  has  found,  reasonably  related  to  this  power.  There 
is  no  confiscation  involved,  just  as  there  is  no  taking 
involved.  As  previously  pointed  out,  appellant  is  not 
required  to  sell  to  the  mint  and  no  price  is  prescribed 
for  her  sale  to  licensed  users  of  gold. 

Appellant  also  contends  that  the  establishment  of 
such  price  discriminates  against  the  appellant  and  other 
producers  to  the  benefit  of  users  of  gold.  If  the  regula- 
tions have  such  indicated  result  there  is  certainly  no 
discrimination  between  members  of  the  class  concerned 
by  the  Regulations.  In  addition,  this  is  no  more  true 
than  it  was  v/hen  the  United  States  was  on  a  gold  coin 
standard  at  times  when  the  cost  of  production  of  gold 
mounted  by  reason  of  economic  conditions  which  may 
have  given  rise  to  increased  costs  of  production.  Even 
a  gold  standard  does  not  affect  the  basic  economic  laws 
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of  supply  and  demand  and  other  factors  influencing  the 
amount  of  goods  and  services  that  a  measured  medium 
of  exchange  will  buy.  The  production  of  gold  is  not 
immune  from  these  influences  and  the  government, 
unless  it  wishes  to  subsidize  gold  production,  which  it 
is  not  required  to  and  has  not  undertaken  to  do,  will  not 
guarantee  gold  mining  as  a  profitable  venture.  The  paper 
money  which  the  government  now  exchanges  for  gold  at 
the  mint  is  the  medium  of  exchange  which  is  the  measure 
of  all  goods  and  services  in  commerce  of  the  country. 
As  such,  the  payment  in  terms  of  such  currency  is 
not  confiscatory.  The  Regulations  are  seated  in  statutes 
(see  12  use  213). 

Appellant  contends  that  the  control  of  gold  has  no 
relationship  to  maintaining  the  parity  of  the  dollar.  For 
reasons  hereinbefore  submitted,  it  is  urged  that  appel- 
lant is  in  error.  Appellant  contends  that  Congress  has 
no  power  to  fix  the  value  of  paper  currency.  If  the 
government  has  power  to  fix  the  value  of  any  of  its 
monetary  media,  it  has  the  power  to  fix  the  value  of 
the  currency,  even  though  it  may  not  be  redeemed  in 
gold  under  the  statute  upon  which  it  is  based.  The  value 
of  the  paper  money  depends  upon  the  credit  of  the 
country,  which  will  ultimately  be  the  situation  in  any 
case  in  which  the  money  is  not,  of  itself,  of  full  intrinsic 
value.  The  fallacy  of  appellant's  reasoning  is  her  adher- 
ence, contrary  to  decision,  to  the  theory  that  the  consti- 
tutional power  of  Congress  is  limited  to  regulating  the 
value  of  coined  money. 

Appellant  contends  that  gold  as  a  commodity  can- 
not be  money  and  argues  that  because  our  currency  is 
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not  redeemable  in  gold,  we  have  no  money,  and  there- 
fore gold  can  only  be  a  commodity,  which  the  govern- 
ment has  no  power  to  regulate.  Gold  is  not  required 
to  be  circulating  money  to  affect  the  parity  of  gold 
with  the  dollar  in  exchange  under  a  system  of  a 
reserve  standard.  Appellant  contends  that  when  gold 
was  money  in  the  sense  that  it  was  exchanged  in  coin, 
the  control  thereof  was  unnecessary  to  maintain  parity. 
It  does  not  follow  that  regulation  of  mining  of  gold  is 
not  necessary  to  maintain  the  parity  of  the  currency 
with  the  dollar  and  in  any  event,  it  does  not  appear 
unduly  speculative  to  assume  that  the  result  of  coining 
gold  now,  absent  a  system  enabling  full  redemption, 
would  result  again  in  hoarding  of  gold  coins  to  the 
depreciating  of  the  currency  and  resultant  destruction 
of  gold  parity  and  the  contraction  of  available  gold 
for  settling  world  trade  balances. 

Appellant  emphasizes  that  in  the  past,  gold  v/as  a 
commodity  for  which  the  government  paid  varying 
prices.  Appellant  cites  as  illustrative  thereof  that  in  1895 
the  government  paid  a  premium  in  bonds  for  gold.  The 
government  does  no  less  today  when  it  issues  bonds  for 
the  common  exchange  media,  the  currency  dollars  of 
the  country  (see  31  USC  462). 

Appellant  contends  also  that  Title  31,  USC,  §  463, 
prevents  contracts  measured  by  gold  and  that  they 
thereby  abolished  the  standard  of  money.  The  statute 
merely  is  a  means  of  protecting  the  currency  as  legal 
tender  by  requiring  that  contracts  be  not  dependent 
upon  irredeemable  gold  as  the  measure  of  payment. 
The  statutes  does  not  abolish  the  standard  of  money, 
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which    is    fixed   by   the    requirement   that   the    Federal 

Reserve   Banks   have  a   credit  reserve   of   25%   in  gold 

certificates    for    the    issue    of    their    notes.    Arthur    v. 

Richards  (1874),  23  Wall.  246;  Bronson  v.  Rodes  (1868), 

7  Wall.   229,  were  decided,  as  pointed  out  by  Norman 

V.  B.  &=  O.  R.R.   Co.,  supra,  at  p.  300,  when  gold  was 

still  in  circulation  and  no  act  of  Congress  prohibiting 

the  enforcement  of  such  clauses  had  been  passed.  The 

court  in  the  Norman  case,  commenting  on  Bronson  v. 

Rodes,  supra,  said: 

"In  Bronson  v.  Rodes,  supra,  page  251,  the 
court  held  that  the  legal  tender  acts  of  1862  and 
1863,  apart  from  any  question  of  their  constitu- 
tionality, had  not  repealed  or  modified  the  laws  for 
coinage  of  gold  or  silver  or  the  statutory  provisions 
which  made  those  coins  a  legal  tender  in  all  pay- 
ments. It  followed,  said  the  court,  that  'there  were 
two  descriptions  of  money  in  use  at  the  time  the 
tender  under  consideration  was  made,  both  author- 
ized by  law,  and  both  made  legal  tender  in  pay- 
ments. The  statute  denomination  of  both  descrip- 
tions was  dollars;  but  they  were  essentially  unlike 
in  nature.'  Accordingly,  the  contract  of  the  parties 
for  payment  in  one  sort  of  dollars,  which  was  still 
in  lawful  circulation,  was  sustained." 

The  case  of  Guaranty  Trust  Co.  v.  Henwood  (1939), 
307  U.S.  243,  cited  by  appellant,  who  quotes  from  the 
dissenting  opinion,  as  to  the  purpose  of  the  gold  legis- 
lation, in  the  majority  opinion  establishes  the  power 
of  Congress  to  recall  and  control  the  national  currency 
and  to  make  that  currency  legal  tender  for  all  purposes, 
including  payment  of  domestic  dollar  obligations  with 
exceptions  for  payment  in  foreign  currency.  The  court 
says,    "Whether  it  was   'wise   and   expedient'   to   do  so 
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was  under  the  constitution  a  determination  to  made  by 
the  congress."  Pennsylvania  Coal  Co.  v.  Mahon  (1922), 
260  U.S.  393,  simply  held  that  a  state  statute  which 
interfered  with  existing  coal  mining  rights  to  prevent 
subsidence  of  lands,  streets  and  private  property,  was  not 
a  valid  exercise  of  the  police  power  because  the  regula- 
tion went  too  far  and  amounted  to  a  taking.  The  key 
to  the  opinion  was  in  the  court's  remark  on  facts  arising 
in  mining  country,  where  the  court  said,  "Insofar  as 
private  persons  or  communities  have  seen  fit  to  take  the 
risk  of  acquiring  only  surface  rights,  we  cannot  see 
that  the  fact  that  their  risk  has  become  a  danger  war- 
rants giving  to  them  greater  rights  than  they  bought." 

Forbes  v.  Gracey  (1876),  94  U.S.  762,  was  an 
attempt  to  resist  taxes  of  the  State  of  Nevada  imposed 
upon  property  of  the  Consolidated  Virginia  Mining 
Company  on  the  ground  that  the  title  to  the  land  from 
which  the  mineral  was  taken  was  in  the  United  States 
and  therefore  not  subject  to  state  taxation.  The  court 
held  that  the  tax  was  upon  the  yield  and  the  levy  upon 
the  personal  property  and  the  tax  could  therefore  be 
imposed.  Its  relationship  to  the  issues  at  hand  appears 
remote. 

Erhardt  v.  Boaro  (1885),  113  U.S.  527,  was  simply 
a  question  of  notice  between  the  two  claimants  to  a 
mineral  claim.  Heydenfeldt  v.  Daney  Gold  &  Silver 
Mining  Co.  (1876),  93  U.S.  634,  was  a  case  turning 
upon  the  power  of  the  State  of  Nevada  to  make  a 
grant  of  land  which  had  not  been  yet  surveyed  by  the 
United  States,  it  being  in  a  section  commonly  set  aside 
for  common  school  purposes.  These  two  cases  appear  to 


62 

be  not  related  to  the  issues  herein.  The  plaintiff's  cita- 
tion of  Central  Eureka  Mining  Co.  et  al  v.  Court  of 
Claims  (1956),  138  F.  Supp.  281,  ignores  the  reversal 
in  U.  S.  V.  Central  Eureka  Mining  Co.  et  al,  supra. 
U.  S.  V.  CMC  (1945),  323  U.S.  373,  was  a  condemna- 
tion action  for  a  leasehold  interest  of  a  portion  of  a  ware- 
house in  which  the  tenant-lessee,  being  dispossessed,  was 
obliged  to  incur  substantial  moving  expenses.  The  court 
did  not  limit  the  compensability  to  the  bare  appraisal 
of  the  value  of  the  space.  While  some  language  therein 
may  comfort  the  appellant,  the  case  is  not  factually 
such  as  to  be  of  help  to  appellant  herein.  Terrace  v. 
Thompson  (1923),  263  U.S.  197,  merely  upheld  the 
power  of  the  State  of  Washington  by  statute  to  dis- 
qualify aliens  who  had  not  declared  intention  to  become 
citizens,  from  holding  interest  in  lands.  The  case  is  not 
in   point. 

Meyer  v.  Nebraska  (1923),  262  U.S.  390,  invalidated 
a  Nebraska  statute  which  was  a  basis  of  a  criminal  action 
against  Meyer  for  teaching  a  foreign  language  to  chil- 
dren in  the  schools  of  Nebraska.  The  court  said  that 
this  was  an  interference  with  the  calling  of  modern 
language  teachers  and  with  the  obligations  of  pupils 
to  acquire  knowledge  and  with  the  power  of  parents  to 
control  the  education  of  their  own.  It  appears  remotely 
connected,  if  at  all,  with  the  claimed  right  to  mine  gold 
at  a  profit. 

It  appears  established  law  that  under  the  circum- 
stances of  Williams  v.  Fanning  (1947),  332  U.S.  490, 
and  Colorado  v.  Toll  (1925),  268  U.S.  228,  it  would 
not  be  necessary  to  join  the  Secretary  of  the  Treasury 
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as  a  necessary  party;  however,  the  facts  and  circum- 
stances herein  are  not  such  as  in  those  cases.  In  Colo- 
rado V.  Toll,  the  court  found  that  the  act  was  void 
as  an  intrusion  upon  the  power  of  the  state  and 
injunction  against  the  superintendent  could  effectively 
provide  a  remedy.  In  Williams  v.  Fanning,  the  postal 
fraud  order  was  enforceable  by  local  interpretation  and 
local  action  and  the  injunction  could  effectuate  itself 
on  the  subordinate  postal  employee.  Under  the  facts 
in  this  case,  if  the  Regulation  be  valid,  there  is  no 
room  for  interpretation  by  the  local  Treasury  Agent 
and  preventing  his  enforcement  of  the  law  could  affect 
the  monetary  system  of  the  country  itself,  as  distin- 
guished from  the  enforcement  of  a  local  traffic  regula- 
tion in  a  national  park  or  the  circulation  of  a  particular 
bit  of  mail  matter.  Ickes  v.  Fox  (1937),  300  U.S.  82, 
involved  the  question  of  the  necessity  of  the  United 
States  as  a  party  and  was  against  the  Secretary  of  the 
Interior  in  a  situation  which  the  court  held  did  not 
amount  to  action  against  the  United  States  because  the 
Secretary  of  Interior  had  issued  a  wrongful  order  with 
respect  to  property  rights  not  in  the  United  States  but 
vested  in  others. 

Monongahela  Navigation  Co.  v.  U.  S.  (1893), 
148  U.S.  312,  was  a  condemnation  action  in  which  the 
lower  court  had  not  allowed  compensation  for  a  fran- 
chise to  operate  a  toll  lock.  Congress  had  legislated  so 
as  to  cloud  the  right  to  compensation  for  tlie  franchise 
and  the  court  held  that  the  compensation  for  the  taking 
was  not  a  proper  function  of  the  legislative  branch. 
If  appellant's  case  involved  a  taking,  the  case  might  be 
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in    point.    Appellee    submits    that    there    is    no    taking 
and  that  the  case  fails  to  aid  appellant. 

People  V.  Supervisors  (1868),   7  Wall.  26,  is  a  case 

concerning  the  taxability  by  states  of  the  United  States 

notes  under  the  Loan  and  Currency  Acts  of  1862  and 

1863.   The  court  said: 

"We  have  already  said  that  these  notes  are 
obligations.  They  bind  the  national  faith.  They  are 
therefore  strictly  securities.  They  secure  the  pay- 
ments stipulated  to  the  holders  by  pledge  of  the 
national  faith,  the  only  other  ultimate  security  of 
our  national  obligations  whatever  form  they  may 
assume." 

This  case,  like  some  previously  discussed,  was  decided 
when  gold  coins  were  in  circulation. 

The  Legal  Tender  Cases,  supra,  established  the  valid- 
ity of  U.  S.  currency  as  legal  tender.  The  court  said  that 
the  government  is  to  pay  the  debt  of  the  union  and  must 
be  authorized  to  use  the  means  which  appear  to  itself 
most  eligible  to  effect  that  object.  It  has  consequently 
a  right  to  make  remittances  by  bills  or  otherwise  and 
to  take  those  precautions  which  would  render  the 
transactions  safe.  The  court  points  out  the  circum- 
stances of  stress  which  led  the  Congress  to  make 
Treasury  notes  legal  tender  and  suggests  that  if  it  be 
conceded  that  some  other  means  might  have  been 
chosen  as  the  accomplishment  of  these  legitimate  and 
necessary  ends,  the  concession  does  not  weaken  the 
argument  that  it  is  a  constitutional  power.  Congress 
had  the  choice  of  means  to  legitimate  ends,  if  appropri- 
ately adapted  to  that  end,  though  perhaps  in  different 
degrees.    It  is   not  for   the   court   to   say   which   means 
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should  have  been  adopted.  The  rules  of  construction 
do  not  require  that  the  relationship  between  the  means 
and  the  end  shall  be  direct  and  immediate. 

Appellant  stresses  that  there  may  no  longer  be  a 
basis  for  enforcement  of  the  Regulations  because  the 
emergency  may  no  longer  exist  relating  to  the  powers 
under  the  Trading  with  the  Enemy  Act,  and  cites 
Bauer  v.  U.  S.,  9  Cir.  1957,  244  F.2d  794,  in  support 
thereof.  The  Bauer  case  was  a  criminal  action  based 
upon  regulations  which  imposed  criminal  sanctions  upon 
certain  dealers  in  gold  and  the  court  remanded  the 
conviction  for  retrial  to  ascertain  whether  or  not  the 
emergency  during  which  the  regulation  v/as  adopted 
had  passed  away.  That  certain  penalties  might  be  invali- 
dated would  not  invalidate  these  regulations,  because, 
as  is  stated  in  that  case: 

"The  present  contention  of  appellant  is  that 
there  is  no  criminal  statute  or  regulation  in  force 
which  penalizes  the  possession  of  gold  bullion.  This 
is  based  upon  the  argument  that  the  economic 
emergency  which  resulted  in  the  adoption  of  Exec- 
utive Order  6260,  under  authority  of  12  USCA, 
Section  95a,  no  longer  exists.  It  is  suggested  that 
there  is  no  national  economic  emergency  at  the 
present  time,  and  the  second,  not  only  is  there  no 
^  war  emergency,   but  that,   by  joint  resolution  and 

by  Presidential  Proclamation,  the  war  emergencies 
have  ceased  to  exist.  We  find  that  the  policy  of 
preventing  the  retention  and  possession  of  gold 
bullion  is  a  part  of  the  national  policy  of  the 
United  States.  The  Gold  Reserve  Act,  however, 
by  which  this  policy  is  established,  imposes  no 
penalties  except  that  the  gold  acquired  or  held  in 
violation  shall  be  forfeited  and  the  person  failing 
to  comply  shall  be  subject   to  a  penalty  equal  to 
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twice  the  value  of  the  gold  so  seized  or  involved." 
(Emphasis  supplied). 

Appellee  urges  that  the  Regulations  reasonably  related 
to  that  policy  under  the  Gold  Reserve  Act  would  not 
appear  to  depend  upon  an  emergency  or  other  authoriza- 
tion than  the  implied  requirements  and  the  express  ones 
of  the  Gold  Reserve  Act  of  1934  insofar  as  the  issues  of 
this  case  are  drawn.  The  Regulations  under  that  Act 
are  valid.  They  are  the  ones  of  which  appellant  com- 
plains. 

CONCLUSION 

The  United  States  has  a  national  policy  of  restricted 
dealing  in  gold,  for  the  maintenance  of  the  monetary 
system  of  the  land.  The  policy  necessarily  requires 
restrictions  on  the  treating  of  mined  gold  and  the 
circulation  of  it.  This  policy  is  bound  in  with  the 
Bretton  Woods  Agreement  and  the  Bretton  Woods 
Agreements  Act,  to  which  many  countries  are  tied.  It  is 
suggested  that  all  the  appellant  would  ask  this  court  to 
do  is  to  change  the  monetary  structure  of  the  world. 
Appellee  suggests  that  the  court  is  not  going  to  embark 
upon  the  legislative  function  of  striking  down  the  present 
monetary  system  and  substituting  its  own. 

The  appellant  is  not  entitled  to  relief.  The  judg- 
ment of  the  District  Court  should  be  affirmed. 

C.  E.  LUCKEY, 

United  States  Attorney, 
District  of  Oregon. 
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No.  16,170 


United  States  Court  of  Appeals 
For  the  Ninth  Circuit 


Gladys  Laycock, 

vs. 
Frank  J.  Kenny, 


Appellant, 


Appellee. 


Appeal  from  the  United  States  District  Court 
for  the  District  of  Oregon. 

APPELLANT'S  PETITION  FOR  A  REHEARING. 


Appellant  respectfully  moves  the  Court  to  set  aside 
its  opinion  as  heretofore  filed  herein  and  to  grant  a 
rehearing  of  this  cause.  As  grounds  therefor  appellant 
submits  the  following. 

The  opinion  of  this  Court  holds  that  there  was  no 
''taking"  of  appellant's  property  in  the  constitutional 
sense.  That  issue  was  not  decided  by  the  District  Court 
and  was  not  briefed  or  argued  in  this  Court. 

This  Court  so  ruled  without  citing  the  controlling 
decisions  of  the  Supreme  Court,  which  we  submit  hold 
to  the  contrary.  Such  controlling  decisions  in  and  of 
themselves  establish  the  necessity  for  a  rehearing  by 
this  Court.  We  will  cite  and  quote  those  controlling 
decisions  after  a  brief  statement  of  facts. 


ESSENTIAL  FACTS  NOT  STATED  IN  THE  OPINION. 

The  patent  to  this  mining  claim  was  issued  by  the 
government  for  a  vakiable  consideration.  The  owner 
developed  the  mine  in  reliance  upon  the  terms  of  that 
patent.  That  patent  was  a  grant  of  the  right  to  ex- 
tract, possess  and  dispose  of  the  mineral. 

Erhardt  v.  Boaro,  113  U.S.  527  at  535 ; 

USCA  Title  30,  Sections  22  to  26. 

"What  makes  the  right  to  mine  coal  valuable  is 
that  it  can  be  exercised  with  profit.  To  make  it 
commercially  impracticable  to  mine  certain  coal 
has  very  nearly  the  same  effect  for  constitutional 
l^urposes  as  appropriating  or  destroying  it." 

Penna  Coal  Co.  v.  Mahon,  260  U.S.  393  at  414. 

Under  the  laws  governing  the  issuance  of  patents 
for  mining  claims,  the  right  of  a  patentee  to  mine, 
possess  and  dispose  of  her  gold  is  absolute ;  as  absolute 
as  the  right  of  one  who  has  acquired  title  to  land  by  a 
patent  from  the  government.  Mining  claims  and  land 
are  sold  by  the  government  for  a  valuable  considera- 
tion under  patents.  When  such  a  conveyance  is  made, 
the  rights  of  the  grantee  are  absolute.  Thereafter  such 
a  grant  cannot  be  revoked  or  altered  by  the  govern- 
ment. 

Such  a  mining  claim  patented  by  the  government, 
like  lands  patented  by  the  government,  constitute  the 
absolute  property  of  the  grantee.  If  for  a  public  pur- 
pose or  in  the  public  interest  the  government  wishes  to 
terminate  the  property  rights  which  it  had  granted — 
a  right  to  own,  possess  and  sell  the  minerals — the  gov- 


ernment  must  condemn  the  property  and  pay  just 
compensation,  which  compensation  must  be  deter- 
mined by  the  Courts. 

The  Constitution  protects  the  right  to  produce,  own 
and  dispose  of  the  metal  in  that  claim  as  an  essential 
attribute  of  the  property. 

Terrace  v.  Thompson,  263  U.S.  197  at  215. 

"*  *  *  the  right  of  the  owner  to  fix  the  price  at 
which  his  property  shall  be  sold  or  used  is  an  in- 
herent attribute  of  the  property  itself  and,  as 
such,  is  within  the  protection  of  the  due  process 
clauses  of  the  fifth  and  fourteenth  amendments." 

Tyson  Bros.  v.  Banton,  273  U.S.  418  at  429. 

Pl*ice  control  is  unconstitutional. 

See  authorities  cited  at  pp.  42  and  43  of  main 
brief. 


FACTS  ESTABLISHED  BY  THE  OPINION. 

The  opinion  of  this  Court  establishes 

(a)  That  'Hlie  Regulations  effectively  set  the  price 
of  gold  in  the  United  States".    (Op.  p.  8)  ; 

(b)  That  the  Regulations  make  it  impossible  for 
appellant  to  exercise  the  rights  granted  by  the  patent, 
i.e.,  the  right  to  produce,  own  and  sell  the  mineral 
(sic).  Appellant  alleges  that  the  price  has  ruined  the 
gold  mining  industry  (p.  19)  ; 

(c)  The  authority  given  by  the  statute  ''makes  the 
Treasury  the  ruler  of  the  market  place,  if  not  the 
market  itself"; 


(d)  The  statute  authorizes  the  mints  to  pay  $35.00 
per  troy  ounce  of  fine  gold  *  *  *  and  authorizes  the 
mints  to  sell  gold  to  persons  licensed  to  purchase  it  at 
$35.00  per  troy  ounce. 

In  those  findings  this  Court  has  established  that  the 
Regulations  deprive  the  appellant  of  her  property 
rights  as  granted  by  the  patent  from  the  United 
States,  such  rights  being  her  right  to  mine,  own  and 
dispose  of  the  gold  in  her  claim ; 

(e)  The  opinion  states  "the  Fifth  Amendment 
*  *  *  forbids  the  taking  of  private  property  without 
just  compensation  *  *  *".    (Op.  p.  17.) 


THE  BASIC  AND  CONTROLLING  RULING 
OF  THIS  COURT. 

The  basic  and  controlling  ruling  upon  which  the 
conclusion  of  this  Court  rests  is  the  ruling  on  the  con- 
stitutional point,  to  wit,  that  the  acts  complained  of 
and  the  Regulation  do  not  constitute  a  "taking"  in  the 
constitutional  sense.  The  opinion  makes  the  following 
several  statements : 

(a)  "*  *  *  there  is  no  taking  in  the  constitutional 
sense  *  *  *".    (p.  18); 

(b)  "But  as  we  have  discussed  above,  the  effects 
of  this  power  on  the  appellant's  property  is  not  a 
'taking'  in  the  constitutional  sense."   (p.  19)  ; 

(c)  "The  Fifth  Amendment,  under  which  she  as- 
serts her  rights,  forbids  the  taking  of  property  with- 
out just  compensation,  or  the  deprivation  of  it  with- 


out  due  process  of  law".    ^'But  this  provision  refers 
only  to  direct  appropriations."   (p.  17.) 

With  great  respect  for  this  Court,  we  submit  that 
each  of  those  statements  is  contrary  to  controlling  de- 
cisions and  that  a  reconsideration  of  the  question  by 
this  Court  must  necessarily  lead  to  a  correction  of 
those  statements,  and  a  different  holding  with  respect 
to  the  constitutional  question  i^resented. 

Under  controlling  decisions  "a  direct  appropria- 
tion" is  not  necessary  to  constitute  a  ''taking"  of 
property  in  the  constitutional  sense.  Under  the  con- 
trolling decisions  where  the  effect  of  governmental  ac- 
tion is  so  complete  as  to  deprive  the  owner  of  all  or 
most  of  his  interest  in  the  subject  matter,  such  action 
amounts  to  a  "taking",  even  though  the  government 
does  not  acquire  title  to  or  occupancy  of  the  property. 
It  is  the  deprivation  of  the  owner  rather  than  the  ac- 
cretion of  a  right  or  interest  to  the  government  which 
constitutes  a  "taking".  Such  is  the  law  as  declared 
by  the  uniform  decisions  of  the  Supreme  Court. 

Under  the  Fifth  Amendment  it  is  not  necessary  that 
property  should  be  absolutely  taken  by  the  govern- 
ment, but  a  serious  interruption  of  the  common  and 
necessary  use  of  the  property  amounts  to  a  taking. 

Ptimpelly  v.  Green  Bay  Co.,  13  Wallace  166; 
U.  S.  V.  General  Motors  Corp.,  3'23  U.  S.  373 ; 
U.  S.  V.  Caushy,  328  U.  S.  256  at  261-2; 
U.  S.  V.  Kansas  City  Life  Insurance  Co.,  339 

U.  S.  799  at  809-810; 
Pe7ina  Coal  Co.  v.  Mahou,  260  U.  S.  393  at  414- 
415; 
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U.  S.  V.  Welch,  217  U.  S.  333; 

Bichards  v.  Washington  Terminal  Co.,  233  U.  S. 

546; 
U.  S.  V.  Lynah,  188  U.  S.  445  at  468  to  471; 
U.  S.  V.  Cress,  243  U.  S.  316  at  324  to  329. 

To  aid  the  Court  we  now  submit  brief  extracts  from 
the  above  opinions: 

In  'PumpeUy  v.  Green  Bay  Co.,  13  Wallace  166  the 
Court  held,  that  under  the  constitutional  provisions  it 
is  not  necessary  that  the  land  should  be  absolutely 
taken,  and  that  a  serious  interruption  of  the  com- 
mon and  necessary  use  of  property  amounted  to  a 
'taking-".    The  Court  made  the  following  statement: 
''The  argument  of  the  defendant  is  that  there 
is  no  faking  of  the  land  within  the  meaning  of  the 
constitutional  provision,  and  that  the  damage  is  a 
consequential  result  of  such  use  of  a  navigable 
stream  as  the  government  had  a  right  to  for  the 
improvement  of  its  navigation. 

"It  would  be  a  very  curious  and  unsatisfactory 
result,  if  in  construing  a  provision  of  constitu- 
tional law,  always  understood  to  have  been 
adopted  for  protection  and  security  to  the  rights 
of  the  individual  as  against  the  government,  and 
which  has  received  the  commendation  of  jurists, 
statesmen,  and  commentators  as  placing  the  just 
principles  of  the  common  law  on  that  subject 
beyond  the  power  of  ordinary  legislation  to 
change  or  control  them,  it  shall  be  held  that  if 
the  government  refrains  from  the  absolute  con- 
version of  real  property  to  the  uses  of  the  public 
it  can  destroy  its  value  entirely,  can  inflict  ir- 
reparable and  permanent  injury  to  any  extent, 


can,  in  effect,  subject  it  to  total  destruction  with- 
out making  any  compensation,  because,  in  the  nar- 
rowest sense  of  that  word,  it  is  not  taken  for  the 
public  use.  Such  a  construction  would  pervert  the 
constitutional  provision  into  a  restriction  upon 
the  rights  of  the  citizen,  as  those  rights  stood  at 
the  common  law,  instead  of  the  government,  and 
make  it  an  authority  for  invasion  of  private  right 
under  the  pretext  of  the  public  good,  which  had 
no  warrant  in  the  laws  or  practices  of  our  an- 
cestors." 
13  Wallace  177-178. 

We  know  of  no  decision  by  the  Supreme  Court 
which  has  been  cited  and  followed  more  frequently 
than  the  above  decision  in  the  Pwmpelly  case. 

In  Penna  Coal  Co.  v.  MaJion,  a  coal  company  had 
conveyed  the  surface  of  land  but  had  reserved  the 
right  to  remove  all  coal  beneath  the  surface.  A  statute 
forbade  the  mining  of  coal  in  such  a  way  as  to  cause 
the  sinking  of  the  surface.  The  effect  was  to  deprive 
the  owner  of  his  right  to  mine  and  sell  the  coal  be- 
neath the  surface. 

The  Court  held  that  such  statute  was  unconstitu- 
tional, since  it  deprived  the  owner  of  the  coal  of  his 
right  to  mine  the  same  and  did  so  without  just  com- 
pensation. The  Court  said : 

''As  said  in  a  Pennsylvania  case,  'for  practical 
purposes,  the  right  to  coal  consists  in  the  right  to 
mine  it'.  Commonwealth  vs.  Clearview  Coal  Co., 
256  Pa.  St.  328,  331.  What  makes  the  right  to 
mine  coal  valuable  is  that  it  can  be  exercised  with 
profit.   To  make  it  commercially  impracticable  to 
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mine  certain  coal  has  very  nearly  the  same  effect 
for  constitutional  purposes  as  appropriating  or 
destroying  it.    This  we  think  that  we  are  war- 
ranted in  assuming  that  the  statute  does." 
260  U.S.  415. 

The  Court  also  said  ''if  the  Regulation  goes  too 
far  it  will  be  recognized  as  a  taking",   (p.  415.) 

In  JJ.  S.  V.  General  Motors  Corporation,  323  U.S. 
373,  the  Court  made  the  following  statement  with  re- 
spect to  the  provision  of  the  Fifth  Amendment  direct- 
ing that  private  property  shall  not  be  taken  for  public 
use  without  just  compensation. 

''The  critical  terms  are  'property',  'taken'  and 
'just  compensation'  ".    (p.  377.) 

The  Court  then  said  that  the  word  "property"  de- 
notes the  group  of  rights  inhering  in  the  citizen's  rela- 
tion to  the  physical  thing  '^as  the  right  to  possess,  use 
and  dispose  of  it".  And  then  said  ^^the  constitutional 
provision  is  addressed  to  every  sort  of  interest  the  cit- 
izen may  possess." 

The  Court  then  said  that  where  the  effects  of  the 
governmental  action  are  so  complete  as  to  deprive  the 
owner  of  all  or  most  of  his  interest  in  the  subject  mat- 
ter, such  action  amoimts  to  a  taking,  and  that  it  is  the 
deprivation  of  the  former  oivner  rather  than  the  accre- 
tion of  a  right  to  the  sovereign  which  constitutes  the 
taking.  The  precise  words  of  the  Court  are  as  follows : 
"In   its   primary   meaning,    the   term   'taken' 
would  seem  to  signify  something  more  than  de- 
struction, for  it  might  well  be  claimed  that  one 


does  not  take  what  he  destroys.  But  the  construc- 
tion of  the  phrase  has  not  been  so  narrow.  The 
courts  have  held  that  the  deprivation  of  the  for- 
mer otvner  rather  than  the  accretion  of  a  right  or 
interest  to  the  sovereign  constitutes  the  taking. 
Governmental  action  short  of  acquisition  of  title 
or  occupancy  has  been  held,  if  its  effects  are  so 
complete  as  to  deprive  the  owner  of  all  or  most  of 
his  interest  in  the  subject  matter,  to  amount  to  a 
taking. ' ' 
323  U.  S.  378. 

In  U.  S.  V.  Kansas  City  Life  Insurance  Co.,  339 
U.S.  799,  the  Court  held  that  destruction  of  agricul- 
tural value  of  land  by  flooding  is  a  taking  within  the 
meaning  of  the  Fifth  Amendment. 

In  U.  S.  V.  Causby,  328  U.  S.  356,  the  proof  showed 
that  the  government  used  airlanes  for  military  air- 
craft over  the  owner's  land  at  a  low  altitude.  The 
result  was  the  destruction  of  the  use  of  the  property 
as  a  commercial  chicken  farm. 

i  The  government  conceded  that  if  the  flights  over  the 
property  had  rendered  it  uninhabitable,  there  would 
be  a  taking  under  the  Fifth  Amendment,  but  argued 
that  since  the  flights  were  within  the  minimum  safe 
altitudes  they  were  an  exercise  of  the  declared  right  of 
travel  through  the  air  space. 

But  the  Supreme  Court  held  that,  under  the  facts, 
there  was  a  taking  pro  tanto  of  the  respondents' 
property  which,  because  of  the  Fifth  Amendment,  had 
to  be  compensated.  The  opinion  said,  '4f,  by  reason  of 
the  frequency  and  altitude  of  the  flights  respondents 


10 


could  not  use  this  land  for  any  purpose,  their  loss 
would  be  complete.  It  would  be  as  complete  as  if  the 
United  States  had  entered  upon  the  surface  of  the 
land  and  taken  'exclusive  possession  of  it.'  "   (p.  261. J 

In  TJ.  S.  V.  Welch,  217  U.S.  333,  the  government 
had  condemned  three  acres  of  land  and,  by  doing  so, 
had  cut  off  the  use  of  a  right  of  way  and  deprived  the 
plaintiff  of  the  only  practical  outlet  from  his  farm  to 
the  county  road. 

The  government  did  not  condemn  the  right  of  way 
and  there  was  no  direct  appropriation  thereof.  But 
the  Court  held  that  the  destruction  of  the  farmer's 
right  was  the  taking  of  his  property,  which  compelled 
the  pajrment  of  just  compensation. 

The  Court  specifically  stated: 

* '  *  *  *  a  destruction  for  public  purposes  may  as 
well  be  a  taking  as  would  be  an  appropriation  for 
the  same  end". 

In  U.  S.  V.  Cress,  243  U.S.  316,  the  Court  said  : 
''While  the  government  does  not  directly  pro- 
ceed to  appropriate  the  title,  yet  it  takes  away  the 
use  and  value ;  when  that  is  done  it  is  of  little  con- 
sequence in  whom  the  fee  may  be  vested."  (p. 
328.) 

In  U.  S.  V.  Lymh,  188  U.S.  445  at  470,  the  Court 
said  again : 

''While  the  government  does  not  directly  pro- 
ceed to  appropriate  the  title,  yet  it  takes  away  the 
use  and  value;  when  that  is  done  it  is  of  little 
consequence  in  whom  the  fee  may  be  vested." 
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Thus  the  uniform  decisions  of  the  Supreme  Court 
expressly  hold,  that  the  Fifth  Amendment  is  not  lim- 
ited to  cases  of  direct  appropriation,  but  that  the 
Fifth  Amendment  prevents  the  government  depriving 
the  citizen  of  any  of  his  property  or  property  rights 
v^ithout  just  compensation. 

As  the  Court  said  in  a  Geyieral  Motors  case, 

''the  deprivation  of  the  former  owner  rather 

than  the  accretion  of  a  right  or  interest  to  the 

sovereign  constitutes  the  taking." 
323  U.S.  378. 

But,  contrary  to  the  above  decisions,  this  Court 
holds  that  under  the  facts  here  there  has  been  no  ' '  tak- 
ing", and  that  the  Fifth  Amendment  refers  only  to 
"direct  appropriation". 

Under  the  above  controlling  decisions  those  rulings 
by  this  Court  are  erroneous  and  should  be  corrected. 

The  opinion  uses  the  phrase  "direct  appropria- 
tion" and  says  that  here  there  has  been  none. 

"Direct  appropriation"  is  not  the  phrase  used  in 
the  Fifth  Amendment.  It  has  a  much  narrower  mean- 
ing than  the  word  "taking".  The  phrase  "direct  ap- 
propriation" is  ambiguous  and  misleading. 

Under  the  uniform  decisions  the  Fifth  Amendment 
prohibits  the  taking  of  property  for  public  use  with- 
out just  compensation  and  is  not  limited  to  a  direct 
appropriation  by  the  government,  but  applies  to  all 
"takings"  by  the  government. 
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Possibly,  this  Court  used  the  phrase  because  in  the 
Norman  case,  254  U.S.  at  page  305,  the  Supreme  Court 
said  that  the  Legal  Tender  Decision  had  said  that  the 
Fifth  Amendment  referred  only  to  a  direct  appropri- 
ation. 

The  context  in  the  opinion  and  the  issues  in  the 
Legal  Tender  Case  explain  the  use  of  the  phrase  there. 

In  the  Legal  Tender  Case  the  Court  used  the  phrase 
"direct  appropriation"  as  meaning  a  taking  of  prop- 
erty hy  the  Government,  as  distinguished  from  the  op- 
eration of  a  general  law  which  would  not  directly  take 
the  property  of  a  citizen,  but  which  might  indirectly 
cause  loss  or  harm  to  an  individual  in  dealings  between 
individuals. 

The  distinction  is  a  sound  one  and  is  made  clear  by 
the  decision  in  the  Pumpelly  case,  which  was  decided 
hy  the  same  Justices,  who  had  decided  the  Legal  Ten- 
der Case. 

In  the  Pumpelly  case  that  Court  held  that  the  pur- 
pose of  the  Fifth  Amendment  is : 

"*  *  *  for  the  protection  of  the  rights  of  the 
individual  as  against  the  Government^'. 

And  then  the  Court  said  that  the  Fifth  Amendment 
was  never 'supposed  to  inliibit  laws  that: 

' '  indirectly  work  harm  or  loss  to  individuals ' '. 
13  Wallace,  page  177. 

The  opinion  held  that  even  though  the  government 
had  not  directly  appropriated  the  property  (sic)  ;  had 
refrained  from  "absolute  conversion  of  the  property 
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to  the  uses  of  the  public",  nevertheless  the  value  of 
the  property  had  been  destroyed,  and  that  such  de- 
struction had  been  a  taking. 

The  opinion  specifically  stated  that  the  word  'tak- 
ing" could  not  be  restricted  to  a  narrow  sense  and 
that  to  do  so  would  pervert  the  constitutional  provi- 
sion.   (13  Wallace  at  p.  178.) 

The  same  justices,  who  rendered  that  specific  and 
precise  decision  with  respect  to  the  Fifth  Amendment, 
when  the  meaning  of  that  amendment  was  directly  in 
issue,  had  also  decided  the  Legal  Tender  Case. 

In  the  Legal  Tender  Case  the  parties  had  not  as- 
serted that  the  Act  had  violated  the  Fifth  Amendment. 
They  could  not  have  made  that  contention  because  the 
Fifth  Amendment  is  a  protection  of  the  individual 
solely  against  the  Government,  and  not  a  protection 
as  between  private  parties  inter  sese. 

Public  Utilities  Commission  v.  Pollak,  343  U.  S. 
451  at  461. 

No  actions  by  an  individual  against  another  can 
violate  the  Fifth  Amendment.  Probably  no  law,  which 
operates  only  between  individuals,  can  violate  the 
Fifth  Amendment.  ^ 

For  that  reason  in  the  Legal  Tender  Ca/e,- the  con- 
tention was  only  that  the  Legal  Tender  Act  was  ''pro- 
hibited by  the  spirit  of  the  Fifth  Amendment".  (12 
Wallace,  p.  551.) 

And  thus,  in  the  Legal  Tender  Decision  the  Court 
said  that  the  Fifth  Amendment  referred  only  to : 
"a  direct  appropriation." 
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The  context  shows  that  the  opinion  was  merely  dis- 
tinguishing between 

(a)  a  general  law  which  might  indirectly  cause 
loss  or  harm  to  an  individual,  and 

(b)  the  ''taking"  of  an  individual's  property  by 
the  government. 

In  making  that  distinction,  the  opinion  used  the 
phrase  "direct  appropriation"  to  mean  a  "taking". 
It  did  not  mean  that  there  was  no  taking  because  the 
government  had  not  directly  appropriated  the 
property. 

That  is  made  exquisitely  clear  by  a  decision  of  the 
same  judges  in  the  Pumpelly  case  the  following  year. 

In  the  Piimpelly  case  the  language  of  the  Fifth 
Amendment  was  analyzed  and  reviewed. 

The  PumpeUy  decision  held  that  government  action 
causing  irreparable  and  permanent  damage  to  prop- 
erty constituted  a  "taking"  and  was  prohibited  by  the 
language  of  the  Fifth  Amendment. 

That  the  Fifth  Amendment  operates  only  as  against 
the  government,  and  not  as  between  private  parties, 
is  evidenced  by  the  decisions  in  the  Gold  Clause  Cases. 

The  Norman<  case  was  a  suit  between  private  parties. 
The  Court  held  as  between  private  parties  the  joint 
resolution  to  be  constitutional.    (294  U.S.  240.) 

But  the  Perry  case  tvas  a  suit  against  the  govern- 
ment. The  Court  held  the  same  joint  resolution  un- 
constitutional as  applied  to  Government  obligations. 
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In  the  Perry  case  the  Court  said : 
''there  is  a  clear  distinction  between  the  power  of 
the  Congress  to  control  and  interdict  the  contracts 
of  private  parties  *  *  *  and  the  power  of  the 
Congress  to  alter  or  repudiate  the  substance  of  its 
own  engagements  *  *  *." 
294  U.S.  page  350. 

Thus,  we  find  no  decision  which  holds,  as  an  adjudi- 
cation, that  the  Fifth  Amendment  applies  only  to 
direct  appropriation. 

But,  the  uniform  decisions  hold  that  any  deprivation 
by  the  government  of  any  property  right  of  a  citizen 
without  just  compensation  is  a  "taking''  of  property 
in  violation  of  the  Fifth  Amendment;  and  that,  there- 
fore, the  Fifth  Amendment  is  not  limited  to  "direct 
appropriation". 

In  this  case,  by  its  direct  action,  the  government 
has  deprived  the  appellant  of  her  entire  property 
right — the  right  to  mine,  possess  and  sell  the  mineral. 
The  government  has  made  it  impossible  for  her  to  use 
and  work  her  claim.  That  is  the  extent  of  the  appel- 
lant's property.  A  patent  for  a  mining  claim  grants 
only  those  rights.    Those  rights  have  been  destroyed. 

"The  destruction  of  all  uses  of  the  property 
*  *  *  has  been  held  to  constitute  a  taking  *  *  *." 

U.  S.  V.  Cmisly,  328  U.S.  at  261  note. 

Though  it  be  asserted  that  the  acts  of  the  govern- 
ment are  done  under  the  constitutional  power  over 
money,  or  are  related  to  that  power,  that  makes  no 
difference. 
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The  Constitution  gives  power  'Ho  provide  and  main- 
tain a  Navy".  Under  that  constitutional  power,  the 
government  flew  Navy  planes  at  a  low  altitude  and 
thereby  deprived  an  owner  of  property  of  the  right  to 
use  his  property  for  a  particular  business — raising 
chickens. 

The  direct  action  of  the  government  had  deprived 
the  owner  of  a  part  of  the  use  of  his  property. 

The  Supreme  Court  held  that  there  was  a  "taking" 
of  his  property  within  the  meaning  of  the  Fifth 
Amendment.    (U.S.  v.  Caushy,  328  U.S.  256.) 

Here  the  government  has  deprived  the  owner  of  the 
only  property  right  she  possesses — the  right  to  mine, 
use  and  sell  the  mineral.  The  government  had  granted 
her  that  right.  The  direct  action  of  the  government 
has  deprived  her  of  it. 

We  submit  that  these  facts  establish  that  there  has 
been  a  "taking"  of  appellant's  property  within  the 
meaning  of  the  Fifth  Amendment. 


ALL  CONSTITUTIONAL  POWERS  OF  CONGRESS  ARE  SUBJECT 
TO  THE  LIMITATIONS  IMPOSED  BY  THE  FIFTH  AMEND- 
MENT. 

The  opinion  of  this  Court  refers  to  broad  powers 
of  Congress  over  money  and  the  monetary  system. 

We  do  not  discuss  those  powers,  since  however 
broad  they  may  be,  either  under  the  Constitution  itself 
or  under  the  decisions  construing  it,  there  remains 
this  indisputable   fact:    the  exercise  of  that  power, 


17 


is  subject  to  the  limitations  imposed  by  the  Fifth 

Amendment.    Every  power  granted  to   Congress  by 

the  Constitution  is  subject  to  the  Fifth  Amendment. 

Monongahela  Navigation  Co.  v.  United  States, 

148  U.S.  312  at  336; 
Louisville  Bank  v.  Radford,  295  U.S.  559  at 

589; 
Ciirrin  v.  Wallace,  306  U.S.  1  at  14. 

Even  the  war  power  is  subject  to  the  Fifth  Amend- 
ment. 

Ex  parte  MilUgan,  4  Wallace  at  119. 

That  is  basic  law  which  has  never  been  controverted. 
Under  those  decisions  it  necessarily  follows  that,  even 
though  Congress  may  have  absolute  power  over  money 
and  monetary  matters,  yet  the  exercise  of  that  power 
is  subject  to  the  limitation  of  the  Fifth  Amendment. 
Therefore,  even  though  Congress  might  deem  it  nec- 
essary to  take  possession  of  all  gold,  and  to  deprive 
the  owner  of  a  mining  claim  of  his  right  to  mine  and 
sell  his  gold,  Congress  cannot  do  so  without  paying 
just  compensation,  and  such  just  compensation  must 
be  determined  by  the  courts. 

By  holding  that  Congress  sought  control  over  all 
gold  in  the  exercise  of  its  monetary  powers,  this 
Court  holds  that  such  control  is  for  a  public  purpose. 
That  fact  establishes  the  application  of  the  Fifth 
Amendment. 

The  government  also  takes  the  appellant's  property 
for  a  private  purpose.  The  government  takes  the 
producer's  gold  at  a  price  below  its  cost  of  production 
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and  sells  that  gold  to  commercial  users  at  the  same 
price.  It  thus  takes  the  property  of  "A"  and  gives  it 
to  ''B".  The  government  thereby  subsidizes  the  com- 
mercial users  at  the  expense  of  the  consumer.  That 
violates  the  "due  process"  clause  of  the  Fifth  Amend- 
ment. 

Mora  V.  Megias,  223  Fed.  (2d)  814  at  816. 

The  appellant  so  contended,  but  this  Court  held 
such  contention  to  be  '^ without  merit"  because  of  the 
holding  by  this  Court  that  there  was  no  'taking"  of 
appellant's  property.  But  the  "due  process"  clause 
of  the  Fifth  Amendment  prevents  that  course  and 
protects  this  appellant  even  if  there  had  been  no 
taking. 

Missouri  Pacific  Railway  v.  Nebraska,  164  U.S. 

403  at  417; 
Thompson  v.  Consolidated  Gas  Co.,  300  U.S.  55 
at  79  to  81. 

Furthermore,  every  conclusion  of  this  Court,  an- 
nounced in  its  opinion,  rests  upon  the  holding  that 
there  has  been  no  "taking"  of  appellant's  property. 

With  great  respect  we  urge  that  such  holding  is 
contrary  to  the  controlling  decisions  above  cited  and 
quoted. 

The  government  granted  the  right  to  mine,  possess 
and  sell  this  gold  by  its  patent.  That  right  was 
property. 

We  submit  that,  under  the  Constitution,  the  govern- 
ment cannot  revoke  or  alter  that  grant  without  com- 
pensation, and  that  the  statute,  as  construed  by  this 
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Court,  makes  it  impossible  for  the  owner  of  that  claim 
to  operate  it  profitably. 

As  this  Court  says,  the  grant  of  authority,  attacked 
here,  makes  the  Treasury  the  "ruler  of  the  market 
place."  (Op.  p.  8.)  When,  as  "ruler  of  the  market 
place"  the  govermnent  sets  the  price  of  gold  below 
the  cost  of  production,  and  has  thereby  ruined  the 
gold  mining  industry  and  made  it  impossible  for  the 
appellant  to  use  her  property  profitably,  we  earnestly 
submit  that  the  government  has  deprived  her  of  her 
property  and  of  her  means  of  livelihood.  Such  depri- 
vation of  her  property  is  a  "taking"  of  that  property. 


Under  Article  III  Section  1  of  the  Constitution, 
when  property  is  taken  by  the  government  the  com- 
pensation required  by  the  Fifth  Amendment  must  be 
set  by  a  Court  and  not  by  an  administrative  agency. 
The  opinion  of  this  Court  denies  that  right  to  this 
appellant  and  does  so  for  the  basic  reason  asserted 
in  the  opinion  that  there  was  no  "taking"  of  her 
property.  If,  as  we  contend,  there  was  a  "taking", 
then  that  ruling  is  erroneous. 


NORMAN  V.  B  &  0  RAILROAD,  294  U.  S.  240. 

The  Norman  decision  has  no  application  to  this 
case.  The  appellant  contends  that  the  government  has 
no  power  to  compel  a  citizen  to  surrender  her  private 
property  in  exchange  for  irredeemable  paper  currenc}^ 
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which  has  no  fixed  value.  The  opinion  holds  that  such 
issue  is  settled  by  the  Norman  case. 

We  respectfully  ask  the  Court  to  reconsider  that 
ruling  for  the  following  reasons : 

(1)  The  Joint  Resolution  applied  only  to  con- 
tracts for  the  payment  of  money — monetary  obliga- 
tions; the  Holyoke  case,  300  U.S.  324  and  the  Guar- 
anty Trust  Co.  case,  307  U.S.  243  were  both  decided 
because  the  Court  construed  the  contracts  there  in 
issue  to  be  contracts  for  money — monetary  obligations. 
See  300  U.S.  at  340  and  307  U.S.  at  255. 

The  Joint  Resolution  applied  only  to  contracts  for 
money.  By  its  terms  it  is  limited  to  contracts  for 
money. 

(2)  In  the  Norman  case  the  parties  did  not  ques- 
tion the  power  of  the  government  to  pay  in  irredeem- 
able paper  currency.  They  question  only  the  amount 
of  such  currency  to  which  they  were  entitled.  They 
were  obliged  to  accept  that  currency  because  the  obli- 
gations were  for  money  and,  therefore,  came  within 
the  Joint  Resolution. 

Such  decisions  do  not  sustain  the  power  of  the 
government  to  take  priA^ate  property,  such  as  gold  or 
any  other  commodity,  and  to  compel  a  citizen  to 
accept  in  exchange  for  it  irredeemable  paper  currency. 

(3)  The  Joint  Resolution  was  held  constitutional 
as  between  private  parties  and  as  applied  to  private 
contracts,  but  the  same  Joint  Resolution  was  held 
unconstitutional  as  applied  to  government  obligations. 

Perry  v.  United  States,  294  U.S.  330  at  354. 
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We  submit  that  those  decisions  do  not  hold  that  the 
government  may  take  private  property  in  exchange 
for  irredeemable  paper  currency  without  fixed  value. 
The  ruling  in  the  Perry  case  would  seem  to  indicate 
the  contraiy. 


The  opinion  states  that  if  appellant  wishes  to  sell 
her  gold,  she  could  exchange  payment  only  in  legal 
tender.  If  she  could  exercise  her  constitutional  right 
to  sell  her  gold  without  interference  by  the  govern- 
ment, it  is  true  that  she  would  have  to  accept  payment 
in  legal  tender.  But,  under  those  circiunstances,  it  is 
also  true  that  she  could  receive  for  her  gold  a  much 
greater  amoimt  of  that  currency  than  at  tlie  rate  of 
$35.00  face  amount  of  such  paper  currency  per  ounce 
of  gold.  The  facts  throughout  the  world,  which  are 
common  knowledge,  demonstrate  that.  The  mere  fact 
that  the  cost  of  production  of  gold  in  terms  of  such 
paper  currency  is  more  than  $35.00  per  ounce  estab- 
lished that  that  price  in  such  paper  currency  is  not 
just  compensation. 

In  conclusion  we  submit  that  the  subject  of  money 
has  nothing  to  do  with  this  case;  that  the  injection 
and  discussion  of  money  in  this  case  has  confused 
the  basic  issue. 

The  basic  issue  here  is  whether  the  Federal  Gov- 
ernment, after  having  granted  an  absolute  property 
right,  the  right  to  mine  gold,  may  prohibit  the  exer- 
cise of  that  right  and,  thereby,  deprive  the  appellant 
of  her  property  without  just  compensation. 
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For  a  long  period  of  years  gold  was  our  money  and 
we  are  still  accustomed  to  thinking  of  gold  as  money, 
but  an  appreciation  of  realities  will  demonstrate  that 
gold  is  no  longer  money  within  the  United  States 
in  any  sense  of  the  word,  and  that  gold  has  no  rela- 
tionship whatsoever  to  the  monetary  system  or  paper 
currency  system  which  we  are  now  using. 

The  Federal  Courts  are  the  guardians  of  the  consti- 
tutional rights  of  the  people  and  of  the  constitutional 
limitations  upon  federal  powers. 

We  earnestly  petition  this  Court  to  grant  a  rehear- 
ing in  this  case  in  order  that  the  appellant  may  be 
heard  on  the  basic  and  controlling  issues  of  constitu- 
tional law  which  control  this  case. 

We  remind  the  Court  again  that  the  basic  issue 
upon  which  the  decision  of  this  Court  turns  was 
neither  briefed  nor  argued  before  the  Court. 

We  pray  for  a  reconsideration  and  a  rehearing. 

Dated,  September  25,  1959. 

Respectfully  submitted, 

Norman  L.  Easley, 
Paul  Bakewell,  Jr., 

Attorneys  for  Appellant 
and  Petitioner. 
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Certificate  of  Counsel 

We  hereby  certify  that  we  are  of  counsel  for  appel- 
lant and  petitioner  in  the  above  entitled  cause  and  that 
in  our  judgment  the  foregoing  petition  for  a  rehearing 
is  well  founded  in  point  of  law  as  well  as  in  fact  and 
that  said  petition  for  a  rehearing  is  not  interposed  for 
delay. 

Dated,  September  25, 1959. 

Norman  L.  Easley, 
Paul  Bai<:ewell,  Jr., 

Of  Counsel  for  Appellant 
and  Petitioner. 
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In  the  District  Court  of  thei  United  States^  N'orth- 
ern  District  of  California,  Southern  Division 

No.  30662 

CHEW  WING  LUK,  by  his  next  friend,  CHEW 
FONO  SHEW,  Plaintiff, 

vs. 

DEAN  ACHESON,  as  Secretary  of  State, 

Defendant. 

COMPLAINT    FOR    DECLARATORY    JUDG- 
MENT OF  CITIZENSHIP  UNDER  8  U.S.C. 

903 

Plaintiff,  by  his  next  friend  Chew  Fong  Shew, 
and  his  attorneys,  Chow  and  Sing,  complains  of  the 
defendant  as  follows : 

I. 

That  plaintiff  is  temporarily  located  in  Hong 
Kong,  British  Crown  Colony,  l3ut  avers  that  it  is 
his  desire  and  intention  to  come  to  the  United 
States  to  take  up  residence  with  his  aunt  and  next 
friend,  Chew  Fong  Shew,  in  San  Francisco,  Cali- 
fornia. 

I  "• 

That  the^  defendant.  Dean  Acheson,  is  the  duly 
appointed  and  qualified  Secretary  of  State  of  the 
United  States  and  the  head  of  the  Department  of 
State;  that  the  American  Consul  Greneral  and  the 
Foreign  Service  at  Hong  Kong,  B.C.C.,  are  under 
his  direction  and  control  and  are  responsible  solely 
to  him,  the  defendant,  [2]  as  Secretary  of  State. 
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III. 

That  the  jurisdiction  of  this  Court  is  invoked  be- 
cause plaintiff  has  a  cause'  of  action  against  the  de- 
fendant pursuant  to  the  provisions  of  Section  503 
of  the  Nationality  Act  of  1940  (54  iStat.  1171,  1172; 
8  U.S.C.A.  903) ;  under  the  jurisdiction  of  this 
court  in  proceedings  in  equity;  and  under  28 
U.S.C.A.  1331  and  2201; 

IV. 

That  said  plaintiff  is  the  lawful  blood  son  of 
Chew  Tai  Kam,  a  native  bom  citizen  of  the  United 
States  whose  citizenship  status  was  conceded  by  the 
United  States  Immigration  Authorities  for  the  Port 
of  San  Francisco  incident  to  his  return  from  China 
in  1920;  that  as  evidence  of  his  citizenship,  there 
was  issued  to  Chew  Tai  Kam  by  the  United  States 
Immigration  Authorities  for  the  Port  of  San  Fran- 
cisco a  Certificate  of  Identity;  that  the  said  Chew 
Tai  Kam  is  now  deceased,  having  died  in  Merced, 
California  on  Aug.  8,  1931. 

V. 

That  said  Chew  Tai  Kain  made  the  following 
visit  to  China,  to  wit:  depaiied  1906,  returning 
1920; 

VI. 

That  said  Chew  Tai  Kam  was  married  toi  Wong 
Shee  in  1917  (Chinese  Republic  6)  at  the  Nom  Sing 
Lay  Village,  Hoy  Ping  District,  Kwangtimg  Prov- 
ince, China;  that  plaintiff  wa,s  bom  to  the  said 
Chew  Tai  Kam  and  Wong  Shee  on  April  12,  1921  at 
the  Nom   Sing  Lay  Village,   Hoy   Ping  District, 
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Kwangtimg  Province,  China;  tliat  the  facts  of  said 
marriage  and  of  said  birth  were  duly  reported  to 
the  United  States  Immigration  Service. 

VII. 

That  Chew  Fong  Shew  is  a  permanent  resident 
of  the  City  and  County  of  San  Francisco,  State  of 
California,  and  is  within  the  jurisdiction  of  this 
Court. 

VIII. 

That  diew  Tai  Kam  was  a  citizen  at  the  time  of 
the  birth  of  the  plaintiff  and  had  resided  in  the 
United  States  prior  to^  the  birth  of  thei  plaintiff; 
that  Wong  Shee,  plaintiff's  mother,  was  an  alien 
and  is  now  deceased,  having  died  in  [3]  China  on 
May  4,  1946;  that  plaintiff  was  a  citizen  of  the 
United  States  at  birth  by  reason  of  the  laws  of  the 
United  States  then  in  full  force  and  effect,  to^  wit: 
Section  1993  of  the  United  States  Revised  Statutes, 
as  amended  by  the^  Act  of  May  24,  1934,  (46  Stat. 
797)  as  further  amended  by  Section  201(g)  of  the 
Nationality  Act  of  1940.  (8  U.S.C.A.  601(g).) 

IX. 

That  Chew  Fong  Shew,  in  or  about  December 
1947,  prepared  and  executed  an  affidavit  attesting 
to  the  fact  that  plaintiff  is  her  lawful  blood  nephew 
and  an  American  citizen  for  the  purpose  of  facili- 
tating plaintiff's  travel  to  the  United  States;  that 
said  affidavit  was  thereupon  submitted  and  filed 
with  the  American  Consulate  General  at  Hong 
Kong,  in  support  of  plaintiff's  application  for  issu- 
ance of  an  American  passport  or  travel  document 
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to  enable  plaintiff  to  come  to  tlie  United  States  to 
commence  his  residence  therein;  that  said  travel 
dociunentation  is  indispensably  required  by  all 
transportation  companies  operating  between  China, 
Hong  Kong,  and  the  United  States  as  a  necessary 
prerequisite  to  the  granting  of  transportation  to 
plaintiff  and  such  documentation  is  required  by  the 
provision  of  the  Act  of  May  2,  1918,  as  amended 
(22  U.S.C.A.  223-226)  and  the  Regulations  of  the 
Department  of  State  (22  C.F.R.  58)  making  provi- 
sion for  criminal  prosecution  and  the  imposition  of 
criminal  penalties  for  entering  or  attempting  to 
enter  the  United  States  without  such  docimienta- 
tion. 

X. 

That  plaintiff  has  been  advised  by  the  American 

Consul  at  Hong  Kong,  B.C.C.,  that  his  application 

for  American  passport  is  disapproved  and  that  a 

travel  document  will  not  be  issued  to  the  plaintiff. 

XL 

That  the  refusal  of  the  American  Consul  at  Hong 
Kong,  an  official  of  the  United  States  responsible 
solely  to  the  defendant  herein,  to  issue  to  plaintiff 
an  American  passport  or  other  travel  document  to 
enable  plaintiff  to  proceed  to  the  United  States  to 
reside  therein  is  an  arbitrary  and  imreasonable  re- 
fusal or  denial  of  a  right  or  privilege  of  a  citizen 
of  the  United  States;  that  plaintiff  [4]  has  ex- 
hausted all  administrative  remedies  in  his  endeavor 
to  obtain  travel  documentation  to  proceed  to  the 
United  States. 
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XII. 

Wherefore,  plaintiff  prays  for  a  judgment  and 
decree : 

1)  Directing  and  enjoining  the  defendant  to  issue 
to  the  plaintiff  a  Certificate  of  Identity,  as  provided 
in  Section  503  of  the  Nationality  Act  of  1940 
(8  U.S.C.A.  903),  to  enable  the  plaintiff  to  obtain 
transportation  to  the  United  States  and  appear  in 
person  to  prosecute  this  action. 

2)  Declaring  that  tlie  plaintiff  is  now,  and  has 
been   since   birth,    a   citizen   and   national   of   the 

United  States. 

3)  And  for  such  other  and  further  relief  as  to  the 
Court  may  deem  meet  and  proper. 

CHOW  AND  SING, 
Per  W.  J.  CHOW, 

Attorneys  for  Plaintiff.  [5] 
Duly  Verified. 

[Endorsed]  :  Filed  June  28,  1951. 


[Title  of  District  Court  and  Cause.] 

ANSWER 

Comes  now  Dean  Acheson,  Secretary  of  State  of 
the  United  States,  defendant  in  the  above-entitled 
action,  by  and  through  his  attorneys,  Chauncey 
Tramutolo,  United  States  Attorney,  and  Edgar  R. 
Bonsall,  Assistant  United  States  Attorney,  and  in 
answer  to  plaintiff's  complaint,  admits,  denies  and 
alleges  as  follows: 
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I. 

Answering  Paragraph  I  of  tlie  complaint,  defend- 
ant affirmatively  asserts  tliat  plaintiff  is  not  the 
blood  son  of  Chew  Fong  Shew.  Defendant  has  no 
knowledge,  information  or  belief  as  toi  the  other 
allegations  contained  in  Paragraph  I  of  the^  Com- 
plaint and  therefore  denies  the  same. 

II. 

Answering  Paragraph  II  of  the  complaint,  de- 
fendant admits  the  allegations  contained  in  Para- 
graph II  of  the  complaint.  [7] 

III. 

Answering  Paragraph  III  of  the  complaint,  de^ 
fendant  affirmatively  asserts  that  the  plaintiff  does 
not  have:  a  valid  cause  of  action  pnrsiiant  to  the  ||| 
provisions  of  Section  503  of  the  Nationality  Act  of 
1940  or  under  28  U.S.C.A.  1331,  or  2201.  Defendant 
has  no  knowledge,  information  or  belief  as  t;o  the 
other  allegations  contained  in  Paragraph  III  of  the 
complaint  and  therefore  denies  the  same. 

I 
IV. 

Answering  Paragraph  IV  of  the  complaint,  de- 
fendant affirmatively  asserts  that  the  plaintiff  is  not  j 
the  true  and  lawful  blood  son  of  Chew  Fong  Shew. 
As  the  defendant  is  not  now  in  pdssession  of  the! 
immigration  records,  defendant  has  no'  knowledge, 
information  or  belief  as  to  the  other  allegations' 
contained  in  Paragraph  IV  of  the  complaint  and 
therefore  denies  the  same. 
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V. 

Answering  Paragi'aph  V  of  the  complaint,  de- 
fendant has  no  knowledge,  information  or  belief  as 
to  the  allegations  contained  in  Paragraph  V  of  the 
complaint  and  therefore  denies  the  same. 

VI. 

Answering  Paragraph  VI  of  the  complaint,  de- 
fendant has  no  knowledge,  information  or  belief  as 
to  the  allegations  contiained  in  Paragraph  VI  of  the 
complaint  and  therefore  denies  the  same. 

VII. 
Answering  Paragraph  VII  of  the  complaint,  de- 
fendant has  no  knowledge,  information  or  belief  as 
to  the  allegations  contained  in  Paragraph  VII  of 
the  complaint  and  therefore  denies  the  same.  [8] 


I 


VIII. 

Answering  Paragraph  VIII  of  the  complaint,  de- 
fendant affirmatively  asserts  that  the  plaintiff  has 
not  derived  United  States  citizenship  or  nationality 
under  the  provisions  of  Section  1993  of  the  United 
States  Revised  Statutes  as  amended,  or  under  any 
other  statute.  Defendant  has  no  knowledge,  infor- 
mation or  belief  as  to  the  other  allegations  con- 
tained in  Paragraph  VIII  of  the  complaint  and 
therefore  denies  the  same. 

IX. 

Answering  Paragraph  IX  of  the  complaint,  de- 
fendant admits  that  transportiation  companies  oper- 
ating between  China  and  the  United  States  require 
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a  plaintiff  to  present  documents  issued  by  the 
American  Consulate  General  before  he  would  be 
accepted  as  a  passenger.  Defendant  has  no  knowl- 
edge, information  or  belief  as  to-  the  other  allega- 
tions contained  in  Paragraph  IX  of  the  complaint, 
and  tlieref  ore  denies  the  same. 

X. 

Answering  Paragraph  X  of  the  complaint,  de- 
fendant has  no  Ivnowledge,  information  or  belief  as 
to  the  allegations  contained  in  Paragraph  X  of  the 
complaint  and  therefore  denies  the  same. 

XI. 

Answering  Paragraph  XI  of  the  complaint,  de^ 
fendant  has  no  knowledge,  information  or  belief  as 
to  the  allegations  contained  in  Paragraph  XI  of  the 
complaint  and  therefore  denies  the  same. 

Wherefore,  defendant  prays  each  and  every  relief 
sought  by  the  plaintiff  be  denied;  that  this:  Court 
declare  a  judgment  in  favor  of  defendant  that 
plaintiff  has  never  been  a  citizen  or  national  of  the 
United  States;  and  that  defendant  receive  his  [9] 
proper  costs  against  the  plaintiff  in  this  action. 

/s/  CHAUNCEY  TRAMUTOLO, 
United  States  Attorney, 

/s/  EDGAR  R.  BONSALL, 

Asst.  United  States  Attorney, 
Attorneys  for  Defendant.  [10] 

[Endorsed]  :  Filed  August  16,  1951. 
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In  the  United  States  District  Court,  Soiitliern 
District  of  California,  Central  Division 

Civil  No.  204-57  HW 

CHEW  WING  LUK,  Plaintiff, 

I  vs. 

JOHN  FOSTER  DULLES,  as  Secretary  of  State, 

Defendant. 

AMENDED  COMPLAINT  FOR  DECLAR- 
ATORY JUDGMENT 

'     Plaintiff  amends  tlie  complaint  herein  as  follows: 

I. 

This  Court  has  jurisdiction  pursuant  to  the  pro- 
visions of  Section  503  of  the  Nationality  Act  of 
1940  (54  Stat.  1171,  1172;  8  U.S.C.  903). 

I  II. 

Plaintiff  resides  in  the  County  of  Los  Angeles, 
State  of  California,  and  is  within  the  jurisdiction 
of  this  Court. 

III. 

Plaintiff's  mother  is  Chew  Fong  Shew,  a  native 
bom  citizen  of  the  United  States,  having  been  bom 
in  the  city  of  San  Francisco,  state  of  California,  on 
or  about  April  5,  1903. 

IV. 

That  about  the  year  1906  or  1907,  plaintiff's 
mother  departed  for  China,  returning  to  the  United 
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States  as  a  citizen  of  the  United  States  on  the 
SS  President  McKinley  on  April  2,  [11]  1937,  at 
Seattle,  Washington,  in  possession  of  a  Certificate 
of  Identity  ^o.  74983;  she  was  admitted  to  the 
United  States  as  a  citizen  thereof  at  that  time. 

V. 
That    while    plaintiff's    mother    was    in    China, 
plaintiff  was  born  out  of  wedlock,  on  or  about  July 
10,  1921,  at  Nom  Sing  Village,  Hoy  Ping,  Kwan- 
tung  Province,  China. 

VI. 

Plaintiff's  father  is  unknown  and  plaintiff's  birth 
has  never  been  legitimated. 

VII. 

Plaintiff  is  a  citizen  of  the  United  States  under 
section  205  of  the  Nationality  Act  of  1940  (8  U.S.C. 
605),  which  became  effective  on  January  13,  1941. 

VIII. 

That  on  or  about  February  2,  1951,  plaintiff 
claimed  a  right  or  privilege  as  a  national  of  the 
United  States  in  that  he  applied  to  the  United 
'States  Consul  for  a  United  States^  passport  to  en- 
able him  to  enter  the  United  States  as  a  citizen 
thereof;  that  on  or  aibout  February  19,  1951,  the 
Consul  denied  the  right  or  privilege  of  a  national 
of  the  United  States  to  plaintiff  by  denying  said 
application  and  refusing  to  issue  said  passport  to 
plaintiff,  thus  preventing  plaintiff  from  entering 
the  United  States  as  a  citizen  thereof. 
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IX. 

That  on  or  about  November  6,  1951,  a  Certificate 
of  Identity  was  issued  to  plaintiff  by  the  American 
Consul  for  the  sole  pui'pose  of  enabling  plaintiff  to 
enter  the  United  States  temporarily  so  that  he 
could  prosecute  this  action  for  a  judicial  declara- 
tion of  his  nationality. 

X. 

That  the  defendant  is  the  duly  appointed  and 
qualified  [12]  Secretary  of  State  of  the  United 
States  and  the  head  of  the  Department  of  State; 
that  the  American  Consul  in  Hong  Kong  is  under 
his  direction  and  control  and  responsible  solely  to 
him,  the  defendant,  as  Secretary  of  State. 

Wherefore,  plaintiff  prays  for  a  judgment  and 
decree  that  he  be  declared  a  citizen  of  the  United 
States,  and  for  such  other  and  further  relief  as  to 
the  Court  seems  proper. 

Dated:  October  11,  1957. 

SIDNEY  M.  KAPLAN  & 
SIDNEY  BROFFMAN, 

/s/  By    SIDNEY  BROFFMAN, 

Attorneys  for  Plaintiff.  [13] 
Duly  Verified. 

[Endorsed] :  Filed  October  21,  1957. 
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[Title  of  District  Court  and  Cause.] 

ANSWER  TO  AMENDED  COMPLAINT 
FOR  DECLARATORY  JUDGMENT 

Comes  now  John  Foster  Dulles,  Secretary  of 
State  of  the  United  States,  defendant  in  the  above- 
entitled  action,  by  and  through  his  attorneys, 
Laughlin  E.  Waters,  United  States  Attorney,  Rich- 
ard A.  Lavine  and  Norman  R.  Atkins,  Assistant 
United  States  Attorneys,  and  in  answer  to  plain- 
tiff's Amended  Complaint,  admits,  denies  and  al- 
leges as  follows: 

I. 

Answering  paragraph  I  of  the  Amended  Com- 
plaint, defendant  denies  the  same,  paragraph  I 
being  a  conclusion  of  law. 

IL 

Answering  paragraph  II  of  plaintiff's  Amended 
Complaint,  defendant  admits  the  same. 

III. 

Answering  paragraph  III  of  plaintiff's  Amended 
Complaint,  defendant  denies  that  plaintiff's  mother 
is  Chew  Fong  Shew.  As  [15]  to  any  and  all  other 
allegations  contained  in  paragraph  III  of  plain- 
tiff's Complaint,  defendant  has  no  knowledge,  in- 
formation or  belief  and  on  that  ground  denies  the 
same. 

IV. 

Answering  paragraph  IV  of  plaintiff's  Amended 
Complaint,  defendant  has  no  knowledge,  informa- 
tion or  belief  as  to  the  allegations  contained  therein 
and  on  that  ground  denies  the  same. 
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V. 

Answering  paragraph  V  of  plaintiff's  Amended 
Complaint,  defendant  denies  the  allegations  con- 
tained therein. 

VI. 

Answeiing  paragraph  VI  of  plaintiff's  Amended 
Complaint,  defendant  has  no  knowledge,  informa- 
tion or  belief  as  to  the:  allegations  contained  therein 
and  on  that  ground  denies  the  same. 

VII. 

Answering  paragi'aph  VII  of  plaintiff's  Amended 
Complaint,  defendant  alleiges  that  the'  allegations 
contained  therein  are  conclusions  of  law  and  on  that 
ground  denies  the  same. 

VIII. 

Answering  the  allegations  contained  in  paragraph 
VIII  of  plaintiff's  Amended  Complaint,  defendant 
denies  the  same  because  the  allegation  contained  in 
line  20  that  ''the  Consul  demed  the  right  or  pri^d- 
lege  of  a  national  of  the  United  States  to  plain- 
tiff" is  a  conclusion  of  law. 

IX. 

Answering  paragraph  IX  of  plaintiff's  Amended 
Complaint,  defendant  admits  the  allegations  con- 
tained therein. 

X. 

Answering  paragraph  X  of  plaintiff's  Amended 
Complaint,  defendant  admits  the  allegations  con- 
tained therein.  [16] 
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For  a  Separate,  Distinct  and  Affirmative  Defense, 
Defendant  Alleges: 

I. 
That  this  Court  does  not  liave  jurisdiction  in  this 
case  and  that  plaintiff  has  not  stated  a  claim  upon 
which  relief  can  be  granted  because  Section  503  of 
the  Nationality  Act  of  1940  [54  Stat.  1171,  1172,  8 
U.S.C.  903]  on  which  plaintiff  relies  for  jurisdiction 
was  repealed,  effective  December  24,  1952;  that 
plaintiff's  Amended  Complaint  will  not  and  cannot 
''relate  back''  [Rule  15(c)  of  the  Federal  Rules  of 
Civil  Procedure]  to  the  time  of  filing  the  original 
complaint  because  the  Amended  Complaint  alleges 
facts  which  did  not  arise  out  of  the  same  transac- 
tion as  the  facts  pleaded  in  the  original  complaint; 
that  therefore  this  action  upon  the  Amended  Com- 
plaint is  barred. 

For  a  Second,  Separate,  Distinct  and  Affirmative 
Defense,  Defendant  Alleges : 

I. 
That  this  Court  does  not  have  jurisdiction  and 
plaintiff  does  not  state  a  claim  upon  which  relief 
can  be  granted  because  plaintiff  was  never  denied 
a  right  as  a.  national  of  the  United  States,  which 
denial  is  a  jurisdictional  prerequisite  under  Section 
503  of  the  Nationality  Act  of  1940  [8  U.S.C.A. 
903].  No  official  of  the  United  States  G-ovemment 
has  ever  denied  that  plaintiff  was  the  son  of  Chew 
Fong  Shew,  as  is  alleged  in  the  Amended  Com- 
plaint, therefore  there  has  been  no  denial  of  a  right 
to  plaintiff  l:)ased  on  his  allegation  that  he  is  the 
son  of  Chew  Fonsr  Shew. 
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For   a   Third,   Separate,   Distinct,   and   Affirmative 
Defense,  Defendant  Alleges: 

I. 

That  the  filing  of  the  amended,  verified  complaint 
constitutes  [17]  a  fraud  upon  this  Court  because  of 
the  obviously  inconsistent  facts  pleaded;  that  the 
very  filing  of  the  amended  complaint  is  an  affront 
to  and  imposition  upon  the  dignity  of  this  Court  as 
well  as  being  affirmative  evidence  of  an  admission 
by  the  plaintiff. 

Wherefore,  defendant  prays  each  and  every  relief 
sought  hy  the  plaintiff  ])e  denied;  iihat  this  Court 
declare  a  judgment  in  favor  of  defendant  that 
plaintiff  has  never  been  a  citizen  or  national  of  the 
United  States;  and  that  defendant  receive  his 
proper  costs  against  the  plaintiff  in  this  action. 

LAUGHLIN  E.  WATERS, 
United  States  AttoiTiey, 

RICPTARD  A.  LAVINE, 
Assistant  U.  S.  Attorney, 
Chief  of  Civil  Division, 

N'ORMAN  R.  ATKINS, 

Assistant  U.  S.  Attorney, 

/s/  NORMAN  R.  ATKINS, 

Attorneys  for  Defendant.  [18] 

Affidavit  of  Service  hy  Mail  Attached. 

[Endorsed]  :  Filed  October  28,  1957. 
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United  States  District  Court,  Southern  District 
of  California,  Central  Division 

Civil  No.  204-57-HW 


CHEW  WINC  LUK,  Plaintiff, 


V. 


JOHN  FOSTER  DULLES,  as  Secretary  of  State, 

Defendant. 

FINDINGS  OF  FACT,  CONCLUSIONS  OF 
LAW  AND  JUDGMENT 

The  above-entitled  matter  having  come  on  for 
trial  on  tlie  limited  issue  of  jurisdiction  on  February 
21,  1958,  before  the  Honorable  Harry  C.  Westover, 
Judge  presiding  without  a  jiuy;  the  plaintiff  being 
represented  by  his  attorney,  Sidney  Broffman,  and 
the  defendant  being  represented  by  his  attorneys, 
Laughlin  E.  Waters,  United  States  Attorney,  Rich- 
ard A.  Lavine  and  Norman  R.  Atkins,  Assistant 
United  States  Attorneys,  by  Norman  R.  Atkins; 
and  counsel  for  the  parties  having  stipulated  that 
a  certified  record  of  passport  proceedings  relating 
to  the  plaintiff  should  be  received  in  evidence,  and 
the  Court  having  heard  and  received  other  testi- 
monial and  documentary  evidence,  and  having  heard 
arguments  of  coim^sel,  and  being  fully  advised  in 
the  premises,  now  makes  the  following  Findings  of 
Fact,  Conclusions  of  Law,  and  Judgment:   [20] 
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Findings  of  Fact 

I. 

On  February  2,  1951,  f)l^intiff  executed  an  appli- 
cation for  an  American  passport  at  Hong  Kong  be- 
fore the  American  Consular  officials. 

II. 

In  said  application  plaintiff  listed  his  father  as 
being  one  Chew  Tai  Kam,  also  known  as  Sui  Fa, 
who  was  bom  in  San  Francisco,  California;  plain- 
tiff listed  his  mother  as  being  one  Wong  Shee;  and 
plaintiff  stated  that  he,  the  plaintiff,  was  born  at 
Nom  Sing  Lay  Village,  Hoy  Ping  District,  Kwan- 
tung  Province,  China. 

III. 

In  an  affidavit  attached  to  said  application  and 
executed  the  same  date  (February  2,  1951),  plain- 
tiff stated  he  had  an  aunt  in  the  United  States 
whose  name  was  Chew  Fong  Shew. 

IV. 

On  February  21,  1951,  the  said  apiDlication  for 
passport  was  disapproved.  The  reasons  given  for 
disapproval  were:  "*  *  *  In  view  of  the  above  dis- 
crepancies and  the  faked  photograph,  it  is  the  opin- 
ion of  the  undersigned  that  the  claim  of  applicant 
as  the  son  of  Chew  Tai  Kam  is  fraudulent.  Appli- 
cant's affidavit  was  executed  by  his  father's  sister, 
who  has  a  son  living  in  China  who  is  apparently 
not  presently  applying  for  documentation  as  an 
American  citizen.  The  passport  application  has  been 
disapproved,   and  the   Consulate   General  has   de- 
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clined  to  afford  applicant  facilities  for  execution 
of  an  affidavit  enal^ling  him  to  travel  to  the  United 
States." 

V. 

On  June  28,  1951,  plaintiff  filed  a  complaint  for 
declaratory  judgment  of  citizenshij)  by  his  next 
friend,  Chew  Fong  Shew;  [21]  the  jurisdictional 
basis  was  set  forth  as  Section  503  of  the  Nationality 
Act  of  1940  [8  U.S.C.  903] ;  the  verified  complaiut 
alleged  that  Chew  Fong  Shew  was  plaintiff's  aunt, 
that  plaintiff's  father  was  one  Chew  Tai  Kam  who 
was  born  in  the  United  States  and  was  an  Ameri- 
can Citizen,  and  that  plaintiff's  mother  was  one 
Wong  Shee. 

VI. 

On  November  6,  1951,  a  certificate  of  identity 
was  issued  for  the  sole  purpose  of  enabling  plain- 
tiff to  enter  the  United  States  to  judicially  prose- 
cute plaintiff's  claim  for  citizenship. 

VII. 

On  or  about  July  11,  1957,  plaintiff  moved  to 
am^nd  the  complaint;  and  on  October  21,  1957,  the 
motion  to  amend  the  complaint  was  granted. 

VIII. 

The  amended  complaint  alleged  that  plaintiff  was 
the  illegitimate  son  of  Chew  Fong  Shew,  who  is 
alleged  to  l^e  a  citizen  of  the  United  States  by  birth 
in  San  Francisco ;  that  plamtiff 's  father  is  unknown ; 
plaintiff  no  longer  claims  citizenship  as  the  son  of 
Chew  Tai  Kam,  but  instead  alleges  he  is  the  son 
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of   Chew  Fong   Shew,  whom  plaintiff   alleged   on 
the  original  complaint  to  be  his  amit. 

IX. 

Plaintiff  alleged  in  said  amended  complaint  that 
he,  the  plaintiff,  was  denied  a  right  as  a  national 
mider  Section  503  of  the  Nationality  Act  of  1940 
[8  U.S.C.  903]  by  ^drtue  of  the  disapproval  of  his 
application  for  a  passport,  which  disapproval  was 
executed  by  consular  officials  in  Hong  Kong  on 
February  21,  1951. 

Conclusions  of  Law 

I. 

This  Court  does  not  have  jurisdiction  of  the  sub- 
ject matter  [22]  of  this  action. 

II. 

Under  Section  503  of  the  Nationality  Act  of 
1910  [54  Stat.  1171,  1172;  8  U.S.C.  903],  a  jurisdic- 
tional prerequisite  to  bringing  suit  thereunder  is 
that  plaintiff  must  have  been  denied  a  right  as  a 
national  of  the  United  States. 

*  m. 

Plaintiff  alleges  he  was  denied  a  right  as  a 
national  when  his  application  for  passport  was  dis- 
approved on  February  21,  1951,  hj  consular  officials 
at  Hong  Kong;  but  plaintiff  never  set  forth  to  the 
consular  officials  his  claim  of  citizenship  based  on 
the  fact  that  Chew  Fong  Shew  was  his  mother  (not 
his  aunt)  and  that  he  was  her  illegitimate  son  (and 
not  her  nephew). 
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IV. 

Plaintiff  cannot  state  that  if  the  facts  as  set  forth 
in  his  amended  complaint  were  set  forth  to  the  con- 
sular officials  he  would  be  denied  a  passport;  the 
sole  basis  for  the  denial  of  a  passport  was  the  dis- 
belief by  the  consular  officials  that  plaintiff  was  the 
son  of  Chew  Tai  Kam;  no  representative  of  the 
United  States  Govermnent  has  denied  that  plain- 
tiff is  the  illegitimate  son  of  Chew  Fong  Shew  be- 
cause x>laintiff  has  never  before  the  filing  of  his 
amended  complaint  ever  claimed  he  was  the  illegiti- 
mate son  of  Chew  Fong  Shew;  the  denial  of  a 
right  must  occur  i)rior  to  the  filing  of  an  action. 

V. 

Plaintiffi  has  never  been  denied  a  right  as  a 
national  of  the  United  States. 

Judgment 

In  accordance  with  the  foregoing  Finding  of  Fact 
and  Conclusions  of  Law,  [23] 

It  Is  Ordered : 

That  the  amended  complaint  on  file  herein  be 
dismissed. 

Dated:  3/10/58. 

/s/  HARRY  C.  WESTOVER, 

United  States  I)istrict  Judge. 
Affidavit  of  Service  by  Mail  Attached. 

[Endorsed]:  Filed  March  10,  1958.  Entered 
March  12,  1958.  [24] 
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[Title  of  District  Court  and  Cause.] 

NOTICE  OF  APPEAL 

Please  Take  Notice  that  plaintiff  herein  appeals 
to  the  Court  of  Appeals,  Ninth  Circuit,  from  the 
the  judgment  entered  in  the  above  entitled  case  on 
March  12,  1958. 

SIDNEY  M.  KAPLAN  and 
SIDNEY  BROFFMAN, 
/s/  By  SIDNEY  BROFFMAN, 
Attorneys  for  Plaintiff, 

Acknowledgment  of  Service  Attached. 

[Endorsed] :    Filed  May  6,  1958. 
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DESIGNATION  OF  RECORD  FOR  APPEAL 

Appellant  hereby  designates  the  following  record 
for  filing  in  the  appeal  of  the  above  entitled  case 
to  the  United  States  Couri  of  Appeals,  Ninth  Cir- 
cuit : 

I. 

Complaint  for  Declaratory  Judgment  of  Citizen- 
ship filed  June  28,  1951  in  the  United  States  Dis- 
trict Court,  Northern  District  of  California,  under 
Civil  No.  30662. 

II. 

Answer  to  Complaint  filed  August  16,  1951  in 
the  United  States  District  Court,  Northern  District 
of  California. 
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III. 

Amended  Complaint  for  Declaratory  Judgment 
dated  October  23,  1957  fi]  ed  in  tlie  United  States 
District  Court,  Southern  District  of  California. 

IV. 

Answer  to  Amended  Complaint  for  Declaratory 
Judgment  [28]  filed  October  28,  1957  in  United 
States  District  Court,  Southern  District  of  Cali- 
fornia. 

Y. 

Findings  of  Fact,  Conclusions  of  Law  and  Judg- 
ment, signed  by  Judge  Hariy  Westover  and  filed 
March  3,  1958  in  United  States  District  Court, 
Southern  District  of  California. 

Dated:  June  24,  1958. 

SIDNEY  M.  KAPLAN  & 
SIDNEY  BROFFMAN, 
/s/  By  SIDNEY  BROFFMAN, 

Attorneys  for  Appellant. 

Acknowledgment  of  Service  Attached. 

[Endorsed] :     Filed  Jime  25,  1958.  [29] 
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[Title  of  District  Court  and  Cause.] 

CERTIFICATE  BY  CLERK 

I,  John  A.  Childress,  Clerk  of  the  above-entitled 
Court,  hereby  certify  that  the  items  listed  below 
constitute  the  transcript  of  record  on  appeal  to  the 
United  States  Court  of  Appeals  for  the  Ninth  Cir- 
cuit, in  the  above-entitled  matter: 

A.  The  foregoing  images  numbered  1  to  32,  inclu- 
sive, containing  the  .original: 

Complaint. 
Answer. 

Amended  Complaint. 
Answer  to  Amended  Comj^laint. 
Findings  of  Fact,  Conclusions  of  Law  and  Judg- 
ment. 

Notice  of  Appeal. 

Designation  of  Record  for  Appeal. 

Designation  of  Additional  Portions  of  the  Record. 

B.  One  volume  of  Reporter's  Official  Transcript 
of  Proceedings  had  on  February  21,  1958. 

I  further  certify  that  my  fee  for  preparing  the 
foregoing  record,  amoimting  to  $1.60,  has  been  paid 
by  appellant. 

-    Dated:  August  29,  1958. 

[Seal]  JOHN  A.  CHILDRESS, 

Clerk. 

/s/  By   WM.  A.  WHITE, 
Deputy  Clerk. 
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In  the  United  States  District  Court,  Southern 
District  of  California,  Central  Division 

No.  204-57-HW  Civil 

CHEW  WING  LUK,  Plaintiff, 

vs. 

JOHN   FOSTER   DULLES,    Secretary   of   State, 

Defendant. 

REPORTER'S  TRANSCRIPT  OF 
PROCEEDINGS 

Los  Angeles,  California 

Friday,  February  21,  1958 
10:00  A.M. 

Honorable  Harry  C.  Westover,  Judge:  Presiding 

Appearances:  For  the  Plaintiff:  Sidney  Riroff- 
man,  Esq.,  Sidney  M.  Kaplan,  Esq.  For  the  De- 
fendant: Laughlin  E.  Waters,  United  States  At- 
torney ;  by  Norman  Atkins,  Assistant  United  States 
Attorney.  [1]* 

The  Clerk:  No.  204-57-HW  Civil,  Chew  Wing 
Luk  vs.  John  Foster  Dulles,  trial  re  issue  whether 
there  was  a  denial  of  right  of  citizenship. 

Mr.  Broffman:  Ready  for  the  plaintiff,  your 
Honor. 

Mr.  Atkins:     Ready  for  the  government. 


*  Page    numbers    appearing    at    top     of    page    of    Reporter's 
Transcript    of    Proceedings. 
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i  The  Court:  You  may  proceed.  The  only  thing 
we  are  concerned  with  in  this  case  is  the  question 
of  a  denial  of  a  right. 

Mr.  Broffman:    Yes,  your  Honor. 

The  Couii; :  I  think  I  will  require  the  government 
to  present  to  the  court  the  api:>lication  that  was 
made. 

Mr.  Atkins:     Yes,  your  Honor. 

The  Court:    And  the  denial. 

Mr.  Atkins:  I  will  have  the  clerk  mark  the  ad- 
ministrative record  under  Seal  of  the  State  Depart- 
ment. 

The  Court:  It  may  be  marked  for  identification 
only. 

The  Clerk :  Defendant's  Exhibit  A  for  identifica- 
tion. 

(The   exhibit   referred   to   was  marked   De- 
fendant's Exhibit  A  for  identification.) 

Mr.  Atkins:  I  am  now  showing  Government's 
Exhibit  A  for  identification  to  opposing  counsel 
for  inspection.  [2] 

(Mr.  Atkins  handing  exhibit  to  counsel.) 

Mr.  Atkins:     The  government  will  offer  Exhibit 
A  in  evidence,  your  Honor. 
,     Mr.  Broffman:    No  objection. 

I    The  Court:    It  may  be  received. 
The  Clerk:    Defendant's  Exhibit  A  in  evidence. 
(The  exliibit  referred  to  was  received  in  evi- 
dence and  marked  as  Defendant's  Exhibit  A.) 
Mr.  Atkins:     Does  your  Honor  wish  to  examine 
that  at  this  time? 

The  Court:    No.  I  suppose  that  the  plaintiff  can 
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take  up  the  burden  now.  The  x)lamtif£  must  estab- 
lish that  the  affidavit  was  not  right  or  w^as  not 
proper  or  that  there  had  been  no  deniaL  The  thing 
I  wanted  in  evidence  was  the  fact  that  there  had 
been  an  application  filed  and  the  application  has 
been  signed  by  Chew  Wing  Luk,  and  that  a  denial 
had  been  made. 

Let's  see  what  this  says  now. 

The  American  Vice  Consul  in  making  the  denial 
said : 

"In  view  of  the  above  discrepancies  and  the  faked 
photograph,  it  is  the  opinion  of  the  midersigned 
that  the  claim  of  applicant  as  the  son  of  Chew  Tai 
Kim  is  fraudulent.  Applicant's  affidavit  was  execu- 
ted by  his  father's  sister,  who  has  a  son  living  in 
China  who  is  apparently  not  presently  applying  for 
documentation  as  an  American  citizen.  The  [3]  pass- 
port application  has  been  disapproved,  and  the 
Consulate  General  has  declined  to  afford  applicant 
facilities  for  the  execution  of  an  affidavit  enabling 
him  to  travel  to  the  United  States." 

I  wanted  to  be  sure  to  get  that  into  the  record,  be- 
cause I  didn't  want  to  make  a  ruling  Avithout  there 
being  in  the  record  the  application  and  denial. 

Mr.  Broffman:  At  this  point,  your  Honor,  also, 
may  I  call  your  attention  to  the  fact  that  the  suit 
was  instituted  in  the  United  States  District  Court 
in  San  Francisco  on  Jime  28,  1951,  which  was  the 
date  of  the  filling  with  the  clerk  there. 

The  Court:  There  is  no  question,  I  assume,  that 
the  suit  was  filed  in  time.  There  has  been  no  issue 
about  that,  although  the  suit  is  some  six  years  old. 
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Nevertheless,  as  far  as  I  know  it  was  filed  in  time. 
The  only  question  I  am  interested  in  now  is  whether 
or  not  there  had  been  a  denial  of  the  plaintiff's 
claim  on  the  ground  that  he  was  not  a  citizen. 

I  assume  that  the  government  can  rest  at  this  time 
and  the  plaintiff  can  take  over  and  present  any 
evidence  it  may  have  on  this  matter. 

Mr.  Broffman:  Your  Honor,  we  think  the  gov- 
ernment now  has  the  burden  of  going  ahead  with 
the  proof.  The  record  of  the  State  Department 
speaks  for  itself,  that  there  has  [4]  been  a  denial 
of  a  claim  of  citizenship  and  we,  of  course,  saj^  that 
is  a  prima  facie  case  of  jurisdiction  for  this  court. 

The  Court:  We  are  coming  to  the  question  of 
procedure  and  we  have  this  question  that  was  raised 
the  other  day.  In  the  trial  of  a  lawsuit,  are  all  the 
files  and  records  before  the  court,  or  is  it  necessary 
for  the  party  to  present  the  pai't  of  the  file  which 
they  wish  to  be  part  of  the  record  at  the  time  of 
trial? 

We  have  in  the  file  the  original  complaint.  We 
have  also  in  the  file  the  amended  complaint.  The  file 
indicates  that  the  claim  as  made  by  the  plaintiff  to 
the  government  was  fraudulent. 

Is  it  necessary  for  the  defendant,  or  the  govern- 
ment now  to  put  in  the  record  these  various  docu- 
ments or  can  the  court  come  to  a  conclusion  from 
reading  the  file  itself? 

Mr.  Broffman:  There  is  this  point.  There  is  no 
evidence  of  fraud.  We  will  consider  that  the  appli- 
cation made  before  the  American  Consul  contains 
erroneous  information,  but  fraud  is  something  else. 
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The  Court:  I  don't  think  that  this  case  can  be 
decided  upon  the  question  of  fraud.  The  thing  that 
concerns  me  is  whether  or  not  there  can  be  a  denial 
if  the  facts  are  not  presented  to  the  government 
on  which  to  base  a  denial.  If  false  facts  are  pre- 
sented, can  there  be  a  legal  denial? 

Mr.  Broffman:  It  may  become  very  important 
if  these  [5]  facts  were  wilfully  and  deliberately 
fraudulently  made  or  if  they  were  made  in  good 
faith. 

The  Court:  How  can  there  be  any  other  way*? 
Now,  it  may  be  that  you  may  be  able  to  show  that 
the  plaintiff  at  the  time  he  made  the  application 
did  not  know  that  they  were  fraudulent. 

Mr.  Broffman:    That  is  what  we  can  show. 

The  Court:  You  may  be  able  to  establish  that. 
Then  I  don't  know  whether  it  makes  any  difference 
whether  the  plaintiff  knew  it  or  not. 

Mr.  Atkins :  That  is  the  i)osition  the  government 
has,  your  Honor. 

The  Court :    Then  you  have  a  right  to  establish  it. 

Mr.  Atkins:  Your  Honor,  the  position  of  the 
government  at  this  time  would  be  that  we  are  trying 
the  limited  issue  of  denial  of  a  right,  that  the 
knowledge  of  the  applicant  in  Hong  Kong  as  to 
what  he  thought  the  truth  was  is  irrelevant  and  im- 
material to  that  issue  in  this  case  as  of  now,  be- 
cause whether  he  knew  or  not  who  he  was  the  son  of 
when  he  made  the  application  in  Hong  Kong,  the 
record  speaks  for  itself  that  the  denial  was  predica- 
ted on  the  story  he  gave  them,  whether  he  thought 
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the  story  was  true  or  not.  We  contend  he  knew  the 
story  was  not  true. 

The  Court:  Counsel,  what  do  you  say  about  the 
necessity  of  introducing  these  dociunents  as  evidence 
in  this  [6]  case,  or  whetlier  or  not  the  court  can 
consider  the  file  as  a  whole  and  come  to  a  conclu- 
sion? 

Mr.  Atkins:  It  is  my  opinion,  your  Honor,  that 
the  pleadings  filed  by  the  parties  are  a  part  of  the 
record  and  would  be  so  on  appeal,  and  that  we  have 
introduced  the  passport  file  now,  so  that  your  opin- 
ion based  on  the  pleadings  and  the  passport  file 
would  be  sufficient  without  offering  the  complaint 
and  amended  complaint  and  those  pleadings  in  evi- 
dence, if  that  is  what  your  Honor  has  in  mind. 

The  Court:  It  seems  to  me  it  is  only  common 
sense  to  hold  that  a  court  in  trying  a  case  cer- 
tainly has  before  it  the  pleadings,  and  the  plead- 
ings don't  have  to  be  introduced  into  the  record  as 
an  exhibit.  This  matter  has  only  come  up  very  re- 
cently in  another  case,  as  to  whether  or  not  it  was 
necessary  to  specifically  point  out  in  the  record  the 
documents  that  should  be  considered  by  the  court. 
I  think  the  court  has  a  right  to  consider  the  file  as 
a  whole.  It  is  part  of  the  official  record  here. 

Mr.  Atkins:  I  would  agree  with  your  Honor. 
However,  if  your  Honor  would  feel  more  secure 
in  having  the  complaint  and  amended  complaint 
offered  in  evidence 

The  Court:  No,  I  am  not  saying  that.  It  is  not 
a  question  of  my  security.  I  am  just  presenting 
this  to  counsel,  and  if  they  think  it  is  necessary, 
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other  than  just  to  say  the  record  is  before  the  court, 
to  introduce  [7]  specifically  any  of  these  matters, 
I  will  leave  it  up  to  the  attorneys. 

Mr.  Broffman:  I  have  no  objection  to  a  stipula- 
tion that  the  court  file  may  be  considered  by  the 
court  for  the  purpose  of  settling  the  question  of 
jurisdiction. 

Mr.  Atkins:  I  would  suggest  stipulating  them 
into  evidence  then.  Is  that  stipulated? 

Mr.  Broffman :  That  is  stipulated  for  the  limited 
purpose  of  deciding  the  jurisdiction. 

The  Court:  Such  may  be  the  stipulation  for 
that  limited  purpose  only. 

Mr.  Broifman:  Does  the  court  desire  any  evi- 
dence as  to  whether  or  not  the  application  made  to 
the  American  Consul  was  fraudulently  made  or 
whether  it  merely  represents  a  misstatement  of  facts 
by  the  plaintiff? 

The  Court :  Counsel,  I  assume  that  if  I  hold  that 
if  there  has  been  no  denial,  there  will  be  an  appeal, 
and  on  that  assumption  I  think  it  would  be  better 
for  you  to  bring  the  party  to  the  stand  and  let  tlie 
plaintiff  testify,  so  the  Court  of  Appeals  will  have 
the  testimony  of  the  plaintiff. 

Mr.  Broffman :    I  think  that  will  be  desirable. 

The  Court:  It  may  be  possible  that  the  Circuit 
may  say,  '^Well,  if  the  plaintiff  filed  an  affidavit 
which  was  wrong,  but  which  he  believed  was  true, 
then  he  shouldn't  be  penalized."  It  may  be  the  Cir- 
cuit will  take  that  point  of  view.   [8] 

Mr.  Broffman:     I  think  it  would  be  a  very  im-  ' 
portant  matter,  your  Honor. 
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The   Coui-t:     I  would  suggest  you  present   any 
evidence  you  may  have  as  to  the  knowledge  that 
the  plaintiff  had  tliat  this  was  not  a  true  claim. 
Mr.  Broffman:     I  call  Mr.  Chew  Wing  Luk. 
The  Court:     Are  you  going  to  use  an  interpre- 
ter? 

Mr.  Broffman:    Yes. 

The  Court:     Then  swear  the  interpreter. 

(Whereupon  T.  Y.  Tin  was  duly  sworn  to  in- 
terpret from  English  into  Chinese  and  from 
Chinese   into   English.) 

CHEW  WING  I.UK 

called  as  a  witness,  having  been  first  duly  sworn, 
was  examined  and  testified,  through  the  interpreter, 
as  follows: 
P     The  Clerk:    Will  you  state  your  name,  please? 
The  Witness:     Chew  Wing  Luk. 

Direct  Examination 
1     Q.     (By  Mr.  Brofiman)  :    Where  were  you  born, 
Mr.  Chew?  A.     China. 

Q.     What  idllage  or  city? 

A.     Nom  Sing  Village. 

Q.     Bo  you  know  what  province  that  is  in?  [9] 

A.     Kwangtung. 

Q.     When  were  you  born? 

A.     1921.    You  want  it  in  the  international  date 
or  what?    That  is  in  the  Chinese  Republic  year. 

Q.     I  think  we  better  stick  to  the  American  sys- 
tem of  reckoning. 

A.     Sometimes  T  do  not  remember  or  do  not  know 
very  much  about  international  calendar. 
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Q.     A¥liat  IS  the  date  on  your  Chinese  reckoning? 

A.  Well,  according  to  Chinese  calendar,  it  is 
Chinese  Republic  10,  seventh  month,  and  10th  day. 

Q.     How  long  did  you  live  in  Nom  Sing  Village? 

Mr.  Atkins:  I  am  going  to  object  to  the  ques- 
tion, your  Honor,  as  being  beyond  the  scope  of 
our  issue  here  today. 

The  Court:     Overruled. 

The  Witness:  I  live  there  up  to  the  time  I  left 
to  go  to  Hong  Koug. 

Q.     (By  Mr.  Broffman)  :    Wlien  was  that? 

A.     I  think  ujj  to  CR  36. 

Q.  HoAv  old  were  you  when  you  left  Nom  Sing 
Village? 

A.  About  21 — correction.  About  20  or  21  years 
old. 

Q.  With  whom  did  you  live  in  Nom  Sing  Vil- 
lage? 

A.  With  my  grandmother,  paternal  grand- 
mother, and  my  foster  mother.  [10] 

Q.  Up  until  the  time  you  were  about  10  years 
old,  did  you  live  with  your  father  in  Nom  Sing 
Village?  A.    No. 

Q.  With  whom  did  you  live  ?  Or  whom  did  you 
regard  as  your  father? 

Mr.  Atkins:  Your  Honor,  I  am  going  to  restate 
my  objection  at  this  time  on  these  grounds.  We 
are  apparently  about  to  go  through  the  entire  story 
of  the  plaintiff  at  this  time.  We  are  not  prepared 
to  rebut  or  present  evidence  which  would  rebut  or 
even  discredit  the  credibility  of  the  witness  at  this 
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time.  We  are  only  prefjared  and  we  came  to  trial 
today  on  short  notice  only  by  virtue  of  the  fact  that 
we  believed  we  would  be  trying  a  limited  issue, 
denial  of  this  person's  right  in  Hong  Kong.  I  be- 
lieve that  this  is  clear  outside  the  scope,  beyond 
the  scope  of  that  issue,  and  it  is  irrelevant  and  im- 
material at  this  time. 

The  Court:  It  is  purely  preliminary.  If  it  is 
in  issue  in  this  case  that  the  plaintiff  did  not  know 
who  his  true  father  and  mother  were,  I  think  that 
he  should  be  allowed  to  so  testify. 

Mr.  Atkins:    At  this  time  I  would  like  to  make 
very  clear  that  we  object  to  any  testimony  and  any 
questions  which  might  be  asked  on  the  issue  of  his 
knowledge  as  to  the  truth  or  falsity  of  his  claim 
made  to  the  Consul  in  Hong  Kong.     The  govern- 
ment's position  is  that  that  would  be  irrelevant. 
However,  [11]  if  your  Honor  overrules  this  objec- 
tion, we  would  be  at  least  prepared  to  cross  exam- 
ine the  plaintiff  and  his  mother  on  the  issue  of 
what  he  did  say  to  the  Hong  Kong  officials,  but 
we  are  not  prepared  to  go  through  his  entire  life 
history  and  disprove  or  prove  or  corroborate  or  dis- 
credit his  testimony  on  all  of  these  statements  which 
he  will  make  concerning  his  entire  life  story. 

The  Court:  I  am  going  to  have  to  overrule  the 
objection,  but  I  am  going  to  limit  the  plaintiff  to 
very  meager  proof.  All  I  want  is  to  establish  the 
fact  that  he  lived  in  a  certain  village  in  a  certain 
home  and  went  up  to  Plong  Kong  when  he  was  20 
or  21,  wheli  he  made  his  application.    I  don't  want 
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to  go  into  the  family  relationship  except  he  lived 
in  the  Adllage  Avith  someone  who  he  supposed  was 
a  relative,  that's  all. 

Q.  (By  Mr.  Broffman) :  Mr.  Chew,  I  show  you 
Exhibit  A  in  this  case  and  show  you  an  applica- 
tion for  a  passport  on  the  reverse  of  which  there 
is  typed  the  words  Chew  Wing  Luk,  above  which 
are  written  some  characters,  apparently  in  Chinese. 
Can  3^ou  identify  those  characters? 

A.     I  recognize  it. 

Q.     What  is  it?  A.     Chew  Wing  Luk. 

Q.     Is  that  your  signature?   [12]  A.     Yes. 

Q.  There  is  also  a  picture  attached  to  the  same 
exhibit.     Is  that  your  picture?  A.     Yes. 

Q.  Turning  back  to  the  first  page,  the  front  page 
of  the  application  for  passport,  about  the  middle 
of  the  page  there  is,  "My  father  Chew  Tai  Kim, 
also  known  as  Sui  Fa." 

Did  you  believe  that  Chew  Tai  Kim  was  your 
father  at  the  time  you  made  this  application  for 
passport? 

Mr.  Atkins:  I  object  to  the  question,  your  Honor. 

The  CouH:    Overi'uled. 

Mr.  Atkins :  Can  I  state  the  grounds  for  the  ob- 
jection, your  Honor? 

The  Court:     Yes. 

Mr.  Atkins:  I  object  to  the  question  on  the 
ground  it  is  irrelevant  to  the  issue  as  to  whether 
this  plaintiff  v/as  denied  the  right  of  a  citizen. 

The  Coui*t:    Overruled. 
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The  Witness:  At  that  time  I  believed  he  was 
xnj  father. 

Q,  (By  Mr.  Br  off  man)  :  Did  you  ever  live  in 
the  household  of  Chew  Tai  Kim? 

A.  I  have  lived  in  his  household,  but  I  have 
never  lived  together  with  him  in  that  house.   [13] 

Q.  Did  you  regard,  while  you  were  living  v\dth 
Chew  Tai  Kim,  him  as  being  your  father? 

Mr.  Atkins:     Same  objection,  your  Honor. 

The  Court:     Same  ruling. 

The  Witness:  At  that  time  I  was  young.  I  call 
him  fatlier,  but  I  did  not  know  whether  or  not 
he  was  my  true  father. 

Q.  (By  Mr,  Broifman) :  Did  you  believe  him 
to  be  your  father? 

A.     Yes,  1  believed  he  was  my  father. 

The  Court:  May  I  inquire,  how  old  were  you 
when  you  lived  in  the  home  with  your  supposed 
father? 

The  Witness:  You  mean  the  time  when  my 
father  lived  there? 

The  Couiit:    Yes. 

The  Witness:     I  have  never  seen  him. 
I     The  Court:    You  have  never  seen  him? 

The  Witness:    No,  I  have  never  seen  him. 

Q.  (By  Mr.  Broffman) :  Is  Chew  Tai  Kim 
tj  alive?  A.     He  is  dead. 

Q.     How  old  were  you  when  he  died? 

A.  About  the  time  he  die,  I  was  about  10  years 
I  old,  but  I  have  never  seen  him. 
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The  Court:    May  I  inquire,  who  told  you  he  was 
your  [14]  father'? 

The  Witness:  That  was  Wong  Shee,  my  foster 
mother. 

The  Court:  What  do  you  mean  by  foster  mother? 

The  Witness:     That  was  my  former  mother. 

The  Court:  What  do  you  mean  by  your  former 
mother  ? 

The  Witness:     That  is  my  mother. 

The  Court:  Is  the  lady  in  the  court  room  the 
person  you  say  was  your  foster  mother? 

The  Witness:  The  one  in  the  court,  the  lady  in 
the  court,  is  the  mother  who  gave  birth  to  me. 
That  is  my  real  mother.  But  when  I  talk  about 
former  mother,  that  is  the  one  whom  I  lived  with 
before  at  that  time.    I  thought  she  was  my  mother. 

The  Court:  Just  a  minute  now.  Did  the  infor- 
mation relative  to  the  alleged  father  come  from 
your  former  mother  or  from  your  real  mother? 
Strike  that. 

Who  told  you  that  your  father,  your  alleged 
father  was  your  father,  your  former  mother  or  your 
real  mother? 

The  Witness:  The  former  mother  told  me  about 
that  father. 

The  Court:  In  your  application  you  say  your 
mother  is  deceased.  Wlio  told  you  that  she  was 
dead? 

The  Witness:  I  witnessed  her  death.  But  the 
time  she  die,  I  was  there,  but  then 

The  Court:    This  is  your  foster  mother?  [15] 
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The  Witness:     That's  right. 

The  Court:  When  did  you  first  see  your  real 
mother  ? 

The  Witness:  I  first  learn  about  it  some  time 
last  year  in  the  summer. 

The  Court:     That  is  1957? 

The  Witness:     Yes. 

The  Cou]^:  After  you  had  come  to  the  United 
States? 

The  Witness:  I  beg  your  pardon.  I  didn't 
finish  what  I  wanted  to  say.  But  I  have  seen  this 
lady  since  I  first  came  to  this  country,  but  at  that 
time  right  after  arriving,  I  used  to  call  her  aimt. 

Tlie  Court:  Did  you  ever  see  the  woman  you  now 
identify  as  your  real  mother  before  you  came  to 
the  United  States? 

The  Witness:     I  saw  her  in  China. 

The  Court:     Wlien?' 

The  Witness:     1936. 

The  Court:  Was  that  after  the  complaint  had 
been  filed  in  this  action  or  before?  Strike  that. 
Was  that  after  you  had  filed  your  application  to 
come  to  the  United  States,  or  before? 

The  Witness:    What  do  you  mean? 

Mr.  Broffman:  The  application  is  dated  1951, 
your  Honor. 

The  Court:  The  application  for  you  to  come  to 
the  United  States  was  filed  on  February  2,  1951. 
Did  you  see  [16]  your  real  mother  before  Febru- 
ary 2,  1951? 
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The  Witness:  I  saw  her  before  this  tiling  was 
signed. 

The  Court:    In  1936? 

The  Witness :  1935  and  1936,  a  few  years,  I  have 
seen  her  a  few  years. 

The  Court:    Where  did  you  see  her? 

The  Witness:    Nom  Sing  Lee  Village. 

The  Court:    In  China? 

The  Witness:    Yes. 

The  Court:  When  you  saw  her,  did  you  call  her 
mother,  or  aunt? 

The  Witness:    Aunt? 

The  Court:  Is  your  true  mother's  name  Shew 
Fong? 

The  AVitness:    Shew  Fong  Shew. 

The  Court :  In  the  file  we  find  an  affidavit  signed 
by  your  mother,  which  is  dated  December  8,  1947. 
Do  you  know  whether  or  not  your  mother  w^as  in 
China  in  1947,  or  was  she  in  the  United  States? 

^Ir.  Broifman:  Is  that  his  real  mother  you  are 
talking  about? 

The  Coui-t:    Yes,  the  real  mother. 

The  Witness:    She  was  in  the  States. 

The  Court:  Was  your  real  mother  in  China 
when  you  filed  the  application  to  come  to  the  United 
States  in  February  [17]  1951? 

The  Witness:    In  the  States. 

Mr.  Atkins:  Your  Honor,  could  I  have  the  ques- 
tion and  answer? 

The  Court:    Yes.    Read  it. 
(Record  read.) 
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The  Court:  In  the  application  you  gave  your 
father's  name  as  Shew  Tai  Kim,  also  known  as 
Sui  Fa,  born  in  San  Francisco.  That  is  not  cor- 
rect, or  not  true,  is  that  so? 

The  Witness:  Formerly  I  consider  it  was  true, 
but  now  I  know  it  is  false. 

The  Court:  Also  in  3^our  application  you  gave 
your  mother's  name  as  Wong  Shee,  who  was  de- 
ceased.    That,  also,  was  not  true? 

The  Witness:    Yes,  also  imtrue. 

The  Court:     All  right. 

Q.  (By  Mr.  Broffman)  :  Mr.  Shew,  when  did 
you  fi]id  out  the  true  facts  concerning  the  identity 
of  your  mother? 

A.  It  was  last  summer  in  your  office,  you  told 
me  to  tell  the  truth  al^out  this  thing,  so  the  mother 
told  everybody  that,  "You  are  my  son,  true." 

Q.  At  the  time  you  m.ade  the  application  to  the 
American  Consul,  did  you  make  that  application 
and  set  forth  the  information  thereon  in  good  faith, 
belie^dng  those   [18]  matters  to  be  true? 

A.     That's  right. 
p    Q.     Do  you  know  where  the  person  you  regarded 
as  your  father,  Chew  Tai  Kim,  died? 

A.     In  the  States. 

Q.     Do  you.  know  when  he  died? 

A.     I  don't  know  when  he  died,  but  I  heard  of  it. 

The  Court:  You  said  you  were  present  at  your 
foster  mother's  death. 

The  Witness:    Yes. 
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The  Court:  You  were  not  present  at  your  al- 
leged father's  death? 

The  Witness:    No. 

Mr.  Broffman:  May  I  have  this  marked  as  an 
exhibit,  please? 

The  Clerk:  Plaintiff's  Exhibit  1  for  identifica- 
tion. 

(The    exhibit    referred    to    was    marked    as 
Plaintiif 's  Exhibit  No.  1  for  identification.) 

Mr.  Broffman:  I  have  here  a  cei*tified  copy  of 
Chew  Tai  Kim's  death  certificate. 

Mr.  Atkins:  I  will  object  to  the  introduction  of 
that  in  e\ddence,  your  Honor,  on  the  ground  it  is 
irrelevant,  immaterial  and  incompetent  to  the  issue 
we  are  trying  here  today.  I  fail  to  see  how  it  is 
relevant  at  all  to  the  issue  we  are  trying  today, 
your  Honor.    [19] 

The  Court:  It  might  be  a  different  situation  if 
the  alleged  father  was  entirely  fictitious.  This 
may  show  it  was  not  entirely  fictitious.  We  do 
have  a  party  Avho  this  party  claimed  to  be  his  al- 
leged father,  who  actually  lived  and  who  is  dead. 

Mr.  Atkins:  I  mil  object  to  the  introduction  of 
that  document  on  the  ground  that  there  is  no  ade- 
quate fonndation  laid. 

The  Coui-t:  I  will  overrule  the  objection  and 
allow  the  document  to  be  introduced  in  evidence 
for  a  limited  purpose  only,  that  is,  to  establish  the 
fact  that  there  was  a  party  by  the  name  of  Chew 
Tai  Kim,  also  known  as  Sui  Fa,  and  that  he  is 
dead. 
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Mr.  Broffman:  May  I  also  point  out,  your 
Honoi*,  that  the  document  shows  that  there  was  a 
residence 

Mr.  Atkins:  I  will  object  to  any  part  of  the 
document  which  refers  to  anything  except  the  proof 
of  death,  your  Honor. 

The  Court:  I  am  going  to  sustain  the  objection 
upon  the  ground  that  the  proper  foundation  has 
not  been  laid.    All  we  have  is  a  photostatic  copy. 

Mr.  Broffman :  It  is  a  certified  copy,  your  Honor. 
That  is  the  way  those  are  issued.  It  has  the  seal 
of  the  State  on  it. 

The  Court:  Well,  I  will  only  allow  it  to  l^e  in- 
troduced [20]  for  the  purpose  of  showing  that 
there  was  actually  a  Chew  Tai  Kim,  also  known  as 
Sui  Fa,  and  that  be  is  now  deceased. 

Mr.  Atkins:  I  will  point  out  for  your  Honor 
that  the  name  is  spelled  J-e-w  T-a-i  something  that 
looks  like  K-a-n,  l)ut  it  is  not  Chew.    It  is  a  J. 

The  Court:  When  you  have  tried  as  many  of 
these  cases  as  I  have,  you  \m\\  find  out  you  cannot 
rely  upon  the  spelling  of  Chinese  names  by  others. 

The  Clerk:    Plaintiff's  Exhibit  1  in  evidence. 
(The  exliibit  referred  to  was  received  in  evi- 
dence and  marked  as  Plaintiff's  Exhibit  No. 

1.) 

Mr.  Broffman:    I  have  no  further  questions. 

Cross  Examination 
Q.     (By  Mr.  Atkins) :    You  do  not  deny  that  at 
the  time  you  made  the  application  for  a  passport, 
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which  is   Defendant's   Exhibit  A,   that  you  listed 
your  father  to  be  Chew  Tai  Kim,  also  known  as 
Sui  Fa,  and  your  mother  to  be  Wong  Shee? 

A.     I  do  not  deny  it. 

Q.  At  the  present  time  do  you  deny  that  you 
are  claiming  that  your  mother  is  a  person  named 
Chew  Fong  Shew,  and  that  your  father  is  un- 
known? A.    Yes.  [21] 

Mr.  Broffman:  May  I  have  that  question  and 
answer  read,  please? 

The  Court:     Yes,  read  it. 
(Record  read.) 

Mr.  Broffman:     He  doesn't  deny  that. 

The  Court:  Maybe  he  doesn't  understand  the 
question.     I  think  you  are  right. 

Mr.  Broffman:    The  question  is  confusing. 

The  Court:     It  is  ambiguous. 

Mr.  Broffman:  He  has  got  a  double  negative 
there. 

The  Court:  Instead  of  saying  deny,  ask  if  you 
claim,  and  then  the  answer  would  be  all  right.  You 
better  rex>hrase  the  question. 

Q.  (By  Mr.  Atkins)  :  Do  you  claim  at  the  pres- 
ent time  that  your  real  mother  is  a  person  named 
Chew  Fong  Shew  and  that  your  real  father  is  un- 
known to  you?  A.     Yes. 

Q.  Is  the  person  you  call  Chew  Shee  the  same 
person  who  is  Icnown  as  Chew  Fong  Shew? 

A.    When  I  say  about  Chew  Shee? 

Mr.  Atkins:    Is  that  his  answer? 

The  Interpreter :    He  is  asking  you. 
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Mr.  Atkins:  I  will  move  to  strike  the  answer 
md  ask  that  the  witness  be  made  to  answer  the 
question.  [22] 

The  Court:     Read  the  question. 
(Question  read.) 

The  Witness:     Same  person. 

Mr.  Atkins:    May  we  have  a  recess,  your  Honor? 

The  Court:     Yes.     We  can  take  a  recess.     We 
will  recess  now  until  10  minutes  after  11:00. 
(Recess.) 

Q.  (By  Mr.  Atkins)  :  Is  the  person  Wong  Shee 
the  same  person  as  Chew  Fong  Shew? 

A.     No,  not  the  same. 

Q.     Who  is  Wong  Shee? 

A.     The  one  died  in  China. 

Q.     AVho  do  you  mean  by  "the  one"? 

A.     The  one  who  brought  me  up. 

The  Court:     Your  foster  mother? 

The  Witness:     Yes. 

Q.  (By  Mr.  Atkins) :  You  claim  last  surmner 
in  the  office  of  Mr.  Broifman  you  learned  for  the 
first  time  that  the  lady  sitting  in  the  court  room 
here,  Chew  Fong  Shew,  was  your  real  mother, 
is  that  correct?  A.     Yes. 

Q.  Will  you  give  all  of  the  circumstances  as 
best  you  can  recall  of  that  meeting  in  Mr.  Broff- 
man's  office?  A.    Yes.  [23] 

Q.     What  were  the  circumstances? 

A.  Slie  said  that,  "I  am  telling  you  now  that  I 
am  your  real  mother." 
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Mr.  Atkins:  Move  that  the  answer  be  stricken 
as  not  responsive  to  the  question. 

The  Court:  I  don't  know  what  you  mean  by  the 
circumstances.  Denied,  because  I  think  what  was 
said  is  part  of  the  circumstances. 

Q.  (By  Mr.  Atkins) :  Who  was  present  at  the 
meeting  in  Mr.  Broffman's  office'? 

A.  Mr.  Broffman,  Mr.  Caplan,  my  mother,  and 
myself. 

Q.  After  you  were  all  present  in  Mr.  Broffman's 
office,  did  your  mother  just  speak  out  of  the  clear 
bkie  sky  and  say  that  you  were  her  real  son  and 
that  she  was  your  real  mother? 

Mr.  Broifman:  I  object  to  the  question  on  the 
ground  that  it  is  rather  ambiguous,  "out  of  a  blue 
clear  sky." 

The  Court:  Although  the  sky  is  the  same  in 
China  as  it  is  over  here,  I  don't  know  what  the 
meaning  is.    I  mil  sustain  the  objection. 

Mr.  Atkins:    I  will  withdraw  the  question. 

Q.  Will  you  give  us  the  conversations  that  took 
place  leading  up  to  Chew  Fong  Shew's  statement 
that  you  were  her  [24]  son  and  she  was  your  real 
mother  ? 

A.  She  said,  "I  have  spent  a  lot  of  effort  in 
getting  you  to  the  United  States,  and  I  might  as 
well  let  you  know  now  that  I  am  your  real  mother.'' 

Q.  Did  she  tell  you  why  she  had  not  told  you 
that  she  was  your  real  mother  previously  to  the 
meeting  in  Mr.  Broff man's  office? 

A.    Yes.     She  said  she  was  not  legally  married, 
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but  she  had  me.     She  didn't  dare  to  tell  me  about 

it. 

Q.     AVere  you  surprised'^  A.     No. 

Q.  Isn't  it  true  that  you  consider  that  the  per- 
son named  Wong  Shee,  who  had  previously  died 
in  China,  didn't  you  consider  that  that  person  was 
your  mother  up  vmtil  the  meeting  in  Mr.  Broff- 
man's  office?  A.     Yes. 

Q.     Then  weren't  you  surprised  when  you  found 
out   that   that   person  was   not   your   real   mother 
and  the  Chew  Fong  Chew,  whom  you  had  regarded 
as  your  amit  for  your  entire  lifetime,  weren't  you 
surprised  when  you   found   out  that   Chew   Fong 
Shew  was  your  real  mother? 
A.     A  little  surprised. 
Q.     Had  you  know  about  it  previously? 
A.    No. 

You  were  just  a  little  bit  surprised?  [25] 
[No  answer  in  copy.] 
Have  you  ever  lived  in  Hong  Kong? 
Yes. 

Where  did  you  live  in  Hong  Kong? 
116  Connaught  Road  West. 
You  lived  on  the  second  floor,  didn't  you? 
I  didn't  quite  finish.    The  shop  called  Wau 
Cheong. 
Are  you  through  now?  A.    Yes. 

You  lived  on  the  second  floor,  did  you  not? 
The  Chinese,  they  are  third  floor,  but  Ameri- 
can call  it  second  floor. 
Q.     You  lived  in  a  room,  is  that  correct? 
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A.    No. 

Q.     You  lived  in  a  cubicle? 

A.  Not  cubicle.  People  lived  there  and  they 
use  just  beds,  bed  space,  rather. 

Q.    How  long  did  you  live  there? 

A.     Over  three  years. 

Q.    What  date?  A.     1947  to  1951. 

Q.  When  you  lived  at  116  Connaught  Road,  did 
you  meet  any  persons  living  at  that  same  address  ? 

Mr.  Broffman:  I  don't  know  whether  this  is 
preliminary  or  what.  [26] 

The  Court:  I  don't  either.  Counsel  for  the 
government  objected  and  I  sustained  the  objection 
and  only  allowed  you  to  make  a  very  sketchy  pres- 
entation of  the  fact  that  he  lived  with  a  certain 
party  and  he  thought  that  party  was  his  mother 
and  that  he  thought  so-and-so  was  his  father.  I 
didn't  allow  you  to  go  into  any  details.  What  is 
the  purpose  of  this? 

Mr.  Atkins:  The  purpose  of  this,  your  Honor, 
is  to  show  that  this  person  has  made  statements 
on  the  direct  issue  of  what  we  are  trying  today, 
that  this  is  Y)reliminary  to  that  point. 

The  Court:    Overruled, 

Q.  (By  Mr.  Atkins)  :  Did  you  know  a  person 
named  Fong  Se  Cheun?  A.     I  don't  know. 

Q.  You  deny  that  you  ever  met  a  person  by  the 
name  of  Fong  Se  Cheun  living  at  the  address  116 
Connaught  Road  ])etween  the  years  1947  and  1951? 

A.     Don't  know  him. 

Q.     You  never  met  him? 
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A.  Maybe  I  have  met  him,  ])ut  I  don't  know 
him. 

Q.  I  show  you  a  photograph  which  has  a  pic- 
ture of  three  men.  Can  you  identify  those  three 
men? 

A.  I  know  him,  but  I  don't  know  what  his  name 
is,  just  some])ody  living  there.  You  know  me,  but 
I  don't  know  you,  see,  just  looking  at  him.  I 
don't  know  what  is  his  name.  [27]  I  have  seen 
him. 

Q.    Which  one  have  you  seen*? 
I     A.     I  seen  tliis  guy  and  this  guy.     I  never  see 
this  guy.     I  have  seen  No.  1  up  there  and  No.  2, 
but  not  No.  3,  but  I  don't  know  the  name. 

Q.    You  don't  know  what  No.  I's  name  is'? 

A.    No. 

Q.     Have  you  seen  No.  ?»% 

A.  No,  I  never  see  No.  3.  I  see  No.  1  and  No. 
2,  Ijut  I  don't  know  his  name,  see. 

Mr.  Atkins:  I  have  neglected  to  mark  this  for 
identification,  your  Honor. 

The  Court:  It  may  be  marked  for  identification 
only. 

The  Clerk:  Defendant's  Exhibit  B  for  identifi- 
cation. 

(The  exhibit  referred  to  was  marked  as  De- 
fendant's  Exhibit  B   for   identification.) 

Q.  (By  Mr.  Atkins) :  Will  you  take  a  very 
good  look  at  No.  3  and  say  whether  you  have  ever 
seen  that  person  before? 
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Mr.  Broffman:  I  am  going  to  object  to  the 
question  as  immaterial  and  irrelevant  to  the  issue 
before  the  court  this  morning. 

The  Court:    Overruled.  [28] 

The  Witness:  No.  I  see  No.  1  and  No.  2.  I  have 
seen  only  No.  1  and  No.  2,  ]3ut  I  don't  know  their 
names.  However,  I  haven't  met  No.  3  or  seen  No.  3. 

Q.  (By  Mr.  Atkins) :  Isn't  it  a  fact  that  No.  3 
is  a  pictiu-e  of  yourself? 

A.     Let  me  see  it  clear. 

Mr.  Broffman :  I  think  the  record  ought  to  show 
that  the  witness  has  been  shown  a  photograph  which 
is  about  2  hy  2^/^  in  size,  on  which  there  appear 
three  figures  with  a  veiy  dark  background,  and  I 
leave  it  to  the  court  to  determine  how  distinct  those 
pictures  are. 

The  Witness:    Yes. 

Q.     (By  Mr.  Atkins)  :    What  does  that  mean? 

A.     Yes,  that  is  my  picture. 

Q.    No.  3  is  you?  A.     Yes. 

Mr.  Atkins:  I  will  offer  this  photograph  in  evi- 
dence, your  Honor. 

The  Court :    It  may  be  received  in  evidence. 

(The  exhibit  referred  to  was  received  in  evi- 
dence and  marked  as  Defendant's  Exhibit  B.) 

Mr.  Broffman:  May  I  object  on  the  ground  of 
its  immateriality  and  irrelevancy?  [29] 

The  Court:    Overruled. 

The  Clerk:    Defendant's  Exhibit  B  in  evidence. 

Q.  (By  Mr.  Atkins)  :  Did  you  ever  talk  to  the 
person  who  is  No.  1  in  that  photograph? 
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A.     I  did. 

Q.     Isn't  that  person's  name  Fong  Se  Cheun? 

A.     I  don't  know  his  name. 

Q.     You  just  think  hard  now. 

A.     That  is  the  fact. 

Q.  Can  you  remember  what  that  person's  name 
is?  Might  it  be  Fong  Se  Cheun? 

The  Court:  I  don't  think  you  can  ask  him  if  it 
might  be.  Anything  might  happen.  He:  testified  he 
does  not  know  the  name.  I  know  a  lot  of  people  by 
face,  but  I  don't  know  their  name. 

Q.  (By  Mr.  Atkins)  :  Were  you  a  friend  of  the 
person  in  that  2>icture,  No.  1  ?  A.     Yes. 

Q.     Did  you  ever  talk  to  him? 

A.  Yes,  I  talk  to  him,  see,  but  when  I  was  at 
Hong  Kong  I  go  to  play  basketball  and  then  for  a. 
cup  of  coffee,  that's  all. 

IQ.     Just  a  passing  acquaintance?  [30] 
A.    Yes. 
Q.     Did  you  ever  tell  that  person,  No.  1  in  that 
photograph,   that   you  were   going  to   the   United 
States  to  join  your  mother  in  one  of  the  years  be- 
tween 1947  and  1951  ? 

A.     I  didn't  tell  him  that  I  was  going  to  see  my 

mother,  but  I  told  him  I  was  going  to  see  my  aunt. 

Q.    Did  you   ever   show  him  letters  from   San 

Francisco,   postmarked   San  Francisco,   that  were 

signed  "Mother ' '  ? 

A.     I  might  have,  but  I  don't  remember  clear. 

Q.    Did  you  ever  receive  letters  from  any  person 
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in  San  Francisco  signed  "Mother "  in  the  years-  be- 
tween 1947  and  1951? 

Mr.  Broffman:  Object  to  the  question  unless  a 
foundation  is  laid  as  to  whom  thesei  letters  were 
addressed. 

The  Court :    Well,  change  your  question. 

Mr.  Atkins :    I  will  withdra^v  the  question. 

Q.  Your  previous  answer  was  that  you  might 
have  shown  him  letters  signed  "Mother."  My  ques- 
tion now  is,  did  you  ever  receive  letters  addressed 
to  you  postmarked  San  Francisco,  which  were 
signed  ''Mother"?  A.    No. 

Q.  Was  there  a  person,  a  cashier  on  the  second 
floor  of  116  Connaught  Road,  a  person  who  worked 
as  a  cashier  on  the  second  floor  at  116  Connaught 
Road,  what  you  call  the  third  floor,  apparently? 

A.    Yes. 

Q.     Do  you  know  what  his  name  is? 

A.     Fong  Ai  Won. 

Q.  Did  you  know  any  person  who  acted  as  cash- 
ier hj  the  name  of  Chan  Hung  Tong? 

A.  I  have  not  met  a  person  by  the  name  of  Chan 
Hung  Tong,  but  I  have  met  Chan  Hang  Tong. 

Q.  Was  he  a  cashier  on  the  second  floor  of  116 
Connaught  Road  in  Hong  Kong? 

A.  No.  Fong  Ai  Won  was  the  person  who  took 
charge  of  the  accounts. 

Q.  Wlien  you  received  mail  at  116  Connaught 
Road,  Hong  Kong,  where  did  you  pick  it  up? 

A.  Thoso  letters  were  forwarded  to  that  address 
by  postman.  When  the  postman  delivered  those  let- 
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ters,  it  is  the  fellow  by  the  name  Chaiig  Hang  Tong 
who  was  in  charge  of  that  shop,  rather  a  clerk  or 
something,  not  manager  though,  but  he  would  sigTi 
for  receipt  and  then  he  pass  the  letters  to  me. 

Q.  Did  you  receive  letters  postmarked  San 
Francisco  from  Chang  Hang  Tong  at  116  Con- 
naught  Road?  A.    Yes, 

Q.  Did  you  ever  tell  Chang  Hang  Tong  that 
those  letters  were  from  your  mother? 

A.     I  meant  aim.t-mother,  not  mother. 

Qo     You  say  you  meant  aunt-mother?  [32] 

A.  Yes.  Chinese  call  the.  aim^t  the  aunt-mother, 
not  real  mother,  see.  I  was  calling  my  aimtie  my 
aunt-mother,  because  I  tell  them,  Chang  Hang 
Tong,  is  my  mother  that  send  me  money,  just  they 
call  it  short. 

(The  witness  answered  in  English  from  here 
until  further  indicated.) 

Q.  Did  you  ever  tell  them  it  was  from  your 
mother?  A.     Yes,  that  is  aiuit-mother. 

Q.  Did  you  tell  Chan  Hang  Tong  it  was  from 
your  mother  or  from  aunt,  which? 

The  Court:    He  testified  he  said  either. 

The  Witness:  Sometimes  I  say  aimt,  sometimes 
I  say  mother.  The  Chinese  is  aunt-mother  and 
mother.  Sometimes  I  call  mother,  sometimes  I  call 
aunt-mother. 

\    Q.     (By  Mr.  Atkins) :     Sometimes  you  told  him 
lit  was  from  your  aunt?  A.     Yes. 

Q.  And  sometimes  you  told  him  it  was  from 
your  mother  ? 
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A.  Yes,  aimt-mother  for  my  aunt.  They  call 
them  aimt-mother,  same  tiling. 

Q.  Is  there  a  word  in  Chinese  that  means  aunt- 
mother  '? 

A.  Yes.  Aunt-mother  is  aunt,  you  know,  Chinese, 
the  aunt-mother,  and  imcle-father  is  uncle,  the 
Chinese  call  them. 

Q.  I  am  going  to  ask  you  a  question  and  I  want 
you  to  answer  it  in  Chinese  through  the  interpreter, 
tliis  one  question.  [33]  Wlien  you  answer  Chang 
Hang  Tong,  when  you  told  him  that  you  received 
these  received  these  registered  letters  from  San 
Francisco,  when  you  told  him  who  they  were  from, 
did  you  use  the  Chinese  Avord  that  means  aimt- 
mother  or  did  you  sometimes  use  the  word  aunt  and 
sometimes  use  the  word  mother? 

A.  Yes,  I  did  admit  to  him  that  I  have  received 
letters  from  the  people  from  San  Francisco  using 
this  three  addresses,  tJiis  threes 

The  Court:  Let  me  ask  a  question  of  the  witness 
and  I  want  it  put  in  Chinese  and  I  want  the  answer 
in  Chinese. 

What  is  the  word  in  Chinese  that  means,  aunt- 
mother  ? 

The  Witness:  There  is  such  a  term  by  the  name 
of  aunt-mother  in  the  Chinese  language  but  I  can't 
explain  to  you  why  it  is  called  aunt-mother. 

The  Court-:  Say  the  term  aunt-mother  in  Chi- 
nese. 

(Witness  speaking  in  Chinese.) 
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The  Coiii-t:  I  will  ask  the  intei-preter  does  that 
mean  aimt-mother? 

The  Interpreter:    Yes. 

The  Court:    Translate  that  word  into  English. 

The  Intei^oreter :  One  is  aunt  and  one  is  actually 
mother,  but  the  two  characters  have  that  meaning 
when  translated  into  English. 

The  Court:  I  will  ask  the  interpreter,  is  there  a 
Chinese  temi  aunt-mother?  [34] 

The  Interpreter:    Yes. 

The  Court:    There  is  such  a  term'^ 

The  Interpreter:    Yes. 

Q.  (By  Mr.  Atkins) :  Did  you  ever  tell  Chan 
Hang  Tong  when  you  received  a  letter  that  it  was 
from  your  plain  mother?  A.     Yes. 

Q.  Were  those  letters  which  you  received,  which 
yon  told  him  were  from  yonr  mother,  postmarked 
San  Francisco? 

A.  Those  letters  were  sent  to  me  by  my  mother 
ifrom  San  Francisco. 

Q.  Did  you  tell  Chan  Hang  Tong  that  they  were 
from  yoiir  mother? 

A.  No,  I  didn't  tell  him  that  those  arei  from  my 
Smother,  l>ut  from  my  aunt. 

The  Interpreter:  He  used  the  term  aimt-mother 
jin  Chinese. 

I  Q.  (By  Mr.  Atkins)  :  I  asked  you  a  question  a 
'little  while  agO'  in  which  I  said  did  you  ever  tell 
Chan  Hang  Tong  that  you  had  received  a  letter 
postmarked  San  Francisco  from  your  plain  mother, 
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not  aiuit-mother,  and  you  answered  yes.,  isn't  that 

correct  ? 

Mr.  Broffman:  I  object  to  the  question  as  assum- 
ing some  facts  not  in  evidence.  The  original  ques- 
tion was,  did  you  receive  letters  from  your  plain 
mother,  the  woman  he  now  [35]  understands  to  be 
his  plain  mother. 

The  Court :    He  has  answered  the  question  yes. 

Mr.  Broffman:     He  said  yes,  but  the  next  ques- 
tion was,  did  you  tell  this  person  that  you  received 
letters   from   your   mother,    and   the   answer   was^  | 
*'I  told  him  from  my  aunt-mother.'' 

The  Court:    Obiection  overruled. 

The  Witness :    The  answer  is  yes. 

Q.  (By  Mr.  Atkins) :  So  sometimes  you  told 
Chan  Hang  Tong  it  was  from  your  aunt-mother  and 
sometimes  you  told  Chan  Hang  Tong  that  these  let- 
ters which  were  postmarked  San  Francisco  were 
from  your  mother.  A.     Yes.  f 

Q.     Did  you  know  a  person  named  Fong  Kmn  { 
Lim  at  116  Connaught  Road?  A.    Yes. 

Q.     Was  he  a  friend  of  yours?  A.     Yes. 

Q.  Did  you  tell  him  you  had  listed  your  mother 
as  your  aunt  in  order  to  go  to  the  United  States? 

A.    Yes. 

Q.     What  year  was  that? 

A.     1948  or  1949,  something  like  that. 

Q.  Did  you  imderstand  the  question  I  just  asked 
you?  [36]  A.     Yes. 

Mr.  Br  off  man:  I  wonder  if  we  may  have  the 
question  read  back. 


John  Foster  Dulles  57 

(Testimony  of  Chew  Wing  Luk.) 

The  Conrt :    Read  the  question  again. 
(Question  read.) 

The  Witness:    Yes. 

Mr.  Atkins:  No  further  questions,  your  Honor. 
I  don't  see  any  point  in  asking  any  more  questions. 

The  Court:    You  don't  have  to  argue  about  it. 

Any  redirect? 

Mr.  Broffman :  I  would  like  to  get  the  last  ques- 
tion clarified,  if  I  may. 

Redirect  Examination 

Q.  (By  Mr.  Broffman)  :  Did  you  tell  this  person 
that  you  had  listed  your  real  mother,  that  you  knew 
your  real  mother,  and  that  you  put  her  down  as 
your  aunt  on  the  application'? 

A.  I  told  those  people  that  because:  those  people' 
ask  me  whether  those  letters  were  from  my  mother 
and  I  said  yes.  However,  I  meant  my  aunt. 

Q.  Do  you  mean  yoiir  aunt-mother  when  you 
told  them  you  had  put  down  on  tbe  application  that 
you  were  going  to  your  aunt  ? 

The  Intei'preter :    I  beg  your  pardon?  [37] 

Q.  (By  Mr.  Broffman)  :  Did  you  intend  to  tell 
til  em  that  you  were  going  to  your  aunt-mother? 

A.  Sometimes  they  ask  me  whetber  I  was  going 
to  see  my  mother.  I  answered  them  yes.  Sometimes 
I  also  told  them  that  I  Was  also  going  to  see  my 
aimt. 

Q.  Was  tbat  the  same  person  you  had  in  mind 
that  you  told  them  you  were  going  to  see?  Is  that 
the  same  individual  when  you  talk  about  aunt  and 


58  Chew  Wing  Luh  vs. 

(Testimony  of  Chew  Wing  Luk.) 

you  talk  aljoiit  motlier,  were  you  talking  about  tiie 

same  person'? 

Mr.  Atkins:    Before  the  answer 

The  Witness:    Yes. 

LIr.  Atkins:    Was  there  an  answer  given? 

The  Interpreter:  "Yes.'^ 

Q.  (By  Mr.  Broffman) :  Is  there  a  Chinese 
tenn  mother-mother?  A.    Yes. 

Q.  And  there  is  another  term  aunt-mother,  is 
that  correct? 

Mr.  Atkins:  I  will  object  to  the  question,  your 
Honor,  on  the  ground  it  calls  for  a  conclusion  of 
the  witness  and  he  is  not  qualified  as  an  expert  in 
the  Chinese  language. 

The  Court:    Overruled. 

Mr.  Atldns:  He  can  only  testify  what  he  means 
by  the  words  he  says.  [38] 

The  Court:    Overruled. 

The  Witness:     Yes. 

Q.  (By  Mr.  Broffman) :  Now,  did  you  know 
that  your  aiuit  was  your  real  mother  at  the  time 
you  were  in  Hong  Kong? 

A.     Don't  know. 

Mr.  Broffman:  I  have  nothing  further.  Just  a 
moment,  please. 

The  Court:    Any  questions? 

I  would  like  to  ask  the  witness  a  question  before 
we  take  our  noon  recess. 

Who  is  Chew  Wing  Fook? 

The  Witness :    He  is  now  deceased. 

The  Couii;:    Who  was  he  before  he  died? 
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The  Witness:  Formerly  I  consider  him  as  my 
aunt. 

The  Court:    Aimt? 

The  Witness:  Formerly  I  recognize  him  as  my 
elder  brother. 

The  Court:     You  say  he  is  now  dead? 

The  Witness:    Yes. 

The  Coui-t:  When  you  signed  the  application  to 
come  to  the  United  States  on  February  2,  1951,  did 
you  consider  Chew  Wing  Fook  as  your  brother'? 

The  Witness:     Yes. 

The  Court:  Did  he  live  in  the  same  house  with 
you  [39]  in  the  village? 

The  Witness :    No,  he  did  not. 

The  Couii^:    Was  he  older  or  younger  than  you? 

The  Witness:    He  was  older  than  I. 

The  Court :    How  much  ? 

The  Witness:     Two  years  older  than  I  am. 

The  Court:  You  never  lived  with  Chew  Wing 
Fook  at  all? 

The  Witness :    No. 

The  Court:     Where  did  he  live? 

The  Witness:    I  don't  know  where  he  lived. 

The  Court:    Did  you  ever  see  him? 

The  Witness:     Yes. 

The   Court:     Where? 

The  Witness:     In  Hong  Kong. 

The  Court:  You  never  saw  him  before  you  went 
to  Hong  Kong? 

The  Witness :    I  saw  him. 
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The  Court:  You  never  saw  him  before  you  went 
to  Hong  Kong'? 

The  Witness:    I  saw  him  even  before. 

The  Court:    When  did  you  first  see  him? 

The  Witness:    He  vv^as  a  villager  of  mine. 

The  Court:     Lived  in  the  same  village? 

The  Witness:    Yes.  [40] 

The  Court:    Didn't  live  in  the  same  house? 

The  Witness:     No. 

The  Court:    With  whom  did  he  live? 

The  Witness:    I  don't  know. 

The  Court:  How  many  houses  were  in  the  vil- 
lage? 

The  Witness :    Eight  houses. 

The  Court:  And  you  don't  know  which  house  he 
lived  in? 

The  Witness:  Once  he  had  lived  in  the  same 
house  in  the  village,  but  I  don't  know  how  he  came 
to  live  in  the  house  and  I  didn't  know  w^here  he  had 
gone  to. 

The  Court:  How  old  were  you  when  you  left 
the  village? 

The  Witness:    About  25  or  26  years  old. 

The  Court:  Was  Chew  Wing  Fook  in  the  village 
when  you  left  to  go  to  Hong  Kong? 

The  Witness:  When  I  left  for  Hong  Kong,  I 
didn't  see  him. 

The  Court:  How  old  were  you  the  last  time  you 
remember  seeing  Chew  Wing  Fook? 

The  Witness:    About  29. 

The  Court:    Is  that  in  Hong  Kong? 
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The  Witness:     Yes. 

The  Court :  How  old  were  you  when  you  kist  saw 
Chew  Wing  Fook  in  the  village?  [41] 

The  Witness:    About  25. 

The  Court:    You  saw  Chew  AVing  Fook  when  you 
were  about  25  years  of  age  in  the  village? 
The  Witness:    Yes. 

The  CouH:  Do  you  know  what  house  he  was 
living  in  at  that  time'? 

The  Witness:    Same  house  with  me. 

The  Court:  How  long  had  he  been  living  in  the 
I  same  house  mth  you  f 

The  Witness :    Over  10  years. 

The  Court:  Then  he  had  been  living  in  the  same 
house  with  you  from  the  time  you  were  15  years 
imtil  you  were  25  years  of  age? 

The  Witness:     That's  right. 

The  Court:    How  many  people  live  in  the  house? 

The  Witness:    When  do  you  mean? 

The  Court:  Between  the  time  you  were  15  and 
!25  years  of  age. 

The  Witness :    About  six  or  seven  persons. 

The  Court:  Was  there  a  person  in  the  house 
whom  you  called  mother? 

The  Witness:    Yes. 

The  Court:  Did  Chew  Wing  Fook  call  this  same 
woman  mother? 

The  Witness:     Yes.  [42] 

The  Court:  When  did  you  first  find  out  that 
Chew  Wing  Fook  was  not  your  brother? 
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The  Witness:  Last  year  my  mother  told  me 
about  it. 

The  Court:     In  the  attorney's  office? 

The  Witness:     Yes. 

The  Court:  You  thought  that  Cheiw  Wing  Fook 
was  your  l^rother  until  the  time  when  your  mother 
told  you  about  it  in  the  attorney's  office,  up  imtil 
that  time  you  thought  Chew  Wing  Fook  was  your 
brother  ? 

The  Witness:     Yes. 

The  Court:    And  Chew  Wing  Fook  is  dead"? 

The  Witness :  Since  I  saw  him  in  Hong  Kong,  I  ! 
don't  see  him  any  more.  I  heard  somebody  said  that  | 
he  is  dead. 

The  Court:  All  right.  I  haven't  any  other  ques- 
tions. 

Mr.  Atkins:    I  have  one  or  two,  your  Honor. 

Recross  Examination 

Q.  (By  Mr.  Atkins)  :  In  Hong  Kong,  did  you  i 
ever  go  by  the  name  of  Fong  Nie  Kim? 

A.  ¥o,  but  some  people  call  me  by  this  as  my 
nickname. 

Mr.  Atkins:    No  further  questions. 

The  Court:    Any  other  questions?  [43] 

Mr.  Broffman:    I  haven't  any  questions. 

With  the  court's  permission,  I  would  like  to  ask 
the  interpreter  whether  there  are  two  Chinese 
words,  two  different  Chinese  words  for  the  word 
* 'surprise." 
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Mr.  Atkins:  Mr.  Broffman,  do  you  want  to  call 
the  interpreter? 

The  Court:  Now,  counsel,  in  these  cases  we  are 
very  informal  in  asking  the  interpreter  for  in- 
formation about  the  Chinese  language.  Even  inter- 
preters won't  agree  as  to  what  the  Chinese  language 
is  or  what  the  words  mean. 

Mr.  Broffman:  Earlier  in  the  testimony  he  used 
the  Chinese  word  for  surprise.  Do  you  mind  re- 
peating that  word? 

The  Interpreter:     (Complying.) 

Mr.  Broffman:  In  another  dialect,  is  there  also 
a  Chinese  word  for  the  same  terai? 

The  Interpreter:    What  do  you  mean? 

Mr.  Broffman:  Is  there  another  word  that  means 
sui*prise? 

The  Interpreter:  "Wliat  dialect  are  you  using? 
I  want  to  find  out  that  first. 

The  Court:  Well,  the  witness  can  testify  when 
she  comes  on  the  stand  that  there  are  two  meanings. 
I  have  found  out  when  we  try  these  Chinese  cases  we 
cannot  evaluate  them  in  the  English  language  or 
custom.  It  is  impossible. 

The  Interpreter:  I  would  like  to  clarify  a  [44] 
little  by  the  word  I  just  used.  It  could  be  written 
in  the  written  Chinese.  We  have  such  characters  to 
explain  those  words.  There  are  two  characters,  but 
if  you  pronounce  these  two  characters  in  different 
language,  it  may  differ  quite  a  bit.  For  example,  I 
am  using  Cantonese  here.  The  two  characters  are 
pronounced  (speaking  Chinese).  But  in  case  I  use 
Mandarin  to  pronounce  these  two  characters,  it  will 
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mean  (speaking  Chinese)  completely  different.  That 
is  why  I  like  to  ask  you  what  dialect  would  you  like 
these  characters  to  be  pronounced. 

Mr.  Broffman:  I  w^as  wondering  whether  the 
word  (speaking  Chinese)  translated  into  English 
has  the  same  meaning  that  you  use^  for  surprise. 

The  Interpreter:  Not  that  I  Imow  of,  l^ecause  I 
don't  know  what  word  you  are  driving  at. 

Mr.  Atkins:    May  I  ask  the  witness  a  question? 

The  Court:     Yes. 

Mr.  Atkins:    Do  you  understand  some  English'? 

The  Court:  It  has  been  apparent  that  he  mider- 
stands  a  great  deal  of  English  because  he  has  been 
answering  the  questions  in  English  sometimes.  I 
find  out,  however,  a  lot  of  these  Chinese  would 
rather  have  the  questions  put  to  them  in  Chinese 
and  answer  in  Chinese  rather  than  to  rely  upon  the 
English.  This  witness  understands  English  to  some 
extent.  [45] 

Mr.  Atkins:  I  w^ould  like  to  ask  the  witness, 
your  Honor,  if  he  has  any  fault  to  find  mth  the 
translation  or  the  interpreting  that  has  gone  on  in 
this  court  room  room  today. 

The  Court:  I  think  that  is  outside  the  issue  in 
this  case,  whether  he  has  any  fault  to  find  or  not. 
My  experience  has  been  even  the  interpreters  can't 
agree  as  to  interpretation  sometimes. 

The  Interpreter :  Just  now  I  heard  the  lady  speak 
the  see  hip.  I  agree  with  her  there  is  such  a  term 
in  see  hip.  That  means  surprise  exactly  in  see  hip 
dialect. 

The  Court:    I  don't  thinli  it  makes  any  difference 
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whether  this  witness  was  a  little  siurprised,  greatly 
surprised,  or  medium  surprised. 

The  Interpreter:  But  I  was  using  Cantonese  all 
during  the  session  here. 

The  Court:  We  will  stand  at  recess  until  2:00 
o'clock  this  afternoon. 

(A  recess  was  taken  to  2 :00  o'clock  p.m.)  [46] 

February  21,  1958,  2:00  o'clock  p.m. 
The  Court:    We  are  waiting  for  your  next  wit- 
ness. Call  your  next  witness. 

Mr.  Broffman:    Chew  Fong  Shew. 

CHEW  FONG  SHEW 

called  as  a  witness  hj  and  on  behalf  of  the  plaintiff, 
being  first  duly  sworn,  was  examined  and  testified, 
through  the  interpreter,  as  follows: 

The  Clerk:    Will  you  state  your  name? 

The  Witness :    My  name  is  Chew  Fong  Shew. 

Direct  Examination 
Q.     (By  Mr.  Broffman) :     Mrs,   Chew,  is  Chew 
j  Wing  Luk  your  son? 

A.     Yes,  Chew  Wing  Luk  is  my  son. 

Q.     When  was  he  born? 

A.     He  was  bom  Chinese  Republic  10-7-10. 

Q.    Where  was  he  bom? 

The  Court:    Let's  have  that  date  translated. 

The  Interpreter:    July  10. 

The  Court:    What  year? 

The  Interpreter:    1921,  July  10. 

Q.     (By  Mr.  Broffman):     Where  was  he  born? 

The  Court:    What  is  it? 
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The  Interpreter:    That  is  August  13,  1921. 

The  Witness:    No,  August  10. 

The  Intei'preter :    August  13,  1921. 

The  Witness:    1921,  July  10,  I  said. 

The  Interpreter:  I  am  translating  the  date  ac- 
cording to  the  book. 

The  Coui't:  May  I  ask  the  witness,  the  Chinese 
birth  date  is  CR  10-7-10? 

The  Witness:    Yes,  Chinese  calendar. 

Q.     (By  Mr.  Broffman)  :    Where  was  he  born  ^ 

A.     Nom  Sing  Lee  Village. 

Q.     Do  you  know  the  name  of  his  father? 

A.     I  forget.  I  don't  remember  his  father's  name. 

Q.    Were  you  ever  married  to  his  father? 

Mr.  Atkins:  I  mil  object,  your  Honor.  We  are 
getting  into  the  whole  stoiy  now  and  not  limiting 
ourselves  to  the  issue  of  the  denial. 

The  Court:    Overiailed. 

The  Witness:    No  marry. 

The  Court:  May  I  inquire,  what  was  the  name 
of  the  village? 

The  Witness :    Nom  Sing  Lee.  [48] 

Q.  (By  Mr.  Broffman)  :  Did  you  ever  live  in 
China  with  Chew  Wing  Luk  as  his  mother? 

A.  When  I  was  living  in  Nom  Sing  Lee,  I  con- 
sidered as  his  aunt,  considered  him  as  my  nephew. 

Q.  When  did  you  first  tell  him  that  you  were 
his  real  mother? 

A.  I  went  to  Mr.  Caplan's  office  and  he  asked 
me  several  times,  and  I  told  him  the  truth  last 
simmier. 
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Q.  Before  tliat,  before  last  siminier,  and  while 
you  were  in  the  United  States,  did  you  ever  \vrite 
to  Chew  Wing  Luk  any  letters  or  postcards? 

The  Court:    Do  you  need  an  interpreter? 

The  Witness :    Yes. 

The  Court:  Then  don't  answer  in  English,  but 
let  the  interpreter  translate. 

The  Witness:  Sometimes  I  answer  in  English 
and  something  I  don't  understand. 

The  Court:    You  answer  in  Chmese. 

Now,  read  the  question. 
(Question  read.) 

The  Witness:  I  was  living  together  mth  him  in 
Los  Angeles,  so  I  didn't  send  any  letter  to  him. 

Q.  (By  Mr.  Broffman)  :  While  he  was  in  China 
and  you  were  in  the  United  [49]  States,  did  you 
send  any  letters  or  postcards  to  him  ?  A.    Yes. 

Q.     Did  you  write  these  letters  yourself? 

A.     I  asked  some  of  my  friends  to  do  it  for  me. 

Q.  Do  you  know  how  these  letters  or  postcards 
were  signed  insofar  as  your  relationship  to  Chew 
Wing  Luk  is  concemed? 

A.  I  used  the  name  Chew  Fong  Shew,  but  I 
address  him  as  my  nephew. 

Q.  Did  you  sign  it  as  mother,  aunt,  or  aunt- 
mother,  or  imcle? 

A.  I  sign  it  Chew  Fong  Shew  and  he  address 
me  as  aunt. 

Q.  At  the  end  of  the  letter,  did  you  sign  your 
name  yourself  or  did  your  friends  who  wrote  the 
letter  sign  your  name  for  you? 
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A.  I  did  not  sign  those  letters.  My  friends  did 
it  for  me. 

Q.  Did  you  see  some  of  these  letters  before  they 
were  mailed? 

A.  I  didn't  see  them,  Ijiit  after  those  letters  are 
written,  I  just  go  and  buy  a  stamp  and  send  it  over 
through  registered  mail. 

Q.  Did  you  ever  tell  your  friends  or  did  you 
ever  write  yourself  at  the  end  of  a  letter,  Mother, 
Chew  Fong  Shew  I  [50]  A.     No. 

Mr.  Atkins:  Objection,  your  Honor.  He  is  lead- 
ing the  witness  terribly. 

The  Court:    Overruled. 

The  Witness:  I  just  told  them  to  have:  the  letters 
addressed  to  a  nephew. 

Mr.  Broffman :    I  have  nothing  further. 

Cross  Examination 

Q.  (By  Mr.  Atkins)  :  You  claim  you  gave  birth 
to  Chew  Wing  Luk  in  the  village  of  Kom  Sing 
Lee,  is  that  correct?  A.     Yes. 

Q.  There  are  only  eight  houses  in  the  village  of 
Nom  Sing  Lee,  are  there  not?  A.    Yes. 

Q.  And  yet  all  the  villagers  considered  you  to  be 
Chew  Wing  Luk's  aunt,  not  his  mother,  is  that 
correct?  A.     That's  right. 

Mr.  Atkins:    N'o  further  questions. 

The  Court:  May  I  ask  the  witness  a  question? 
Do  you  know  a  party  by  the  name  of  Chew  Wing 
Fook? 
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The  Witness:  That  is  my  aunt's  son,  and  also 
the  son  of  Chew  Tai  Kim. 

The  Court:    Is  he  dead  or  alive?  [51] 

The  Witness :  Now  I  don't  know  because  I  have 
received  no  news  about  him. 

The  Court::    I  don't  have  any  other  questions. 

Mr.  Broffman:  I  would  like  to  have  the  inter- 
preter ask  the  question  again  as  to  who  Chew  Wing 
Fook  is.  I  don't  think  she  got  it  correctly. 

The  Court :  Go  ])aek  and  read  the  question.  I  said 
who  is  Chew  Wing  Fook. 

The  Witness :    That  is  my  nephew. 

The  Court:  Is  that  satisfactory'?  That  is  what 
she  said  before. 

Mr.  Broifman:  She  said  my  brother's  son  and 
my  aunt  and  she  meant,  I  am  sure.  Chew  Wing 
Fook's  aunt.  It  oliviously  couldn't  be  her  brother's 
son  as  well  as  her  aimt's  son. 

The  Witness:  That's  right.  I  mean  No.  2  brother. 
i,I  am  Sony. 

Mr.  Broifman:     She  got  the  word  aimt  in  there. 

The  Court:    I  have  no  further  questions. 

Mr.  Broifman:    I  have  nothing  further. 

Mr.  Atkins:    No  further  questions. 

The  Court:    You  may  step  down. 
(Witness  excused.) 

The  Court :    Any  other  testimony  ? 

Mr.  Broffman:    That's  all.  [52] 
I     The  Court:    Does  the  government  have  any  other 
testimony  ? 

Mr.  Atkins:    No,  your  Honor. 
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The  Court:  I  am  going  to  find  tliat  the  plaintiff 
hasn't  been  denied  a  right. 

Mr.  Atkins:     Your  Honor,  I  think  I  would  h& 
obliged  to'  move  tO'  dismiss  on  the  basis  the  court 
lacks  jurisdiction,  because  there  has  been  no  denial  I 
of  a  right. 

The  Court:  That  is  my  ruling,  that  we  don't 
have  any  jurisdiction,  that  is,  the  plaintiff  has  no 
right  to  be  here  because'  he  was  not  denied  a  right 
prior  to  the  filing  of  the  complaint.  He  may  have  i 
been  denied  a  right  after  the  complaint  was  filed,  or  f 
he  may  be  denied  a  right  if  he  is  returned  to  China, 
but  the  theory  is  he  wasn^t  denied  a  right  prior  to  i 
the  filing  of  the  complaint.  I 

Mr.  Broffman:  Because  the  statements  on  his  I 
application  were  not  true  or  at  least  were  different  ' 
than  from  what  now  are  alleged? 

The  Court:  The  statements  were  not  tnie,  but 
the  Vice  Consul  specifically  found  that  he;  was  not 
the  son  of  Chew  Kai  Tim. 

Mr.  Broffman:     This  court;  is  not  boimd  by  that.  , 
That  is  merely  a  conclusion  of  the  American  Consul  1 
based  on,  as  far  as  this  court  is  concerned,  a  lot  of  1 
hearsay.  May  I  [53]  point  out  to  the  court,  that  the 
State  Department  issued  a  certificate   of  identity 
and  before  they  can  do  that  they  must  bei  satisfied 
that  there  was  good  faith  and  a  substantial  basis  to 
the  claim. 

Mr.   Atkins:     May   I   make   a   correction,   your  j 
Plonor.  The  only  reason  a  certificate  of  identity  was 
granted  was  because  the  Attoirney  General  allowed  i 
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a  certificate  of  identity  to  be  granted  and  not  be^- 
cause  tlie  Consul  thought  there  was  any  good  faith 
involved.  The  Consul  didn't  believe  there  was  good 
faith  and  denied  the  passport  and  certificate  of 
identity.  However,  the  Attorney  General,  on  appeal 
to  the  Attorney  General,  did  allow  a  certificate  to  be 
issued.  There  was  no  determination  of  good  faith  by 
jany  Consul  in  Hong  Kong. 

Mr.  Broffman:  If  your  Honor  will  carefully 
;look  at  503,  your  Honor  will  find  that  good  faith 
I  and  a  substantial  claim  must  be  established.  We  cer- 
Itainly  do  not  have  to  agree  mth  the  American 
'  Consul.  As  a  matter  of  fact,  there  is  a  constant 
battle  with  the  American  Consuls.  They  make  their 
decisions  upon  investigations  which  may  be  full  of 
hearsay,  nunor,  and  draw  their  own  conclusions. 
What  they  have  decided  is  certainly  not  evidence, 
and  that  is  one  of  the  reasons  why  wci  have  this 
particular  section,  so  that  a  man  can  get  a  judicial 
deteiinination,  not  an  administrative  determination, 
of  his  citizenship.  Insofar  as  this  particular  issue 
before  us  is  concerned,  I  think  the  only  thing  that 
has  [54]  to  be  taken  into  consideration  is  the  appli- 
cation. 

The  Court:  I  wish  the  findings  would  show  that 
the  plaintiff  filed  an  application  claiming  that  his 
father  was  Chew  Tai  Kim  and  the  application  was 
denied  on  the  ground  that  he  was  not  the  son  of 
Chew  Tai  Kim  and  that  there  was  no  denial  of  a 
right  prior  to  the  filing  of  this  suit. 

I  don't  think  it  makes  any  difference  whether  the 
plaintiff  believed  he  was  the  son  of  Chew  Tai  Kim 
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or  whether  he  didn't  l>elieve  it.  As  far  as  I  am  con- 
cerned, this  application  might  ha,ve  been  made  in 
good  faith,  but  the  problem  that  is  presented  to  me 
is  whether  or  not  when  you  make  a  claim  that  your 
father  is  so-and-so,  and  the  Vice  Consul  determines 
that  is  not  true  and  denies  the  passport,  whether 
that  is  a  denial  of  a  right.  If  the  Circuit  says  it  is  : 
a  denial  of  a  right  then  we  will  just  proceed  with  i 
the  testimony  here  and  ascertain  what  the  facts  are. 

Mr.  Atkins:     Your  Honor,  might  I  address  the 
court  on  one  particular  matter? 

The  Court :    All  right. 

Mr.  Atkins:  At  the  beginning  of  this  hearing  I 
stated  it  was  the  govenmient^s  position,  and  your 
Honor  and  I  both  agreed,  it  is  irrelevant  Avhether 
the  application  was  made  in  good  faith  or  not.  How- 
ever, I  do  believe  it  might  be  important  for  your 
Honor  to  make  a.  ruling  as  to  the  shomng  of  good 
faith  in  order  that  if  a  higher  court,  the  Circiut, 
was  [55]  interested  in  it,  they  would  be  also  very 
interested  in  knowing  what  your  appraisal  of  the 
testimony  of  the  mtnesses  w^as.  From  the  testimony 
adduced  here,  I  believe  it  has  been  shown  conclu- 
sively that  Chew  Wing  Luk  laiew  far  in  advance  of 
his  making  the  application  for  a  passport  that  his  i 
true  mother,  the^  person  who  was  his  natural  mother, 
was  Chew  Fong  Shew,  the  lady  sitting  in  this  court 
room  now,  and  when  he  made  the  application  he 
consciously  misstated  that.  I  would  suggest  or  re- 
quest that  perhaps  your  Honor  might  make  rulings 
on  the  issue  of  good  faith  and  knowledge  of  his  true 
maternity  at  the  time  he  made  the  application. 
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The  Court:  No.  You  started  tliis  case  on  tlie 
tlieoiy  it  was  inmiaterial  whether  there^  was  or  was 
not  good  faith. 

]\rr.  Atkins:    I  still  maintain  tliat. 

The  Court :    I  agree  with  you. 

Mr.  Broffman:  Just  to  correct  the  record,  Mr. 
Atkins  indicated  before  that  it  was  the  Attorney 
General  who  caused  the  certificate  of  identity  to  be 
issued  so  that  Chew  Wing  Luk  could  come^  into  the 
United  States.  Under  the  statute,  it  is  the  Secretary 
of  State  that  has  that  authority  and  I  ha,ve  here  a 
photostat  of  a  letter  from  the^  Department  of  State, 
AYashington,  dated  October  8,  1951,  directed  to  the 
attorneys  in  San  Francisco  advising  that  the  Amer- 
ican Consulate  General  at  Hong  Kong  has  been  in- 
structed to  issue  a  ceitificate  [56]  of  identity  to 
Chew  Wing  Luk  so  that  he  might  proceed  to  the 
United  States  in  oiTler  to  testify  in  Ms  own  behalf. 
That  is  signed  ]>y  R.  F.  Shipley,  Chief,  Passport 
Division. 

Mr.  Atkins :  Your  Honor,  I  may  have  misstated 
it  as  Attorney  General  for  Secretary  of  State. 
Come  to  think  of  it,  I  am  not  absolutely  certain  and 
it  may  well  be  the  Secretaiy  of  State.  The  point  I 
was  trying  to  make  was  that  it  wasn't  thci  Consul  at 
Hong  Kong. 

The  Court:  I  want  it  distinctly  miderstood  that 
I  am  not  deciding  at  this  time  and  nothing  I  have 
said  is  to  be  taken  as  indicating  that  I  have  decided 
that  the  plaintiff  is  or  is  not  the  son  of  the  alleged 
mother.  The  only  thing  I  am  deciding  is  that  I  don't 
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have  the  right  to  decide  this  matter  because  he  has 
not  been  denied  a  right. 

Mr.  Bro'ffman :  The  only  point  I  am  trying  to 
bring  to  your  Honor's  attention  clearly  is  that  we 
don't  have  to  believei  the  American  Consul,  and  the 
State  Department  also  apparently  took  issuer  when 
they  issued  the  certificate  of  identity  to  him. 

The  Court :  Do  you  want  that  letter  in  as  part  of 
the  record?  If  you  do,  I  will  allow  it  to  go  in. 

Mr.  Broffman:  I  do  not  have  the  original  with 
me.  I  have  a  photostat. 

The  Court:    Maybe  Mr.  Atkins  would  not  object. 

Mr.  Atkins:    I  will  stipulate.  [57] 

The  Court:  Let's  put  it  in  the  record.  I  don't 
know  whether  it  has  a  thing  to  do'  with  this,  case 
or  not.  Although  I  may  not  agree  with  you,  I  dO' 
agree  with  your  right  that  you  have  thei  right  toi 
appeal  and  I  will  do  everything  I  can  to  protect 
your  record  on  appeal. 

The  Clerk:    Plaintiff's  Exhibit  2  in  evidence. 

(The  exhibit  referred  to  was  received  in  evi- 
dence and  marked  as  Plaintiff's  Exhibit  N'o.  2.) 

The   Court:     Mr.  Atkins,  will  you  prepare  the 
findings  in  accordance  with  the  ruling? 
Mr.  Atkins:    Yes,  your  Honor. 
The  Court:    All  right.  [58] 

[Endorsed]  :  Filed  August  7,  1958. 
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[Endorsed]:  No.  16171.  United  States  Court  of 
Appeals  for  the  Ninth  Circuit.  Chew  Wing  Luk, 
Ax3pellant,  vs.  John  Foster  Dulles,  as  Secretary  of 
State,  Appellee.  Transcript  of  Record.  Appeal  from 
the  United  States  District  Court  for  the  Southern 
District  of  California,  Central  Division. 

Filed:  August  30,  1958. 

Docketed:  September  4,  1958. 

/s/  PAUL  P.  O'BRIEN, 

Clerk  of  the  United  States  Court  of  Appeals  for 
the  Ninth  Circuit. 


Unite-d  States  Coui-t  of  Appeals 
for  the  Ninth  Circuit 

No.  16171 

CHEW  WING  LUK,  Appellant, 

vs. 

JOHN  FOSTER  DULLES,  as  Secretary  of  State, 

Appellee. 

STATEMENT  OF  POINTS 
BY  APPELLANT 

The  sole  question  at  issue  is  whether  the  Court 
has  jurisdiction  to  decide  the  citizenship  of  appel- 
lant. 

Appellant  alleges  that  the  Court  has  jurisdiction 
to  decide  the  question  of  citizenshix)  where  the  ap- 
pellant was  denied  the  right  of  a  national  of  the 
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United  States  imder  Section  503  of  the:  Nationality 
Act  of  1940  (54  Stat.  1171,  1172;  8  USG  903)  when 
he  presented  to  the  American  Consul,  in  good  faith, 
an  apx)lication  for  a  United  States  passport  and 
such  passport  was  denied  but  appellant  was,  permit- 
ted to  proceed  to  the  United  States  for  the  sole'  pur- 
pose of  obtaining  a  judicial  declaration  of  his  citi- 
zenship. 

Appellant  alleges  that  the  Court  has  continuing 
jurisdiction  to  decide  appellant^s  claim  to  citizen- 
ship even  though  appellant  found  newly  discovered 
evidence  after  he  came  to  the  United  States  and 
after  his  original  complaint  was  filed,  and  pre- 
sented this  newly  discovered  evidence  in  an 
amended  complaint  to  the  Court,  even  though  the 
American  Consul  was  not  furnished,  and  could  not 
have  been  furnished,  the  newly  discovered  evidence, 
by  the  appellant,  but  such  newly  discovered  evi- 
dence establishes  appellant ^s  citizenship. 

SIDNEY  BROFFMAN  and 
SIDNEY  M.  ElAPLAN, 
/s/  By    SIDNEY  BROFFMAN. 

Proof  of  Service  by  Mail  Attached. 

[Endorsed] :  Filed  September  13,  1958.  Paul  P. 
O'Brien,  Clerk. 
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[Title  of  Court  of  Appeals  and  Cause.] 

APPELLEE'S  DESiaNATION  OF 
RECORD  TO  BE  PRINTED 

Now  comes  the  appellee  and  herewitti  designates 
tlie  following  to  l^e  printed  as  its  Designation  of 
Record  on  appeal: 

1.  The  entire  Reporter's  Transcript  of  Proceed- 
ings held  at  Los  Angeles,  California,  on  Friday, 
February  21,  1958,  pp.  1-59. 

2.  All  evidence  introduced  at  the  aforesaid  loro- 
ceedings  as  Exhibits  in  evidence. 

A  stipulation  will  l>e  forthcoming  between  coun- 
sel for  appellant  and  appellee  stipulating  that  the 
said  Exhibits  may  be  considered  in  their  original 
form  and  need  not  be  printed. 

LAUOHLIN  E.  WATERS, 

United  States  Attorney, 

RICHARD  A.  LAVINE, 

Assistant  IT.  S.  Attorney, 
Chief  of  Civil  Division, 

HENRY  P.  JOHNSON, 

Assistant  U.  S.  Attorney, 

/s/  HENRY  P.  JOHNSON, 
Attorneys  for  Appellee. 

Affidavit  of  Service  by  Mail  Attached. 

[Endorsed] :  Filed  September  23,  1958.  Paul  P. 
O'Brien,  Clerk. 
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[Title  of  Court  of  Appeals  and  Cause.] 

STIPULATION  THAT  EXHIBITS  BE  CON- 
SIDERED IN  THEIR  ORIGINAL  FORM 
AND  NEED  NOT  BE  PRINTED 

It  Is  Hereby  Stipulated,  by  and  between  the  par- 
ties to  this  appeal,  through  their  respective  attor- 
neys of  record,  that  all  exhibits  received  in  evidence 
at  the  hearing  held  February  21,  1958,  in  the  instant 
case  be  considered  by  this  Honorable  Court  in  their 
original  form  and  need  not  be  printed.  ! 

Dated:  September  22,  1958. 

SIDNEY  BROFFMAN  and 
SIDNEY  M.  KAPLAN, 

/s/  By    SIDNEY  BROFFMAN, 

Attorneys  for  Appellant. 

LAUaHLIN  E.  WATERS, 

United  States  Attorney, 

RICHARD  A.  LAVINE,  |1 

Assistant  U.  S.  Attorney, 
Chief  of  Civil  Division, 

HENRY  P.  JOHNSON, 

Assistant  "U.  S.  Attorney, 

/s/  HENRY  P.  JOHNSON, 

Attorneys  for  Appellee. 

[Endorsed] :  Filed  September  26,  1958.  Paul  P. 
O'Brien,  Clerk. 
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CHEW  WING   LUK, 

Appellant  , 
-vs- 
JOHN  FOSTER  DULLES,  as  Secretary  of  State, 

Appellee. 
JURISDICTION 
The  complaint  for  declaratory  judgment  of  citizen^ 
ship  was  filed  in  the  District  Court  of  the  United  States, 
Northern  District  of  California,  Southern  Division,  basing 
jurisdiction  on  Section  503  of  the  Nationality  Act  of  1940 
(8  U.S.C.  903),  28  U.S.C.  1331  and  2201,  and  the  jurisdic- 
tion of  the  court  in  equity  proceedings,  (TR,  pg.  4).  The 
amended  complaint,  filed  in  the  District  Court  of  the  Unit 
ed  States,  Southern  District  of  California,  Central  Divi- 
sion, bases  jurisdiction  under  Section  503  of  the  Nation- 
ality Act  of  1940  (8  U.S.C.  903),  (TR.  pg.  11.) 
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Both  the  original  complaint  and  the  amended  complain 
allege  that  appellant  was  denied  a  right  or  privilege  as  a 
citizen  of  the  United  States  by  an  executive  offical  of  a 
Department  of  the  United  States  Government.  (TR.  pgs.  6  and 
12). 

This  court  has  jurisdiction  to  hear  the  appeal  from 
the  judgment  below  under  U.S.C.  1291  (65  Stat.  726). 

STATEMENT  OF  THE  CASE 

Appellant  appeared  before  the  American  Consul  in 
Hong  Kong  and  applied  for  a  U.  S.  passport  on  February  2, 
1951,  alleging  therein  that  he  was  a  citizen  of  the  United 
States  by  virtue  of  the  fact  that  his  father,  Chew  Tai  Kam, 
was  a  native  born  citizen  of  the  United  States.  The  United 
States  Consul  denied  appellant's  application  for  a  pass- 
port, whereupon  a  complaint  for  declaratory  judgment  was 
filed  by  appellant   by  his  next  friend,  Chew  Fong  Shew, 
who  alleged  in  said  complaint  that  she  was  appellant's 
aunt. 

Subsequent  to  the  filing  of  the  complaint,  the 
Secretary  of  State  directed  the  consul  to  issue  a  certifi- 
cate of  identity  to  appellant,  pursuant  to  Section  503  of 
the  Nationality  Act  of  1940  (8  U.S.C.  903)  in  order  to 
enable  appellant  to  come  to  the  United  States  to  prosecute 
his  action  for  declaratory  judgment. 

Af t«»r    3nnp»11ant    arrived    in    the    United    Statf».<;       and 
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during  the  pendency  of  his  action,  he  learned  for  the  first 
time  that  he  was  an  illegitimate  child,  and  that  Chew  Tai 
Kam  was  not  his  father  and  that   Chew  Feng  Shew,  whom  he 
believed  to  be  his  aunt,  was  his  true  mother. 

Upon  discovery  of  the  new  facts,  appellant  promptly 
filed  an  amended  complaint,  alleging  that  he  is  nevertheless 
a  citizen  of  the  United  States  through  his  mother,  a  native 
born  citizen  of  the  United  States,  under  Section  205  of  the 
Nationality  Act  of  1940  (8  U.S.C.  605),  and  that  at  the 
time  he  was  denied  a  passport  of  the  United  States  he  was 
a  citizen  of  the  United  States  under  said  Section  205  of  the 
Nationality  Act,  which  provided  as  followss 

"The  provisions  of  Section  201,  subsections  (c)  (d) 
(e)  and  (g)  hereof  apply,  as  of  the  date  of  birth, 
to  a  child  born  out  of  wedlock,  provided  the  patern- 
ity is  established  during  minority,  by  legitimation, 
or  adjudication  of  a  competent  court. 

"In  the  absence  of  such  legitimation  or  adjudication, 
the  child,  whether  born  before  or  after  the  effec- 
tive date  of  this  Act,  if  the  mother  had  the  nation- 
ality of  the  United  States  at  the  time  of  the  child's 
birth,  and  had  previously  resided  in  the  United 
States  or  one  of  its  outlying  possessions,  shall  be 
held  to  have  acquired   at  birth  her  nationality 
status." 
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The  lower  court  decided  it  had  no  jurisdiction  to 
hear  appellant *s  claim  to  citizenship  on  the  ground  that 
appellant  had  not  been  denied  a  right  or  privilege  as  a 
national  of  the  United  States  under  Section  503  of  the 
Nationality  Act  of  1940  because  the  Consul  denied  appellan' 
application  for  a  passport  on  facts  different  from  the  all< 
gations  now  set  forth  in  the  amended  complaint,  i.e.,  the 
denial  was  on  a  claim  of  citizenship  of  an  alleged  father, 
Chew  Tai  Kam ,  and  there  was  never  a  denial  of  citizenship 
based  on  appellant *s  present  claim  of  citizenship  through 
his  mother.  Therefore,  there  having  been  no  denial  of  a 
right  or  privilege  as  a  national  under  the  new  facts,  the 
court  held  it  had  no  jurisdiction  to  hear  the  case  on  its 
merits. 

The  fraud  or  good  faith  of  the  appellant  was  not  an 
element  of  consideration  by  the  Court. 

SPECIFICATION  OF  ERRORS  AS  TO 
CONCLUSIONS  OF  LAW 
l.That  the  Court  did  not  have  jurisdiction  of  the 
subject  matter  of  this  action  (TR,  pg.  21,  par.  I). 

2. That  plaintiff  has  never  been  denied  a  right  as 
a  national  of  the  United  States  (TR,  pg.  22,  par.  V). 
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ARGUMENT 


Section  503  of  the  Nationality  Act  of  1940  (8  U„S.C. 
903)  provides,  in  its  pertinent  parts,  as  follows^ 

"If  any  person  who  claims  a  right  or  privilege  as 
as  a  national  of  the  United  States  is  denied  such 
right  or  privilege  by  any  Department  or  agency,  or 
executive  offical  thereof,  upon  the  ground  that  he 
is  not  a  national  of  the  United  States,  such  person, 
regardless  of  whether  he  is  within  the  United  States 
or  abroad,  may  institute  an  action  against  the  head 
of  such  Department  or  agency  in  the  District  Court 
of  the  United  States  for  the  District  of  Columbia 
or  in  the  district  Court  of  the  United  States  for 
the  district  in  which  such  person  claims  a  permanent 
residence  for  a  judgment  declaring  him  to  be  a 
national  of  the  United  States.  If  such  person  is  out- 
side the  United  States  and  shall  have  instituted 
such  an  action  in  court,  he  may,  upon  submission  of 
a  sworn  application  showing  that  the  claim  of  nation- 
ality presented  in  such  action  is  made  in  good  faith 
and  has  a  substantial  basis,  obtain  from  a  diplomatic 
or  consular  officer  of  the  United  States  in  a  for- 
eign country  in  which  he  is  residing  a  certificate 
of  identity  stating  that  his  nationality  status  is 
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pending  before  the  Court ,  and  may  be  admitted  to 
the  United  States  with  such  certificate  upon  the 
condition  that  he  shall  be  subject  to  deportation 
in  case  it  shall  be  decided  by  the  court  that  he  is 

not  a  national  of  the  United  States " 

The  section  requires,  as  a  jurisdictional  prerequi- 
site, the  denial  of  a  claim  of  a  right  or  privilege  as  a 
national  of  the  United  States.  It  is  a  denial  of  the  ult- 
imate fact,  i.e.,  the  nationality  of  the  United  States  to 
a  person  which  is  controlling.  The  statute  makes  no  ref- 
erence to  evidentiary  matters  or  the  component  parts  which, 
taken  together,  spell  out  the  manner  of  acquisition  of 
nationality,  and  therefore  the  manner  of  acquisition  of 
nationality,  whether  it  be  through  a  father,  mother,  or 
through  birth,  is  immaterial  for  jurisdictional  purposes. 

The  lower  court,  in  deciding  there  was  no  denial 
of  a  right  or  privilege  as  a  national,  really  decided 
there  could  be  no  denial  unless  the  Consul  had  all  the 
facts,  whether  or  not  they  were  known  to  appellant  at 
the  time.  But  the  central  issue  is  whether,  in  any  event, 
the  appellant  had  a  claim  as  a  national.  The  very  reason 
for  the  Courtis  jurisdiction  is  to  decide  that  claim,  and 
the  evidentiary  matters  to  be  presented  at  the  trial  is 
entirely  irrelevant  to  the  proceeding  had  before  the  Consul 
The  court's  jurisdiction  is  not  dependent  upon  the  state- 


-7- 
ments  made  before  a  Consul  but  upon  the  Consults  denial  of 
a  passport  to  a  national.  Jurisdiction  is  not  based  upon 
the  reasons  for  the  denial. 

The  lower  courfs  reasoning  would  compel  appellant 
to  return  to  Hong  Kong,  inform  the  Consul  that  he  now  has 
learned  he  is  a  citizen  through  his  mother,  and  again  apply 
for  a  passport;  and  if  that  is  denied,  come  to  the  United 
States  again  before  the  same  court  to  have  the  same  claim 
adjudicated.  "^The  whole  round  of  administrative  proceedings 
would  be  started  again  (although  under  the  present  law 
appellant  may  no  longer  have  the  privilege  of  returning 
to  the  United  States  and  may  be  denied  the  opportunity  of 
judicial  delaration  of  his  nationality).  See  Section  360, 
Immigration  and  Nationality  Act  of  1952.  A  similar  situa- 
tion arose  in  the  case  of  Jiminez  v.  Glover ,  255  F  (2)  54, 
in  the  construction  of  Section  360  of  the  Immigration  and 
Nationality  Act  of  1952,  the  successor  to  the  statute  in 
issue  here.  The  court  declared  that  "the  language  of  the 
McCarran  Act  does  not  require  us  to  impute  this  absurdity 
to  the  Congree  of  the  United  States.  The  Congress  must 
speak  with  a  clear  voice  before  courts  would  be  justified 
in  putting  such  an  interpretation  upon  legislation  as 
would  have  the  effect  of  withdrawing  the  possibility  of 
judical  review  from  a  claimant  to  American  citizenship 
which  such  claimant  had  the  right  to  pursue  under  prior 
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legislation." 

It  has  been  held  that  as  long  as  a  positive  denial 
of  a  right  of  national  was  made  before  suit,  the  government 
could  not  deprive  the  court  of  jurisdiction  by  thereafter 
requesting  plaintiff  for  further  particulars.  And  even  where 
there  has  been  a  sufficient  denial  to  permit  institution  of 
suit  and  plaintiff  was  asked  for  further  information,  where 
such  request  for  further  particulars  was  not  made  until  afte; 
suit  was  commenced,  the  government  could  not  thereby  de- 
prive the  court  of  jurisdiction  in  such  proceeding.  Cheung 
V.  Dulles,  D.C.  Mass.  1954,  16  F.R.D.  550;  Kenn^  v.  Dulles, 
127  Supp.  252.  It  is  submitted  that  appellant  could  not 
deprive  the  court  jurisdiction  by  the  mere  act  of  filing 
an  amended  complaint ,  especially  where  such  amendment  was 
permitted  by  the  court.  He  could  not  be  penalized  because 
he  discovered  the  truth  of  his  parentage  after  he  came  to 
the  United  States  and  after  the  original  complaint,  filed 
by  his  next  friend,  was  filed.  At  that  time  the  court  al- 
ready had  jurisdiction,  and  once  having  acquired  jurisdic- 
tion concerning  the  nationality  of  appellant,  the  juris- 
diction is  a  continuing  one  as  long  as  appellant  has  stated 
a  claim  upon  which  relief  can  be  granted.  Linzalone  v. 
Dulles  ,  120  F.  Supp.  107. 

The  jurisdictional  requirement  in  declaratory  actions 
to  establish  appellant  as  a  national  of  the  United  States  is 
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legislation.  '* 

It  has  been  held  that  as  long  as  a  positive  denial 
of  a  right  of  national  was  made  before  suit,  the  government 
could  not  deprive  the  court  of  jurisdiction  by  thereafter 
requesting  plaintiff  for  further  particulars.  And  even  where 
there  has  not  been  a  sufficient  denial  institution  of  suit 
and  plaintiff  was  asked  for  further  information,  where  such 
request  for  further  particulars  was  not  made  until  after 
suit  was  commenced ,  the  government  could  not  thereby  de- 
prive the  court  of  jurisdiction  in  such  proceeding.  Cheung 
V.  Dulles,  D.C.  Mass.  1954,  16  F.R.D.  550;  Kenng  v.  Dulles, 
127  F.  Supp.  252.  It  is  submitted  that  appellant  could  not 
deprive  the  court  of  jurisdiction  by  the  mere  act  of  filing 
an  amended  complaint ,  especially  where  such  amendment  was 
permitted  by  the  court.  He  should  not  be  penalized  because 
he  discovered  the  truth  of  his  parentage  after  he  came  to 
the  Unted  States  and  after  the  original  complaint,  filed 
by  his  next  friend,  was  filed.  At  that  time  the  court  al- 
ready had  jurisdiction,  and  once  having  acquired  jurisdic- 
tion concerning  the  nationality  of  appellant,  the  juris- 
diction is  a  continuing  one  as  long  as  appellant  has  stated 
a  claim  upon  which  relief  can  be  granted.  Linzalone  v. 
Dulles,  120  F.  Supp.  107. 

The  jurisdictional  requirement  in  declaratory  actions 
to  establish  appellant  as  a  national  of  the  United  States  is 


an  allegation  that  plaintiff  has  been  denied  a  right  or 
privilege  as  a  national  of  the  United  States.  Appellant 
has  done  this  in  his  original  and  amended  complaint.  (TR, 
pg.  6,  pars.  X,  XI;  pg.  12,  par.  VIII). 

Ngeug  V.  Dulles,  117  F.  Supp.  498 
Lee  Hong  v.  Acheson,  110  F.  Supp.  60. 
Dulles  V.  Lung,  212  F  (2)  73. 

CONCLUSION 

The  fact  that  appellant's  application  for  a  United 
States  passport  erroneously  sets  forth  that  he  was  a  cit- 
izen through  a  father  does  not  obviate  the  fact  that  he 
was  denied  the  right  or  privilege  as  a  citizen  of  the 
United  States  even  though  he  later  discovered,  after  he 
was  in  the  United  States  and  after  suit  for  declaratory 
judgment  was  instituted,  that  he  was  really  illegitimate 
and  a  citizen  through  his  mother „ 

Appellant's  right  or  privilege  as  a  citizen  of  the 
United  States  having  been  denied,  the  jurisdictional  pre- 
requisite has  been  established  as  alleged  in  the  amended 
complaint  (filed  by  permission  of  the  court)  and  the  court 
has  jurisdiction  to  decide  the  nationality  of  appellant. 
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Appellee. 


APPELLEE'S  BRIEF. 


Jurisdiction. 

Appellant  initiated  this  action  in  the  United  States 
District  Court  for  the  Northern  District  of  California. 
Jurisdiction  was  invoked  pursuant  to  section  503  of  the 
Nationality  Act  of  1940,  54  Stat.  1171,  8  U.S.C.A.,  1942 
ed.,  903,  sections  1331  and  2201,  Title  28,  U.S.C.A.,  and 
the  court's  general  equitable  powers.  [Tr.  4.]  Subse- 
quently, appellant  transferred  his  suit  to  the  United 
States  District  Court  for  the  Southern  District  of  Cali- 
fornia and  filed  an  amended  complaint  in  which  juris- 
diction was  based  solely  on  section  503  of  the  Nationality 
Act  of  1940.    [Tr.  11.] 

It  is  appellee's  position  that  the  court  below  was  cor- 
rect in  holding  that  it  did  not  have  jurisdiction  over  the 
subject  matter  of  the  complaint,  i.e.,  the  power  to  deter- 
mine whether  or  not  appellant  is  a  citizen  of  the  United 
States. 
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Statutes  Involved. 

Section  503  of  the  Nationality  Act  of   1940,  54  Stat. 

1171,   8   U.S.C.A.,    1942   ed.,   903,  provides   in   pertinent 

part : 

Sec.  503.  If  any  person  who  claims  a  right  or 
privilege  as  a  national  of  the  United  States  is  denied 
such  right  or  privilege  by  any  department  or  agency, 
or  executive  official  thereof,  upon  the  ground  that  he 
is  not  a  national  of  the  United  States,  such  person, 
regardless  of  whether  he  is  within  the  United  States 
or  abroad,  may  institute  an  action  against  the  head 
of  such  department  or  agency  .  .  .  for  a  judg- 
ment declaring  him  to  be  a  national  of  the  United 
States.  If  such  person  is  outside  the  United  States 
and  shall  have  instituted  such  an  action  in  court, 
he  may,  upon  submission  of  a  sworn  application 
showing  that  the  claim  of  nationality  presented  in 
such  action  is  made  in  good  faith  and  has  a  substan- 
tial basis,  obtain  from  a  diplomatic  or  consular  officer 
of  the  United  States  in  the  foreign  country  in  which 
he  is  residing,  a  certificate  of  identity  stating  that 
his  nationality  status  is  pending  before  the  court, 
and  may  be  admitted  to  the  United  States  with  such 
a  certificate  upon  the  condition  that  he  shall  be  subject 
to  deportation  in  case  it  shall  be  decided  by  the  Court 
that  he  is  not  a  national  of  the  United  States.  .  .  . 
from  any  denial  of  an  application  for  such  certificate 
the  applicant  shall  be  entitled  to  an  appeal  to  the  Sec- 
retary of  State,     .     .     . 

Section   360(a)    of    the    Immigration    and    Nationality 

Act  of  1952,  66  Stat.  273,  8  U.S.C.A.,  1503(a),  provides: 

Section  360(a).     If  any  person  who  is  within  the 

United  States  claims  a  right  or  privilege  as  a  national 

of  the  United  States  and  is  denied  such  right  or  privi- 
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leg^e  by  any  department  or  independent  agency,  or 
official  thereof,  upon  the  ground  that  he  is  not  a  na- 
tional of  the  United  States,  such  person  may  institute 
an  action  under  the  provisions  of  section  2201  of  Title 
28,  against  the  head  of  such  department  or  inde- 
pendent agency  for  a  judgment  declaring  him  to  be 
a  national  of  the  United  States,  except  that  no  such 
action  may  be  instituted  in  any  case  if  the  issue  of 
such  person's  status  as  a  national  of  the  United 
States  (1)  arose  by  reason  of,  or  in  connection  with 
any  exclusion  proceeding  under  the  provisions  of  this 
or  any  other  act,  or  (2)  is  in  issue  in  any  such  ex- 
clusion proceeding.  An  action  under  this  subsection 
may  be  instituted  only  within  five  years  after  the 
final  administrative  denial  of  such  right  or  privilege 
and  shall  be  filed  in  the  district  court  of  the  United 
States  for  the  district  in  which  such  person  resides 
or  claims  a  residence,  and,  jurisdiction  over  such 
officials  in  such  cases  is  conferred  upon  those  courts. 

Statement  of  the  Case. 

Appellant  presented  his  application  for  an  American 
passport  to  the  American  Consul  General  in  Hong  Kong 
on  February  2,  1951.  In  that  application  he  claimed 
American  nationality  through  an  alleged  father,  native- 
born  Chew  Tai  Kam.  In  an  affidavit  attached  thereto 
appellant  stated  that  he  had  an  aunt  residing  in  the  United 
States  by  the  name  of  Chew  Fong  Shew.  After  proc- 
essing these  facts,  the  Consul  concluded  that  they  were 
not  true  and  the  passport  application  was  denied. 

On  June  28,  1951,  a  complaint  was  filed  on  appellant's 
behalf  by  his  next  friend.  Chew  Fong  Shew,  setting  forth 
the  same  facts  that  were  disbelieved  by  the  Consul  and 


asking  for  a  judicial  declaration  of  appellant's  citizenship. 
On  November  6,  1951,  appellant  secured  a  certificate  of 
identity  from  the  Secretary  of  State  for  the  sole  purpose 
of  allowing  him  to  come  to  the  United  States  to  prove 
the  factual  basis  of  his  claim  of  citizenship  and  thereby 
establish  his  right  to  an  American  passport.  The  cer- 
tificate was  granted  on  the  ground  that  appellant's  allega- 
tions set  forth  a  "substantial  basis"  for  his  claim  of 
American  nationality. 

Once  before  the  United  States  District  Court,  however, 
appellant  amended  his  complaint  to  state  an  entirely  dif- 
ferent factual  basis  for  his  alleged  nationality.  In  the 
amended  complaint  he  admitted  that  he  is  not  the  son  of 
Shew  Tai  Kam.  Instead  he  claimed  nationality  through 
an  alleged  mother,  native  born  Chew  Fong  Shew,  as  her 
illegitimate  son. 

The  District  Court  held  that  it  did  not  have  jurisdiction 
over  the  subject  matter  of  the  action  because  appellant's 
claim  had  never  been  presented  to  any  department  or 
agency  of  the  federal  government,  i.e.,  that  appellant 
had  not  been  denied  a  right  of  a  national  by  a  department 
or  agency  of  the  government  as  required  by  section  503 
of  the  Nationality  Act  of  1940,  54  Stat.  1171,  8  U.S.C.A., 
1942  ed.,  903. 

The  sole  question  presented  by  this  appeal  is  whether 
or  not  the  District  Court  erred  in  dismissing  the  complaint 
on  the  ground  that  it  did  not  have  jurisdiction  to  deter- 
mine appellant's  citizenship. 
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ARGUMENT. 

I. 
Appellant  May  Not  Institute  an  Action  Against  the 
Secretary  of  State  Until  the  State  Department  or 
Some  Other  Branch  of  the  Federal  Government 
Has  Had  an  Opportunity  to  Pass  on  the  Validity 
of  His  Claim. 

Section  503  of  the  Nationality  Act  of  1940,  54  Stat. 
1171,  8  U.S.C.A.,  1942  ed.,  903,  expressly  allows  any 
person  to  institute  an  action  against  the  head  of  a  federal 
department  or  agency  for  a  judgment  declaring  him  to  be 
a  national  of  the  United  States,  if: 

(1)  he  has  claimed  some  right  or  privilege  as  a  national, 
and 

(2)  a  department  or  agency  of  the  federal  government 
has  denied  him  such  right  or  privilege  on  the 
ground  that  he  is  not  a  national  of  the  United 
States. 

Appellant  claimed  the  right  to  travel  as  an  American. 
The  American  Consul  in  Hong  Kong  denied  him  that 
right  on  the  ground  that  he  did  not  believe  the  information 
appellant  gave  in  his  passport  application  to  show  his 
American  nationality.  Appellant  now  admits  that  the  in- 
formation which  he  gave  the  Consul  was  false  and  that 
the  information  upon  which  he  now  relies  to  show  his 
nationality  has  never  been  presented  to  a  representative 
of  the  government.  Nonetheless,  appellant  insists  that 
the  Consul's  initial  denial  justifies  the  court's  taking  juris- 
diction under  section  503.  He  asserts  on  page  7  of  his 
brief  that  "jurisdiction  is  not  based  upon  the  reason  for 


the  denial"  but  rather  ''upon  the  Consul's  denial"  per  se. 
Implicit,  however,  in  that  section's  express  requirement 
that  a  claim  be  denied  by  a  federal  department  or  agency 
is  the  additional  requirement  that  such  department  or 
agency  be  given  the  opportunity  to  pass  on  the  validity 
of  the  claim. 

Appellant's  literal  interpretation  of  section  503  is  un- 
reasonable. It  would  enable  a  person  to  satisfy  the  juris- 
dictional prerequisite  of  a  "denial"  if  he  entered  a  con- 
sulate, claimed  he  was  an  American  national,  asked  for 
a  passport,  but  refused  to  fill  out  the  required  form  or 
to  give  information  asked  thereon.  If  such  a  person 
was  told  that  since  he  had  not  shown  that  he  was  a 
national  he  could  not  have  a  passport,  there  would  in  a 
sense  be  a  "denial."  But  Congress  certainly  did  not  in- 
tend that  the  section  be  so  mechanically  interpreted.  It 
seems  clear  that  the  courts  would  hold  that  the  applicant 
in  the  supposed  case  was  not  entitled  to  a  judicial  ruling 
until  the  substance  of  his  claim  of  nationality  had  at  least 
been  presented  to  some  department  or  agency  of  the 
federal  government. 

In  Garcia  v.  Brownell,  236  F.  2d  356  (9th  Cir.,  1956) 
this  Court  rejected  the  mechanical  reading  of  section  503 
now  urged  by  appellant.  In  that  case  the  appellant  had 
been  denied  the  right  to  re-enter  the  United  States  after 
a  trip  to  Mexico.  Seven  months  after  the  initial  denial, 
he  again  presented  himself  at  the  port  of  entry  and  was 
allowed  to  re-enter.  This  Court  dismissed  his  petition  for 
a  declaration  of  citizenship  brought  pursuant  to  section 
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503  on  the  ground  that  the  ''denial"  upon  which  he  rehed 
has  expired. 

[A]  controversy  once  existed  between  appellant 
appellees.  It  has  long  ago  been  resolved  insofar  as 
that  particular  dispute  and  the  claimed  denial  of  a 
citizen's  right  are  concerned. 

As  in  the  case  supposed  above,  Garcia  was  able  to 
show  a  denial  of  a  right.  But  this  Court  was  not  willing 
to  rip  the  "denial"  out  of  context  and  treat  the  jurisdic- 
tional requirements  of  section  503  as  a  mechanical  formula, 
i.e.,  claim  of  right  plus  denial  thereof.  Therefore,  it  re- 
fused to  take  jurisdiction  because  after  Garcia  abandoned 
his  first  attempt  to  re-enter  and  the  immigration  authori- 
ties permitted  him  to  enter  on  his  second  attempt  "that 
particular  dispute"  had  been  resolved. 

Just  as  in  the  supposed  case  and  in  the  Garcia  case 
appellant  can  point  to  a  "denial"  of  a  right.  However, 
when  he  abandoned  his  initial  grounds  for  claiming  Ameri- 
can nationality,  "that  particular  dispute"  which  arose 
as  to  the  validity  of  those  grounds  was  resolved.  At 
present  it  is  impossible  to  prophesy  whether  a  second 
dispute  will  arise  concerning  the  validity  of  appellant's 
present  position.  Until  some  department  or  agency  of 
the  federal  government  has  been  given  the  opportunity 
to  pass  on  appellant's  allegations,  it  cannot  be  said  in  any 
realistc  sense  that  appellant  has  suffered  a  "denial"  of  a 
right  for  the  purposes  of  section  503  of  the  Nationality 
Act  of  1940. 

This  interpretation  of  section  503  is  further  supported 
by  legislative  history.     The  Nationality  Act  of  1940  was 
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the  culmination  of  five  years  of  work  by  a  committee 
formed  in  the  House  of  Representatives.  Its  purpose  was 
to  codify  the  nationaHty  laws  and  to  tighten  the  law  which 
enabled  persons  to  hold  dual  citizenship  thus  escaping  re- 
sponsibilities to  this  government.  Originally,  section  503 
was  not  a  part  of  the  Act.  It  was  an  amendment  talked 
on  by  the  Senate.  Explaining  this  addition  to  the  House 
of  Representatives,  Mr.  Rees  of  Kansas,  a  chairman  of 
the  drafting  committee  stated: 

We  have  a  new  situation  here,  and  that  is,  we  are 
cutting  off  the  claim  of  citizenship  of  these  thousands 
of  persons  under  this  provision  of  the  bill  who  do 
not  comply  with  its  terms  and  therefore  it  is  deemed 
advisable  that  some  chance  be  given  them  to  have 
what  might  be  their  day  in  court  ...  It  was 
my  contention  when  this  measure  was  up  for  con- 
sideration in  the  committee  that  such  people  did  have 
the  right  to  go  into  court  either  on  a  declaratory  judg- 
ment or  under  a  writ  of  habeas  corpus,  but  there 
was  a  feeling  on  the  part  of  others  that  they  may 
not  have  that  right.  Hearings  on  H.  R.  9980,  76th 
Cong.,  3d  Sess.,  86  Cong.  Rec.  13247. 

The  discussion  of  section  503  in  the  House  of  Repre- 
sentatives indicates  that  neither  its  proponents  or  oppo- 
nents intended  that  the  federal  courts  pass  on  the  validity 
of  a  claim  of  nationality  before  it  was  presented  to  a 
department  or  agency  of  the  federal  government.  In  fur- 
ther explaining  the  added  section,  Mr.  Rees  stated: 

[Nationals]  are  persons  who  owe  allegiance  to  the 
Government  of  the  United  States.  We  say  that  if 
those  persons  attempt  to  come  back,  if  they  are 
turned  down  by  the  diplomatic  representatives  of  our 
country  abroad,  if  they  are  still  able  to  give  a  sub- 
stantial reason  why  they  should  be  admitted  as  citi- 
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zens  of  the  United  States,  and  if  the  Department  of 
State  beheves  there  is  a  substantial  reason  for  doing 
so,  that  person  may  come  to  this  country  for  the 
purpose  of  bringing  an  action  in  Court  and  being 
heard  in  this  court.   .   .   .  ibid.   13248. 

Mr,  Jenkins  of  Ohio  inquired: 

.  .  .  We  used  to  say  these  fellows  who  are  away 
from  here  have  no  right  in  our  courts.  But  here  is 
a  man  who  has  never  been  here  and  he  has  the  right 
to  file  petition  in  the  United  States  Court  demanding 
a  certificate  that  he  is  an  American  national,  and  he 
may  use  it. 

.  .  .  Do  you  make  him  establish  the  fact  that  he  is 
a  national  and  that  he  is  what  he  claims  to  be  before 
he  can  masquerade  all  over  Europe  with  a  certificate 
from  an  American  consul  saying  he  is  something  he 
is  not?  .  .  .  ibid.  13248. 

Mr.  Rees  replied: 

Under  the  present  law  the  individual,  the  gentle- 
man from  Ohio  is  talking  about,  does  not  have  to 
go  through  any  process  at  all.  If  he  is  still  a  citizen 
of  the  United  States,  even  though  born  abroad,  he 
does  not  have  to  go  through  any  process  at  all.  In 
this  Act  we  put  the  burden  of  proof  upon  that  indi- 
vidual to  show  that  he  is  a  citizen  or  a  national  of 
the  United  States.  Along  with  that,  we  have  guarded 
the  thing  further.  After  placing  power  and  authority 
in  the  hands  of  the  State  Department,  we  give  him, 
as  I  tried  to  explain  a  few  moments  ago,  a  day  in 
court.    Ibid.,  13248. 

Only  if  the  "[claimants]  are  turned  down  by  the  diplo- 
matic representatives  of  our  country  abroad"  and  "if  they 
are  still  able  to  give  a  substantial  reason  why  they  should 
be  admitted  as  citizens  of  the  United  States"  and  "if  the 
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Department  of  State  believes  there  is  a  substantial  rea- 
son" may  they  turn  to  the  courts.  Not  until  the  State 
Department  has  exercised  the  "power  and  authority" 
vested  in  it  by  Congress  does  the  applicant  have  the  right 
to  enter  court.  It  is  obvious  in  this  case  that  the  State 
Department  has  not  exercised  its  "power  and  authority"  to 
determine  whether  or  not  appellant's  present  claim  "has 
a  substantial  basis." 

II. 
Refusal  of  Jurisdiction  by  the  District  Court  Places 
No  Hardship  Upon  Appellant.  I 

Appellant  incorrectly  contends  that  he  will  be  subjected 
to  great  hardship  if  the  decision  below  is  sustained.  Con- 
trary to  the  assertion  on  page  7  of  his  brief,  it  is  not 
necessary  for  him  to  return  to  China  to  obtain  an  admin- 
istrative ruling  on  his  claim  of  American  nationality. 
Various  alternatives  are  available  to  appellant. 

First,  he  can  do  nothing  and  wait  until  the  Immigration 
and  Naturalization  Service  initiates  proceedings  to  deter- 
mine his  deportability.  When  the  order  to  show  cause 
why  he  should  not  be  deported  is  issued,  appellant  can  set 
forth  the  facts  he  relies  upon  in  his  amended  complaint. 
If  his  claim  of  nationality  is  rejected  by  the  immigration 
authorities,  appellant  may  bring  an  action  under  section 
360  of  the  Immigration  and  Nationality  Act  of  1952  (8 
U.S.C.  1503(a))  the  successor  to  section  503  of  the 
Nationality  Act  of  1940,  or  section  10  of  the  Administra- 
tive Procedure  Act  (5  U.S.C.  1009).  In  either  instance 
he  would  be  entitled  to  a  de  novo  trial  on  the  issue  of  his 
nationahty.  Frank  v.  Rogers,  253  F.  2d  889  (C.A.  D.C. 
1958);  Delmore  v.  Brownell,  236  F.  2d  598  (2d  Cir., 
1956). 
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Second,  appellant  can  apply  for  a  passport  immediately, 
setting  forth  the  facts  upon  which  he  predicates  his  na- 
tionality. If  the  State  Department  denies  him  a  passport 
on  the  ground  that  he  is  not  a  national,  appellant  would 
again  satisfy  the  requirements  of  section  360  of  the  Im- 
migration and  Nationality  Act  of  1952,  and  thus  be  en- 
titled to  a  judicial  declaration  of  his  nationality.  Jew 
May  Lime  v.  Dulles,  226  F.  2d  796  (9th  Cir.,  1955). 

It  should  be  noted  that  it  lies  to  appellant's  advantage 
for  at  least  two  reasons  to  have  an  administrative  ruling 
prior  to  his  entering  court.  First,  he  is  present  in  the 
United  States  and  thus  guaranteed  the  judicial  remedies 
mentioned  above  in  the  event  that  his  claim  is  adversely 
determined  by  a  federal  department  or  agency.  Jimines 
V.  Glover,  255  F.  2d  54  (1st  Cir.,  1958) ;  Sirupp  v.  Dulles, 
258  F.  2d  622  (2d  Cir.,  1958).  Thus  he  is  given  a  double 
chance  to  prove  his  nationality.  Second,  in  the  adminis- 
trative proceeding  he  will  not  be  hindered  by  the  technical 
rules  of  evidence  and  procedure  that  govern  judicial  pro- 
ceedings. Wallace  Corp.  v.  N.L.R.B.,  323  U.  S.  248,  253 
(1944),  reh.  den.  324  U.  S.  885;  Opp  Cotton  Mills,  Inc. 
V.  Administrator  of  Wage  and  Hour  Division,  312  U.  S. 
126,  155  (1941).  Thus  he  may  bring  in  all  relevant  evi- 
dence to  prove  his  claim  in  an  investigative  rather  than 
an  adversarial  atmosphere. 

III. 
Since   Appellant's   Claim   May   Be   Upheld   if   Passed 
Upon  by  a  Federal  Agency,  the  Court  Should  Not 
Be  Prematurely  Burdened  With  This  Matter. 

Appellant  maintains  that  he  is  an  American  national 
by  virtue  of  being  the  illigitimate  son  of  Chew  Fong  Shew 
who  was  born  in  this  country.  If  in  fact  Chew  Fong 
Shew  is  native  born  and  is  his  mother,  appellant  is  en- 
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titled  to  a  passport  and  to  all  other  rights  enjoyed  by 
American  nationals.  However,  no  representative  of  the 
federal  government  has  ever  been  given  the  opportunity 
to  pass  upon  the  validity  of  appellant's  allegations.  Until 
such  time  as  a  federal  agency  has  been  presented  with  his 
claim  neither  he  nor  the  court  should  speculate  as  to  the 
conclusion  that  might  then  be  reached. 

The  doctrine  is  well  established  that  courts  will  not 
intervene  and  grant  judicial  relief  for  supposed  or  threat- 
ened injury  until  the  prescribed  administrative  action  has 
been  taken. 

In  Eccles  v.  Peoples  Bank  of  Lakewood,  333  U.  S.  426, 
431  and  434  (1947),  the  Supreme  Court  stated: 

A  declaratory  judgment,  like  other  forms  of  equi- 
table relief,  should  be  granted  only  as  a  matter  of 
judicial  discretion,  exercised  in  the  public  interest. 
[Citations.]  It  is  always  the  duty  of  a  court  of 
equity  to  strike  a  proper  balance  between  the  needs 
of  the  plaintiff  and  the  consequences  of  giving  the 
desired  relief.  Especially  where  governmental  action 
is  involved,  courts  should  not  intervene  unless  the 
need  for  equitable  relief  is  clear,  not  remote  or  spec- 
ulative. 

Where  administrative  intention  is  expressed  but 
has  not  yet  come  to  fruition  (Ashwander  v.  Tennessee 
Valley  Authority,  297  U.  S.  288,  324),  or  zifhere  that 
intention  is  unknown  (Great  Atlantic  &  Pacific  Tea 
Co.  V.  Grosjean,  301  U.  S.  412,  429-30),  we  have 
held  that  the  controversy  is  not  yet  ripe  for  equitable 
intervention.     (Emphasis  supplied.) 

In  the  Garcia  case,  discussed  above,  this  Court  dismissed 
a  petition  for  declaration  of  citizenship  on  the  ground  that 
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the  appellant  had  not  set  forth  any  presently  existing  con- 
troversy, stating: 

Both  Statutes  [Section  503  of  the  Nationality  Act 
of  1940  and  the  Declaratory  Judgments  Act,  28 
use  2201]  relied  upon  by  petitioner  are  in  their 
nature  declaratory  relief  laws.  It  has  always  been, 
and  now  is,  essential  to  the  maintenance  of  a  declara- 
tory relief  action  that  there  be  an  actual  controversy 
in  existence.  .  .  .  Mere  possibility^  even  probability^ 
that  a  person  may  in  the  future  be  adversely  affected 
by  official  acts  not  yet  threatened  does  not  create  an 
"actual  controversy'  which  is  a  prerequisite  created 
by  the  clear  language  of  the  statute  if  it  is  to  main- 
tain an  action  under  Section  2201,  Title  28,  U.S.C.A. 
Neither  does  it  create  a  denial  of  a  right  or  privilege 
as  a  National  of  the  United  States  which  is  a  condi- 
tion for  bringing  the  action  under  Section  503  of  the 
Nationality  Act  of  1940.     (Emphasis  supplied.) 

This  Court  did  not  feel  that  the  possibility  that  Garcia 
might  encounter  difficulties  on  future  trips  to  Mexico  (and 
he  had  a  history  of  such  difficulties  prior  to  the  action) 
justified  its  assuming  jurisdiction.  Similarly  in  this  case, 
the  possibility  that  appellant  might  fail  to  establish  his 
claim  of  nationality  when  he  presents  it  to  a  federal  agency 
does  not  warrant  the  court's  assuming  jurisdiction  at  this 
stage  of  proceedings.  It  is  altogether  possible  that  when 
appellant  presents  his  claim  to  the  Immigration  authorities 
or  to  the  State  Department,  it  will  be  upheld  as  meritori- 
ous. And  if  appellant  administratively  establishes  that  he 
is  a  national  of  the  United  States,  it  will  not  be  necessary 
for  him  to  seek  judicial  remedies.  In  such  event  the  court 
would  be  relieved  of  the  burdensome  task  of  conducting  a 
de  novo  trial  on  the  issue  of  appellant's  nationality.  Since 
this    procedure    imposes    no    hardship    on    appellant,    no 
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equitable  reason  exists  for  allowing  him  to  skip  the  ad- 
ministrative step.  On  the  other  hand,  strong  policy  rea- 
sons exist  for  requiring  appellant  to  obtain  a  ruling  on  his 
claim  by  some  department  of  the  federal  government  be- 
fore burdening  the  courts. 

Conclusion. 

It  is  respectfully  submitted  that  the  decision  of  the  Dis- 
trict Court,  dismissing  the  complaint  for  lack  of  jurisdic- 
tion over  the  subject  matter,  be  affirmed. 

Respectfully  submitted, 

Laughlin  E.  Waters, 

United  States  Attorney, 

Richard  A.  Lavine, 

Assistant  U.  S.  Attorney, 
Chief  of  Civil  Division, 

Carla  a.  Hills, 

Assistant  U.  S.  Attorney, 

Attorneys  for  Appellee. 
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APPEAL  FROM  THE  UNITED  STATES 

DISTRICT  COURT,  EASTERN  DISTRICT  OF 

WASHINGTON,  SOUTHERN  DIVISION 

Honorable  Sam  M.  Driver,  Judge 


BRIEF  OF  appellee 


This  matter  arises  upon  an  appeal  of  the  peti- 
tioner from  the  order  of  the  United  States  District 
Court  for  the  Eastern  District  of  Washington, 
Southern  Division,  denying  petitioner's  application 
for  the  issuance  of  a  writ  of  habeas  corpus.  The 
District  Court  assumed  jurisdiction  over  the  matter 


in  accordance  with  the  provisions  of  Tit.  28,  Sect. 
2241,  U.S.C.A.,  and  this  court  acquires  its  jurisdic- 
tion over  the  appeal  from  the  order  denying  issuance 
of  a  writ  of  habeas  corpus  under  the  provisions  of 
Tit.  28,  Sect.  2253,  U.S.C.A. 

STATEMENT  OF  PLEADINGS 

The  appellee  accepts  the  statement  of  pleadings 
as  set  forth  in  the  appellant's  brief  (Pages  1-4), 
with  the  following  exceptions : 

The  opinions  of  the  appellant  concerning  the 
actions  of  the  Honorable  Sam  M.  Driver,  Judge  of 
the  District  Court,  found  in  Paragraphs  I  and  IV, 
found  on  Page  3,  of  the  appellant's  brief.  Addition- 
ally, the  appellant  at  page-2— Q£-4»s-brief  makes 
reference  to  having^bM-arpetition  for  writ <>f  habeas 
eerpus-4n  the  Washington  State  Supreme  Court, 
■~eaTJse^;fe.^^26a- 


STATEMENT  OF  THE  CASE 

The  appellee  does  not  accept  the  statement  of  the 
case  as  set  forth  by  the  appellant,  and  in  controver- 
sion thereof  adopts  the  Findings  of  Fact  of  the  Dis- 
trict Court  (R.O.A.  Pages  56  and  57),  which,  for 
the  convenience  of  the  court,  we  are  setting  out  in 
full  below : 


FINDINGS  OF  FACT 
I. 

The  petitioner  was  accosted  by  Seattle  po- 
lice officers  in  the  early  morning  of  October  14, 
1954,  in  a  district  known  as  Holly  Park  in 
Seattle.  Before  the  officers  were  able  to  question 
him,  he  took  flight.  The  officers  gave  chase,  and 
he  was  subsequently  apprehended  and  placed 
under  arrest.  At  that  time,  he  remarked,  Well, 
you've  got  me  this  time.'  He  was  first  taken  to 
the  Georgetown  precinct  station  and  then  trans- 
ferred to  the  main  jail  in  Seattle  proper.  Ap- 
proximately eight  hours  after  he  was  arrested, 
he  was  questioned  by  another  officer,  along  with 
a  news  reporter  of  the  Seattle  Times  in  at- 
tendance. He  refused  to  give  any  written  state- 
ment or  even  have  a  written  statement  prepared 
for  him,  but  made  other  admissions  against  his 
interest,  such  as  'If  you  were  in  my  position, 
you  would  have  run,  too.'  The  reason  for  drop- 
ping the  sledgehammer  at  the  scene  of  the  crime 
was  'I  didn't  want  that  with  me  when  I  was 
running'  and  'It  was  holding  me  back'  or  'I 
didn't  have  a  chance  with  the  hammer.' 

During  this  interrogation,  the  petitioner 
complained  to  the  questioners  that  he  had  been 
beaten  and  abused  by  the  arresting  officers. 
Upon  being  offered  the  services  of  a  doctor, 
however,  he  refused.  One  of  the  questioners 
asked  the  petitioner  to  take  off  his  shirt,  and 
both  testified  that  they  saw  no  visible  evidence 
that  would  demonstrate  that  the  petitioner  had 
been  the  victim  of  the  type  of  beating  that  he 
had  complained  of. 
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II. 

The  petitioner  was  then  charged  with  the 
crime  of  second  degree  burglary.  He  pleaded 
not  guilty,  and  a  jury  trial  was  held  on  or  about 
February  10,  1955.  During  the  proceedings,  he 
was  represented  by  counsel.  He  was  found 
guilty  as  charged  and  subsequently  was  found 
to  be  an  habitual  criminal.  On  May  16,  1955, 
he  was  sentenced  to  life  imprisonment,  a  term 
he  is  now  serving.     *     *     *  " 

APPELLEE'S  ARGUMENT 

I. 

Appellant  in  his  specification  of  error  numbered 
I,  assigns  error  to  the  District  Court's  summary 
dismissal  of  three  of  the  five  grounds  alleged  in 
appellant's  application  for  a  writ  of  habeas  corpus. 
(R.O.A.  6,  31,  32.) 

The  District  Court  found  in  its  order  to  show 
cause  (R.O.A.  31,  32)  that  issues  numbered  I,  III 
and  V  in  the  appellant's  petition  for  a  writ  of  habeas 
corpus  (R.O.A.  6),  did  not  state  grounds  for  relief 
by  way  of  habeas  corpus.  The  court  gave  its  reasons 
as  follows  (R.O.A.  31,  32): 

The  District  Court  held  that  the  facts  alleged 
as  the  basis  for  relief  in  three  of  the  five  grounds  in 
the  appellant's  petition  (R.O.A.  6),  did  not,  if  ac- 
cepted as  true,  constitute  grounds  for  the  issuance 
of  a  writ  of  habeas  corpus.  The  District  Court's 
authority  for  the  striking  of  the  three  allegations 


for  relief  is  found  at  U.S.C.A.  Tit.  28,  Sect.  2243, 

which  provides  in  part : 

"A  court  *  *  *  or  judge  entertaining  an 
application,  shall  forthwith  award  the  writ 
*  *  *  unless  it  appears  from  the  application 
that  the  applicant  or  person  detained  is  not 
entitled  thereto     *     *     *  " 

It  has  been  consistently  held  that  this  section 
grants  to  the  trial  court  the  power  to  summarily 
dismiss  a  writ  of  habeas  corpus,  or  a  part  thereof, 
when  it  does  not  state  facts  sufficient  to  authorize 
the  issuance  of  a  writ  of  habeas  corpus.  Fleish  v. 
Swope,  226  F.  2d.  310  (9th  Cir.  1955);  Lynch  v. 
Johnson,  160  F.  2d  950  (9th  Cir.  1947) ;  Walker  v. 
Johnson,  312  U.S.  275  (1941). 

Therefore,  the  issue  here  presented  is  not  the 
correctness  of  the  court's  act  per  se,  but  whether  the 
district  court  was  correct  in  its  conclusion  that  the 
facts  alleged  in  appellant's  application  did  not  con- 
stitute grounds  for  relief.  Since  the  appellant  has 
set  forth  each  of  these  grounds  as  a  separate  specifi- 
cation of  error,  the  appellee  will  argiae  the  correctness 
of  the  dismissal  in  accordance  with  the  appellant's 
specifications  of  error. 

XL 

Appellant  in  his  second  specification  of  error 
alleges,  at  page  11  of  his  brief,  that  the  district 
court  erred  when  it  failed  to  void  appellant's  con- 
viction upon  the  ground  that  appellant  was  illegally 
seized  and  searched,  and  that  evidence  gained  as  a 
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result  of  the  illegal  search  was  admitted  into  evidence 
at  his  trial. 

Since  this  issue  pertains  to  one  of  the  grounds 
summarily  denied  by  the  District  Court  (R.O.A. 
31,  32),  the  appellee  will  argue  the  correctness  of 
the  court's  summary  dismissal. 

The  United  States  Supreme  Court  has  held 
that  states  may  not  permit  the  violation  of  the  Fourth 
Amendment  to  the  United  States  Constitution,  by 
providing  methods  or  measures  which  would  affirma- 
tively result  in  such  a  violation.  Wolf  v.  Colorado, 
338  U.S.  25  (1949).  But  that  court  has  also  con- 
sistently held  that  whether  evidence  gained  through 
an  illegal  seizure  and  search  may  be  admitted  into 
evidence  at  the  trial  of  the  person  so  seized  is  a 
question  for  the  state  courts  alone,  and  that  the 
Fourth  Amendment  does  not  deny  to  the  states  the 
power  to  permit  such  illegally  obtained  evidence  to 
be  used  upon  the  trial  of  the  accused.  Wolf  v.  Colo- 
rado, SS8V.S.  25  (1949). 

A  restricted  exception  has  been  engrafted  upon 
this  rule  by  some  decisions  of  the  court,  based  upon 
the  due  process  clause  of  the  Fourteenth  Amendment 
to  the  United  States  Constitution,  but  this  exception 
has  been  consistently  limited  to  cases  wherein  the 
person  of  the  accused  was  also  physically  violated 
or  abused,  or  some  act  was  perpetrated,  which 
shocked  the  conscience  of  the  court.  See  Rochin  v. 
California,  342  U.S.  165  (1952),  and  the  cases  cited 
therein. 
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In  Irving  v.  California,  347  U.S.  128  (1954), 
the  United  States  Supreme  Court  held,  where  a 
person's  home  was  illegally  searched  and  a  micro- 
phone illicitly  placed  therein,  from  which  officials 
obtained  admissions  and  confidences  of  the  accused 
which  were  material  to  his  conviction,  that  such  an 
illegal  search  and  subsequent  use  of  the  evidence 
did  not  constitute  a  violation  of  due  process  of  law, 
or  of  the  Fourth  Amendment  to  the  United  States 
Constitution. 

Accordingly,  it  is  clear  that  even  if  the  Superior 
Court  was  in  error  in  permitting  the  use  of  evidence 
obtained  through  the  illegal  search  and  seizure  of 
appellant,  such  does  not  constitute  a  violation  of 
appellant's  constitutional  rights,  and  does  not  supply 
a  basis  for  the  issuance  of  a  writ  of  habeas  corpus. 

Therefore,  the  District  Court  was  correct  when 
it  summarily  denied  the  issuance  of  a  writ  of  habeas 
corpus  upon  this  alleged  ground. 

III. 

In  appellant's  specification  of  error  numbered 
III,  found  at  page  12  of  his  brief,  appellant  seem- 
ingly takes  exception  to  the  District  Court's  finding 
of  fact  and  conclusions  of  law  (R.O.A.  56,  57),  that 
the  statements  made  by  the  appellant  at  the  scene 
of  the  crime  and  under  later  interrogation  were  not 
the  result  of  coercion. 

The  appellant  testified  that  the  arresting  of- 
ficers beat,  kicked  and  struck  appellant  with  their 
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pistols.  (R.O.A.  44.)  Yet,  when  a  disinterested 
witness  observed  the  appellant  body  for  signs  of 
such  beating,  none  could  be  found.  When  the  Dis- 
trict Court  inquired  of  the  appellant  as  to  the 
likelihood  of  a  gun  butt  leaving  some  telltale  mark, 
the  appellant  answered,  "Your  honor,  at  the  time  I 
was  taken  into  the  station  there  by  Mr.  Moody  and 
Mr.  Lundall.  There  was  a  knot  sitting  on  my  head. 
I  am  the  type  that  puffs  in,  some  people  puff  out. 
I  am  the  type  that  puffs  in.  You  wouldn't  be  able  to 
see  it  or  observe  it  very  well,  but  you  certainly  would 
be  able  to  feel  it.''   (R.O.A.  52.) 

If  there  is  such  a  phenomenon,  as  asserted  by  the 
appellant,  why  did  he  not  ask  the  person  to  feel  the 
bumps,  and  why  did  he  not  later  consult  with  a 
doctor  and  have  the  injuries  authenticated. 

Later,  when  the  District  Court  asked  the  appel- 
lant for  something  which  might  corroborate  his 
testimony,  the  only  offer  the  appellant  would  make 
was  the  conflicting  testimony  of  the  arresting  officers 
on  other  points.    (R.O.A.  53.) 

It  is  apparent  from  the  record  that  the  appellant 
not  only  failed  to  prove  that  he  was  beaten,  but  that 
appellant  also  failed  to  indicate,  to  the  court,  any 
relevant  evidence  which  he  might  have  in  regard  to 
such  alleged  beating. 

Accordingly,  the  District  Court  acted  correctly 
when  it  refused  to  issue  a  writ  of  habeas  corpus  on 
this  ground. 
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IV. 

Appellant's  fourth  specification  of  error,  found 
at  page  20  of  his  brief,  is  predicated  upon  the  ground 
that  he  was  denied  the  opportunity  to  appeal  his 
conviction. 

In  his  application  for  a  writ  of  habeas  corpus, 
appellant  said,  ''3.  Petitioner  was  unable  to  perfect 
an  appeal  due  to  his  ignorance  of  legal  procedure  in 
a  state  which  constitutionally  guarantees  appellate 
review  in  all  cases."  (R.O.A.  6.)  The  District  Court 
summarily  dismissed  this  claim,  stating  that,  'There 
is  no  allegation  that  there  was  any  affirmative  action 
on  the  part  of  the  State  of  Washington  by  its 
representatives  which  prevented  petitioner  from 
perfecting  his  appeal."    (R.O.A.  32.) 

Appellant  by  this  assignment  of  error,  wishes 
to  bring  his  case  within  the  rule  announced  in  Grif- 
fin V.  Illinois,  351  U.S.  12  (1956).  The  facts  of  the 
Griffin  case  and  the  instant  case  are  easily  dis- 
tinguishable. Here  appellant  did  not  at  any  time 
move  for  the  preparation  of  the  statement  of  facts 
at  county  expense,  in  accordance  with  RCW  2.32.240, 
which  provides  in  part: 

'^  *  *  *  when  the  defendant  in  any  criminal 
case  shall  present  to  the  judge  presiding  satis- 
factory proof  by  affidavit  or  otherwise  that  he  is 
unable  to  pay  for  such  transcript,  the  judge 
presiding,  if  in  his  opinion  justice  will  thereby 
be  promoted,  may  order  said  transcript  to  be 
made  by  the  official  reporter,  which  transcript 
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fee  therefor  shall  be  paid  out  of  the  county 
treasury  as  other  expenses  of  the  court  are 
paid." 

Before  the  appellant  should  be  permitted  to  allege 
a  violation  of  his  constitutional  rights,  because  of 
a  denial  of  the  preparation  of  a  statement  of  facts, 
he  should  first  be  required  to  have  requested  such 
preparation  under  the  statute  quoted  above.  If 
appellant  did  not  take  advantage  of  the  existing  law 
for  the  free  preparation,  how  can  he  show  he  was 
injured.  It  should  also  be  noted  here,  that  there  was 
no  allegation  the  statement  of  facts  was  needed  to 
perfect  an  appeal,  or  that  the  statement  of  facts 
would  be  needed  to  show  the  alleged  error  in  the  trial 
court. 

From  the  foregoing,  it  is  clear  that  the  District 
Court  was  not  in  error  when  it  summarily  dismissed 
this  issue  from  consideration,  as  the  appellant  had 
failed  to  allege  facts  which  would  give  rise  to  any 
right  to  a  writ  of  habeas  corpus. 

However,  such  dismissal  may  be  affirmed  upon 
another  ground  as  well.  Prior  to  the  time  the  Dis- 
trict Court  had  summarily  dismissed  this  issue,  the 
appellee  had,  in  his  return  and  answer,  asserted  that 
such  a  denial  of  the  right  to  appeal  had  never  been 
presented  to  a  Washington  court.  (R.O.A.  18.)  In 
answer  to  this  assertion  by  the  appellee,  the  appellant 
in  his  Reply  to  Respondent's  Return  and  Answer, 
quoted  part  of  his  "Supplement  to  Reply  to  Respon- 
dent's Return  and  Answer"  filed  in  the  Washington 
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State  Supreme  Court  on  appellant's  previous  appli- 
cation for  a  writ  of  habeas  corpus  (R.O.A.  28).  The 
quotation  set  out  does  not  show  or  even  assert  that 
the  appellant  had  raised  the  question  of  denial  of 
appeal  in  a  previous  application  to  a  Washington 
court,  but  only  indicated  that  at  one  time,  the  appel- 
lant had  given  notice  of  appeal.  The  mere  fact  that 
appellant  gave  notice  of  appeal  does  not  relieve  him 
of  raising  the  question  of  a  denial  of  such  appeal 
before  a  Washington  Court. 

28  U.S.C.A.,  Sect.  2254,  provides  in  part: 

^'An  application  for  a  writ  of  habeas  corpus 
in  behalf  of  a  person  in  custody  pursuant  to  a 
Judgment  of  a  State  Court  should  not  be  granted 
unless  it  appears  that  the  applicant  has  ex- 
hausted the  remedies  available  in  the  courts  of 
the  State,     *     *     *  " 

Here  the  appellee  alleged  that  the  appellant  had 
not  raised  such  an  issue  before  a  Washington  Court. 
Appellant  failed  to  deny  such  claim  or  to  show  other- 
wise, so  such  allegation  must  be  taken  as  true.  Ac- 
cordingly, the  issue  may  not  be  raised  for  the  first 
time  in  a  federal  court.  Morgan  v.  Hawaii,  175 
F.  2d  404  (9th  Cir.  1949),  certiorari  denied  338  U.S. 
827;  Barton  V.  Smith,  162  F.  2d  330  (9th  Cir.  1947). 

Therefore,  whether  the  District  Court  properly 
reasoned  its  summary  dismissal  of  such  issue  is  not 
determinative  on  appeal,  as  the  appellate  court  may 
sustain  the  ruling  of  the  District  Court  on  the  fore- 
going basis,  even  though  the  District  Court  ruling 
may  have  been  based  upon  an  erroneous  reason. 
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L.  McBrine  Co.  v.  Silverman,  121  F.  2d  181  (9th  Cir. 
1941) ;  Petersen  v.  Coast  Cigarette  Vendors,  131  F. 
2d  389  (9th  Cir.  1941);  Butter  field  v.  Wilkinson, 
215  F.  2d  320  (9th  Cir.  1954). 

V. 

In  appellant's  specification  of  error  numbered 
V,  appellant  alleges,  at  page  22  of  his  brief,  that  the 
state  knowingly  used  perjured  testimony  in  his  trial. 

As  a  basis  for  this  contention,  appellant  cites,  at 
page  22  of  his  brief,  a  partial  statement  of  facts  of 
his  trial,  prepared  and  filed  in  appellant's  application 
for  a  writ  of  habeas  corpus  to  the  Supreme  Court  of 
the  State  of  Washington,  which  is  attached  to  appel- 
lant's brief. 

In  such  statement,  the  arresting  officers  tell 
varied  accounts  as  to  the  particular  time  they 
searched  the  appellant.  However,  as  pointed  out  by 
the  District  Court  (R.O.A.  38),  if  two  descriptions 
of  the  same  act  or  situation  do  coincide  precisely, 
that  would  seem  to  be  the  questionable  story.  Mere 
conflict  of  testimony  does  not  by  any  standard  indi- 
cate or  prove  that  one  of  the  narrators,  or  both,  are 
perjuring  themselves.  Memory  is,  at  best,  a  faulty 
power,  and  no  one  seems  to  have  perfected  it  to  a 
point  where  it  never  fails.  By  showing  this  conflict 
in  the  testimony,  the  appellant  did  not  prove  that 
the  witnesses  perjured  themselves,  and  clearly  did 
not  show  that  the  state  had  knowledge  or  evidence 
of  any  perjury. 
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When  the  District  Court  asked  the  appellant, 
''What  evidence  is  there  here  that  the  prosecutor 
framed  you  and  used  false  testimony?"  (R.O.A. 
39),  the  appellant  replied,  ''No,  I  am  not  claiming 
the  prosecutor  framed  me  or  any  of  the  officers  or 
anything  else  *  *  *  I  do  not  think  that  they 
are  trying  to  put  something  over  on  me     *     *     *  " 

By  his  own  testimony  the  appellant  denies  that 
he  thinks  that  the  prosecutor  or  officers  attempted  to 
"frame"  him.  Nor  could  the  appellant  point  out  to 
the  court  any  evidence  of  such  perjury  other  than 
a  mere  conflict  in  the  testimony.  Yet,  again  he 
makes  this  unfounded  claim. 

While  it  is  true  that  the  knowing  use  of  perjured 
evidence  by  the  prosecution  in  a  criminal  case  is  a 
violation  of  due  process,  Mooney  v.  Holahan,  294 
U.S.  103  (1935),  first  of  all  it  must  be  shown  that 
the  testimony  was  perjured.  Mere  conflict  in  the 
testimony  does  not  so  indicate.  Edwards  v.  New 
Yor/c,  351  U.S.  804  (1956). 

Accordingly,  appellee  submits  that  the  District 
Court  was  not  in  error  when  it  dismissed  appellant's 
application  for  a  writ  of  habeas  corpus  on  this 
ground. 

VI. 

The  appellant  in  his  assignment  of  error  num- 
bered VI,  at  page  28  of  his  brief,  alleges  that  his 
rights  of  due  process  under  the  Constitution  of  the 
State  of  Washington  and  the  United  States  have 
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been  violated,  and  that  his  conviction  is  void  because 
the  lower  court  failed  to  dismiss  the  action  on  the 
basis  that  the  information  had  not  been  filed  within 
the  time  prescribed  by  RCW  10.37.020,  and  addi- 
tionally, that  the  appellant  was  not  tried  within 
the  statutory  time  provided  by  RCW  10.46.010. 
RCW  10.37.020  provides  as  follows: 

"Whenever  a  person  has  been  held  to  an- 
swer to  any  criminal  charge,  if  an  indictment 
be  not  found  or  information  filed  against  him  | 
within  thirty  days,  the  court  shall  order  the 
prosecution  to  be  dismissed;  unless  good  cause 
to  the  contrary  be  shown." 

RCW  10.46.010  provides  as  follows: 

''If  a  defendant  indicted  or  informed 
against  for  an  offense,  whose  trial  has  not  been 
postponed  upon  his  own  application,  be  not 
brought  to  trial  within  sixty  days  after  the 
indictment  is  found  or  the  information  filed, 
the  court  shall  order  it  to  be  dismissed,  unless 
good  cause  to  the  contrary  is  shown." 

The  Supreme  Court  of  Washington  has  decided 
that  in  order  for  a  defendant  to  avail  himself  of  the 
provisions  of  RCW  10.37.020,  he  must  file  a  motion 
to  dismiss  the  charges  for  delay  and  such  motion 
must  be  made  before  the  filing  of  the  information  or 
the  defendant's  arraignment.  State  v.  Seright,  48 
W.  307,  93  P.  521;  State  v.  Lorenzy,  59  W.  308,  109 
P.  1064. 

If  a  defendant  who  has  been  informed  against 
is  not  brought  on  for  trial  within  sixty  days  after  the 
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information  has  been  filed,  it  is  incumbent  upon  the 
defendant  to  move  to  dismiss  the  information  under 
the  provisions  of  RCW  10.46.010,  and  upon  his 
failure  to  do  so  prior  to  the  matter  coming  on  for 
trial,  our  Supreme  Court  has  decided  that  the  ac- 
cused waives  his  right  under  RCW  10.46.010.  State 
V.  Wingard,  160  W.  132,  295  P.  116;  State  v.  Austin, 
121  W.  108,  207  P.  954;  State  v.  Lijdon,  40  W.  2d 
88,  241  P.  2d  202;  State  v.  Thomas,  1  W.  2d  298,  95 
P.  2d  1036;  State  v.  Todd,  145  W.  647,  261  P.  397. 
Also  see  Shepherd  v.  U.S.,  163  F.  2d  974. 

The  defendant  does  not  allege  that  motions  were 
made  to  dismiss  the  charges  upon  the  prosecutor's 
failure  to  file  the  information  within  thirty  days, 
as  prescribed  by  RCW  10.37.020,  nor  does  he  allege 
the  filing  of  a  motion  to  dismiss  after  sixty  days  had 
elapsed  from  the  filing  of  the  information  and  prior 
to  the  trial  of  the  charges  filed  against  him.  Under 
such  circumstances,  it  is  the  position  of  the  appellee 
that  the  appellant  waives  his  rights  under  the 
statutes  quoted  above,  and  he  cannot  at  this  time 
well  complain  that  his  rights  of  due  process  have 
been  violated. 

Further,  it  appears  from  the  appellant's  state- 
ment of  pleadings  that  he  was  arrested  October  15, 

1954,  information  was  filed  November  29,  1954, 
and  that  the  matter  came  on  for  trial  February  10, 

1955.  So  far  as  the  record  shows,  the  trial  came  on 
as  soon  as  the  orderly  conduct  of  the  court  would 
permit,  and  the  time  lapse  is  not  so  great  as  would 
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constitute  a  violation  of  the  appellant's  rights  of 
due  process,  or  right  to  a  speedy  trial  under  the 
Sixth  Amendment  of  the  United  States  Constitution. 
Accordingly,  the  appellee,  having  fully  an- 
swered the  assignments  of  error  of  the  appellant, 
respectfully  submits  that  the  order  of  the  late 
Honorable  Sam.  M.  Driver,  Judge  of  the  United 
States  District  Court  for  the  Eastern  District  of 
Washington,  Southern  Division,  denying  the  appel- 
lant's application  for  a  writ  of  habeas  corpus,  should 
be  affirmed. 

Respectfully  submitted, 

John  J.  O'Connell, 

Attorney  General, 

M.  Lawrence  Ross, 

Assistant  Attorney  General, 

Stephen  C.  Way, 

Assistant  Attorney  General, 

Attorneys  for  Appellee. 
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In  The  United  States  District  Court 
District  of  Oregon 

No.  8752 

PETER  CROCKETT  JACKSON,  a  minor,  by 
JOHN  E.  WALKER,  his  Guardian  ad  Litem, 

Plaintiff, 

vs. 

THE  UNITED  STATES  NATIONAL  BANK, 
PORTLAND,  OREGON,  a  national  banking 
association;  DAVID  LLOYD  DAVIES;  THE 
UNITED  STATES  NATIONAL  BANI^, 
PORTLAND,  OREGON,  a  national  banking 
association,  and  DAVID  LLOYD  DAVIES, 
as  Executors  under  the  purported  mil  and 
testament  of  Maria  C.  Jackson,  deceased;  THE 
UNITED  STATES  NATIONAL  BANK, 
PORTLAND,  OREGON,  a  national  banking 
association,  and  DAVID  LLOYD  DAVIES 
and  WILLIAM  W.  KNIGHT,  as  purported 
Trustees  appointed  by  said  purported  last  mil 
and  testament:  and  BLACK  WHITE  FOUN- 
DATION, a  corporation,  Defendants. 

PETITION  FOR  APPOINTMENT 
OF  GUARDIAN  AD  LITEM 

To  the  Honorable  Judges  of  the  United  States 
District  Court  for  the  District  of  Oregon : 

The  petition  of  Peter  Crockett  Jackson  and  Mar- 
garet L.  Kennedy  respectfully  shows: 
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1.  Peter  Crockett  Jackson  is  fourteen  (14)  years 
of  age.  Margaret  L.  Kennedy  is  the  mother  of 
Peter  Crockett  Jackson;  his  father  is  dead.  Mar- 
garet L.  Kennedy  is  also  the  Guardian  of  the  per- 
son and  estate  of  Peter  Crockett  Jackson,  having 
been  apponited  such  Guardian  by  the  Superior 
Coui't  of  the  State  of  California,  in  and  for  the 
County  of  Los  Angeles.  At  the  time  of  said  ap- 
pointment and  ever  since,  said  Peter  Crockett  Jack- 
son and  Margaret  L.  Kemiedy  were  and  now  are 
residents  of  the  County  of  Los  Angeles,  State  of 
Califoi'nia. 

2.  Said  Peter  Crockett  Jackson  intends  to  bring 
an  action  in  this  Court  against  the  parties  above 
named  as  defendants  herein  for  the  purpose  of  con- 
testing the  will  of  Maria  C.  Jackson  which  was 
admitted  to  probate  in  conuTion  form  in  the  Cir- 
cuit Court  of  Oregon  on  or  about  February  7, 
1956,  together  with  certain  parts  of  the  codicils  to 
said  will.  Said  contest  will  be  based  upon  the  in- 
validity of  the  will  and  parts  of  the  codicils  in  cer- 
tain particulars,  and  upon  the  information  and  be- 
lief of  petitioners  that  a  later  will  was  executed 
by  said  testatrix  wherein  there  were  devised  and  be- 
queathed to  Peter  Crockett  Jackson  money  and 
property  in  a  value  far  in  excess  of  the  amount  to 
which  he  would  be  entitled  under  the  provisions 
of  said  will  and  codicils  heretofore  admitted  to 
probate. 

3.  John  E.  Walker  is  an  attorney  at  law,  resid- 
ing in  the  State  of  Oregon,  duly  admitted  to  prac- 
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tice  in  said  State  and  in  this  Coiii*t.  He  is  a  fit 
and  prox)er  person  to  act  as  Guardian  ad  Litem 
for  said  minor,  Peter  Crockett  Jackson.  Your  peti- 
tioners desire  that  said  John  E.  Walker  shall  act 
as  such  Guardian  ad  Litem. 

Wherefore,  your  x>etitioners  pray  that  said  John 
E.  Walker  be  appointed  Guardian  ad  Litem  for 
Peter  Crockett  Jackson  in  this  action. 

Dated  this  31st  day  of  July,  1956. 

/s/  PETER  CROCKETT  JACKSON, 
/s/  MARGARET  L.  KENNEDY, 
Petitioners. 

LIVINGSTON  &  BORREGARD, 
RICARDO  J.  HECHT, 
/s/  By   LAWRENCE  LIVINGSTON, 

Attorneys  for  Petitioners. 
Duly  Verified. 

[Endorsed] :     Filed  August  3,  1956. 


[Title  of  District  Court  and  Cause.] 

ORDER  APPOINTING  GUARDIAN 
AD  LITEM 

Upon  petition  of  Peter  Crockett  Jackson  and 
Margaret  L.  Kennedy,  his  Guardian,  and  good 
cause  appearing  therefor, 

It  Is  Hereby  Ordered  that  John  E.  Walker  be 
and  is  hereby  appointed  Guardian  ad  Litem  for 
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Peter  Crockett  Jackson  in  the  above-entitled  action. 

Dated,  this  3rd  day  of  August,  1956. 

/s/  GUS  J.  SOLOMON, 

United  States  District  Judge. 

[Endorsed] :     Filed  August  3,  1956. 


[Title  of  District  Court  and  Cause.] 

COMPLAINT 
I. 

Plaintiff  is  a  minor  of  fourteen  years  of  age,  and 
brings  this  suit  through  John  E.  Walker,  his 
Guardian  ad  litem. 

II. 

Plaintiff  is  a  resident  and  citizen  of  the  State  of 
California,  Defendant,  The  United  States  National 
Bank  of  Portland,  Oregon,  is  a  national  banking 
association  whose  principal  office  and  place  of  busi- 
ness is  located  in  the  State  of  Oregon.  Defendant 
David  Ijloyd  L^a^des  and  William  W.  Knight  are 
residents  and  citizens  of  the  State  of  Oregon.  The 
matter  in  controversy  exceeds,  exclusive  of  interest 
and  costs,  the  sum  of  Three  Thousand  Dollars  ($3,- 
000.00). 

III. 

Mrs.  ^laria  C.  Jackson  (hereinafter  referred  to 
as  "Mi's.  Jackson")  died  on  February  3,  1956.  As 
hereinafter  appears,  plaintiff  is,  and  has  been  ever 
since  1953,  the  only  surviving  lineal  descendant, 
next  of  kin,  and  heir  at  law  of  Mrs.  Jackson. 
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IV. 

On  or  about  February  7,  1956,  there  was  admitted 
to  probate  in  the  Circuit  Court  of  Multnomah 
County,  Oregon,  a  purported  will,  and  four  codicils 
tlieroto,  purporting  to  be  the  Last  Will  and  Testa- 
ment of  Mrs.  Jackson.    This  will  is  dated  January 

7,  1948,  and  the  codicils  bear  dates  of  February  23, 
1950,  August  15,  1952,  February  27,  1953,  and  July 

8,  1953,  respectively.  Said  will  and  codicils  were 
adjnitted  to  probate  in  common  form,  ex  parte 
and  without  notice  to  any  person  whomsoever.  True 
and  correct  copies  of  said  will  and  codicils  are 
attached  hereto  as  one  exhibit,  made  a  part  hereof, 
and  marked  Exhibit  "A." 

Y. 

The  value  of  the  estate  left  by  Mrs.  Jackson  is 
in  excess  of  Two  Million  Four  Hundred  Thousand 
Dollars  ($2,400,000.00). 

VI. 

Said  will  was  admitted  to  probate  on  the  appli- 
cation of  defendant  David  Lloyd  Davies  (herein- 
after referred  to  as  ''defendant  Davies")  and  de- 
fendant The  United  States  National  Bank,  Port- 
land, Oregon  (hereinafter  refeiTcd  to  as  "defend- 
ant Banl^").  Said  defendants  are  the  executors 
named  in  said  will,  and  letters  testamentary  were 
issued  to  them  by  said  court  on  or  about  February 
7,  1956.  Defendant  Davies,  defendant  Bank  and 
defendant  William  W.  Knight  (hereinafter  referred 
to  as  "defendant  Knight")  are  named  in  said  will 
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as  trustees  of  a  purported  trust  created  under  the 
terms  thereof. 

VII. 
The  defendant  Black  White  Foundation  is  sued 
herein  under  a  fictitious  name  because  its  true 
name  is  not  known  to  plaintiff,  and  plaintiff  prays 
that  when  said  true  name  is  ascertained,  he  be  per- 
mitted to  amend  this  complaint  in  order  to  set  forth 
said  name.  Upon  information  and  belief,  said 
Black  White  J^omidation  is  or  mil  be  a  corpora- 
tion. If  such  corjioration  has  been  organized,  it  is 
a  corporation  organized  mider  the  laws  of  the 
State  of  Oregon,  and  it  is  a  resident  and  citizen 
of  said  State.  The  exact  facts  concerning  said  cor- 
poration are  not  known  to  plaintiff,  but  are  well 
known  to  all  defendants. 

VIII. 

Mrs.  Jackson  Avas  the  widow  of  Charles  Samuel 
efackson.  Charles  Samuel  Jackson  and  Mrs.  Jack- 
son had  two  sons  and  no  other  children.  These 
sons  were  Philii)  Ludwell  Jackson  and  Francis 
Clopton  Jackson.  Philip  Ludwell  Jackson  (herein- 
after sometimes  referred  to  as  "Philip")  had  no 
issue.  Francis  Clopton  Jackson  had  a  son  by  the 
name  of  Charles  Samuel  Jackson,  Jr.  Said  Fran- 
cis Clopton  Jackson  died  in  1919,  and,  shortly 
thereafter,  at  a  date  unknown  to  plaintiff,  upon 
information  and  belief,  Mrs.  Jackson  duly  and  reg- 
ularly adopted  Charles  Samuel  Jackson,  Jr.,  as 
her  own  son  according  to  the  laws  of  the  State  of 
Oregon.     Charles  Samuel  Jackson,  Phihp  Ludwell 
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Jackson,  Francis  Jackson  and  Charles  Samuel 
Jackson,  Jr.  predeceased  Mrs.  Jackson.  Charles 
Samuel  Jackson,  Jr.,  left  one  child,  who  is  the 
plaintiff  hei-ein. 

IX. 

The  ''Oregon  Journal,"  a  daily  newspaper  pub- 
lished in  Portland,  Oregon,  was  founded  by  Mrs. 
Jackson's  husband,  Charles  Samuel  Jackson,  ap- 
proximately forty-five  years  ago.  Charles  Samuel 
Jackson  during  his  lifetime  was  publisher  and 
directed  the  policies  of  said  Oregon  Journal.  Mrs. 
Jackson,  both  during  the  lifetime  of  Charles  Sam- 
uel Jackson  and  thereafter,  took  great  pride  in  and 
had  great  affection  for  said  newspaper.  It  was 
therefore  her  constant  preoccupation  and  desire  to 
perpetuate  and  to  keep  control  thereof  within  the 
Jackson  family.  The  "Oregon  Journal"  is,  and 
was  at  all  times  material  herein,  owned  and  pub- 
lished by  the  Journal  Publishing  Company,  a  cor- 
poration. 

During  his  lifetime,  Charles  Samuel  Jackson 
owned  all,  or  the  great  majority,  of  the  stock  of 
the  Journal  Publishing  Company,  which,  on  his 
death,  went  to  his  widow,  Mrs.  Jackson.  She  re- 
tained this  stock  until  her  death. 

X. 

Defendant  Da  vies  is  a  practicing  attorney  who 
was  admitted  to  the  bar  of  the  State  of  Oregon  in 
1927.  Defendant  Davies  was,  at  the  time  of  Mrs. 
Jackson's  death  and  for  many  years  prior  thereto, 
her  personal  attorney  as  well  as  an  attorney  for 
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srdcl  Journal  Publishing  Company  and  the  Oregon 
Journal.  As  said  attorney,  defendant  Davies  had 
full  information  and  knowledge  respecting  the  na- 
ture and  value  of  her  properties,  including  her 
stock  in  said  Journal  Publishing  Company.  As 
said  attorney,  defendant  Davies  also  knew  of  Mrs. 
Jackson's  desires  with  respect  to  said  "Oregon 
Journal."  Upon  information  and  belief,  defendant 
Davies  was  also  for  many  years,  and  until  Philip's 
death,  Philip's  personal  attorney. 

XI. 

On  information  and  belief :  Mrs.  Jackson  reposed 
great  trust  and  confidence  in  defendant  Da^i^es  and 
had  a  very  high  regard  for  his  legal  and  business 
ability,  and  she,  therefore,  sought  and  followed  his 
counsel  in  connection  ^^ith  important  family  and 
business  matters.  Mrs.  Jackson  also  reposed  great 
trust  and  confidence  in  Philip  and  also  had  a  high 
regard  for  his  business  ability,  and  she,  therefore, 
sought  and  followed  his  counsel  in  connection  with 
all  said  family  and  business  matters. 

XII. 

On  information  and  belief:  In  making  said  will, 
dated  January  7,  1948,  mentioned  in  paragraph  IV 
hereof,  Mrs.  Jackson  sought  and  obtained  the  ad- 
^dce  of  Philij)  and  defendant  Da\des.  Defendant 
Davies  is  the  person  who  drafted  this  will  and  its 
four  codicils. 

At  the  time  that  this  will  was  under  discussion, 
Philip  and  plaintiff  w^ere  the  only  surviving  lineal 
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descendants  of  Mrs.  Jackson.  Philip  was  then  x^ub- 
lisher  of  the  Oregon  Journal.  He  was  in  excess  of 
fifty  years  of  age,  his  exact  age  being  unknown  to 
plaintiif.  He  had  never  had  any  children.  Ac- 
cordingly, Mrs.  Jackson  desired,  hj  means  of  her 
will,  to  provide  generously  for  plaintiff  and  to  give 
him  the  right  and  opportunity  to  come  into  control 
of  said  newspaper  as  owner,  publisher  and  editor. 
Philip  and  defendant  Pavies  were  told  by  Mrs. 
Jackson  of  her  desires  with  respect  to  plaintiff  and 
were  asked  for  their  counsel  and  advice  with  regard 
thereto. 

XIII. 
On  information  and  belief:  At  or  al)out  the  time 
that  Mrs.  Jackson  sought  their  advice,  as  set  forth 
in  paragraph  XII  hereof,  defendant  Pa^i-cs  and 
Philip  detennined  Mrs.  Jackson  would  make  a  will 
under  the  terms  of  which  plaintiff  would  receive 
nothing,  and  whereby  they  would  obtain  control  of 
her  assets,  including  her  sitockholdings  in  the  Jour- 
nal Publishing  Company.  Pursuant  to  said  deter- 
mination, Phili])  and  defendant  Da^des  represented 
to  Mrs.  Jackson  that  any  disposition  of  her  estate 
as  she  desired  would  result  in  an  assessment  of 
Federal  estate  taxes  which  could  not  be  met  with- 
out selling  her  shares  in  the  Journal  Publishing 
Company  to  outsiders  who  would  then  gain  control 
of  the  ''Oregon  Journal."  Philip  and  defendant 
Davies  also  represented  to  her  that  in  order  to  pre- 
serve the  "Oregon  Journal,"  it  would  be  necessary 
to  avoid  large  estate  taxes,  and  that  this  could  be 
accomplished  only  by  placing  substantially  all  of 
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her  estate  in  a  tax-free  foundation.  These  repre- 
sentations were  and  are  untrue  and  known  by  de- 
fendant Da  vies  to  be  untrue  at  the  time  they  were 
made.  These  rei)resentations  were  either  known  to 
be  untrue  by  Philip  at  said  time,  or  were  made 
negligently  and  without  a  reasonable  effort  to  ascer- 
tain whether  they  were  true  or  false. 

These  representations  were  and  are  imtrue  be- 
cause said  estate  has,  and  had  at  all  times  herein 
material,  sufficient  assets  to  pay  the  Federal  estate 
taxes  which  would  have  been  assessed,  had  Mrs. 
Jackson  made  a  will  in  accordance  with  her  desires, 
without  hsLving  to  sell  any  of  her  said  stockholdings 
in  the  Journal  Publishing  Company.  These  repre- 
sentations also  were  and  are  imtrue  because  the 
"Oregon  Journal"  could  have  been  maintained  and 
perpetuated  as  desired  by  Mrs.  Jackson  by  leaving 
her  shares  in  the  Journal  Publishing  Company, 
and  no  other  property,  to  a  tax-free  beneficiary. 
Mrs.  Jackson,  because  of  the  great  trust  and  confi- 
dence which  she  reposed  in  Philip  and  defendant 
Davies,  believed  said  representations  and  relied 
thereon  at  all  times  herein  material. 

Pliilip  and  defendant  Davies,  and  each  of  them, 
pursuant  to  said  determination  and  by  means  of 
said  representations,  induced  Mrs.  Jackson  to  exe- 
cute a  will,  which  would  give  the  entire  income  of 
the  estate  to  Philip  for  life  and  the  remainder  to 
a  foundation,  which  they  told  Mrs.  Jackson  would 
receive  the  remainder  of  her  estate,  free  of  estate 
taxes,  and  in  which  no  provision  would  be  made 
for  plaintiff.    In  order  to  accomplish  the  said  pur- 
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pose,  Philip  and  defendant  Davies  utilized  the  trust 
and  confidence  which  she  re^Dosed  in  them  and  her 
fear,  well  known  to  them,  that  the  "Oregon  Jour- 
nal" would  fall  into  the  hands  of  strangers,  and  out 
of  the  hands  of  the  Jackson  family.  By  so  doing, 
they  were  able  to  and  did  overcome  her  volition  to 
the  extent  that  although  she  desired  to  provide  for 
plaintiff  as  aforesaid,  she,  nevertheless.,  executed  a 
\^dll  which  reflected  the  purposes  and  desires  of 
Philip  and  defendant  Davies  and  not  her  own. 

Phili])  had  no  desire  to  provide  for  anyone  else 
out  of  his  mother's  estate.  He  had  neither  affec- 
tion nor  regard  for  plaintiff.  By  leaving  the  re- 
mainder interest  to  a  supposedly  tax-free  founda- 
tion, and  thereby  attempting  to  free  the  value  of 
said  remainder  from  taxes,  Philip  expected  to  and 
planned  to  receive  the  largest  possible  income  for 
life  by  minimizing  the  Federal  estate  taxes  on  his 
mother's  estate,  thereby  presei^ng  the  maximum 
value  for  the  corpus  of  the  estate. 

Having  set  the  method  of  devolving  the  property 
of  his  mother,  Philip  acted  in  concert  with  defend- 
ant Davies  by  means  imknown  to  plaintiff,  but  well 
known  to  defendant  Davies,  so  that  defendant  Da- 
vies prepared  a  will  to  accomplish  the  purposes 
aforesaid  and  hereinafter  alleged.  In  said  will 
there  w^as  included  a  clause  whereby  Mrs.  Jackson 
disinherited  her  great-grandson  by  blood  and  her 
adopted  grandson  (then  approximately  'Q^ve  years 
of  age)  in  the  manner  set  forth  in  Article  VIII  of 
said  will  of  January  7,  1948. 

The  foundation  was  so  planned  that  after  the 
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death  of  Philip,  defendant  Davies,  defendant  Bank 
and  a  person  selected  hy  defendant  Davies  would, 
as  trustees,  control  the  foundation,  the  Oregon 
Journal,  and  the  Journal  Publishing  Co.  Defend- 
ant Davies  v^as  then,  ever  since  has  been,  and  now 
is  an  attorney  for  defendant  Bank.  The  Jackson 
fortune  and  the  prestige  of  a  great  newspaper  were 
at  all  material  times,  and  are  now  sources  of  power, 
influence,  and  prestige.  The  trustees  holding  said 
fortime  and  newspaper  with  plenary  x^owers,  and 
vdthout  substantial  supervision  or  interference 
would  be  able  to  place  themselves  in  a  position  of 
leadership  and  social  and  financial  power  by  virtue 
of  their  said  control.  In  addition,  the  position  of 
trustee  would  be  lucrative,  yielding  substantial  fees 
for  life.  In  addition,  defendant  Davies  would, 
either  directly  or  through  others,  act  as  legal  coun- 
sel for  the  foundation,  with  additional  subsitantial 
emoluments. 

XIV. 

In  February,  1950,  and  August,  1952,  Mrs.  Jack- 
son added  codicils  to  her  vvt.11,  the  subject  of  which 
was  a  gift  to  Stanford  University.  In  the  codicils, 
she  ratified  and  confirmed  all  the  provisions  of  said 
will  dated  Januaiy  7,  1948. 

On  February  27,  1953,  after  the  death  of  Philip, 
Mrs.  Jackson  added  a  further  codicil  to  her  will. 
Under  the  terms  thereof,  she  created  a  trust  of  One 
Hundred  Fifty  Thousand  Dollars  ($150,000.00)  for 
the  benefit  of  plaintiff.  The  residue,  comprising 
substantially  all  her  estate,  was  left  as  in  the  will 
of  January  7,  1948,  to  said  foundation,  of  which 
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the  defendant  Davies  was  to  be  one  of  the  trustees. 
In  this  codicil,  defendant  Davies  is  named  co-execu- 
tor of  said  will.  By  means  of  this  instnmient, 
Mrs.  Jackson  again  ratified  and  confirmed  the  pro- 
visions of  said  will  of  January  7,  1948. 

On  July  8,  1953,  Mrs.  Jackson  executed  another 
codicil  to  her  said  will.  This  codicil  contains  a 
provision  whereby  defendant  Davies  would  be  one 
of  a  class  of  x:)ersons  who,  under  a  certain  set  of 
circumstances  Avould  be  able  to  buy  the  stock  of 
said  Journal  Pu'blisliing  Company  at  prices  sub- 
stantially lower  than  might  be  obtained  if  such 
stock  were  sold  to  persons  not  included  in  said 
class.  In  this  codicil,  Mrs.  Jackson  again  ratified 
and  confirmed  the  provisions  of  her  said  ^Yi\\  of 
January  7,  1948. 

XV. 

At  no  time  was  there  ever  a  disclosure  to  Mrs. 
Jackson  by  any  person  whomsoever,  as  to  the  fact 
that  the  representations  hereinabove  set  forth  were 
untrue,  although  it  was  the  duty  of  defendant  Davies 
and  also  of  Philip,  if  he  had  knowledge  of  such  un- 
truths, to  so  do.  By  this  concealment,  defendant 
Davies  was  able,  after  the  death  of  Philip,  to  in- 
duce Mrs.  Jackson,  contrary  to  her  natural  in- 
clinations, so  to  amend  said  will  of  January  7, 
1948,  l\y  means  of  said  codicils  of  February  27, 
1953,  and  July  8,  1953,  as  to  preserve  and  greatly 
enhance  the  privileges  and  emoluments  which  were 
provided  for  him  in  said  will  to  the  extent  stated 
above.  By  this  concealment,  defendant  Davies  was 
also   able   to   prevent   Mrs.   Jackson  from  making 
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a  will  under  the  terms  of  which  plaintiff  would  have 
gained  control  of  the  ''Oregon  Journal,"  and  a  sub>- 
stantial  portion  of  the  balance  of  her  estate.  All 
of  the  representations  and  influences  which  moti- 
vated, induced,  and  caused  the  execution  of  the  will 
of  January  7,  1948,  likewise  induec^d,  motivated 
and  caused  the  rei3ublication  of  said  will  in  said 
four  codicils,  in  that  nothing  occurred  in  any  man- 
ner to  make  Mrs.  Jackson  suspect  or  question  the 
representations  made  to  her;  and  defendant  Davies 
continued  to  be  her  trusted  and  confidential  attor- 
ney. 

XVI. 
Said  Article  VI  of  said  purported  will  of  Janu- 
ary 7,  1948,  ratified  and  confirmed  by  the  codicils 
thereto,  is  not  only  invalid  because  it  is  tlie  product 
of  the  undue  influence  and  fraud  above  alleged,  but 
also  because  the  purposes  of  the  purported  charitable 
trust  thereby  attempted  to  be  created,  are  so  in- 
definite and  micertain,  that  the  same  cannot  be  exe- 
cuted and  carried  out,  and  because  the  discretion 
accorded  to  the  trustees  named  therein  is  so  wide 
and  indefinite  that  their  consciences  cannot  be  held 
to  the  carrying  out  of  a  definite  and  certain  purpose 
under  the  supervision  of  a  court  of  equity. 

XVII. 

Upon  information  and  belief:  Article  VI  of  said 
will  of  January  7,  1948,  providing  for  a  foimdation, 
as  republished  in  said  codicils,  and  as  amended  by 
the  codicils  of  February  27,  1953,  and  July  8,  1953, 
is  invalid,  and  as  to  the  property  included  in  said 
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article,  as  republishod  and  amended,  Mrs.  Jackson 
died  intestate.  As  Mrs.  Jackson's  sole  lieir  at  law 
and  next  of  kin,  plaintiff,  therefore,  is  entitled  to 
inherit  all  of  the  residue  of  her  estate.  The  invalid- 
ity of  said  article,  as  republished  and  amended  lies 
in  the  fact  that  although  it  purports  to  create  a 
charita])le  trust,  uncertain  and  indefinite,  as  here 
alleged,  it  actu.ally  has  for  its  purpose  and  achieves 
the  results  only  of  avoiding  taxes  and  of  creating 
a  perx^etual  trust  whereb}^  a  group  of  x>ersons,  self 
]^erpetuati ng  by  appointment,  are  vested  with  title 
to  the  controlling  stock  of  a  corporation,  such  stock 
being  of  a  value  in  excess  of  One  Million  Dollars 
($1,000,000.00).  Said  corjioration  owns  a  great  and 
powerful  newspaper,  which  may,  pursuant  to  the 
trust,  l)e  managed  and  controlled  to  serve  the  in- 
terests of  the  self-perpetuating  trustees  of  said 
stock,  with  charity  as  a  secondary  and  subordinate 
incident.  The  trustees  are  given  plenary  powers, 
without  limitation  as  to  the  control,  policy,  and 
management  of  the  newspaper;  they  may  keep  or 
sell  it;  the  trustees  may  even  sell  stock  to  them- 
selves upon  preferred  terms,  as  provided  in  the 
codicil  of  July  8,  1953.  The  provisions  of  said 
trust  are  against  the  public  pohcy  of  the  State  of 
Oregon  and  create  a  perpetuity  in  violation  of  law. 

XVIII. 

On  information  and  belief:  At  some  time  subse- 
quent to  1953,  unknown  to  plaintiff,  Mrs.  Jackson 
determined  to  make  certain  that  her  mshes  as  to 
plaintiff  would  be  carried  out;  i.e.,  that  he  would 
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come  into  control  of  the  Oregon  Journal  and  would 
also  ultimately  receive  the  bulk  of  her  estate.  She 
accomplished  this  by  a  new  will  or  a  codicil,  a 
change  in  trust  pro^TLsions,  direction  to  trustees,  or 
by  some  other  means,  all  imknown  to  plaintiff.  She 
made  known  to  certain  of  her  friends  that  she  had 
completed  such  arrangements  for  plaintiff,  but  did 
not  disclose  the  method  whereby  her  purpose  and 
desire  had  been  accomplished.  Such  method  is 
known  to  defendant  Davies.  By  such  method,  the 
will  and  codicils  above  mentioned  have  been  amended 
or  revoked  in  such  manner  that  plaintiff  will  re- 
ceive far  in  excess  of  the  One  Hundred  Fifty  Thou- 
sand Dollars  provided  for  him  in  the  codicil  of 
February  27,  1953. 

XIX. 
Plaintiff  does  not  contest  the  validity  of  Article 
I  of  the  codicil  of  February  23,  1950,  or  Article  I 
of  the  codicil  of  August  15,  1952,  for  the  reasons 
hereinafter  stated  and  also  because  the  provisions 
of  said  articles  are  nov/  of  no  force  or  eifect.  Plain- 
tiff does  not  contest  the  validity  of  Article  I  or 
Article  II  of  the  codicil  of  February  27,  1953.  As 
to  Article  I,  the  legacy  to  Kathryne  Kelly  has 
lapsed  because  she:  predeceased  Mrs.  Jackson.  As 
to  Article  III,  the  same  will  be  supererogatory  upon 
adjudication  that  the  will  of  January  7,  1948,  and 
those  portions  of  the  first  and  second  codicils  under 
attack  herein  are  void  for  any  of  the  reasons 
stated  in  this  complaint.  Plaintiff  does  not  contest 
the  validity  of  Article  I  of  the  codicil  of  July  8, 
1953. 
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Plainitifi:  does  not  contest  the  articles  and  portions 
thereof  set  forth  ahove,  not  only  for  the  specific 
reasons  above  stated,  but  also  because,  upon  infor- 
mation and  belief,  plaintiff  alleges  that  whatever 
is  not  contested  herein  represents  the  free  and  un- 
trammeled  Avill  of  Mrs.  Jackson,  unaffected  by  false 
representations,  undue  influence,  illegality  or  viola- 
tion of  public  i)olicy. 

Should  it  appear  that,  by  any  means  whatsoever, 
whether  by  will,  codicil  or  otherwise,  the  bequests 
to  Eugene  L.  Garden  in  Article  I  of  the  codicil  of 
February  27,  1953,  and  in  Aii;icle  I  of  the  codicil 
of  July  8,  1953,  are  invalid  or  ineffective,  plaintiff 
herel)y  oifers  to  do  equity  by  making  appropriate 
provision  by  stipulation  or  othervdse  to  the  end 
that  Eugene  Ij.  Garden  shall  receive  whatever  is 
left  to  hira  in  said  codicils.  For  the  reasons  stated 
in  this  paragraph,  said  Garden  is  not  joined  as 
defendant  herein. 

XX. 

In  the  codicil  of  February  27,  1953,  Mrs.  Jack- 
son refers  to  the  last  will  and  testament  of  Philip, 
admitted  to  probate  on  February  24,  1953.  A  copy 
of  said  last  will  and  testament  is  hereto  annexed 
and  marked  ''Exhibit  B." 

Wherefore,  plaintiff  prays  judgment  as  follows: 

1.  That  the  purported  will  of  Maria  G.  Jackson, 
dated  January  7,  1948,  be  declared  invalid. 

2.  That  the  contested  portions  of  the  four  codi- 
cils to  said  mil,  as  set  forth  above,  be  declared  in- 
valid. 
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3.  That  the  trust  attempted  to  be  created  by  the 
mil  of  Maria  C.  Jackson  be  declared  invalid. 

4.  That  it  be  declared  that  as  to  all  property  of 
any  kind  or  character  whatsoever  not  disposed  of 
by  the  will  of  Maria  C.  Jackson,  said  Maria  C. 
Jackson  died  intestate  and  that  x^laintiff  is  her  sole 
heir-at-law  and  next  of  kin. 

5.  As  to  any  method  used  by  Maria  C.  Jackson 
to  accomplish  the  jjurposes  set  forth  in  paragraph 
XVIII  of  this  complaint,  appropriate  declaration 
and  disposition  be  made,  to  the  end  that  the  pur- 
pose and  intent  of  Maria  C.  Jackson,  accomplished 
according  to  law,  be  made  effective. 

6.  That  plaintiff  have  such  other  further  relief 
as  to  the  court  may  seem  meet  and  proper. 

7.  That  plaintiff  recover  his  costs  herein  in- 
ciirred. 

Dated  this  3rd  day  of  August,  1956. 

/s/  JOHN  E.  WALKER, 

LIVINGSTON  &  BORREGARD, 
/s/  By   LAWRENCE  LIVINGSTON, 
/s/  RICARDO  J.  HECHT, 
Attorneys  for  Plaintiff. 

[Exhibits  A  and  B  are  similar  to  Exhibits 
A  and  B  set  out  at  pages  75-111  of  this  printed 
record.] 

[Endorsed] :    Filed  August  3,  1956. 
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AMENDMENT  TO  COMPLAINT 

Plaintiff  herein  amends  his  complaint  as  herein- 
after set  forth,  to-wit: 

Amends  paragrax)h  XIX  commencing  on  line  22 
of  page  11  and  ending  on  line  19  of  page  12  of 
the  complaint  b}^  striking  said  paragraph  XIX  from 
the  complaint,  and  inserting  in  lieu  thereof  the 
following : 

"XIX. 

Plaintiff  does  not  contest  the  validity  of  Article 
III  of  said  will  of  January  7,  1948,  which  reads 
as  follows: 

"Article  III. 

I  give  and  bequeath  to  each  person  who  shall  be 
in  my  personal  employ  at  the  time  of  my  death 
an  amount  equal  to  $100  for  each  year  or  fraction 
thereof  he  or  she  shall  have  been  in  my  employ." 

Plaintiff*  does  not  contest  the  validity  of  Article 
I  of  the  codicil  of  February  23,  1950,  or  Article  I 
of  the  codicil  of  August  15,  1952,  because  the  provi- 
sions of  said  articles  are  now  of  no  force  or  effect. 

Plaintiff  does  not  contest  the  validity  of  Article  I 
or  Article  II  of  the  codicil  of  February  27,  1953. 
As  to  Article  I  the  legacy  to  Kathryne  Kelly  has 
lapsed  because  she  was  unrelated  to  Mrs.  Jackson 
and  predeceased  Mrs.  Jackson.  As  to  Article  III 
of  the  codicil  of  February  27,  1953,  the  same  will 
become  supererogatory  upon  adjudication  that  the 
mil  of  January  7,  1948,  and  those  portions  of  the 
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first  and  second  codicils  whicli  are  contested  herein 
are  void  for  any  of  the  reasons  stated  in  this  com- 
plaint. Plaintiff  does  not  contest  the  validity  of 
Article  I  of  the  codicil  of  July  8,  1953. 

As  to  any  other  parts  of  the  will  and  codicils 
thereto  which  are  not  specifically  excepted  from  the 
contest  set  forth  in  this  complaint,  plaintiff  con- 
tests the  same  ujjon  all  of  the  grounds  herein  stated. 
As  to  the  articles  and  portions  thereof  which  are 
not  contested,  x)l^ii^tiff  alleges  upon  information 
and  belief  that  they  represent,  at  least  to  the  extent 
of  their  contents  and  purposes,  the  free  and  un- 
tranuneled  will  of  Mrs.  Jackson  unaffected  by  false 
representations,  imdue  influence,  illegality  or  vio- 
lation of  public  policy. 

Should  it  appear  that  by  any  means  w^hatsoever, 
either  by  will,  codicil  or  otherwise,  the  bequests  to 
persons  who  were  in  the  personal  employ  of  Mrs. 
Jackson  at  the  time  of  her  death,  as  set  forth  in 
Article  III  of  said  will,  or  the  bequests  to  Eugene 
L.  Garden  in  Article  I  of  the  codicil  of  February 
27,  1953,  and  in  Article  I  of  the  codicil  of  July 
8,  1953,  are  invalid  or  ineffectual  for  any  reason, 
plaintiff  hereby  offers  to  do  equity  by  making  ap- 
propriate provision  by  sti]oulation  or  otherwise  to 
the  end  that  each  person  in  the  personal  employ  of 
Mrs.  Jackson  at  the  time  of  her  death  shall  receive 
an  amount  equal  to  $100  for  each  year  or  fraction 
thereof  during  which  he  or  she  should  have  been 
in  the  employ  of  Mrs.  Jackson,  and  also  to  the  end 
that  Eugene  L.   Garden  shall  receive  whatever  is 
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beqiieatlied  to  him  in  said  codicils.  For  the  rea- 
sons stated  in  this  paragraph  said  employees  and 
said  Garden  are  not  joined  as  defendants  herem. 

Wherefore,  plaintiff  prays  jndgment  as  set  forth 
in  his  complaint. 

Dated  this  21st  day  of  Angust,  1956. 

/s/  GLENN  R.  JAGK, 
/s/  JOHN  E.  WALKER, 

LIVINGSTON   &   BORREGARD, 
/s/  By   LAWRENCE   LIVINGSTON, 
/s/  LAWRENCE  LIVINGSTON, 
/s/  RICARDO  J.  HECHT, 

Attorneys  for  Plaintiff. 

Designation  of  the  place  in  Portland  where 
notices  and  copies  may  be  served  herein:  c/o  John 
E.  Walker,  Corl^ett  Building,  Portland,  Oregon. 

[Endorsed] :    Filed  August  22,  1956. 
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[Title  of  District  Couri:  and  Cause.] 

MOTION  TO  DISMISS 

The  defendants  move  the  coiiri;  to  dismiss  this 
action  on  the  ground  that  the  court  lacks  jurisdic- 
tion over  the  subject  matter  because  the  action  is 
essentially  a  proceeding  to  contest  a  will  and  there- 
fore one  within  the  exclusive  jurisdiction  of  the 
state  probate  courts. 

Dated  this  23rd  day  of  August,  1956. 

/s/  ROY  F.  SHIELDS, 

/s/  RANDALL  B.  KESTER, 

MAGUIRE,  SHIELDS,  MORRISON 
&  BAILEY, 

Attorneys   for  Defendants. 

Acknowledgment  of  Service  Attached. 
[Endorsed]  :     Filed  August  23,  1956. 


[Title  of  District  Court  and  Cause.] 

MEMORANDUM  OF  DECISION 

Mathes,  District  Judge: 

This  cause  is  now  before  the  court  upon  defend- 
ants' motion  to  dismiss  "on  the  ground  that  the 
court  lacks  jurisdiction  over  the  subject  matter 
because  the  action  is  essentially  a  proceeding  to 
contest  a  mil  and  therefore  one  within  the  exclu- 
sive jurisdiction  of  the  state  probate  courts." 

Original   federal   jurisdiction  has   been   invoked 
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solely  upon  the  ground  of  claimed  diversity  of  citi- 
zenship between  the  parties  and  the  requisite 
amount  in  controversy.  [28  U.S.C.  §  1332(a).] 

The  jurisdictional  facts,  as  alleged  in  the  amended 
complaint  and  admitted  by  the  pending  motion, 
are  briefly  these:  The  testatrix,  Maria  C.  Jackson, 
a  citizen  and  resident  of  Oregon,  died  on  February 
3,  1956,  leaving  a  will  and  certain  codicils.  On 
February  7,  1956,  upon  the  ex  parte  petition  of  de- 
fendant executors,  the  will  was  admitted  to  pro- 
bate, in  "common  form",  by  the  appropriate  State 
Court,  the  Probate  Department  of  the  Circuit  Court 
of  Multnomah  County,  Oregon,  and  letters  testa- 
mentary were  issued  to  defendant  executors. 

Following  this  ex  parte  admission  to  probate, 
plaintiff,  a  citizen  of  California  and  the  minor 
great-grandson  of  the  testatrix,  brought  this  action 
by  his  guardian  ad  litem  against  the  executors  and 
the  testamentary  trustees  under  the  mil,  all  citi- 
zens of  Oregon. 

Concededly,  then,  comi)lete  diversity  of  citizen- 
ship exists  between  plaintiff  and  all  defendants 
[Fed.R.Civ.P.  17(c);  28  U.S.C.  §1348],  and  the 
requisite  amount  is  in  controversy.  [28  U.S.C. 
§  1332(a).] 

The  Constitution  provides  of  course  that  federal 
*' judicial  Power  shall  extend  to  *  *  *  Controversies 
*  *  *  between  Citizens  of  different  States."  [U.S. 
Const,  art.  Ill,  §  2,  cl.  1.] 

However,  Article  III,   §  2  "simply  gives  to  the 
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*  *  *  courts  the  capacity  to  take  jimsdiction  *  *  * 
It  requires  an  act  of  Congress  to  confer  it."  [Kline 
V.  Burke  Constiiiction  Co.,  260  U.S.  226,  234  (1922)  ; 
Lockerty  v.  Phiilips,  319  U.S.  182,  187  (1943).] 

The  Congress  has  conferred  upon  the  district 
courts  "original  jurisdiction  of  all  civil  actions" 
in  which  diversity  of  citizenship  and  the  requisite 
amoinit  in  controversy  are  present.  [28  U.S.C. 
§  1332.] 

Use  of  the  term  "civil  actions"  in  the  1948  revi- 
sion of  Title  28  of  the  United  States  Code  did  not 
enlarge  the  jnrisdiction  of  the  district  courts  be^ 
yond  that  of  the  time-honored  phrase  "suits  of  a 
civil  nature  at  common  law  or  in  equity"  employed 
in  the  Judiciary  Act  of  September  24,  1789.  [1 
Stat.  78;  Rosen  v.  Alleghany  Corp.,  133  F.  Supp. 
858,  865  ( S.D.N. Y.  1955);  Reviser's  Note  to  28 
U.S.C.  §1332.] 

In  the  case  at  bar  plaintiff  seeks  an  adjudication 
as  to  the  validity,  construction  and  alleged  subse- 
quent revocation  of  parts  of  a  will,  and  as  to  heir- 
ship. The  issues  so  tendered  are  "Controversies" 
[Aetna  Life  Insurance  Co.  v.  Haworth,  300  U.S. 
227,  240-41  (1937);  Fidelity  Nat.  Bank  &  Tnist 
Co.  V.  Swope,  274  U.S.  123  (1927)  ;  Tutum  v.  United 
States,  270  U.S.  568,  577  (1926)],  clearly  within  the 
constitutional  dimensions  of  "judicial  Power"  [cf. 
Fontain  v.  Ravenel,  58  U.S.  (17  How.)  369,  391-92 
(1854).] 

However,   these   "Controversies"   do   not  neces- 
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sarily  fall  mthin  tlie  scox)e  of  a  "ci^^.l  action"  [28 
U.S.C.  §1332]  "at  common  law  or  in  equity"  [1 
Stat.  78  (1789)],  over  which  the  Congress  has  con- 
ferred jurisdiction  upon  this  court. 

In  order  to  detennine  whether  this  diversity  case 
can  be  counted  among  ''all  ci\il  actions"  within 
the  meaning  of  28  U.S.C.  §  1332,  it  is  necessary  to 
consider  the  nature  of  the  relief  sought. 

In  the  complaint  as  amended  plaintiff  asserts 
at  least  four  separate  claims  or  causes  of  action, 
but  these  are  not  stated  separately.  [Fed.R.Civ.P. 
10(1)).]  First  plaintiff  seeks  an  adjudication  that 
certain  provisions  of  the  Jackson  mil  and  codicils, 
which  establish  a  testamentary  trust,  are  invalid, 
because  not  the  ^m\\  of  the  testatrix,  having  been 
obtained  by  claimed  acts  of  fraud  and  undue  influ- 
ence. 

Second,  plaintiff  seeks  a  judgment  declaring  that, 
even  if  the  trust  provisions  are  the  will  of  the 
testatrix,  the  testamentary  tinist  is  nonetheless  in- 
valid, because  (a)  the  purpose  of  the  tiiist  is  so 
indefinite  and  imcertain,  and  the  powers  of  the 
trustees  so  broad  and  indefinite,  that  the  trust  can- 
not be  enforced  by  a  court  of  equity;  and  (b)  the 
trust  is  perpetual  in  duration  without  being  pri- 
maril}^  charitable  in  character,  and  so  is  a  perpe- 
tuity in  ^dolation  of  Oregon  law. 

Third,  plaintiff  seeks  a  judgment  declaring  that 
certain  provisions  of  the  will  were  amended  or  re- 
voked by  an  alleged  later,  missing  will  or  codicil; 
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and  fourth,  a  decree  that  as  to  all  property  not 
found  by  the  court  to  have  been  disposed  of  by 
will,  the  testatrix  died  intestate,  leaving  plaintiff 
as  her  sole  heir  and  next  of  kin. 

Unquestionably,  then,  all  the  relief  sought  in  the 
case  at  Ijar  is  equitable  in  nature,  and  necessarily 
invokes  the  federal  equity  jurisdiction.  So  it  is 
well  to  recall  at  the  outset  that  "the  general  powers 
of  Federal  Courts  when  sitting  as  courts  of  equity 
*  *  *  can  be  exeried  only  in  cases  otherwise  within 
the  jurisdiction  of  those  couris  as  defined  by  Con- 
gress". [Briggs  V.  United  Shoe  Mach.  Co.,  239  U.S. 
48,  50  (1915).] 

Since  complete  diversity  of  citizenship  and  the 
requisite  amoimt  in  controversy  are  here  present, 
this  case  is  clearly  one  "otherwise  within  the  juris- 
diction of  [this  court]  *  *  *  as  defined  by  Con- 
gress." [Ibid.] 

In  Twist  V.  Prairie  Oil  Co.,  274  U.S.  684  (1927), 
Mr.  Justice  Brandeis  declared  for  the  Court:  that 
"the  trial  court  *  *  *  may,  of  its  own  motion,  take 
the  objection  that  the  case  is  not  within  the  equity 
jurisdiction  *  *  *  But  that  objection  *  *  *  does  not 
go  to  the  power  of  the  Court  as  a  federal  Court." 
[274  U.S.  at  691.] 

Therefore,  the  jurisdictional  questions  raised  by 
the  pending  motion  to  dismiss  are  to  be  resolved  by 
inquiring  into  "the  general  powers  of  Federal  courts' 
when  sitting  as  courts  of  equity."  [Briggs  v.  United 
Shoe  Mach.  Co.,  supra,  239  U.S.  at  50.]  Specifically, 
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the  pro]}lein  is  to  determine  whether  this  court  in 
the  exercise  of  its  equity  jurisdiction  has  ''the 
power,  that  is,  the  jurisdiction"  [Fauntleroy  v. 
Lum,  210  U.S.  230,  235  (1908)]  to  ^^ant  the  relief 
prayed. 

The  equity  jurisdiction  of  the  federal  district 
courts,  and  of  the  predecessor  circuit  courts,  as  it 
has  existed  since  conferred  by  enactment  of  §  11 
of  the  Judiciary  Act  of  1789  (1  Stat.  78),  has  never 
been  held  to  exceed  in  scope  that  which  the  High 
Court  of  Chancery  in  England  possessed  in  1789. 
[Atlas  Ids.  Co.  v.  W.  I.  Southern,  Inc.,  306  U.S. 
563,  568  (1939) ;  Mississippi  Mills  v.  Cohn,  150  U.S. 
202,  205  (1893) ;  Payne  v.  Hook,  74  U.S.  (7  Wall.) 
425,  430  (1868) ;  Pennsylvania  v.  Wheeling  &  Bel- 
mont Bridge  Co.,  59  U.S.  (18  How.)  460,  462 
(1855).] 

As  the  Court  explained  in  Atlas  Ins.  Co.  v.  W.  I. 
Southern,  Inc.,  supra:  "The  'jurisdiction'  thus  con- 
ferred on  the  federal  courts  to  entertain  suits  in 
equity  is  an  authority  to  administer  in  equity  suitS' 
the  principles  of  the  system  of  judicial  remedies 
which  had  been  debased  and  was  being  administered 
by  the  English  Court  of  Chancery  at  the  time  of 
the  separation  of  the  two  countries."  [306  U.S.  at 
568.] 

In  1789,  after  a  will  of  personal  property  had 
been  admitted  to  probate,  an  action  to  set  aside  the 
will,  or  parts  thereof,  upon  the  grounds  of  fraud  or 
imdue  influence  upon  the  testator,  or  the  existence 
of  a  later  will,  was  not  within  the  jimsdiction  of 
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England's  High  Court  of  Chancery,  but  was  within 
the  exchisive  jurisdiction  of  the  English  ecclesias- 
tical courts.  [Bamesly  v.  Powel,  1  Ves.  Sen.  284, 
27  Eng.  Rep.  1034  (Ch.  1749)  ;  Bennet  vs.  Vade,  2 
Atk.  324,  26  Eng.  Rep.  597  (Ch.  1742)  ;  Kerrich  v. 
Bransby,  7  Bro^vn's  P.C.  437,  3  Eng.  Rep.  284  (H.C. 
1727);  1  Ballow,  a  Treatise  of  Equity  12  (1793); 
2  id.  325,  379-80  (1794)  ;  1  Holdsworth,  A  History  of 
English  Law  625-30  ('7th  ed.  1956)  ;  5  id.  320  (2d  ed. 
1945) ;  see,  e.g. :  Helyar  v.  Helyar,  1  Lee  472,  161 
Eng.  Rep.  174  (Prer.  1754)  ;  Lamldn  v.  Babb,  1  Lee 
1,  161  Eng.  Rep.  1  (Prer.  1752).] 

In  those  eighteenth  century  days,  moreover,  wills 
of  real  property  were  not  even  admitted  to  probate ; 
and  an  action  to  set  aside  a  will  of  real  property, 
like  an  action  to  set  aside  a  deed,  was  tried  at  law. 
[Webb  vs.  Claverden,  2  Atk.  424,  26  Eng.  Rep.  656 
(Ch.  1742) ;  Kerrich  v.  Bransby,  supra,  7  Brown's 
P.C.  437,  3  Eng.  Rep.  284;  Mariott  v.  Mariott,  1 
Strange  666,  93  Eng.  Rep.  770  (Ch.  1726) ;  1  Bal- 
low, op.  cit.  supra,  at  12.] 

Thus  it  was  that,  in  1789,  the  jurisdiction  of  the 
English  High  Court  of  Chancery  did  not  embrace 
suits  to  set  aside  wills  of  either  real  or  personal 
property,  either  because  of  fraud  or  undue  influ- 
ence upon  the  testator,  or  because  of  the  existence 
of  a  later  Avill. 

This  want  of  jurisdiction  of  the  English  Court 
of  Chancery,  and  of  the  federal  courts  of  equity 
since  1789,  has  often  been  noted  by  the  Supreme 
Court;  and  ''by  a  series  of  decisions  it  has  been 
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established  that  since  it  does  not  pertain  to  the  gen- 
eral jurisdiction  of  a  court  of  equity  to  set  aside 
a  will  or  the  probate  thereof,  or  to  administer  upon 
the  estates  of  decedents  in  rem,  matters  of  this 
character  are  not  witlnn  the  ordinary  equity  juris- 
diction of  the  federal  courts  *  *  *"  [Sutton  v.  Eng- 
lish, 246  U.S.  199,  205  (1918)  ;  Farrell  v.  O'Brien, 
199  U.S.  89,  110  (1905) ;  Broderick's  Will,  88  U.S. 
(21  Wall.)  503,  517,  520  (1874);  accord:  Markham 
V.  Allen,  326  U.S.  490,  494  (1945)  ;  Ellis  v.  Davis, 
109  U.S.  485,  494  (1883).] 

As  explained  in  an  earlier  opinion:  "In  cases  of 
fraud,  equity  has  a  concurrent  jurisdiction  with  a 
couii;  of  law,  but  in  regard  to  a  will  charged  to  have 
been  obtained  through  fraud,  this  rule  does  not  hold. 
It  may  be  difdcult  to  assign  ixny  very  satisfactory 
reason  for  this  exception.  That  exclusive  jurisdic- 
tion over  the  probate  of  wills  is  vested  in  another 
tribimal,  is  the  only  one  that  can  be  given."  [Graines 
v.  Chew,  43  U.S.  (2  How.)  619,  645  (1844).] 

In  Marldiam  v.  Allen,  supra,  Mr.  Chief  Justice 
Stone  declared  for  the  Court:  ''It  is  true  that  a  fed- 
eral court  has  no  jurisdiction  to  probate  a  will  or 
administer  an  estate,  the  reason  being  that  the 
equity  jurisdiction  conferred  by  the  Judiciary  Act 
of  1789  *  *  *  which  is  that  of  the  English  Court  of 
Chancery  in  1789,  did  not  extend  to  probate  mat- 
ters." [326  U.S.  at  494.] 

Supreme  Court  interpretation  of  the  limits  of  the 
congressional  grant  of  equity  jurisdiction  has  been 
made  "in  the  light  of  the  tacit  assiunptions  upon 
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which  it  is  reasonable  to  suppose  the.  language  was 
used."  [Ohio  ex  rel.  Popovici  v.  Agler,  280  U.S. 
379,  383  (1930).]  These  "tacit  assumptions"  un- 
doubtedly took  note  of  the  accumulated  experience 
of  the  English  courts  of  1789  in  detennining  which 
rights,  involving  decedents'  estates,  might  be  en- 
forced in  personam  in  Chancery,  without  interfer- 
ing with  the  ecclesiastical  court's  possession  of  de^ 
cedents'  estates;  and  the  apparent  acceptance  by  the 
Congress  of  the  1789  American  status  quo,  which 
held  the  concept  that  "the  authority  to  make  wills 
is  derived  from  the  State"  [Farrell  v.  O'Brien, 
supra,  199  U.S.  at  110]. 

There  are  considerations  of  policy  too  which  fur- 
ther limit  the  scope  of  federal  equity  jurisdiction, 
and  especially  so'  where  "the  power  of  the  Court  as 
a  federal  court"  [Twist  v.  Prairie  Oil  Co.,  supra, 
274  U.S.  at  691]  depends  upon  diversity  of  citizen- 
ship [28  U.S.C.  §  1332]. 

A  federal  court  will  not,  as  a  matter  of  comity, 
proceed  to  a  judgment  in  rem  or  quasi  in  rem,  if 
jurisdiction  over  the  res  has  previously  been  ac- 
quired by  and  continues  in  a  State  court;  but  may 
proceed  to  judgment  in  personam,  adjudicating 
rights  in  the  res  and  leaving  the  in  personam  judg- 
ment to  bind  as  res  judicata  the  court  having  juris- 
diction of  the  res.  [Marldiam  v.  Allen,  supra,  326 
U.S.  at  494;  Pufahl  v.  Estate  of  Parks,  299'  U.S. 
217,  226  (1936);  United  States  v.  Bank  of  New 
York,  296  U.S.  459,  477-78  (1936) ;  Kline  v.  Burke 
Construction  Co.,  supra,  260  U.S.   226;   Sutton  v. 
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English,  supra,  246  U.S.  at  205;  Watennan  v. 
Canal-Louisiana  Bank  &  Trust  Co.,  215  U.S.  33,  44 
(1909) ;  Yonley  v.  Lavender,  88  U.S.    (21  Wall.) 

276  (1874).] 

The  repeated  assertion  of  this  principle  of  comity 
has  made  it  a  "rule  of  general  application"  [Byers 
V.  McAuley,  149  U.S.  608,  614  (1892)],  but  the  par- 
ticular application  of  it  remains,  as  with  otlier  dis- 
cretionary refusals  to  exercise  jurisdiction,  a  "ques- 
tion *  *  *  of  discretion  in  eveiy  case"  [The  Maggie 
Hammond,  76  U.S.  (9  Wall.)  435,  457  (1869)]. 

The  justification  for  this  policy  refusal  tO'  exer- 
cise federal  jurisdiction  in  rem,  in  cases  where  the 
State  coui't  has  prior  jurisdiction  of  the  res,  is  *'to 
avoid  unseemly  and  disastrous  conflicts  in  the  ad- 
ministration of  our  dual  judicial  system,  *  *  *  and 
to  protect  the  judicial  processes  of  the  court  first 
assuming  jurisdiction"  [Penn  General  Casualty  Co. 
V.  Pennsylvania,  294  U.S.  189,  195  (1935)];  since 
"to  give  effect  to  its  jurisdiction,  the  court  must 
control  the  property.  The  doctrine  is  necessary  to 
-the  harmonious  oooperation  of  the  federal  and  state 
tribunals"  [Princess  Lida  v.  Thompson,  305  U.S. 
456,466  (1938)]. 

The  applicability  of  the  principle  to  cases  involv- 
ing decedents'  estates  is  most  compelling  when  it  is 
borne  in  mind  that:  "The  public  interest  requires 
that  the  estates  of  deceased  persons,  being  deprived 
of  a  master,  and  subject  to  all  manner  of  claims, 
should  at  once  devolve  to  a  new  and  competent  own- 
ership; and,  consequently,  that  there  should  be  some 
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convenient  jurisdiction  and  mode  of  proceeding  by 
which  this  devohition  may  be  effected  with  least 
chance  of  injustice  and  fraud;  and  that  the  result 
attained  should  be  fimi  and  perpetual."  [Brod- 
erick's  Will,  supra,  88  U.S.  (21  Wall.)  at  509.] 

In  the  case  at  bar  then,  the^  Jackson  estate  being 
now  in  process  of  probate  in  the  Oregon  states  court, 
this  court  would  not,  as  a  matter  of  comity,  proceed 
to  a  judgment  in  rem,  even  to  grant  relief  clearly 
within  the  federal  equity  jurisdiction;  but  would 
proceed  only  ''where  the  final  judgment  does  not 
imdertake  to  interfere  with  the  state  court's  posses- 
sion save  to  the  extent  that  the  state  court  is  bound 
by  the  judgment  to  recognize  the  right  adjudicated 
by  the  federal  court."  [Markham  v.  Allen,  supra, 
326  U.S.  at  494.] 

Moreover,  since  Erie  R.  R.  v.  Tompldns,  304  U.S. 
64  (1938),  there  is  to  be  considered  the  further 
policy  limitation  that,  inasmuch  as  "a  federal  court 
adjudicating  a  state-created  right  solely  because  of 
the  diversity  of  citizenship  of  the  parties  is  for  that  ; 
pui'pose  in  effect  only  another  court  of  the  State" 
[Guaranty  Tmst  Co.  v.  York,  326  U.S.  99,  108 
(1945)],  federal  diversity  jurisdiction,  even  over 
suits  in  equity  which  fall  within  the  scope  of  1789 
jurisdiction  of  the  English  High  Court  of  Chancery, 
should  be  disavowed  as  to  actions  "to  which  the 
State  had  closed  its  courts"  [Woods  v.  Interstate 
Realty  Co.,  337  U.S.  535,  537  (1949);  Griffin  v. 
McCoach,  313  U.S.  498,  507  (1941) ;  cf.  Williams  v. 
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Miimesotca  Mining:  &  Mfg.  Co.,  14  F.R.D.  1,  9  (S.D. 
Cal.  1953)]. 

Permissive  disavowal  of  federal  diversity  juris- 
diction is  not  without  limits,  of  course;  for  the 
Supreme  Court  has  repeatedly  decided  "that  the 
jurisdiction  of  the  courts  of  the  United  States  over 
controversies  betiween  citizens  of  different  States 
camiot  be  impaired  hj  the  laws  of  the  states  *  *  * 
which  regulate  the  distribution  of  their  judicial 
power."  [Hyde  v.  Stone,  61  U.S.  (20  How.)  170, 
175  (1857);  Payne  v.  Hook,  supra,  74  U.S.  (7 
Wall.)  at  430;  McClellan  v.  Carland,  217  U.S.  268, 
281  (1910)  ;  Waterman  v.  Canal-Louisiana  Bank  & 
Trust  Co.,  supra,  215  U.S.  at  43;  Arrowsmith  v. 
Gleason,  129  U.S.  86,  98,  101  (1888);  Gaines  v. 
Fuentas,  92  U.S.  10  (1875);  Broderick's  Will, 
supra,  88  U.S.  (21  Wall.)  at  520;  Looney  v.  Capital 
Nat.  Bank,  235  F.2d  436,  437  (5th  Cir.),  cert,  de- 
nied, 352  U.S.  925  (1956).] 

Thus  it  is  that  although  "the  essence  of  diversity 
jurisdiction  is  that  a  federal  court  enforces  State 
law  and  State  policy"  [Angel  v.  Bullington,  330 
U.S.  183,  191  (1947) ;  Griffin  v.  McCoach,  supra,  313 
U.S.  at  507],  the  federal  courts  may  entertiain  ac- 
tions, within  their  diversity  and  historic-equity  ju- 
risdiction,  involving   claims   to   decedents'   estates, 

*  'notwithstanding  the  fact  that  the  laws  of  the  State 

*  *  *  limit  the  right  to  establish  such  demands  to  a 
proceeding  in  the  probate  courts  of  the  State" 
[Security  Trust  Co.  v.  Black  River  Nat.  Banlv,  187 
U.S.  211,  227  (1902) ;  cf :  Griffith  v.  Bank  of  New 


36  Peter  Crockett  Jackson,  etc.,  vs. 

York,  147  F.2d  899  (2d  Cir.),  cert,  denied,  325  U.S. 
874  (1945) ;  Blacker  v.  Thatcher,  145  F.2d  255,  257 
(9th  Cir.  1944)]. 

In  Payne  v.  Hook,  supra,  tlie  Coui't  explained: 
''The  equity  jurisdiction  conferred  on  the  Federal 
Courts  is  the  same  that  the  High  Court  of  Chancery 
in  England  possesses;  is  subject  to  neither  limita- 
tion or  restraint  by  State  legislation,  and  is  uniform 
throughout  the  different  States  of  the  Union."  [74 
U.S.  (7  Kail.)  at  430;  cf :  Ohio  ex  rel  Popovici  v. 
Agler,  supra,  (divorce)  280  U.S.  at  383-84;  Barry 
V.  Mercein,  (custody)  46  U.S.  (4  How.)  103,  119-20 
(1847) ;  Albanese  v.  Richter,  (support)  161  F.2d 
688,  689  (3rd  Cir.),  cert,  denied,  332  U.S.  782 
(1947).] 

If  then  a  right  involving  a  decedent's  estate  is 
such  as  would  have  been  enforceable  in  the  English 
Court  of  Chancery  in  1789,  and  is  such  as  would  be 
enforceable  in  an  action  in  personam  in  some^  court 
— even  a  probate  court — of  the  State,  a  suit  to  en- 
force that  right  may  be  maintained  in  a  federal 
court  of  equity  as  an  action  in  personam,  if  diver- 
sity of  citizenship  and  the  requisite  jurisdictional 
amount  exist.  [Markham  v.  Allen,  supra,  326  U.S. 
at  494 ;  Waterman  v.  Canal-Louisiana  Bank  &  Trust 
Co.,  supra,  215  U.S.  at  43;  Payne  v.  Hook,  supra, 
74  U.S.  (7  Wall.)  at  430;  id.  81  U.S.  (14  Wall.)' 
252  (1871).] 

On  the  other  hand,  if  a  right  involving  a  dece- 
dent's estate  is  by  state  law  made  enforceable  in  an 
action  in  personam  in  a  State  court — rather  than 
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solely  in  rem  in  probate  proceedings,  a  diversity 
suit  to  enforce  the  right  in  the  federal  coui-ts  is  a 
''civil  action"  within  28  U.S.C.  §  1332. 

This  was  the  ground  upon  which  jurisdiction  was 
sustained  in  Broderick's  Will,  supra,  where  the 
Court  said:  "Whilst  it  is  true  that  alterations  in  the 
jui-isdiction  of  the  State  courts  cannot  affect  the 
equitable  jurisdiction  of  the  Circuit  [District] 
Courts  of  the  United  States,  so  long  as  the  equitable 
rights  themselves  remain,  yet  an  enlargement  of 
equitable  rights  may  be  administered  by  the  Circuit 
[District]  Courts,  as  well  as  by  the  courts  of  the 
State."  [88  U.S.  (21  Wall.)  at  520.] 

So  it  is  that  "where  a  State,  hy  statute  or  cus- 
tom, gives  to  parties  interested  the  right  to  bring 
an  action  *  *  *  to  annul  a  will  or  to  set  aside  the 
probate,  the  courts  of  the  United  States,  where  di- 
versity of  citizenship  and  a  siifficient  amount  in  con- 
troversy appear,  can  enforce  the  same'  remedy,  l>ut 
*  *  *  this  relates  only  to  independent  suits,  and  not 
to  procedure  merely  incidental  or  ancillaiy  to  the 
probate  *  *  *"  [Sutton  v.  English,  supra,  246  U.S. 
at  205.] 

State-created  means  for  the  enforcement  of  a 
right  involving  a  decedent's  estate  by  a  plenary  suit 
or  action  in  personam,  rather  than  in  rem  in  pro- 
bate proceedings,  will  be  recognized  in  the  federal 
courts  in  diversity  cases,  regardless  of  whether  the 
state-created  means  be  denominated  a,  state-created 
right  or  a  state-created  remedy.  [Sutton  v.  English, 
supra,  246  U.S.  at  205 ;  Farrell  v.  O'Brien,  supra, 
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199  U.S.  at  110;  Ellis  v.  Davis,  supra,  109  U.S.  at 
494-97;  Broderick's  Will,  supra,  88  U.S.  (21  Wall.) 
at  519-20;  Looney  v.  Capital  ISTat.  Bank,  supra,  235 
F.2d  at  438;  McClendon  v.  Straub,  193  F.2d  596 
(5th  Cir.  1952)  ;  Sawyer  v.  White,  122  Fed.  223,  227 
(8th  Cir.  1903)  ;  Williams  v.  Crabb,  117  Fed.  193 
(7th  Cir.),  cert,  denied,  187  U.S.  645  (1902)  ;  McCan 
V.  First  Nat.  Bank,  139  F.Supp.  224  (D.Ore.  1954), 
afe'd,  229  F.2d  859  (9th  Cir.  1956)  ;  accord:  Gaines 
V.  Fuentes,  suj>ra,  92  U.S.  at  21;  Richardson  v. 
Green,  61  Fed.  432  (9tli  Cir.),  cert,  denied,  159  U.S. 
264  (1894) ;  cf :  Pusey  &  Jones  Co.  v.  Hanssen,  261 
U.S.  491,497-98  (1923).] 

Accordingly,  the  next  question  to  be  confronted 
is  whether  the  law  of  Oregon  admits  of  a  plenary 
suit  or  action  in  personam,  in  which  plaintiff  at  bar 
might  set  aside  the  Jackson  will  or  the  admission  to 
probate,  either  upon  the  ground  of  imdue  influence 
or  fraud,  or  upon  the  groimd  that  the  will  admitted 
to  probate  is  not  the  last  will  of  the  testatrix. 

In  Oregon,  ^'when  a  will  has  been  admitted  to 
probate,  any  person  interested  may,  at  any  time 
within  six  months  after  *  *  *  the  order  of  court 
admitting  such  will  to  provate,  contest  the  same  or 
the  validity  of  such  will  *  *  *"  [ORS  115.180] ;  and 
"any  *  *  *  person  interested  in  the  estate,  may,  at 
any  time  after  the  death  of  the  testator,  petition  the 
court  having  jurisdiction  to  have  the  will  proved, 
whether  the  same  is  in  his  possession  or  not,  or  is 
lost  or  destroyed  *  *  *"  [ORS  115.120]. 

Although  the  court  in  which  an  action  or  proceed- 
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ing  may  be  brought  to  contest  tlie  admission  to  pro- 
bate or  tlie  validity  of  a  will  is  not  named  in  ORS 
115.180,  tlie  Oregon  courts  have  consistently  held 
that  jurisdiction  over  will  contests  is  included 
within  the  exclusive  original  jurisdiction  of  the 
court  admitting  the  will  to  probate.  Florey  v. 
Meeker,  194  Ore.  257,  240  P.2d  1177,  1187  (1952) ; 
In  re  Riggs'  Estate,  120  Ore.  38,  241  Pac.  70  (1925), 
250  Pac.  753  (1936)  ;  In  re  Dimn's  Will,  88  Ore. 
416,  171  Pac.  1173  (1918)  ;  Simpson  v.  Durbin,  68 
Ore.  518,  136  Pac.  34-7  (1913)  ;  Mansfield  v.  Hill,  56 
Ore.  400,  107  Pac.  474  (1919).] 

Even  l>efore  jurisdiction  over  will  contests  was 
specifically  conferred  by  original  ORS  115.180, 
passed  in  1893,  the  Oregon  courts  had  already  in- 
cluded will  contests  as  being  within  the  scope  of  the 
exclusive  jurisdiction  of  Coimty  Couris  of  Oregon: 
*'To  take  proof  of  mils  *  *  *  [and]  grant  and  re- 
voke letters  testamentary  *  *  *."  [Act  of  1862,  now 
found  in  ORS  5.040;  Bain  v.  Cline,  24  Ore.  175, 
33  Pac.  542  (1893)  ;  Rothrock  v.  Rothrock,  22  Ore. 
551,  30  Pac.  453  (189-2)  ;  Potter  v.  Jones,  20  Ore. 
239,  25  Pac.  769  (1891) ;  Luper  v.  Weris,  19  Ore. 
122,  23  Pac.  850  (1890)  ;  Ohrisman  v.  Chrisman,  16 
Ore.  127  (1888);  Clark  v.  Ellis,  9  Ore.  128,  132 
(1881);  Brown  v.  BroA^m,  7  Ore.  286,  299-300 
(1879)  ;  Oreenwood  v.  Cline,  7  Ore.  1,  2  (1879).] 

So  it  is  that,  if  plaintiff  at  bar  were  to  seek,  in 
the  Oregon  couris,  to  contest  tlie  validity  of  the 
Jackson  will  or  to  revoke  the  admission  to  probate 
upon  the  grounds  here  alleged,  he  would  find  a  rem- 
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edy  only  in  the  State  court  which  has  admitted  the 
will  to  probate,  namely,  the  probate  court.  Plaintiff 
would  also  find,  were  he  successful  in  the  state- 
court  action,  that  the  judgment  or  decree  would  de- 
clare not  only  that  the  "will  is  set  aside,  declared 
void  or  inoperative,  [but  also'  that]  *  *  *  letters 
[testamentary]  shall  be  revoked  and  letters  of  ad- 
ministration issued."  [ORS  115.200.] 

In  lorder  to  possess  the  jurisdiction  or  power  to 
grant  such  extensive  relief,  the  court  must  hear  and 
determine  any  petition  questioning  thei  will  in  a 
proceeding  in  rem,  directly  affecting  the  administra- 
tion of  the  decedent's  estate.  For  '^in  case  of  a  judg- 
ment, decree  or  order  *  *  *  in  respect  to  the  probate 
of  a  will  or  the  administration  of  the  estate  of  a 
deceased  person  *  *  *  the  judgment,  decree  or  order 
is  conclusive  upon  *  *  *  the  will  or  administration 
***.''  [ORS  43.130.] 

Thus  actions  in  Oregon  questioning  the  validity 
of  a  will,  or  its  admission  to  probate,  have  retained 
the  traditional  in  rem  character  of  proceedings  in 
probate  directly  affecting  the'  decedent's  estate — the 
res  [In  re  Anderson's  Estate,  157  Ore.  365,  71  P.2d 
1013,  1015  (1936) ;  In  re  Rigg's  Estate,  supra,,  120 
Ore.  38,  241  Pac.  at  71 ;  Mansfield  v.  Hill,  supra,  56 
Ore.  400,  107  Pac.  474;  Hubbard  v.  Hubbard,  7  Ore. 
43,  44  (1879);  Jones  v.  Dove,  6  Ore.  189  (1876)]; 
and  have  remained  within  the  exclusive  jurisdiction 
of  the  probate  courts  of  Oregon  [see  e.g.:  In  re 
Frederick's  Estate,  204  Ore.  378,  282  P.2d  352 
(1955);   In   re  Urich's  Estate,   194   Ore.   429,   242 
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P.2d  204  (1952) ;  In  re  Porter's  Estate,  192  Ore. 
483,  235  P.2d894  (1951)]. 

The  in  rem  character  of  such  an  action  in  the 
State  court  is  determined  of  course  by  the  court's 
jurisdiction  over  the  res  and  the  res  judicata  effect 
of  its  judgment  upon  the  world;  hence  the  fact  that 
the  petition  seeking  revocation  of  the;  probate  of  a 
will  may  ]>e  filed  only  after  the  initial  ex  parte  ad- 
mission to  probate  [ORS  115.180]  does  not  destroy 
the  continuity  of  the  in  rem  proceedings  in  the  pro- 
bate court.  Nor  does  the  difference  between  the  no- 
tice requirements  applicable  to  the  initial  petition 
to  probate  [ORS  116.505],  and  the  petition  to  re- 
voke probate  [ORS  115.010],  affect  the  essential  in 
rem  character  of  the  jurisdiction  of  the  probate 
court  in  taking  1)oth  actions.  [Cf.  Spencer  v.  Wat- 
kins,  supra,  169  Fed.  at  382.] 

It  should  be  noted,  moreover,  that  in  Oregon  an 
action  attacking  only  a  part  rather  than  the  entire 
will  nonetheless  invokes  the  in  rem  jurisdiction  of 
the  probate  court,  since  it  "will  result  in  either  set- 
ting aside  or  reaffirming  the  admission  to  probate 
of  the  challenged  pro^dsions  of  the  will.  [In  re  Al- 
len's Estate,  116  Ore.  467,  241  Pac.  996,  1006 
(1925).] 

Even  though  the  in  rem  nature  of  the  action  were 
not  apparent  from  the  probate  couii;'s  continuing 
jurisdiction  over  the  res  and  the  scope  and  effect  of 
its  judgment,  the  A^ery  character  of  the  exclusive 
and  limited  jurisdiction  of  the  probate  courts  of 
Oregon  requires  the  same  conclusion. 
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The  Oregon  constitution  of  1857  vested  judicial 
power  "in  a  supreme  court,  circuit  courts,  and  a 
county  court,  which  shall  be  courts  of  record  having 
general  jurisdiction  to  be  defined  *  *  *"  [Ore. 
Const,  art.  VII,  §  1  (1857)];  and  conferred  upon 
the  circuit  courts  "all  judicial  *  *  *  jurisdiction  not 
vested  *  *  *  exclusively  in  some  other  court  *  *  *" 
[id.  §  9]. 

Although  the  1857  constitution  defines  the  County 
Court  as  a  court  "having  general  jurisdiction"  [id. 
§  1],  it  has  been  consistently  held  that  Oregon 
courts  exercising  probate  jurisdiction  are.  merely 
"courts  of  general  jurisdiction  within  their  [pro- 
bate] field"  [In  re  Stroman's  Estate,  178  Ore.  100, 
165  P.2d  576,  581  (1946)  ;  Tustin  v.  Oaunt,  4  Ore. 
305,  308-9  (1873)].  For  "the  nature  and  extent  of 
their  jurisdiction  depend  upon  the  statute  [and  the 
constitution],  and  they  possess  no  other  or  greater 
powers  than  so  conferred."  [Johnson  v.  Shofner,  23 
Ore.  Ill,  31  Pac.  254,  256  (1892).] 

Thus  the  probate  courts  of  Oregon  have  "no  orig- 
inal equity  jurisdiction"  [ibid.;  see  also:  Arnold  v. 
Arnold,  193  Ore.  490,  237  P.2d  963  (1952) ;  In  re 
Elder's  Estate,  160  Ore.  Ill,  83  P.2d  477,  478 
(1938);  Weill  v.  Clark's  Estate,  9  Ore.  387,  391 
(1881)  ;  Bumside  v.  Savier,  6  Ore.  154,  156  (1876)]  ; 
nor  "common-law  jurisdiction"  [in  re  Stroman's 
Estate,  supra,  178  Ore.  100,  165  P.2d  at  581]. 

By  a  series  of  statutes  enacted  in  1919',  1929,  and 
1949,  the  Oregon  legislature,  under  the  power  con- 
ferred by  the  1910  amendment  of  Article  VII  of  the 
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State  Constitution,  transferred  pro]>ate  jurisdiction 
in  certain  judicial  districts  from  the  Comity  Court 
to  tlie  Circuit  Court.  By  one  of  these  enactments, 
the  legislature  conferred  upon  the  Circuit  Court  of 
Multnomah  Coimty,  Oregon,  "full,  complete,  gen- 
eral and  exclusive  jurisdiction,  authority  and  power 
in  equity,  in  the  first  instance,  in  all  matters  what- 
soever pertaining  to  a  court  of  probate,  including 
the  construing  of,  and  declaration  of  rights  under 
wills  and  codicils,  and  therein  the  determining  of 
question  of  title  to  real,  personal  or  mixed  property 
*  *  *."  [ORS  3.340.] 

The  ohvious  question  posed  by  these  statutes  is 
whether  this  transfer  of  probate  jurisdiction,  from 
a  court  of  limited  jurisdiction,  albeit  one  of  general 
jurisdiction  in  the  exercise  of  probate  jurisdiction, 
to  a  court  of  general  jurisdiction,  operated  to 
change  the  nature  of  an  action  in  i)robate  couii: 
from  a  limited  and  statutory  proceeding  in  rem  to 
an  action  in  personam. 

The  answer  has  been  provided  by  the  Supreme 
Court  of  Oregon  in  Arnold  v.  Arnold,  supra,  193 
Ore.  490,  237  P.2d  963,  968-70  (1952),  where  it  was 
held  that  although  the  legislature,  in  transferring 
probate  jurisdiction  from  the  Coimty  Court  to  the 
Circuit  Court  of  Multnomah  County,  added  juris- 
diction to  construe  wills  of  real  and  mixed  property 
as  well  as  personal  property,  the  Circuit  Couri, 
when  sitting  in  probate^ — like  the  County  Court  be- 
fore it — possesses  only  a  limited  and  statutory  pro- 
bate jurisdiction,  without  general  legal  or  equitable 
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power.  [Cf :  In  re  Pittock's  Will,  102  Ore.  159,  199 
Pac.  633,  102  Ore.  47,  201  Pac.  428,  103  Ore.  222, 
202  Pac.  104  (1921)  ;  In  re  Johnson,  100  Ore.  142, 
196  Pac.  385  (1921).] 

Thus,  the  Circuit  Court  of  Multnomah  County, 
when  sitting  in  probate,  possesses  no  jurisdiction  of 
controversies  which  do  not  "grow  out  of  the  provi- 
sions of  a  will,  and  [in  which]  the  court  *  *  *[is] 
not  called  upon  to  construe  or  declare  rights  under 
a  will"  [Arnold  v.  Arnold,  supra,  193  Ore.  490,  237 
P.2d  at  970] ;  for  only  such  controversies  fall  within 
the  terms  of  the  statute  conferring  probate  juris^ 
diction  [ORS  3.340;  cf :  Wadhams  &  Co.  v.  State 
Tax  Commission,  202  Ore.  132,  273  P.2d  440,  442 
(1954) ;  Ashford  v.  Ashford,  201  Ore.  206,  268  P.2d 
382,  385  (1954)  ;  Ex  parte  Quinn,  192  Ore.  254,  233  ; 
P.2d  767,  772  (1951)]. 

This  is  tme  even  though  the  legislature  conferred 
this  limited  probate  jurisdiction  "not  upon  the  pro- 
bate department  of  the  circuit  court  but  upon  the 
Circuit  Court  for  Multnomah  County."  [McCulloch 
V.  United  States  Nat.  Bank,  207  Ore.  506,  297  P.2d 
1076  (1956).] 

In  his  effort  to  sustain  federal  equity  jurisdiction 
in  the  case  at  bar,  plaintiff  places  heavy  reliance 
upon  Richardson  v.  Oreen,  supra,  61  Fed.  423,  as 
establishing  the  Ninth  Circuit's  interpretation  of 
the  nature  of  Oregon-will-contest  jurisdiction.  How- 
ever, this  case  contains  jurisdictional  questions,  only 
superficially  similar  to  those  raised  in  the  case  at 
bar. 
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At  the  time  the  complaint  in  Richardson  v.  Green 
was  filed  and  federal  diversity  jurisdiction  attached 
[Saint  Paul  Mercuiy  Ind.  Co.  v.  Red  Cab  Co.,  303 
U.S.  283  (1938);  Louisville  etc.  Ry.  v.  Louisville 
Trust  Co.,  174  U.S.  552,  566  (1899) ;  Dunn  v.  Clarke, 
33  U.S.  (8  Pet.)  1,  2  (1834) ;  Mullen  v.  Torrance, 
22  U.S.  (9  Wheat.)  537,  538  (1824);  Anderson- 
Thompson,  Inc.  V.  Log:an  Grain  Co.,  238  F.2d  59'8 
(10th  Cir.  1956)],  plaintiff  there  was  seeking  an 
adjudication  that  both  a  deed,  and  a  will  devising 
"certain  real  estate'^  were  forgeries.  The  purported 
will  had  not  as  yet  been  admitted  to  probate,  or 
even  offered  for  probate. 

The  Circuit  Court  of  Appeals  affirmed  the  trial 
court's  decision  that  federal  diversity  jurisdiction 
over  the  subject  matter  of  the  suit  was  present,  inas- 
much as  the  causes  of  action  alleged,  both  as  to  the 
deed  and  as  to  the  unprobated  will,  were  "suits  in 
equity"  cognizable  in  the  Circuit  Court  of  Oregon — 
a  state  court  of  general  jurisdiction. 

The  attack  upon  the  deed  would  ordinarily  have 
been  the  subject  of  an  action  at  law  in  the^  state  or 
federal  courts;  but  because  the  grantee's  right  of 
curtesy  rendered  any  remedy  at  law  inadequate, 
the  case  fell  within  equity  jurisdiction.  [Richardson 
V.  Green,  supra,  61  Fed.  at  429.] 

Since  "by  the  law  in  almost  all  the  States,  no  in- 
strument can  be  effective  as  a  will  imtil  proved" 
[Ellis  V.  Davis,  supra,  109  U.S.  at  497],  the  attack 
in  Richardson  v.  Green  upon  the  validity  of  the 
will,   as  yet  improved  in  the  probate   court,   was 
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within  the  historic  in  personam  jurisdiction  of 
courts  of  equity — including  the  English  High  Court 
of  Chanceiy  in  1789 — to  set  aside  all  forged  instru- 
ments or  muniments,  as  forged  deeds.  [G^aines  v. 
Fuentes,  supra,  92  17.8.  at  17,  20;  Meister  v.  Finley, 
62  A.O.  1439,  300  P.2d  778  (1956);  Mansfield  v. 
Hill,  supra,  56  Ore.  400,  107  Pac.  471;  see  also: 
Bennet  v.  Vade,  supra,  2  Atk.  324,  26  Eng.  Rep. 
597 ;  James  v.  Greaves,  2  P.  Wms.  270,  24  Eng.  Rep. 
726  (K.B.  1725).] 

Upon  the  particular  facts  of  the  Richardson  case, 
then,  the  decision  was  an  unnecessaiy  [Gaines  v. 
Fuentes,  supra,  92  U.S.  10],  but  nonetheless  coiTect 
view  of  Oregon  equity  jurisdiction.  For  a  "suit  for 
contesting  a  will  *  *  *  in  Oregon  [such  as  the  im- 
proved will  in  Richardson]  is  undoubtedly  one  be- 
tween parties,  and  binding  only  the  pariies  thereto, 
and  hence  is  such  a  one  as  a  circuit  court  of  the 
United  States  could  take  jurisdiction  of",  where 
diversity  of  citizenship  exists  and  the  requisite 
amount  is  in  controversy.  [Richardson  v.  Green, 
supra,  61  Fed.  at  428.]  But  the  holding  may  not  cor- 
rectly l)e  extended  to  include  the  dictum  as  to  ac- 
tions to  set  aside  wills  "after  the  probating  of  the 
same  in  Oregon."  [Ibid.] 

If  it  be  assumed,  however,  that  this  dictum  is 
properly  to  be  considered  as  within  the  decision,, 
there  remains  to  be  recalled  the  fact  that,  while  the 
Richardson  case  was  pending,  the  Oregon  legisla- 
ture enacted  the  Act  of  1893  [now  found  in  ORS 
115.180]  providing :  "When  a  will  has  been  admitted 
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to  probate,  any  person  interested  may,  *  *  *  after 

*  *  *  the  order  of  court  admitting  such  mil  to  pro- 
bate, contest  the  same  or  ihe  validity  of  such  mil 

*  *  *"  While  the  enactment  just  quoted  does  not  so 
specify,  this  legislation  has  since  been  interpreted 
by  the  Oregon  courts  as  conferring  exclusive  juris- 
diction over  such  mil  contests  upon  the  probate^ 
courts  as  such,  at  that  time  solely  the  County  Courts 
— and  not  upon  the  Oregon  courts  of  general  equi- 
table jurisdiction,  the  Circuit  Courts.  [Florey  v. 
Meeker,  supra,  194  Ore.  257,  240  P.2d  1177,  1187.] 

It  follows,  then,  that  as  to  the  first  and  third 
claims  or  causes  of  action  to  declare  invalid  parts 
of  the  Jackson  mil  and  the  codicils  thereto,  by  rea- 
son of  alleged  fraud  and  undue  influence,  and  revo- 
cation by  a  subsequent  will,  plaintiff  has  failed  to' 
allege,  and  cannot  allege  the  existence  of  ''grounds 
upon  which  the  court's  jurisdiction  depends." 
[Fed.R.Civ.P.  8(a,b);  KVOS,  Inc.  v.  Associated 
Press,  290'  U.S.  269,  278  (1936)  ;  McN"utt  v.  General 
Motors  etc.  Corp.,  298  U.S.  178,  189  (1936)  ;  Seslar 
V.  Union  Local  901,  Inc.,  186  F.2d  403,  407  (7th 
Cir.),  cert,  denied,  341  U.S.  940  (1951).] 

However,  that  portion  of  plaintilf 's  second  cause 
of  action  which  seeks  to  have  construed  and  de- 
clared invalid  the  trust  provisions  contained  in  the 
will,  as  being  contrary  tO'  the  law  and  the  public  pol- 
icy of  Oregon,  is  found  to  be  within  the  historic 
scope  of  federal  equity  jurisdiction.  [Waterman  v. 
Canal-Louisiana  Bank  &  Trust  Co.,  supra,  215  U.S. 
at  45-46;  Blacker  v.  Thatcher,  supra,  145  F.2d  at 
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257-58;  Chicago  Bank  of  Commerce,  v.  McPherson, 
62  F.2d  693,  694  (6th  Cir.),  cert,  denied,  289  U.S. 
736  (1932);  accord:  Gaines  v.  Fuentes,  snpra,  92 
U.S.  at  21;  Spencer  v.  Watkins,  169  Fed.  379  (8th 
Cir.  1909)  ;  XII  Holdsworth,  op.  cit.  snpra  at  686- 
89  (1st  ed.  1938) ;  IV  Pomeroy,  Eqnity  Jnrisprn- 
dence  §§  1155-58  (5th  ed.  1941)  ;  cf :  Looney  v.  Cap^ 
ital  Nat.  Bank,  snpra,  235  F.2d  436 ;  Rice  v.  Sayers, 
196  F.2d  724,  725  (10th  Cir.),  cert,  denied,  344  U.'S. 
877  (1952)  ;  Lee  v.  Minor,  260  F.2d  700  (9th  Cir.), 
cert,  denied,  253  U.S.  488  (1919)  ;  Simler  v.  Wilson, 
110  F.Snpp.  761,  763  (W.D.Okla.),  rev'd,  210  F.2d 
99,  102  (10th  Cir.  1953),  rev'd  per  cnriam,  350 
U.S.  892  (1955)  (semble)  ;  Ferguson  v.  Patterson, 
191  F.2d  584  (10th  Cir.  1951).] 

And  since  "every  final  jndgment  shall  grant  the 
relief  to  which  the  party  in  whose  favor  it  is  ren- 
dered is  entitled,  even  if  snch  party  has  not  de- 
manded such  relief  in  his  pleadings"  [Fed.R.Civ.P. 
54(c)],  x:>laintiff's  comi>laint  as  amended  may  also  be 
regarded  as  an  action  to  impose  a  constrnctive  trnst 
upon  the  ground  of  the  fraud  of  the  executors, 
allegedly  perpetrated  in  petitioning  for  admission 
to  probate  of  a  prior  will  while  withholding  a  later, 
missing  will  or  codicil  from  the  probatei  court. 
Viewed  in  this  light,  that  portion  of  plaintiff's  third 
cause  of  action  may  be  construed  to  fall  within  the 
equity  jurisdiction  of  this  court.  [Gaines  v.  Chew, 
supra,  43  U.S.  (2  How.)  at  645;  Patterson  v.  Dick- 
inson, 193  Fed.  328,  333-34  (9th  Cir.  1912) ;  McCan 
v.  First  Nat.  Bank,  supra,  139  F.Snpp.  at  227;  see 
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also  Bamesly  v.  Powel,  supra,  1  Ves.  Sen.  284,  27 
Eng.  Rep.  1034.] 

Furthermore,  that  portion  of  plaintiff's  fourth 
cause  of  action,  which  asserts  that,  as  to  all  prop- 
erty not  disposed  of  by  will,  the  testatrix  died  in- 
testate leaving  plaintiff  as  her  sole  heir  and  next  of 
kin,  also  falls  within  the  scope  of  federal  equity 
jurisdiction  to  adjudicate  in  personam  the  validity 
and  amount  of  claims  of  heirs  and  others,  to  estates 
in  probate.  [Markham  v.  Allen,  supra,  326  U.S.  at 
494  (alternative  holding)  ;  Sutton  v.  English,  supra,, 
246  U.S.  at  20v5;  McClellan  v.  Garland,  supra,  217 
U.S.  at  281 ;  Waterman  v.  Canal-Louisiana  Bank  & 
Trust  Co.,  supra,  215  U.S.  at  45;  Payne  v.  Hook, 
supra,  74  U.S.  (7  Wall.)  425;  cf.  Strickland  v. 
Peters,  120  F.2d  53  (5th  Cir.  1941).] 

Inasmuch  as  plaintiff's  second  and  fourth  causes 
of  action,  and  the  third  cause  of  action  insofar  as  it 
may  seek  to  impress  a  constructive  trust,  are  within 
the  scope  of  federal  equity  jurisdiction,  next  to  be 
considered  is  the  problem  whether  ''the  facts  stated 
in  the  present  bill  lay  a  sufficient  ground  for  equita- 
ble interference  with  the  probate  of  [the  Jackson] 

*  *  *  will,  or  for  establishing  a  tnist  in  favor  of  the 

*  *  *  plaintiff."  [Broderick's  Will,  supra  88  U.S. 
(21  Wall.)  at  517.] 

For  it  is  the  duty  of  the  court  to  determine  at 
the  outset  "whether  in  any  given  instance  a  suit 
of  which  a  district  court  has  jurisdiction  as  a  fed- 
eral court  is  an  appropriate  one  for  the  exercise 
of  the  extraordinary  powers  of  a  court  of  equity." 
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[Atlas  Life  Ins.  Co.  v.  W.  I.  Soutliern,  Inc.,  supra, 
306  U.  S.  at  570;  Alabama  Public  Service  Comm'n 
V.  Southern  Ry.,  341  U.S.  341,  345  (1951) ;  Meredith 
V.  Winter  Haven,  320  U.S.  228,  234-35  (1943)  ;  Di 
Giovanni  v.  Camden  Fire  Ins.  Ass'n,  296  U.S.  64, 
69  (1935) ;  Twist  v.  Prairie  Oil  Co.,  supra,  274  U.S. 
at  690-91;  Massachusetts  State  Grange  v.  Benton, 
272  U.S.  517,  228  (1926)  ;  Reynes  v.  Dimiont,  130 
U.S.  354,  395  (1889);  Payne  v.  Hook,  supra,  74 
U.S.  (7  Wall.)  at  430.] 

If  the  case  does  not  warrant  the  exercise  of  the 
court's  equitable  powers,  this  fact,  "if  obvious,  may 
and  should  be  ol>jected  to  by  the  court  of  its  own 
motion."  [Matthews  v.  Rodgers,  284  U.S.  521,  524 
(1932) ;  Singer  Sewing  Machine  Co.  v.  Benedict, 
229  U.S.  481,  484  (1913)  ;  Lewis  v.  Cocks,  90  U.S. 
(23  Wall.)  466,  470  (1874).] 

At  this  juncture,  it  should  be  recalled  that,  by 
his  second  cause  of  action,  plaintiff  seeks  this  court's 
construction  of  the  terms  of  the  testamentary  trust, 
which  plaintiff  alternatively  seeks  to  set  aside  as 
invalid  for  fraud  and  undue  influence  upon  the 
testatrix.  Being  without  jurisdiction  over  the  issue 
as  to  the  validity  of  the  testamentary  trust  itself, 
this  court  does  not,  in  the  exercise  of  equity  juris- 
diction, reach  the  alternative,  and  in  effect  sub- 
sidiary, cause  of  action  to  construe  the  provisions 
of  the  trust. 

For  "a  court  of  equity  ought  to  do  justice  com- 
pletely, and  not  by  halves."  [Camp  v.  Boyd,  229  U.S. 
530,   551   (1913).]   Altliough  this  maxim  has  been 
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used  most  frequently  to  extend  equity  ^'clean-up" 
jurisdiction  over  aspects  of  a  controversy  of  legal 
cognizance  [United  States  v.  Union  Pacific  Ry., 
160  U.S.  1,  52  (1895)],  the  maxim  is  properly  ap- 
plied here,  and  with  equal  force. 

Until  validity  of  the  testamentary  trust  provisions 
has  been  finally  adjudicated  in  the  probate  court  of 
Oregon  [ORS  115.180],  this  court  could  not  "do 
justice  completely",  and  instead  would  be  com- 
pelled to  do  justice  "by  halves",  which  in  equity 
it  will  not  do.  [Waterman  v.  Canal-Louisiana  Bank 
&  Trust  Co.,  supra,  215  U.S.  at  46;  Walker  v.  First 
Trust  &  Sav.  Bank,  12  F.2d  896  (8th  Cir.  1926) ; 
Spencer  v.  Watkins,  supra,  169  Fed.  at  382 ;  Wood 
V.  Paine,  66  Fed.  807  (C.C.B.R.I.  1895) ;  Gebhard 
V.  Lennox  Library,  74  N.H.  416,  68  Atl.  540  (1907).] 

The  same  situation  exists  mth  respect  to  plain- 
tiff's fourth  cause  of  action.  Hence  this  court,  in 
the  exercise  of  its  equity  jurisdiction,  does  not  reach 
the  secondary  and  auxiliary  claim  for  an  adjudica- 
tion of  heirship  in  the  event  of  partial  intestacy. 
[See:  Sutton  v.  English,  supra,  246  U.S.  at  207; 
cf.  Markham  v.  Allen,  supra,  326  U.S.  at  495.] 
Moreover,  because  of  lack  of  federal  equity  jurisdic- 
tion to  adjudicate  the  issues  as  to  validity  of  the 
will  and  codicils,  as  sought  in  the  first  and  third 
causes  of  action,  the  claim  of  heirship  does  not  now 
present  a  justiceable  controversy — a  "Controversy" 
within  the  meaning  of  the  Constitution.  [U.  S. 
Const,  art.  Ill,  §  2,  cl.  1;  Aetna  Life  Ins.  Co.  v. 
Haworih,  supra,  300  U.S.  at  240-41.] 
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Insofar  as  the  third  cause  of  action  asserts  a 
claim  to  have  declared  a  constructive  trust,  which 
is  not  the  main  purpose  of  this  action  but  merely 
an  incidental  aspect  of  the  whole  controversy,  this 
court,  being  without  equity  jurisdiction  to  adjudi- 
cate the  principal  controversy,  will  refuse,  as  a  mat- 
ter of  discretion,  to  exercise  equity  jurisdiction  to 
adjudicate  the  subsidiaiy  claim  of  fraud  upon  the 
probate  court  of  Oregon,  in  the  alleged  suppression 
of  a  later,  missing  will  or  codicil.  [Ellis  v.  Davis, 
supra,  109  U.S.  at  503-4;  Haines  v.  Carpenter,  91 
U.S.  254,  257  (1875)  ;  Broderick's  Will,  supra,  88 
U.S.   (21  Wall.)   at  517.] 

This  discretionary  refusal  to  exercise  such  equity 
jurisdiction  as  may  exist  to  do  justice  "by  halves" 
is  made  in  the  light  of  plaintiff's  unquestioned  and 
current  right  to  seek,  in  the  proper  probate  court 
of  the  State  of  Oregon,  all  the  relief  which  he  seeks 
here  [ORS  115.180,  115.120,  115.130,  3.340] ;  and  the 
high  probability  that,  if  this  court  were  to  retain 
jurisdiction  of  part  of  the  controversy  under  the 
circumstances,  plaintiff  might  indeed  confront  a 
situation  where  the  Oregon  court  itself  would  re- 
fuse to  do  justice  "by  halves"  [cf  Phipps  v.  Kelly, 
12  Ore.  213,  6  Pac.  707,  712  (1885)]. 

As  a  distinguished  scholar  in  the  field  of  equity 
jurisprudence  once  wisely  admonished:  "The  ad- 
vantages of  vesting  a  court  with  both  legal  and 
equitable  powers  are  not  to  be  denied.  But  when 
tlie  doctrines  of  equity  are  no  longer  administered 
in  a  separate  court,  it  is  all  the  more  important 
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not  to  lose  sight  of  the  fundamental  distinction  be- 
tween law  and  equity, — a  distinction  as  eternal  as 
the  difference  betw^een  rights  in  rem  and  rights  in 
personam."  [Ames,  note,  4  Harv.  L.  Rev.  394,  395 
(1891) ;  see  Scott  &  Simpson,  Cases  and  Other  Ma- 
terials on  Civil  Procedure,  232-249   (1951).] 

Also  to  be  heeded  as  of  course  is  tlie  admonition 
of  the  Court  in  Healy  v.  Ratta,  292  U.S.  263  (1934) : 
''The  power  reserved  to  the  states,  under  the  Con- 
stitution, to  provide  for  the  determination  of  con- 
troversies in  their  courts  may  be  restricted  only  by 
the  action  of  Congress  in  conformity  to  the  judici- 
ary sections  of  the  Constitution  *  *  *  Due  regard 
for  the  rightful  independence  of  state  governments, 
which  should  actuate  federal  courts,  requires  that 
they  scrupulously  confine  their  own  jurisdiction  to 
the  precise  limits  which  the  statute  has  defined." 
[292  U.S.  at  270;  Baltimore  Contractors,  Inc.  v. 
Bodinger,  348  U.S.  176,  181  (1955) ;  Cohens  v.  Vir- 
ginia, 19  U.S.  (6  Wheat.)  264,  403  (1821).] 

For  the  reasons  stated,  the  action  must  ]>e  dis- 
missed because  the  principal  controversy,  the  main 
cause,  is  beyond  the  historic  scope  of  federal  equity 
jurisdiction;  for  "lack  of  jurisdiction  over  the  sub- 
ject matter."  [Fed.  R.  Civ.  P.  12(b)(1);  Matthews 
V.  Rodgers,  supra,  284  U.S.  at  524,  529-30;  Tmst  v. 
Prairie  Oil  Co.,  supra,  274  U.S.  at  690;  Venner  v. 
Great  Northern  Ry.,  209  U.S.  24,  34  (1908) ;  Blythe 
v.  Hinckley,  173  U.S.  501,  507  (1899);  Lewis  v. 
Cocks,  supra,  90  U.S.  (28  Wall.)  466.] 

The   judgment   dismissing   the   action    shall   not 
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operate  ''as  an  adjudication  upon  the  merits"  [Fed.- 
R.  Civ.P.41(b)],  and  the  judgment  to  be  entered 
shall  so  provide. 

The  attorneys  for  defendants  may  settle  and  lodge 
with  the  Clerk  within  ten  days  a  judgment  of  dis- 
missal accordingly,  to  be  settled  according  to  rule. 

[Endorsed]  :    Filed  June  28,  1957. 


[Title  of  District  Court  and  Cause.] 

ORDER  OF  DISMISSAL 

In  this  action  defendants  filed  a  motion  to  dis- 
miss upon  the  ground  of  lack  of  jurisdiction.  The 
motion  was  argued,  briefed  and  considered  by  the 
Court,  and  the  Court  being  fully  advised  in  the 
premises,  it  is,  therefore. 

Ordered,  that  this  action  be  dismissed  without 
determination  by  this  Court  of  the  merits  of  any 
of  the  matters  in  controversy,  and  without  costs 
to  or  against  an^^  of  the  parties,  and  it  is 

Further  Ordered,  that  such  dismissal  shall  be 
mthout  prejudice  to  the  right  of  the  plaintiff  to 
institute  and  prosecute,  in  any  court  of  competent 
jurisdiction,  any  action,  suit  or  proceeding  to  estab- 
lish and  enforce  his  rights  with  respect  to  any  of 
the  matters  in  controversy,  and  it  is 

Further  Ordered,  that  plaintiff  may  amend  his 
complaint  if  he  is  so  advised  within  thirty  days 
after  the  date  of  this  Order,  and  it  is 
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So  Ordered. 

Dated  this  31st  day  of  December,  1957. 

/s/  WM.  C.  MATHES, 
District  Judge. 

Acknowledgment  of  Service  Attached. 

[Endorsed] :     Filed  January  7,  1958. 


[Title  of  District  Court  and  Cause.] 

FIRST  AMENDED  COMPLAINT 

Plaintiff  files  this  his  first  amended  complaint,  as 
follows : 

First  Claim  for  Relief: 

I. 

Plaintiff  is  a  minor  of  fourteen  years  of  age,  and 
brings  this  suit  through  John  E.  Walker,  his  Guar- 
dian ad  Litem. 

II. 

Plaintiff  is  a  resident  and  citizens  of  the  State 
of  California.  Defendant,  The  United  States  Na- 
tional Bank  of  Portland,  Oregon,  is  a  national  bank- 
ing association  whose  princii:)al  office  and  place  of 
business  is  located  in  the  State  of  Oregon.  Defend- 
ants Da\dd  Lloyd  Davies  and  William  W.  Knight 
are  residents  and  citizens  of  the  State  of  Oregon. 
The  matter  in  controversy  exceeds,  exclusive  of  in- 
terest and  costs,  the  sum  of  Three  Thousand  Dol- 
lars ($3,000.00). 

III. 

Mrs.  Maria  C.  Jackson  (hereinafter  referred  to 
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as  "Mrs.  Jackson")  died  on  February  3, 1956.  Plain- 
tiff is,  and  has  been  ever  since  1953,  the  sole  next 
of  kin  and  heir  at  law  of  Mrs.  Jackson. 

IV. 

On  or  about  February  7,  1956,  there  was  admitted 
to  probate  in  the  Circuit  Court  of  Multnomah 
County,  Oregon,  a  purported  last  will  of  Mrs.  Jack- 
son and  four  codicils  thereto.  This  mil  is  dated 
January  7,  1948,  and  the  codicils  are  dated  Febru- 
SiTY  23,  1950,  August  15,  1952,  February  27,  1953, 
and  July  8,  1953,  respectively.  Said  will  and  codi- 
cils were  admitted  to  probate  in  common  form,  ex 
parte  and  without  notice  to  any  person  whomso- 
ever. Cox^ies  of  said  will  and  codicils  are  attached 
hereto,  made  a  part  hereof,  and  all  marked  Exhibit 
A.  On  information  and  belief:  Said  will  and  codi- 
cils were  signed  and  witnessed  in  the  form  pro- 
vided by  law.  Mrs.  Jackson  was  of  soimd  and  dis- 
posing mind  when  she  executed  said  will  and  codi- 
cils. A  codicil  to  said  will  refers  to  the  last  will 
and  testament  of  Philip  Jackson,  deceased.  A  copy 
of  said  mil  is  annexed  and  marked  Exhibit  B. 

V. 

The  value  of  the  estate  left  by  Mrs.  Jackson  is  in 
excess  of  Two  Million,  Four  Hundred  Thousand 
Dollars  ($2,400,000.00). 

VI. 

Said  will  and  codicils  were  admitted  to  probate 
on  application  of  defendants  David  Lloyd  Davies 
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(hereinafter  referred  to  as  ''defendant  Davies") 
and  The  United  States  National  Bank,  Portland, 
Oregon  (hereinafter  refen*ed  to  as  "defendant 
Bank").  Said  defendants  are  the  executors  named 
in  said  will,  and  letters  testamentary  were  issued 
to  them  by  said  couii:  on  or  about  February  7, 
1956.  Defendant  Davies,  defendant  Bank,  and  de- 
fendant William  W.  Knight  (hereinafter  referred 
to  as  "defendant  Knight")  are  named  in  said  will 
as  trustees  of  a  purported  trust  created  imder  the 
terms  thereof. 

VII. 

The  defendant  Black  White  Foundation  is  sued 
herein  under  a  fictitious  name  because  its  true  name 
is  not  kno^vn  to  plaintiff,  and  plaintiff  prays  that 
when  said  tiiie  name  is  ascertained,  he  be  permit- 
ted to  amend  this  complaint  in  order  to  set  forth 
said  name.  Upon  information  and  belief:  Said 
Black  White  Fomidation  is  or  will  be  a  corporation. 
If  such  corporation  has  been  organized,  it  is  a  cor- 
poratioji  organized  under  tlie  laws  of  the  State  of 
Oregon,  and  it  is  a  resident  and  citizen  of  said 
state.  The  exact  facts  concerning  said  corporation 
are  not  known  to  plaintiff,  l)ut  are  well  known  to 
all  defendants. 

VIII. 

Mrs.  Jackson  was  the  widow  of  Charles  Samuel 
Jackson.  Charles  Samuel  Jackson  and  Mrs.  Jack- 
son had  two  sons  and  no  other  children.  These 
sons  were  Philip  Ludwell  Jackson  and  Francis 
Clopton  Jackson.  Phili]:)  Ludwell  Jackson  (herein- 
after sometimes  referred  to  as  "Philip")   had  no 
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issue.  Francis  Clopton  Jackson  had  a  son  by  the 
name  of  Cliarles  Samuel  Jackson,  Jr.  Said  Francis 
Clopton  Jackson  died  in  1919  and,  shortly  there- 
after, at  a  date  unknown  to  plaintiff,  upon  infor- 
mation and  belief,  Mrs.  Jackson  duly  and  regularly 
adox)ted  Charles  Samuel  Jackson,  Jr.  as  her  own 
son  according  to  the  laws  of  the  State  of  Oregon. 
Charles  Samuel  Jackson,  Philip  Ludwell  Jackson, 
Francis  Clopton  Jackson,  and  Charles  Samuel  Jack- 
son, Jr.  predeceased  Mrs.  Jackson.  Charles  Sam- 
uel Jackson,  Jr.  left  one  child,  who  is  the  plaintiff 
herein. 

IX. 
Article  YI  of  said  pur[)orted  will  of  January  7, 
1948,  republished  and  amended  by  the  codicils 
thereto,  attempts  to  create  a  piu'poi'ted  charitable 
trust.  Under  the  terms  of  said  purported  will,  re- 
published and  amended  as  aforesaid,  the  residue 
and  remainder  of  Mrs.  Jackson's  estate  is  left  to 
said  purported  charKtable  trust.  Said  residue  and 
remainder  constitutes  the  major  portion  of  Mrs. 
Jackson's  estate.  Said  Article  YI,  republished  and 
amended  as  aforesaid,  is  invalid,  because  the  pur- 
poses of  said  purpoi-ted  charitable  trust  are  so  in- 
definite and  uncertain  that  the  same  cannot  be  exe- 
cuted and  carried  out,  and  because  the  discretion 
accorded  to  the  trustees  named  therein  is  so  wide 
and  indefinite  that  their  consciences  cannot  be  held 
to  the  carrying  out  of  a  definite  and  certain  pur- 
pose under  the  supervision  of  a  court  of  equity. 
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X. 

Said  Article  VI,  republished  and  amended  as 
aforesaid,  has  not  been  construed  by  any  court 
having  jurisdiction  of  the  matter  or  controversy 
and  the  parties. 

Second  Claim  for  Relief: 

I. 
Plaintiif  repeats  and  realleges  each  and  every  al- 
legation contained  in  Paragraphs  I  to  VIII  and 
Paragraph  X  of  the  First  Claim  for  Relief  set 
forth  in  tliis  complaint,  with  the  same  effect  as 
though  repeated  at  length  in  this  paragraph. 

II. 

At  the  time  of  her  death,  Mrs.  Jackson  owned  all 
or  the  majority  of  the  stock  of  the  Journal  Pul)- 
lishing  Company,  a  corjjoration.  The  Journal  Pub- 
lishing Company  is,  and  was  at  all  times  herein 
materia],  the  owner  and  publisher  of  the  "Oregon 
Journal,"  a  daily  newspaper  published  in  Portland, 
Oregon.  Said  "Oregon  Journal"  was  founded  ap- 
proximately forty-five  years  ago,  and  is,  and  has 
been  for  many  years,  a  great  and  powerful  news- 
paper. 

In  the  inventory  and  appraisal  of  the  estate  of 
Mrs.  Jackson,  filed  hy  the  defendant  executors  in 
said  Circuit  Court  of  Multnomah  County,  Oregon, 
said  stock  of  said  Journal  Publishing  Company  is 
given  a  \^alue  in  excess  of  One  Million,  Five  Hun- 
dred Thousand  Dollars  ($1,500,000.00). 
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III. 

Article  YI  of  said  purported  will  of  January  7, 
1948,  as  republished  and  amended  by  the  codicils 
thei-eto,  attempts  to  create  a  purported  charitable 
trust.  Under  the  terms  of  said  wiU,  republished 
and  amended  as  aforesaid,  the  residue  and  remain- 
der of  Mrs.  Jackson's  estate  is  left  to  said  purported 
charitable  trust.  The  value  of  said  residue  and  re- 
mainder is  in  excess  of  Two  Million  Dollars  ($2,- 
000,000.00),  and  said  residue  and  remainder  includes 
all  of  said  stock  of  the  Journal  Publishing  Com- 
pany, valued  as  alwve  set  forth,  in  excess  of  One 
Million,  Five  Himdred  Thousand  Dollars  ($1,500,- 
000.00). 

Said  Article  VI,  rexjublished  and  amended,  as 
aforesaid,  is  iuA^alid  for  the  following  reasons : 

(a)  Although  said  Article  pur]3orts  to  create  a 
charitable  trust,  it  actiially  has  for  its  purpose,  and 
achieves  only  the  result  of  avoiding  taxes  and  of 
creating  a  perpetual  trust  whereby  a  group  of  per- 
sons, self -perpetuating  by  appomtment,  are  vested 
with  the  title  to  the  controlling  stock  of  the  cor- 
poration, such  stock  being  of  a  value,  as  above  set 
forth,  in  excess  of  One  Million,  Five  Hundred 
Thousand  Dollars  ($1,500,000.00).  Said  corporation 
owns  and  publishes,  as  above  set  forth,  a  great  and 
powerful  newspaper,  but  may,  pursuant  to  the 
trust,  be  managed  and  controlled  to  serve  the  in- 
terests of  the  self-perpetuating  trustees  of  said 
stock,  with  charity  as  a  secondary  and  subordinate 
incident.  The  trustees  are  given  plenary  powers, 
without   limitation   as   to   the   control,   policy   and 
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management  of  the  newspaper;  they  may  keep  it 
or  sell  it.  The  trustees  holding  said  newspaper,  as 
well  as  the  balance  of  Mrs.  Jackson's  fortime  in- 
cluded in  the  bequest  to  said  trust,  with  said  plenary 
powers,  Avould  be  able  to  place  themselves  in  a  posi- 
tion of  leadership  and  social  and  financial  power 
by  virtue  of  their  said  control.  In  addition,  the 
trustees  can  obtain  as  compensation  for  their  serv- 
ices as  trustees  substantial  fees. 

(b)  Said  Article  VI,  as  amended  by  the  codicil 
of  July  8,  1953,  by  its  express  terms,  provides  that 
in  disposing  of  said  stock  of  the  Journal  Publish- 
ing Company,  or  said  newspaper,  preference  be 
given  as  to  purchasers  thereof  to  persons  in  the 
actual  employ  of  said  company,  including  any  per- 
son or  persons  who  may  be  executors  of  said  will 
or  trustees  of  said  trust,  even  though  the  amoimt 
which  may  be  realized  through  sales  to  such  limited 
and  definite  category  or  class  of  persons  ''may  be 
substantially  less  than  might  be  obtained  if  such 
stock,  or  the  paper  owned  by  said  Journal  Publish- 
ing Company,  were  to  be  sold  in  a  different  manner 
or  to  other  purchasers."  Under  the  terms  of  said 
Article  VI,  as  amended,  therefore,  the  major  por- 
tion of  the  fortune  bequeathed  to  said  trust  hj  Mrs. 
Jackson  may,  in  the  untrammeled  discretion  of  the 
trustees,  be  used  primarily  for  the  financial  benefit, 
gain  and  business  and  other  advantages  of  a  limited 
class  of  persons  employed  in  the  business  of  said 
Journal  Publishing  Company,  including  said  execu- 
tors and  trustees,  and  not  for  charitable  purposes. 

Accordingly,    the    provisions    of    said    trust    are 
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against  the  public  policy  of  tlie  State  of  Oregon 
and  create  a  perpetuity  in  violation  of  law. 

Tliird  Claim  for  Relief: 

I. 
Plaintiff  repeats  and  realleges  each  and  every  al- 
legation contained  in  Paragraphs  I  to  VIII,  inclu- 
sive, of  the  First  Claim  for  Relief  set  forth  in  this 
complaint,  ^\ith  tlie  same  effect  as  though  repeated 
at  length  in  this  j^aragraph. 

II. 

The  "Oregon  Journal,"  a  daily  newspaper  pub- 
lished in  Portland,  Oregon,  was  founded  by  Mrs. 
Jackson's  husband,  Charles  Samuel  Jackson,  ap- 
proximately forty-five  years  ago.  Charles  Samuel 
Jackson  during  his  lifetime  was  publisher  and  di- 
rected the  policies  of  said  ''Oregon  Journal."  Mrs. 
Jackson,  both  duiing  the  lifetime  of  Charles  Sam- 
uel Jackson  and  thereafter,  took  great  pride  in  and 
had  great  affection  for  said  newsi)aper.  It  w^as 
therefore  her  constant  preoccupation  and  desire  to 
perpetuate  and  to  keep  control  thereof  within  the 
Jackson  family.  The  "Oregon  Journal"  is,  and 
was  at  all  times  material  herein,  owned  and  pub- 
lished by  the  Jonmal  Publishing  Company,  a  cor- 
poration. 

During  his  lifetime,  Charles  Samuel  Jackson 
owned  all,  or  the  great  majority,  of  the  stock  of  the 
Journal  Publishing  Company,  which,  on  his  death, 
went  to  his  widow,  Mrs.  Jackson.  She  retained 
this  stock  until  her  death. 
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ni. 

Defendant  Davies  is  a  practicing  attorney  who 
was  admitted  to  the  bar  of  the  State  of  Oregon  in 
1927.  Defendant  Davies  was,  at  the  time  of  Mrs. 
Jackson's  death  and  for  many  years  prior  thereto, 
her  personal  attorney  as  well  as  an  attorney  for  said 
Journal  Publishing  Company  and  the  Oregon  Jour- 
nal. As  said  attorney,  defendant  Davies  had  full 
information  and  knowledge  respecting  the  nature 
and  value  of  her  properties,  including  her  stock  in 
said  Journal  PuJjlishing  Company.  As  said  attor- 
ney, defendant  Davies  also  knew  of  Mrs.  Jackson's 
desires  with  respect  to  said  "Oregon  Journal." 
Upon  information  and  belief,  defendant  Davies  was 
also  for  many  years,  and  until  Philip's  death,  Phil- 
ip's personal  attorney. 

IV. 

On  information  and  belief :  Mrs.  Jackson  reposed 
great  trust  and  confidence  in  defendant  Davies  and 
had  a  very  high  regard  for  his  legal  and  business 
ability,  and  she,  therefore,  sought  and  followed  his 
counsel  in  connection  with  important  family  and 
business  matters.  Mrs.  Jackson  also  reposed  great 
trust  and  confidence  in  Philip  and  also  had  a  high 
regard  for  his  business  ability,  and  she,  therefore, 
sought  and  followed  his  counsel  in  connection  mth 
all  said  family  and  business  matters. 

V. 

On  information  and  belief:  In  making  said  will 
dated  January  7,  1948,  mentioned  in  Paragraph  IV 
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hereof,  Mrs.  Jackson  sought  and  obtained  the  ad- 
vice of  Philip  and  defendant  Davies.  Defendant 
Davies  is  the  person  who  drafted  this  will  and  its 
four  codicils. 

At  the  time  that  this  will  was  under  discussion, 
Philip  and  plaintiff  were  the  only  surviving  lineal 
descendants  of  Mrs.  Jackson.  Philip  was  then  pub- 
lisher of  the  "Oregon  Journal."  He  was  in  excess 
of  fifty  years  of  age,  his  exact  age  being  unknown 
to  plaintiff.  He  had  never  had  any  children.  Ac- 
cordingly, Mrs.  Jackson  desired,  by  means  of  her 
will,  to  pro^dde  generously  for  plaintiff  and  to  give 
him  the  right  and  opportunity  to  come  into  control 
of  said  newspaj)er  as  owner,  publisher  and  editor. 
Philip  and  defendant  Davies  were  told  by  Mrs. 
Jackson  of  her  desires  with  respect  to  plaintiff  and 
were  asked  for  their  counsel  and  advice  with  re- 
gard thereto. 

VI. 

On  information  and  belief:  At  or  about  the  time 
that  Mrs.  Jackson  sought  their  advice,  as  set  forth 
in  Paragraph  V  hereof,  defendant  Davies  and 
Philip  determined  Mrs.  Jackson  would  make  a  will 
under  the  terms  of  which  plaintiff  would  receive 
nothing,  and  whereby  they  would  obtain  control  of 
her  assets,  including  her  stockholdings  in  the  Jour- 
nal Publishing  Company.  Pursuant  to  said  deter- 
mination, Philip  and  defendant  Davies  represented 
to  Mrs.  Jackson  that  any  disposition  of  her  estate 
as  she  desired  v/ould  result  in  an  assessment  of 
Federal  estate  taxes  which  could  not  be  met  with- 1 
out  selling  her  shares  in  the  Journal  Publishing 
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Company  to  outsiders  who  would  then  gain  control 
of  the  "Oregon  Journal."  Philip  and  defendant 
Davies  also  represented  to  her  that  in  order  to  pre- 
serve the  "Oregon  Journal,"  it  would  be  necessary 
to  avoid  large  estate  taxes,  and  that  this  could  be 
accomplished  only  by  placing  substantially  all  of 
her  estate  m  a  tax-free  foundation.  These  repre- 
sentations were  and  are  imtrue  and  known  by  de- 
fendant Davies  to  be  imtrue  at  the  time  they  were 
made.  These  representations  were  either  known  to 
be  untrue  ])y  Philip  at  said  time,  or  were  made  neg- 
ligently and  without  a  reasonable  effort  to  ascertain 
whether  they  were  true  or  false. 

These  representations  v/ere  and  are  im.true  be- 
cause said  estate  has,  and  had  at  all  times  herein 
material,  sufficient  assets  to  pay  the  Federal  estate 
taxes  which  would  have  been  assessed,  had  Mrs. 
Jackson  made  a  will  in  accordance  with  her  desires, 
without  having  to  sell  any  of  her  said  stockholdings 
in  the  Journal  Publishing  Company.  These  rep- 
resentations also  were  and  are  untrue  because  the 
"Oregon  Journal''  could  have  been  maintained  and 
perpetuated  as  desired  by  Mrs.  Jackson  by  leaving 
her  shares  in  the  Journal  Publishing  Company,  and 
no  other  property,  to  a  tax-free  beneficiary.  Mrs. 
Jackson,  because  of  the  great  trust  and  confidence 
which  she  reposed  in  Philijj  and  defendant  Davies, 
believed  said  representations  and  relied  thereon  at 
all  times  herein  material. 

Philip  and  defendant  Davies,  and  each  of  them, 
pursuant  to  said  determination  and  by  means  of 
said  representations,  induced  Mrs.  Jackson  to  in- 
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elude  Artiele  VI  in  lier  will  giving  the  entire  income 
of  the  estate  to  Philip  for  life  and  the  remainder  to 
a  foundation,  which  they  told  Mrs.  Jackson  would 
receive  the  remainder  of  her  estate,  free  of  estate 
taxes,  and  in  which  no  provision  would  be  made  for 
plaintiff.  In  order  to  accomplish  the  said  purpose, 
Philip  and  defendant  Davies  utilized  the  trust  and 
confidence  which  she  reposed  in  them  and  her  fear, 
well  known  to  them,  that  the  "Oregon  Journal" 
would  fall  into  the  hands  of  strangers,  and  out  of 
the  hands  of  tlie  Jackson  family.  By  so  doing,  they 
were  able  to  and  did  overcome  her  volition  to  the 
extent  that,  although  she  desired  to  provide  for 
plaintiff  as  aforesaid,  she,  nevertheless,  executed  a 
will  which  reflected  the  pui^poses  and  desires  of 
Philip  and  defendant  Davies  and  not  her  own. 

Philip  had  no  desire  to  provide  for  anyone  else 
out  of  his  mother's  estate.  He  had  neither  affection 
nor  regard  for  plaintiff.  By  leaving  the  remainder 
interest  to  a  siipposedly  tax-free;  foimdation,  and 
thereby  attempting  tO'  free  the  value  of  said  re- 
mainder from  taxes,  Philip  expected  to  and  planned 
to  receive  tlie  largest  possible  income  for  lifci  by 
minimizing  the  Federal  estate  taxes  on  his  mother's 
estate,  thereby  preserving  the  maximum  value  for 
the  corpus  of  the  estate. 

Having  set  the  method  of  devolving  the  property 
of  his  mother,  Philip  acted  in  concert,  with  defend- 
ant Davies  by  means  unknoA^Ti  to  plaintiff,  but  well 
known  to  defendant  Davies,  so  that  defendant 
Davies  prepared  a  will  to  accomplish  the  purposes 
aforesaid  and  hereinafter  alleged.  In  said  will  there 
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was  included  a  clause  whereby  Mrs.  Jackson  disin- 
herited her  great-grandson  by  blood  and  her  adopted 
grandson  (then  approximately  five  years  of  age)  in 
the  manner  set  f  oi-th  in  Article  VIII  of  said  will  of 
January  7,  1948. 

The  foimdation  was  so  planned  that  after  the 
death  of  Philip,  defendant  Davies,  defendant  Bank 
and  a  person  selected  by  defendant  Davies  would, 
as  trustees,  control  the  foundation,  the  "Oregon 
Journal,'^  and  the  Journal  Publishing  Company. 
Defendant  Davies  was  then,  ever  since  has  been, 
and  now  is  an  attorney  for  defendant  Bank.  The 
Jackson  fortune  and  the  prestige  of  a.  great  news- 
paper were  at  all  material  times,  and  are'  now 
sources  of  power,  influence,  and  prestige.  The  trus- 
tees holding  said  fortune  and  newspaper  with  ple- 
nary powers,  and  without  substantial  supervision  or 
interference  would  be  able  to  place  themselves  in  a 
position  of  leadership  and  social  and  financial  power 
by  virtue  of  their  said  control.  In  addition,  the  posi- 
tion of  tinistee  would  be  lucrative,  yielding  substan- 
tial fees  for  life.  In  addition,  defendant  Davies 
would,  either  directly  or  through  others,  act  as  legal 
counsel  for  the  foundation,  with  additional  substan- 
tial emoluments. 

YII. 

In  February  1950,  and  August  1952,  Mrs.  Jackson 
added  codicils  to  her  will,  the  subject  of  which  was 
a  gift  to  Stanford  University.  In  the  codicils,  she 
ratified  and  confirmed  all  the  provisions  of  said  will 
dated  January  7,  1948. 

On  February  27,  1953,  after  the  death  of  Philip, 
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Mrs.  Jackson  added  a  fui'ther  codicil  to  her  will. 
Under  the  terms  thereof  she  created  a  trust  of  On© 
Hundred  Fifty  Thousand  Dollars  ($150,000.00)  for 
the  Ix^nefit  of  plaintiff.  The  residue,  comprising  sul> 
stantially  all  her  estate,  was  left  a,s  in  the  will  of 
January  7,  1948,  to  said  foundation,  of  which  the 
defendant  Davies  was  to  be  one  of  the  trustees.  In 
this  codicil,  defendant  Davies  is  named  co-executor 
of  said  will.  By  meians  of  this  instriunent,  Mrs. 
Jackson  again  ratified  and  confirmed  the  provisions; 
of  said  will  of  January  7,  1948. 

On  July  8,  1953,  Mrs.  Jackson  executed  another 
codicil  to  her  said  will.  This  codicil  contains  a  pro^ 
vision  whereby  defendant  Davies  would  be  one  of  a 
class  of  persons  who,  under  a  certain  set  of  circiun- 
stances  would  be  able  to  buy  the  stock  of  said  Jour- 
nal Pul>lishing  Company  at  prices  substantially 
lower  than  might  be  obtained  if  such  stoick  were  sold 
to  persons  not  included  in  said  class.  In  this  codicil, 
Mrs.  Jackson  again  ratified  and  confirmed  the  pro- 
visions of  her  said  will  of  January  7,  1948. 

On  information  and  belief:  Said  codicils  to  said 
will  were  signed  and  witneissed  in  the  form  provided 
by  law,  and  Mrs.  Jackson  was  of  sound  and  dispos- 
ing mind  and  memory  when  she  executed  said  codi- 
cils. 

VIII. 

At  no  time  was  there  ever  a  disclosure  to  Mrs. 
Jackson  by  any  person  whomsoever,  as  to  the  fact 
that  the  representations  hereinabove  set  forth  were 
untrue,  although  it  was  the  duty  of  defendant 
Davies  and  also  of  Philip,  if  he  had  knowledge'  of 
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such  untruths,  to  so  do.  By  this  concealment,  de- 
fendant Davies  was  able^  after  the  death  of  Philip, 
to  induce  Mrs.  Jackson,  contrary  to  her  natural  in- 
clinations, so  to  amend  said  will  of  Jaiuiary  7,  1948, 
hy  means  of  said  codicils  of  Febniary  27,  1953,  and 
July  8,  1953,  as  to  preserve  and  greatly  enhance  the 
privileges  and  emoluments  which  were  provided  for 
him  in  said  will  to  the  extent  stated  above.  By  this 
concealment,  defendant  Davies  was  also  able  to  pre- 
vent Mrs.  Jackson  from  making  a  will  under  the 
terms  of  which  plaintiff  would  have  gained  control 
of  the  "Oregon  Journal,"  and  a  substantial  portion 
of  the  balance  of  her  estate.  All  of  the  representa- 
tions and  influences  which  motivated,  induced,  and 
caused  the  execution  of  the  v^ll  of  January  7,  1948, 
likewise  induced,  motivated  and  caused  the  republi- 
cation of  said  will  in  said  four  codicils,  in  that  noth- 
ing occurred  in  any  manner  to  make  Mrs.  Jackson 
suspect  or  question  the  representations  made  to  her ; 
and  defendant  Davies  continued  to  be  her  trusted 
and  corLfidential  attorney. 

IX. 

On  information  and  belief:  At  some  time  subse- 
quent to  1953,  unknown  to  plaintiff,  Mrs.  Jackson 
determined  to  make  certain  that  her  wishes  as  to 
plaintiff  would  be  carried  out;  i.e.,  that  he  would 
come  into  control  of  the  "Oregon  Journal"  and 
would  also  ultimately  receive  the  bulk  of  her  estate. 
She  accomplished  this  by  a  new  will  or  codicil,  a 
change  in  trust  pro^dsions,  directions  to  trustees,  or 
by  some  other  means,  all  imknown  to  plaintiff.  She 
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made  known  to  certain  of  her  friends  that  she  had 
completed  such  arrangements  for  plaintiff,  but  did 
not  disclose  the  method  whereby  her  purpose  and 
desire  had  been  accomplished.  By  such  method  the 
wills  and  codicils  above  mentioned  have  been 
amended  or  revoked  in  such  manner  that  plaintiff 
will  receive  far  in  excess  of  One  Hundred  Fifty 
Thousand  Dollars  ($150,000.00)  provided  for  him  j 
in  the  codicil  of  February  27,  1953.  Such  method  is 
known  to  defendants  and  was  known  to  defendant 
Davies  when  he  applied  for  the  admission  to  probate 
of  said  will  and  codicils.  Plaintiff  has  no  knowledge 
or  information  on  the  subject  of  the  method  used  by 
Mrs.  Jackson  to  accomplish  her  said  purposes. 

X. 

By  reason  of  the  foregoing,  any  money  and  prop- 
erty of  any  kind  which  said  defendant  tnistees  may 
receive  pursuant  to  Article  VI  as  republished  and 
amended  are  impressed  with  a  trust  in  favor  of 
plaintiff  and  said  defendant  trustees  should  be  or- 
dered and  directed  to  administer  said  tmst  in  such 
manner  as  this  Court  shall  by  its  judgment  herein 
determine  to  be  just  and  equitable  after  distribution 
by  said  Oregon  Circuit  Court. 

Fourth  Claim  for  Relief: 

I. 
Plaintiff  repeats  and  realleges  each  and  every 
allegation  contained  in  Paragraphs  I  to  VIII  of  the 
First  Claim  for  Relief  set  forth  in  this  complaint, 
with  the  same  effect  as  though  repeated  at  length  in 
this  paragraph. 
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II. 

Plaintiff  repeats  and  realleges  each  and  every 
allegation  contained  in  Paragraphs  II  to  VIII  of 
the  Third  Claim  for  Relief  set  forth  in  this  com- 
plaint, with  the  same  effect  as  though  repeated  at 
length  in  this  paragraph. 

HI. 

On  information  and  belief:  When  Mrs.  Jackson 
executed  the  various  codicils  and  parts  thereof  to 
the  extent  that  they  republished  and  amended  Arti- 
cle VI  of  her  will,  she  was  motivated  and  induced 
by  the  same  fraud  which  motivated  and  induced  her 
to  include  Article  VI  in  her  will. 

IV. 

By  reason  of  the  facts  alleged  above,  said  Article 
VI  and  said  codicils  in  so  far  as  they  republished 
and  amended  Article  VI  are  void  and  invalid  he- 
cause  they  are  the  result  of  said  fraud.  All  other 
parts  of  said  will  are  valid. 

Fifth  Claim  for  Relief : 

I. 

Plaintiff  repeats  and  realleges  each  and  eveTj 
allegation  contained  in  Paragraphs  I  to  VIII  of  the 
First  Claim  for  Relief  set  forth  in  this  complaint, 
with  the  same  effect  as  though  repeated  at  length  in 
this  paragraph. 

II. 

Plaintiff  repeats  and  realleges  eaich  and  every 
allegation  contained  in  Paragraphs  II  to  VIII  of 
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the  Third  Claim  for  Relief  set  forth  in  this  com- 
plaint, with  the  same  effect  as  though  repeated  at 
length  in  this  paragraph. 

III. 

On  information  and  belief:  By  reason  of  the  rela- 
tionship between  Mrs.  Jackson  and  her  son  Philip 
and  the  relationship  between  her  and  her  attorney 
Davies,  she  was  imduly  influenced  to  include  Article 
VI  in  her  will  and  unduly  influenced  to  execute  the 
various  codicils  and  parts  thereof  to  the  extent  that 
the  same  republished  and  amended  said  Article  VI. 
By  reason  of  such  imdue  influence  she  was  unable 
to  exercise  her  own  free  will,  judgment  and  volition 
and  was  unable  to  provide  properly  for  her  only 
descendant,  plaintiff  herein,  although  she  desired  to 
do  so  and  the  will  and  desires  of  Philip  and  de- 
fendant Davies,  during  Philip's  lifetime,  and  the 
will  and  desires  of  defendant  Davies  after  Philip's 
death  were  substituted  for  the  will  and  desires  of 
Mrs.  Jackson. 

IV. 

By  reason  of  the  facts  alleged  above,  said  Article 
VI  and  said  codicils  in  so  far  as  they  republished 
and  amended  Article  VI  are  void  and  invalid,  be- 
cause they  are  the  result  of  said  undue  influence. 
All  other  parts  of  said  will  are  valid. 

Sixth  Claim  for  Relief : 

I. 
Plaintiff  repeats  and  realleges   each   and   every 
allegation  contained  in  Paragraphs  I  to  X  of  the 
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First  Claim  for  Relief  set  forth  in  this  complaint, 
with  the  same  effect  as  though  repeated  at  length 
in  this  paragraph. 

II. 
Plaintiff  repeats  and  realleges  each  and  eyery 
allegation  contained  in  Paragraphs  II  and  III  of 
tlie  Second  Clami  for  Relief  set  forth  in  this  com- 
plaint, with  the  same  effect  as  though  repeated  at 
length  in  this  paragraph. 

III. 

Plaintiff  repeats  and  realleges  each  and  every 
allegation  contained  in  Paragraphs  II  to  VIII  of 
the  tliird  claim  for  relief  set  forth  in  this  com- 
plaint, with  the  same  effect  as  though  repeated  at 
lengi:h  in  this  paragraph. 

IV. 

Plaintiff  repeats  and  realleges  each  and  every 
allegation  contained  in  Paragraphs  III  and  IV  of 
the  Fourth  Claim  for  Relief  set  forth  in  this  com- 
plaint, with  the  same  effect  as  though  repeated  at 
length  in  this  paragraph. 

V. 

Plaintiff  repeats  and  realleges  each  and  every 
allegation  contained  in  Paragraphs  III  and  IV  of 
the  Fifth  Claim  for  Relief  set  forth  in  this  com- 
plaint, with  the  same  effect  as  though  repeated  at 
length  in  this  paragraph. 

VI. 

As  to  the  property  included  in  said  Article  VI  as 
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republished  and  amended  by  said  codicils,  Mrs. 
Jackson  died  intestate.  Appropriate  proceedings 
should  l3e  initiated  and  conducted  by  defendants  in 
accordance  with  the  principles  of  equity  to  cause 
distribution  of  said  j>roperty  by  said  Oregon  Circuit 
Court  to  1)6  made  to  plaintiff  as  Mrs,  Jackson's  sole 
heir  at  law  and  next  of  kin. 

Wherefore,  plaintiff  prays  judgment  as  follows: 

1.  As  to  the  First  Claim  for  Relief,  that  Article 
VI  of  said  purported  will  and  said  codicils  thereto, 
as  republished  and  amended  by  the  codicils  thereto, 
are  null  and  void. 

2.  As  to  the  Second  Claim  for  Relief,  that  Article 
VI  as  repu]>lislied  and  amended,  as  aforesaid,  is 
null  and  void. 

3.  As  to  the  Third  Claim  for  Relief,  that  any 
property  which  said  defendant  trustees  may  receive 
pursuant  to  Article  VI  as  republished  and  amended 
are  impressed  with  the  trust  in  favor  of  plaintiff 
and  said  defendant  trustees  he  ordered  and  directed 
to  administer  said  tnist  in  such  manner  as  this 
Court  shall  by  its  judgment  herein  determine  to  be 
just  and  equitable. 

4.  As  to  the  Fourth  and  Fifth  Claims  for  Relief, 
that  said  Article  VI,  as  so  republished  and  amended, 
is  null  and  void. 

5.  As  to  the  Sixth  Claim  for  Relief,  that  Mrs. 
Jackson  died  intestate  and  that  appropriate  pro- 
ceedings be  ordered  to  be  conducted  hj  defendants 
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in  accordance  with  the  princii)les  of  equity  to  cause 
distribution  by  said  Oregon  Circuit  Court  of  the 
property  described  in  AHicle  YI  to  be  made  to 
plaintiff  as  Mrs.  Jackson  ^s  sole  heir  at  law  and 
next  of  kin. 

6.  For  such  other  and  further  relief  as  to  the 
Court  may  seem  meet  and  proper. 

7.  For  plaintiff's  costs  herein. 

Dated  December  31,  1957. 

/s/  G^LENN  R.  JACK, 
/s/  JOHN  E.  WALKER, 

LIVINGSTON  &  BORREaARD, 
/s/  By   LAWRENCE  LIVINGSTON, 
/s/  LAWRENCE  LIVINGSTON, 
/s/  RICARDO  J.  HECHT, 

Attorneys  for  Plaintiff. 

EXHIBIT  "A" 

LAST  WILL  AND  TESTAMENT 

OF 

MARIA  C.  JACKSON 

I,  Maria  C.  Jackson,  of  Portland,  Oregon,  do 
hereby  make,  publish  and  declare  this  my  last  will 
and  testament,  hereby  revoking  all  former  wills  and 
codicils  made  by  me. 

Article  I. 
I  direct  the  payment  by  my  executor  out  of  my 
estate  of  all  of  my  just  debts  allowed  in  the  course 
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of  administration,  the  expenses  of  last  illness  and 
funeral,  the  expenses  of  administration  of  my  es- 
tate, and  all  inheritance,  estate  and  legacy  taxes,  tO' 
the  end  that  the  specific  and  general  bequestsi  con- 
tained herein  shall  be  paid  and  distributed  without 
deduction  for  any  of  the  disbursements  made  under 
the  pro^dsions  of  this  article. 

Article  II. 
I  give  and  bequeath  to  my  son,  Philip  Ludwell 
Jackson,  all  household  goods,  books,  apparel,  jew- 
elry, and  all  other  like  contents  of  my  place  of 
abode,  and  any  automobiles  which  I  may  own  at  the 
time  of  my  death. 

(Handwritten:  Revoked  3-C,  2/27/53.) 

Article  III. 
I  give  and  bequeath  to  each  person  who  shall  be  in 
my  personal  employ  at  the  time  of  my  death  an 
amount  equal  to  one  hundred  dollars  ($100)  for 
each  year  or  fraction  thereof  he  or  she  shall  have 
been  in  my  employ. 

(Handwritten:  OK,  not  changed.) 

Article  IV. 
I  give  and  bequeath  to  Emma  Jackson,  of  Delta- 
ville,  Virginia,  an  amount  determined  at  the  rate  of 
one  hundred  dollars  ($100)  per  month  for  a  period 
beginning  with  the  date  of  my  death  and  continuing 
as  long  as  she  shall  live;  and  I  direct  my  executor 
to  pay  this  bequest  in  monthly  installments  of  one 
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liundred  dollars  ($100)  per  month  beginning;  at  a 
date  as  near  as  possible  to  the  date  of  my  death. 
If  Enmia  Jackson  shall  not  be  living  at  the  date  of 
my  death,  the  legacy  in  this  article  shall  lapse. 
(Handwritten:  No  change.) 
I  direct  my  executor  to  make  provision,  before 
distrilmtion  of  the  residue  of  my  estate,  for  the  con- 
tinuance of  the  monthly  payments  to  the  legatee 
named  in  this  article,  either  by  purchase  of  annui- 
ties or  ]>y  placing  adequate  sums  in  tnist  mtli  a 
responsible  corporate  trustee,  with  directions^  to  pay 
the  income  or  principal  to  said  legatee  and  upon  the 
death  of  said  legatee  to  pay  the  remainder,  includ- 
ing principal  and  all  accumulated,  accinied,  and  un- 
distributed income  to  the  residuary  legatees  under 
Ai-ticle  Y  of  tliis  will,  or  by  other  appropriate  plan 
which  my  executor  shall  deem  suitable!  or  adequate 
for  the  continuance  of  said  monthly  payment  to  said 
legatee  as  long  as  she  shall  live. 

Article  Y. 

All  the  rest,  residue  and  remainder  of  my  estate, 
of  whatever  nature  and  wherever  situated,  I  give, 
devise  and  bequeath  to  my  son,  Philip  Ludwell 
Jackson,  and  The  United  States  National  Bank  of 
Portland  (Oregon),  not  for  their  own  use  and  bene- 
fit but  in  trust  for  the  following  uses  and  purposes: 
(Handwritten:  Not  changed  or  Revoked.) 

1.  The  net  income  from  the  trust  estate  shall  be 
distributed  to  my  son,  Philip  Ludwell  Jackson,  for 
his  lifetime. 
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2.  Upon  the  death  of  my  son  this  tiTist  shall  ter- 
minate and  all  of  the  principal  thereof  and  all  ac- 
crued, accmnulated,  and  undistributed  income  shall 
l^e  paid  over  and  distributed,  discharged  from  this 
trust,  to  the  trustees  of  The  Jackson  Foimdation, 
provided  for  in  Article  VI  hereof,  to  be  adminis- 
tered and  distributed  by  said  trustees  of  said 
Foundation  for  the  uses  and  purposes  specified  in 
Article  VI. 

3.  While  the  trust  created  by  this  article  is  in 
existence  my  son,  Philip  Ludwell  Jackson,  shall 
have  the  right  to  exercise  in  the  manner  determined 
by  him  to  be  proper  all  voting  rights  attributable  to 
any  stock  or  securities  from  time  to  time  constitut- 
ing a  part  of  the  principal  of  thei  trust  estate,  and 
the  trustees,  upon  the  request  of  my  son,  Philip 
LudAvell  Jackson,  shall  execute  and  deliver  to  him 
such  proxies  or  other  necessary  instruments  to  en- 
able him  to-  exercise  such  voting  rights.  The'  trustee 
other  than  my  son,  Philip  Ludwell  Jackson,  shall  be' 
in  no  way  responsible  for  the  manner  in  which  any 
such  voting  rights  are  exercised  by  my  son,  Philip 
Ludwell  Jackson. 

4.  The  trustees  shall  invest  and  reinvest  all  prin- 
cipal cash  in  the  tiiist  fmid  in  any  form  of  prop- 
erty which  the  trustees  shall  deem  to  be  for  the  best 
interests  of  the  trust,  and  in  exercising  such  powers 
of  investment  the  tiiistees  shall  not  be:  restricted  or 
limited  by  any  statute  or  law  relating  to  the  char- 
acter of  investments  which  may  be  made  hy  a 
fiduciary. 
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5.  The  trustees  shall  hold  and  manage  the  prop- 
erty as  a  trust  fund,  with  power  to  sell,  exchange, 
mortgage,  or  otherwise  dispose  of  any  of  the  prop- 
erty as  they  may  deem  proper.  The  trustees  shall 
have  the  right  to  exchange  any  securities  in  this 
trust  for  any  other  securities  that  may  be  offered  in 
any  reorganization,  refinancing,  merger,  consolida- 
tion, or  dissolution  or  any  change  of  corporate  capi- 
tal structure  if  in  the  judginent  of  the  tiiistees  such 
exchange  is  advisable.  Witliout  in  any  way  limiting 
the  broad  powers  herein  granted  to  the  trustees  to' 
sell  and  dispose  of  assets  of  the  tiaist,  I  express  the 
wish,  which  shall  not  be  construed  to  be  mandatory 
or  binding  upon  the  tnistees,  that  if  any  stock  of 
Journal  Publishing  Company,  an  Oregon  corpora- 
tion, shall  be  included  in  the  assets  of  the  trust,  the 
trustees  shall  not  sell  or  dispose  of  any  such  stock 
except  in  a  manner  consistent  with  the  provisions 
contained  in  Ai^ticle  VI  hereof  relating  to  disposi- 
tion of  stock  of  Journal  Publishing  Company  by  the 
tiiistees  of  the  Foundation  created  by  Article  VI. 

6.  If  during  the  lifetime  of  my  son,  Philip  Lud- 
well  Jackson,  he  shall  for  any  reason  cease  to  be  a 
trustee,  it  shall  not  be  necessary  to  appoint  a  suc- 
cessor to  him  as  trustee  but  thereafter  the  trust  cre- 
ated by  this  article  shall  be  administered  by  said 
The  United  States  National  Bank  of  Portland  (Ore- 
gon) as  sole  tmstee. 

Article  VI. 
.   Upon  the  death  of  my  son,  Philip  Ludwell  Jack- 
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son,  there  shall  forthwith  be  created  a  trust-  which 
shall  be  known  as  The  Jackson  Foundation,  to  be 
administered  in  accordance  with  the  following  pro- 
visions of  this  article: 

1.  The  trustees  of  said  Foundation  shall  be  The 
United  States  National  Bank  of  Portland  (Oregon), 
David  L.  Davies,  of  Portland,  Oregon,  and  a  third 
indi^ddual  who  shall  be  appointed  by  David  L. 
Davies  and  the  person  who  at  that  time  is  the  pres- 
ident of  said  The  United  States  National  Bank  of 
Portland  (Oregon).  Thereafter  in  the  event  of  a 
vacancy  for  any  reason  of  trustees  who  shall  be 
natural  persons,  the  successor  trustee  shall  be  ap- 
pointed by  the  remaining  indi^ddual  tmstee  and  the 
indi^ddual  who  at  that  time  is  the  president  of  The 
United  States  National  Banl^  of  Portland  (Oregon). 

[Handwritten:  Amended  &  Supplemented.] 

2.  The  net  income  from  the  trust  shall  be  distrib- 
uted by  the  tmstees  for  use  within  the  State  of  Ore- 
gon for  charitable,  educational  or  eleemosynary 
purposes  and  for  the  advancement  of  public  wel- 
fare. The  trustees  shall  have  wide  discretion  in  the 
selection  of  the  particular  purposes  for  which  said 
distribution  shall  be  made  and  shall  select  benefici- 
anes  as  they  shall  deem  to  be  most  appropriate  and 
best  calculated  to  promote  the  welfare'  of  the  public 
of  the  City  of  Portland  or  the  State  of  Oregon, 
or  both. 

3.  If  any  stock  of  Joumal  Publishing  Company, 
an  Oregon  corporation,  shall  at  any  time  constitute 
a  part  of  the  principal  of  the  trust  fund,  the  trus- 
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tees  shall,  in  any  disposition  of  such  stock,  en- 
deavor to  do  so  in  a  maimer  such  as.  to  perpetuate 
the  Oregon  Journal,  the  newspaper  pul^lished  by 
Journal  Publishing  Company,  as  a  newspaper  which 
conforms  generally  to  tlie  standards  of  that  news- 
paper since  the  foimding  thereof  by  my  late  hus- 
band, Charles  Samuel  Jackson.  If  it  may  be  done 
without  jeopardy  to  the  standing  of  said  newspaper, 
the  trustees  shall  endeavor  to  favor  and  give  prefer- 
ence to  persons  actually  in  the  employ  of  Journal 
Publishing  Company  and  engaged  in  the  publication 
and  operation  of  the  newspaper.  I  appreciate  that 
at  this  time  I  cannot  adequately  define  the  processes 
which  shall  be  adopted  by  the  trustees  in  carrying 
out  the  policies  of  administration  expressed  in  this 
paragraph  and  for  that  reason  I  give  to  the  tnistees. 
broad  powers,  to  be  exercised  in  their  discretion,  in 
accomplishing  the  purposes  and  policies  ex2>ressed 
in  this  paragraph. 

4.  The  trustees  shall  invest  and  reinvest  all  prin- 
cipal cash  in  the  trust  fund  in  any  form  of  property 
which  the  trustee  shall  deem  to  be  for  the  best  inter- 
ests of  the  trust,  and  in  exercising  such  powers  of 
investment  the  trustees  shall  not  be  restricted  or 
limited  by  any  statute  or  law  relating  to  the  char- 
acter of  investments  which  may  be  made  by  a  fidu- 
ciary. 

5.  The  trustees  shall  hold  and  manage  the  prop- 
erty as  a  trust  fimd,  with  power  to  sell,  exchange, 
mortgage,  or  otherwise  dispose  of  any  of  the  prop- 
erty as  they  may  deem  proper.  The  trustees  shall 
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have  the  right  to  exchange  any  securities  in  this 
trust  for  any  other  secuiities  that  may  he  offered  in 
any  reorganization,  refinancing,  merger,  consolida- 
tion or  dissohition  or  any  change  of  corporate  capi- 
tal structure  if  in  the  judgment  of  the  tinistees  such 
exchange  is  advisable. 

6.  The  tmstees  may  accept  contributions  to  the 
principal  of  this  tnist  from  any  source  by  gift,  de- 
vise, legacy,  or  in  any  other  foi*m.  Property  so  re- 
ceived by  the  tiiistees  shall  be  held  and  adminis- 
tered as  a  part  of  the  principal  of  this  trust  in  the 
manner  hereinbefore  set  forth  in  this  article. 

7.  The  duration  of  this  trust  shall  be  perpetual. 

Article  VII. 
If  it  is  necessaiy  for  my  executor  to  sell  or  liqui- 
date any  of  tlie  assets  of  my  estate  for  the  purpose 
of  obtaining  money  to  pay  debts,  expenses  of  admin- 
istration, taxes,  the  legacies  provided  in  Articles  III 
and  IV,  or  other  charges  against  my  estate,  I  direct 
that  such  sale  shall  be  made  in  the  order  and  by 
classes  as  follows: 

1.  All  assets  other  than  those  described  in  the  fol- 
lowing 2,  3,  4  and  5 ; 

2.  My  stock  of  Journal  Building  Company ; 

3.  My  preferred  stock  of  Journal  Publishing 
Company ; 

4.  My  common  stock  of  Journal  Publishing  Com- 
pany; 

5.  My  personal  property  bequeathed  by  Arti- 
cle II; 
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and  that,  if  possible,  the  property  in  each  class  shall 
be  completely  liquidated  before  the  sale  of  any  of 
the  property  in  the  next  higher  numbered  class. 
[Handwritten:  No  change.] 

Article  VIII. 
I  have  refrained  in  this  mil  from  making  any 
provision  for  my  great-grandson,   Peter   Crockett 
Jackson,  because  I  loiow  that  he  has  been  amply 
provided  for  in  other  ways. 

[Handwritten:  Revoked. 

Article  IX. 
I  nominate  and  appoint  my  son,  Philip  Ludwell 
Jackson,  as  executor  of  this,  my  last  will  and  testa- 
ment, and  I  direct  that  he  shall  l^e  peiTnitted  to 
serve  in  that  capacity  Avithout  bond  or  other  under- 
taking. If  my  son  shall  for  any  reason  be  imwilling 
or  imable  to  act  as  executor,  I  nominate  as  executor 
The  United  States  National  Bank  of  Portland  (Ore- 
gon). My  executor  shall  have  full  power  to  sell, 
convey,  lease,  pledge,  mortgage,  or  otherwise  dispose 
of  any  and  all  real  or  personal  property  that  I  may 
own  at  the  time  of  my  death  or  which  may  be  ac- 
quired by  my  estate,  and  in  exercising  the  powers 
hereby  granted  my  executor  shall  not  be  required  to 
comply  in  any  way  with  any  statute  or  law  relating 
to  the  sale  or  disposition  of  property  by  the  per- 
sonal representative  of  an  estate,  and  in  particular 
shall  not  be  required  to  obtain  from  any  court  any 
order  authorizing  or  confirming  any  such  sale  or 
other  disposition. 
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In  Witness  Whereof,   I  have  hereunto  set  my 
hand  to  this,  my  last  will  and  testament^  this  7th 
day  of  January,  1948. 

MARIA  C.  JACKSON. 

This  instrument,  consisting  of  eight  (8)  typewrit- 
ten pages,  each  bearing  the  signature  of  the  above 
named  Maria  C.  Jackson,  was  by  her  on  the  date 
hereof  signed,  published  and  declared  by  her  to  be 
her  last  will  and  testament  in  our  presence,  who, 
at  her  request  and  in  her  presence  and  in  the  pres- 
ence of  each  other,  we  believing  her  tO'  be  of  sound 
and  disposing  mind  and  memory,  have  hereunto 
subscribed  our  names  as  witnesses. 

CHARLES  A.  HART, 

Residing  at  Portland,  Oregon. 

FLETCHER   ROCKWOOD, 

Residing  at  Portland,  Oregon. 

PAUL  L.  BOLEY, 

Residing  at  Portland,  Oregon. 

Codicil  to  Last  Will  and  Testament  of  Maria  C. 
Jackson. 
I,  Maria  C.   Jackson,  of  Portland,  Oregon,   do 
hereby  make,  publish  and  declare  this   codicil  to 
my  last  will  and  testament  dated  January  7,  1948. 

Article  I. 
Article  VI  of  my  said  last  wiU  and  testament 
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dated  January  7,  1948,  is  hereby  amended  by  add- 
ing a  paragraph  (8)  thereto  to  read  as  follows : 

"8.  Notwithstanding  the  provisions  hereinbefore 
in  this  article  contained,  it  is  my  wish  and  I  direct 
that  the  trustees  of  The  Jackson  Foundation  shall, 
as  soon  as  in  tlieir  judgment  such  action  is  desirable 
follomng  the  establishment  of  The  Jackson  Foun- 
dation, pay  to  the  trustees  of  the  Leland  Stanford 
Junior  University  the  sum  of  $45,000.00  which  sum 
may,  in  the  discretion  of  the  board  of  trustees  of 
the  UniA^ersity,  be  merged  and  mingled  with  and 
become  a  part  of  the  general  investment  assets  of 
said  University.  It  shall  be  known  as  the  Charles 
Samuel  Jackson,  Jr.  Fellowship  Fiuid,  and  the  in- 
come but  not  the  principal  thereof  shall  be  used  to 
establish  a  fellowship  for  a  worthy  graduate  student 
in  the  Institute  for  Journalistic  Studies  of  said 
University.  The  amount  of  such  fellowship  shall 
be  determined  by  the  president  or  such  other  author- 
ity as  may  be  designated  by  the  said  board  of 
trustees  of  said  University  for  said  purpose,  and 
the  beneficiaries  thereof  shall  be  designated  by  the 
faculty  of  the  said  Institute  for  Journalistic  Stud- 
ies or  by  the  faculty  of  whatever  department  of 
said  University  should  succeed  to  the  functions  of 
said  Institute  for  Journalistic  Studies  in  the  future. 

''Until  such  time  as  in  the  judgment  of  the  trus- 
tees of  The  Jackson  Foundation,  the  payment  of 
said  sum  is  feasible,  it  is  my  wish  and  I  direct  that 
in  each  year  before  the  first  of  August,  the  trustees 
of  The  Jackson  Foundation  shall  pay  to  the  tnis- 
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tees  of  said  University  the  sum  of  $1800.00  to  be 
used  by  said  trustees  in  the  same  manner  as  the 
income  from  said  larger  siun  will  be  used  after  it 
is  so  paid.  The  payment  of  such  yearly  amounts 
shall  be  in  addition  to  the  payment  of  the  principal 
sum." 

Article  II. 
In  all  other  respects  I  do  ratify  and  confirm  my 
said  last  will  and  testament. 

In  Witness  Whereof,  I  have  hereimto  set  my  hand 
to  this  my  last  will  and  testament  this  23rd  day  of 
February,  1950. 

[Seal]  MARIA  C.  JACKSON. 

This  instrument,  consisting  of  three  pages  includ- 
ing the  following  page,  each  bearing  the  signature 
of  the  above-named  Maria  C.  Jackson,  was  by  her 
on  the  date  hereof  declared  to  be  the  codicil  to  her 
last  will  and  testament  dated  January  7,  1948,  in 
our  presence,  who  at  her  request  and  in  her  pres- 
ence and  in  the  presence  of  each  other,  we  believ- 
ing her  to  be  of  sound  and  disposing  mind  and 
memory,  have  hereunto  subscribed  our  names  as 
witnesses. 

CHARLES  A.  HART, 

Residing  at  Portland,  Oregon. 

FLETCHER  ROCKWOOD, 

Residing  at  Portland,  Oregon. 

THOMAS  B.  STOEL, 
Residing  at  Portland,  Oregon. 
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Second  Codicil  to  Last  Will  and  Testament  of  Maria 
C.  Jackson. 

I,  Maria  C.  Jackson,  of  Portland,  Oregon,  do 
hereby  make,  publish  and  declare  this  codicil  to  my 
last  ^\dll  and  testament  dated  January  7,  1948,  and 
to  the  codicil  thereof  bearing  date  Februaiy  23, 
1950. 

Article  I. 

I  hereby  revoke  the  pro^dsions  of  Article  I  of 
my  said  codicil  dated  February  23,  1950,  for  the 
reason  that  I  have  heretofore  paid  to  the  trustees 
of  the  Leland  Stanford  Jimior  University  the  sum 
of  $45,000  for  which  pro\T.sion  was  made  in  Article 
I  of  said  codicil. 

Article  II. 

I  do  hereby  ratify  and  confirm  all  of  the  provi- 
sions of  my  said  last  will  and  testament  dated  Jan- 
uary 7,  1948. 

In  Witness  Whereof,  I  have  hereunto  set  my 
hand  to  this  second  codicil  to  my  last  will  and 
testament  this  15th  day  of  August,  1952. 

[Seal]  MARIA  C.  JACKSON. 

This  Is  To  Certify  that  on  this  15th  day  of  Aug- 
ust, 1952,  the  above-named  testatrix,  Maria  C.  Jack- 
son, being  then  of  sound  and  disposing  mind  and 
not  acting  under  any  duress  or  undu^  influence 
made  and  published  the  foregoing  instrument,  con- 
sisting of  two  pages,  bearing  her  signature,  as  and 
for  a  second  codicil  to  her  last  will  and  testament, 
and  signed  the  same  in  the  presence  of  us  and  each 
of  us,  and  at  the  same  time  and  place,  at  the  re- 
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quest  of  the  said  testatrix,  and  in  her  presence  and 
in  the  presence  of  each  other,  we  have  signed  and 
attested  the  same  as  witnesses  thereof. 

FLETCHER  ROCKWOOD, 

Residing  at  Portland,  Oregon. 

PAUL  L.  BOLEY, 

Residing  at  Portland,  Oregon. 

THOMAS  B.  STOEL, 

Residing  at  Portland,  Oregon. 
Maria  C.  Jackson 

Third  Codicil  to  Last  Will  and  Testament  of  Maria 
C.  Jackson. 
I,  Maria  C.  Jackson,  of  Portland,  Oregon,  do 
hereby  make,  publish  and  declare  this  codicil  to  my 
last  will  and  testament  dated  January  7,  1948,  and 
to  the  codicils  thereof  bearing  dates  February  23, 
1950  and  August  15,  1952. 

Article  I. 

I  hereby  revoke  Aiiicle  II  of  my  said  last  will 
and  testament  dated  January  7,  1948,  and  substi- 
tute in  lieu  thereof  a  new  Article  II  to  read  as  fol- 
lows : 

"Article  II. 

"I  give  and  bequeath  all  household  goods,  books, 
apparel,  jewelry  and  all  other  like  contents  of  my 
place  of  abode,  but  not  including  any  cash  or  secur- 
ities, to  my  good  friend  Kathryne  Kelly. 


The  United  States  National  Bank,  et  al.        89 

Exhibit  ''A"— (Continued) 
"I  give  and  bequeath  to  my  faithful  chauffeur 
Eugene  L.  Garden  one  of  the  automobiles  which  I 
may  own  at  the  time  of  my  death  and  if  I  shall  own 
but  one  such  automobile  then  I  give  and  bequeath 
to  said  Eugene  L.  Garden  the  said  automobile.  If 
I  shall  own  more  than  one  automobile  at  the  time 
of  my  death,  Eugene  L.  Garden  shall  have  the 
choice  of  which  of  said  automobiles  he  desires  to 
accept  under  this  Article  and  shall  notify  my  execu- 
tors of  his  choice  within  three  months  after  my 
death.  In  the  event  that  he  shall  fail  to  so  notify 
my  executors,  the  executors  shall  choose  which  of 
the  automobiles  he  shall  receive  hereimder." 

Article  II. 
I  hereby  add  a  new  Ai'ticle  to  my  said  last  will 
and  testament  dated  January  7,  1948,  to  be  known 
as  Article  II-A  and  to  read  as  follows: 
*  ^Article  II-A 

"I  give  and  bequeath  to  The  United  States  Na- 
tional Bank  of  Portland  (Oregon)  the  sum  of 
$350,000.00,  not  for  its  o^vn  use  and  benefit,  but  in 
trust  for  the  following  uses  and  purposes: 

''1.  The  net  income  therefrom  shall  be  paid  in 
quarterly  or  other  convenient  installments  to  or 
for  the  benefit  of  my  great-grandson  Peter  Grockett 
Jackson  until  he  shall  attain  the  age  of  35  years, 
and  at  that  time  all  of  the  trust  property,  including 
principal  and  all  accrued,  accumulated  and  midis- 
tributed  income  shall  be  distributed,  discharged  from 
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tliis   trust   to    my   great-grandson   Peter    Crockett 
Jackson  and  this  trust  shall  terminate. 

''2.  While  my  great-grandson  herein  named  is  a 
minor,  the  trustee  shall  distribute  to  or  for  the  use 
of  my  said  great-grandson  only  so  much  of  the  in- 
come as  it  shall  determine  to  ]3e  necessary  for  the 
maintenance,  comfort,  general  welfare  and  educa- 
tion of  my  great-grandson,  and  the  remainder  of 
the  income  not  so  distributed  shall  be  added  to  and 
become  a  part  of  the  principal  of  the  trust.  While 
my  said  great-grandson  is  a  minor,  distributions 
of  income  for  his  beneiit  may,  at  the  discretion  of 
the  trustee,  be  made  directly  to  my  great-grandson, 
or  to  his  legal  guardian,  or  to  any  person  or  cor- 
poration Avho  shall  furnish  maintenance,  support 
or  education  to  my  great-grandson,  and  the  receipt 
of  any  person  or  corporation  to  whom  distributions 
for  the  l>eneiit  of  my  great-grandson  are  made 
under  the  provisions  of  this  paragi^aph  shall  be  a 
sufficient  voucher  in  the  hands  of  the  trustee. 

"8.  If  my  great-grandson  does  not  survive  to 
attain  the  age  of  35  years,  distributions  of  principal 
and  income  shall  be  made  by  the  trustee  to  the  sur- 
viving lineal  descendants  of  my  said  great-grandson 
by  right  of  representation  on  the  same  date  or  dates 
that  my  great-grandson  would  have  received  such 
distributions  of  income  or  principal  had  he  lived. 

"4.  If  my  great-grandson  shall  not  sui'vive  to  at- 
tain the  age  of  35  years  and  shall  leave  no  surviv- 
ing lineal  descendants  at  the  time  of  his  death, 
this  trust  shall  terminate  at  the  time  of  the  death 
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of  my  said  great-grandson  and  all  of  tli©  trust 
property,  including  principal  and  all  accrued,  ac- 
cumulated and  undistributed  income  shall  be  paid 
over  to  the  trustees  of  the  trust  created  by  Article 
VI  of  my  last  will  and  testament  dated  January 
7,  1948,  to  be  held  and  administered  as  part  of  the 
principal  of  the  said  tnist.  If  under  any  circum- 
stances there  is  any  portion  of  the  trust  fund,  either 
principal  or  income,  for  which  there  is  no  named 
or  described  l>eneficiary,  such  portion  of  the  trust 
fund  shall  likewise  be  paid  over  to  the  trustees 
named  in  the  said  Article  VI  of  my  last  will  and 
testament. 

^'5.  The  trustee  shall  hold  and  manage  the  prop- 
erty as  a  triist  fund,  with  power  to  sell,  exchange, 
mortgage,  or  othei*wise  dispose  of  any  of  the  prop- 
erty as  it  may  deem  proper.  The  trustee  may  hold 
any  property  of  the  trust  estate  in  its  own  name,  or 
in  the  name  of  its  nominee  or  nominees,  with  or 
without  disclosure  of  fiduciaiy  relationship.  The 
trustee,  in  making  distribution  of  principal  here- 
under, may  do  so  in  money,  securities  or  other 
property  at  the  market  value  at  the  date  of  dis- 
tribution as  nearly  as  can  be  determined  by  the 
trustee,  and  the  judgment  of  the  trustee  as  to  what 
shall  constitute  a  just  and  proper  division  or  ap- 
portionment among  beneficiaries  shall  be  binding 
and  conclusive  on  all  parties. 

*'6.  The  trustee  shall  invest  and  reinvest  the  prin- 
cipal of  tlie  trust  fmid  in  any  form  of  property, 
real  or  personal,  which  the  trustee  shall  deem  to  be 


92  Peter  Crockett  Jackson,  etc.,  vs. 

Exhibit  ''A"— (Continued) 
for  the  best  interests  of  the  trust  estate,  and  the 
trustee  is  specifically  relieved  of  compliance  with 
any  statute  relating  to  the  character  of  investments 
which  may  ])e  made  by  a  fiduciary. 

"7.  JSTo  title  in  this  tinist  estate  nor  in  the  income 
therefrom  shall  vest  in  any  beneficiary,  and  neither 
the  income  nor  principal  of  the  trust  shall  be  liable 
for  the  del>ts,  including  alimony,  of  any  benefifciary, 
and  no  beneficiary  shall  have  any  power  to  sell, 
assign,  transfer,  encumber,  or  in  any  manner  to 
anticipate  or  dispose  of  his  or  her  interest  in  the 
trust  or  the  income  produced  thereby  prior  to  the 
actual  distril^ution  thereof  by  the  trustee  to  or  for 
the  use  of  said  beneficiary  in  the  manner  herein 
provided." 

Article  III. 

I  hereby  revoke  Article  VIII  of  my  last  will  and 
testament  of  January  7,  1948. 

Article  IV. 
I  hereby  supplement  and  amend  Article  VI  of 
my  last  will  and  testament  dated  January  7,  1948, 
and  direct  that  the  third  individual  referred  to 
therein  who  is  to  serve  as  a  trustee  of  the  trust 
created  in  that  Article  at  the  commencement  of  the 
said  ti'ust  shall  be  William  W.  Knight.  I  hereby 
adopt  as  a  part  of  said  will  the  provisions  of  Para- 
graph 4  of  Article  VII  of  the  last  will  and  testa- 
ment of  my  son,  Philip  Ludwell  Jackson,  admitted 
to  probate  in  Multnomah  County,  Oregon,  on  Feb- 
ruary 24,  1953,  as  the  provisions  relating  to  sue- 
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ccssor  trustees  of  the  trust  created  by  Article  VI 
of  my  said  will. 

Article  V. 
I   hereby   revoke    Article   IX    of   my    said    last 
will  and  testament  dated  January  7,  1948,  and  sub- 
stitute in  lieu  thereof  a  new  Article  IX  to  read  as 
follows : 

^'Article  IX. 
"I  nominate  and  appoint  David  L.  Davies  and 
The  United  States  National  Bank  of  Portland 
(Oregon)  as  executors  of  my  last  will  and  testa- 
ment, and  I  direct  that  David  L.  Davies  shall  be 
permitted  to  serve  in  that  capacity  without  bond 
or  other  imdertiaking.  My  executors  shall  have 
full  power  to  sell,  convey,  lease,  pledge,  mortgage 
or  othei'vvise  dispose  of  any  and  all  real  or  personal 
propert}^  that  I  may  own  at  the  time  of  my  death 
or  which  may  be  acquired  by  my  estate,  and  in  ex- 
ercising the  ]30wers  hereby  granted  my  executors 
shall  not  be  required  to  comply  in  any  way  with 
any  statute  or  laAV  relating  to  the  sale  or  other  dis- 
position of  property  by  the  personal  representative 
of  an  estate,  and  in  particular  they  shall  not  be  re- 
quired to  obtain  from  any  court  any  order  author- 
izing or  confirming  any  such  sale  or  other  disposi- 
tion. My  executors  in  making  distribution  of  my 
estate,  may  do  so  in  money,  securities  or  other 
property  at  the  market  value  at  the  time  of  distri- 
bution as  nearly  as  can  be  determined  by  the  execu- 
tors, and  the  judgment  of  the  executors  as  to  what 
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shall  constitute  market  value  for  such  purpose  shall 
be  binding  and  conclusive  on  all  parties; 

Provided,  however  that  it  is  my  wish  that  my  ex- 
ecutors shall  not  distribute  in  satisfaction  of  the 
bequest  contained  in  Article  II  of  the  third  codicil 
to  my  last  will  and  testament  any  stock  of  Journal 
Publishing  Company.  Any  reference  in  my  last 
mil  and  testament  or  the  codicils  thereto  to  my 
executor  shall  be  deemed  to  include  the  plural." 

Article  VI. 
Except  as  moditied  and  supplemented  by  this 
codicil,  I  do  hereby  ratify  and  confirm  all  of  the 
provisions  of  my  said  last  will  and  testament  dated 
January  7,  1948,  and  the  codicil  to  my  said  last 
will  and  testament  bearing  date  February  23,  1950. 

In  Witness  Whereof,  I  have  hereimto  set  my 
hand  to  this  my  third  codicil  to  my  last  will  and 
testament  this  27th  day  of  February,  1953. 

MARIA  C.  JACKSON. 

This  Is  To  Certify  that  on  this  27th  day  of 
February,  1953,  the  above-named  testatrix,  Maria 
C  Jackson,  being  then  of  sound  and  disposing  mind 
and  not  acting  under  any  duress  or  imdue  influ- 
ence made  and  published  the  foregoing  instrument, 
consisting  of  seven  pages,  bearing  her  signature, 
as  and  for  a  third  codicil  to  her  last  will  and  testa- 
ment, and  signed  the  same  in  the  presence  of  us 
and  each  of  us,  and  at  the  same  time  and  place,  at 
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the  request  of  the  said  testatrix,  and  in  her  pres- 
ence and  in  the  presence  of  each  other,  we  have 
signed  and  attested  the  same  as  witnesses  thereof. 

CHARLES  A.  HART, 

Residing  at  Portland,  Oregon. 

FLETCHER  ROCKWOOD, 

Residing  at  Portland,  Oregon. 

PAUL  L.  BOLEY, 

Residing  at  Portland,  Oregon. 

Fourth    Codicil   to   Last  Will   and   Testament   of 
Maria  C.  Jackson. 

I,  Maria  C.  Jackson,  of  Portland,  Oregon,  do 
hereby  make,  publish  and  declare  this  codicil  to  my 
last  will  and  testament  dated  January  7,  1948,  and 
to  the  codicils  thereof  bearing  dates  of  February 
23,  1950,  August  15,  1952,  and  Febmary  27,  1953. 

Article  I. 

I  hereby  add  a  new  article  to  my  said  last  will 
and  testament  and  the  codicils  thereof  to  read  as 
follows : 

"Article  II-B. 

"In  the  event  that  Eugene  L.  Carden  who  has 
been  my  faithful  chauffeur,  shall  be  indebted  to  me 
in  any  amomit  at  the  time  of  my  death,  then  and 
in  that  event  I  direct  that  the  indebtedness  of  the 
said  Eugene  L.  Carden,  including  both  principal 
and  any  interest  owing  at  the  date  of  my  death,  shall 
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be   cancelled  by  my  executors   and   that  the   can- 
celled evidence  of  such  indebtedness  shall  be  deliv- 
ered to  the  said  Eugene  L.  Garden." 

Ai-ticle  II. 
I  hereby  supplement  and  amend  Article  YI  of 
my  last  will  and  testament  dated  January  7,  1948, 
as  supplemented  and  amended  by  Article  IV  of  the 
third  codicil  to  my  last  will  and  testament  dated 
February  27,  1953,  and  specifically  direct  that  my 
tiTistees  shall  be  under  no  obligation  to  change 
the  investments  which  come  into  their  hands  from 
my  estate  on  account  of  the  character  or  amount 
thereof  but  shall  do  so  only  when  they  deem  it  ad- 
visable so  to  do  and  after  careful  investigation  and 
consideration.  In  particular,  my  trustees  are 
authorized  to  retain  as  assets  of  the  trust  any 
shares  of  stock  of  Journal  Publishing  Company 
which  come  into  their  hands,  even  though  such 
shares  of  stock  shall  constitute  a  substantial  por- 
tion of  the  trust  fund.  Furthermore,  I  specifically 
direct  that  when  and  if  my  executors  or  trustees, 
or  my  executors  and  trustees,  as  the  case  may  be, 
shall  in  their  sole  discretion  deem  it  to  the  best 
interests  of  The  Oregon  Journal  as  a  continuing 
local  newspaper  of  the  character  described  in  para- 
graph 3  of  Article  VI  of  my  said  last  will  and  testa- 
ment or  to  the  best  interests  of  the  trust  estate 
to  make  such  sale  of  any  stock  of  Journal  Publish- 
ing Company  they  shall  exercise  their  discretion  to 
make  such  sale  in  such  manner  that,  if  possible, 
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the  ownership  and  control  of  Journal  Publishing 
Company  and  the  newspaper  which  it  operates  shall 
be  retained  on  a  local  basis,  preferably  in  the  hands 
of  persons  who  are  then  in  the  actual  employ  of 
Journal  Publishing  Company  or  who  are  associated 
with  the  management  and  operation  of  the  paper; 
and  I  direct  that  in  any  disposition  of  such  stock 
the  purpose  herein  stated  shall  be  carried  out  even 
tliough  the  amoimt  which  may  be  realized  through 
such  sales  may  be  very  substantially  less  than  might 
be  obtained  if  such  stock  or  the  paper  owned  by 
said  Journal  Publisliing  Company  were  to  be  sold 
in  a  different  manner  or  to  other  purchasers.  Fur- 
thermore, I  direct  that  any  person  or  persons 
within  the  categories  above  specified  who  may  also 
be  at  any  given  time  an  executor  of  my  will,  or 
tnistee  of  any  of  the  trusts  created  by  my  will  (and 
the  codicils  thereof),  shall  be  permitted  and  eligible 
'to  purchase  stock  at  the  same  j)rices  and  on  the 
same  terms  as  my  executors  or  trustees  are  willing 
to  sell  to  others  within  such  preferred  categories 
of  purchasers,  even  though  such  person  or  persons 
may  be  then  acting  as  such  executor  or  trustee. 

Article  III. 
Except  as  modified  and  supplemented  by  this 
codicil,  I  do  hereby  ratify  and  confirm  all  of  the 
provisions  of  my  said  last  mil  and  testament  dated 
January  7,  1948,  and  the  codicils  to  my  said  last 
mil   and  testament  bearing  dates   of  August   15, 
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1952,  and  February  27,  1953.     The  only  new  pro- 
\dsions  contained  in  my  codicil  dated  February  23, 
1950,  were  revoked  by  my  codicil  dated  August  15, 

1952.  In  my  codicil  dated  Fel)ruary  27,  1953,  it 
was  my  intention  to  ratify  the  codicil  dated  August 
15,  1952,  l3ut  through  inadvei-tence  I  erroneously 
ratified  and  confirmed  the  provisions  of  the  codicil 
bearing  date  of  February  23,  1950.  I  do  not  ratify 
and  confirm  my  codicil  dated  February  23,  1950,  but 
as  stated  above  I  do  hereby  confirm  the  revocation 
thereof  contained  in  my  said  codicil  bearing  date 
of  August  15,  1952. 

In  Witness  Whereof,  I  have  hereunto  set  my 
hand  to  this  my  fourth  codicil  to  my  last  will  and 
testament  this  8th  day  of  July,  1953. 

MARIA  C.  JACKSON. 

This  Is  To  Certify  that  on  this  8th  day  of  July, 

1953,  the  above-named  testatrix,  Maria  C.  Jackson, 
being  then  of  soim.d  and  disposing  mind  and  not 
acting  imder  any  duress  or  undue  influence,  made 
and  published  the  foregouig  instrument,  consisting 
of  four  pages,  including  this  page,  bearing  her  sig- 
nature, as  and  for  a  fourth  codicil  to  her  last  will 
and  testament,  and  signed  the  same  in  the  presence 
of  us  and  each  of  us;  and  at  the  same  time  and 
place,  at  the  request  of  the  said  testatrix,  and  in  her 
presence,   and  in  the  presence   of   each  other,  we 
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have   signed   and   attested   the    same    as   witnesses 
thereof. 

CHARLES  A.  HART, 

Residing  at  Portland,  Oregon. 

FLETCHER  ROCKWOOD, 

Residing  at  Portland,  Oregon. 

THOMAS  B.  STOEL, 
Residing  at  Portland,  Oregon. 


EXHIBIT  "B" 

LAST  WILL  AND  TESTA^IENT 

OF 
PHILIP  LUDAVELL   JACKSON 

I,  Philip  Ludwell  Jackson,  of  the  County  of 
Multnomah,  State  of  Oregon,  do  herel^y  make,  pub- 
lish and  declare  this  my  last  Avill  and  testament, 
hereby  revoking  all  former  wills  and  codicils  made 
by  me. 

Article  I. 

I  direct  the  payment  by  my  executors  out  of  my 
estate  of  all  of  my  just  debts  allowed  in  the  course 
of  administration,  the  expenses  of  last  illness  and 
funeral,  the  expenses  of  administration  of  my  estate 
and  all  inheritance,  estate  and  legacy  taxes  upon 
property  passing  imder  ih^  terms  of  this  will,  to 
the  end  particularly  that  the  devises  and  bequests 
in  Articles  II,  III,  IV  and  V  shall  be  paid,  dis- 
tributed and   satisfied  without   any   deduction   for 
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any  of  the  disbursements  imder  the  provisions  of 
this  article. 

Article  II. 
I  give  and  bequeath  to  my  stepdaughter,  Nadine 
Logan  Kerr,  all  articles  of  furniture  and  furnish- 
ings of  my  home  which  were  the  property  of  her 
mother  prior  to  my  marriage  to  her  mother. 

Article  III. 

I  give  and  bequeath  to  my  wife,  Esma  Pesh- 
malyan  Jackson,  all  household  goods,  books,  ap- 
parel, jewelry  and  all  other  Uke  contents  of  my 
place  of  abode  not  bequeathed  by  Article  II  hereof, 
and  any  automobiles  which  I  may  own  at  the  time 
of  my  death. 

Article  IV. 

I  give  and  bequeath  to  Florence  Millsaps,  who 
has  been  my  secretary  for  many  years,  the  sum 
of  $5,000.00. 

Article  V. 

I  give,  devise  and  bequeath  to  William  W.  Knight, 
David  L.  Davies  and  The  United  States  National 
Bank  of  Portland  (Oregon)  that  portion  of  my 
estate  which  shall  equal  one-half  (%)  of  the  dif- 
ference between  my  gross  estate  and  the  total  of  all 
disbursements  except  inheritance,  estate  and  legacy 
taxes  made  under  the  provisions  of  Article  I  hereof, 
not  for  their  own  use  and  benefit  but  in  trust  for 
the  follomng  uses  and  purposes: 

1.  All  of  the  net  income  therefrom  shall  be  dis- 
tributed in  quarterly  or  more  frequent  installments 
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to  my  wife,  Esma  Peshmalyan  Jackson,  for  her  life- 
time. 

2.  Upon  the  death  of  my  mfe  all  of  the  property 
then  remaining  in  the  trust,  including  all  principal 
and  all  accrued,  accumulated  and  undistributed  in- 
come shall  be  distributed  as  my  wife  shall  appoint 
by  her  last  will  and  testament,  but  if  my  wife  shall 
fail  to  exercise  the  power  of  appointment  hereby 
granted,  the  remainder  of  the  trust  shall  at  the 
death  of  ni}^  wife  be  distributed  to  the  trustees  of 
the  trust  created  by  Ariicle  VI  of  this  will  and 
shall  be  administered  by  the  trustees  of  the  trust 
under  Article  VI  as  principal  thereof. 

Article  VI. 

All  the  rest,  residue  and  remainder  of  my  estate 
of  whatever  nature  and  wherever  situated  I  give, 
devise  and  bequeath  to  William  W.  Knight,  David 
L.  Davies  and  The  United  States  National  Bank 
of  Portland  (Oregon),  not  for  their  own  use  and 
benefit  but  in  trust  for  the  following  uses  and  pur- 
poses : 

1.  The  net-  income  of  the  trust  shall  be  distributed 
as  follows: 

(a)  To  my  wife,  Esma  Peshmalyan  Jackson,  for 
her  lifetime  that  portion  of  the  income  which  when 
added  to  the  income  distributable  to  my  wife  imder 
the  terms  of  Article  V  may  he  necessary  to  produce 
a  total  not  exceeding  $6,000.00  per  year. 

(b)  To  my  stepdaughter,  Nadine  Logan  Kerr, 
for  her  lifetime  that  portion  of  the  income  not  re- 
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quired  to  satisfy  the  provisions  of  subparagraph 
(a),  but  not  exceeding  $2,400.00  per  year. 

(c)  To  my  wife  for  her  lifetime  that  poi^tion  of 
the  income  not  required  to  satisfy  the  provisions 
of  subparagraphs  (a)  and  (b)  which  when  added 
to  the  income  distiibutable  to  my  wdfe  under  the 
terms  of  Ar-ticle  Y  and  sul^paragraph  (a)  may  be 
necessary  to  produce  a  total  not  exceeding  $15,000.00 
per  year. 

(d)  To  my  said  stepdaughter  for  her  lifetime 
that  poii:ion  of  the  income  not  required  to  satisfy 
the  provisions  of  subparagraphs  (a),  (b)  and  (c), 
but  not  exceeding  $3,600.00  per  year. 

(e)  After  the  satisfaction  of  the  provisions  of 
subparagi-aphs  (a),  (b),  (c)  and  (d),  the  trustees 
shall  pay  out  of  the  income  to  or  for  the  benefit  of 
each  cliild  of  Nadine  Logan  Kerr  the  sum  of  $1,- 
000.00  per  year  in  each  year  tliat  such  child  is  in 
regular  attendance  at  a  preparatory  school  situated 
outside  of  the  metropolitan  area  of  the  city  of 
domicile  of  such  child  and  in  each  year  that  such 
child  is  in  regular  attendance  as  an  imdergraduate 
or  graduate  student  at  an  institution  of  higher  ed- 
ucation, vv^herever  situated.  No  payments  shall  be 
made  hereunder  except  as  necessary  to  provide  each 
such  cliild  with  a  total  of  four  years  of  attendance 
in  a  preparatory  school  and  seven  years  of  educa- 
tion in  institutions  of  higher  education,  including 
any  period  of  attendance  prior  to  the  commence- 
ment of  such  payments.  Wliile  any  child  is  a 
minor  pa^onents  hereunder  may  be  made  direct  to 


The  United  States  National  Bank,  et  al.      103 

Exhibit  "B"— (Continued) 
the  minor  or  to  a  parent  of  the  minor  for  his  or 
her  use,  or  to  any  school,  college  or  university  at- 
tended by  the  minor  to  defray  the  expenses  of  said 
minor.  All  children  of  Nadine  Logan  Kerr,  includ- 
ing any  who  may  be  born  hereafter  either  before 
or  after  my  death,  shall  l^e  entitled  to  benefiits  here- 
imder. 

(f)  The  remainder  of  the  income  not  required  to' 
satisfy  the  provisions  of  the  foregoing  subpara- 
graphs (a)  to  (e),  inclusive,  sliall  be  paid  to  my 
wife  for  her  lifetime. 

(g)  All  of  the  net  income  from  the  trust  not 
required  for  payments  to  my  wife  and  stepdaughter 
and  the  children  of  my  stepdaughter  under  the 
terms  of  saibparagraphs  (a)  to  (f)  inclusive,  shall 
be  distri]>uted  by  the  trustees  for  use  within  the 
State  of  Oregon  for  charitable,  educational  or  elee- 
mosynary pui^poses  and  for  advancement  of  the 
public  welfare.  The  trustees  shall  have  absolute  dis- 
cretion in  the  selection  of  the  particular  purposes 
for  which  said  distribution  shall  be  made:  and  shall 
select  beneficiaries  as  they  shall  deem  to  bei  most 
appropriate  and  best  calculated  to  promote  the;  wel- 
fare of  the  public  of  the  City  of  Portland  or  the 
State  of  Oregon,  or  both. 

2.  Upon  the  death  of  my  wife  the  trusteeis  shall 
distribute  from  the  principal  of  the  trust  sums:  as 
follows : 

(a)  To  my  stepdaughter,  Kadine  Logan  Kerr,  if 
she  be  living  at  the  time  of  the  death  of  my  wife, 
the  sum  of  $5,000.00. 


104  Peter  Crockett  Jackson,  etc.,  vs. 

Exhibit  "B"— (Continued) 
(b)  To  PiTJiceton  University,  an  institution  of 
learning  located  at  Princeton,  N.  J.,  the  sum  of 
$10,000.00,  to  be  held  by  it  in  trust  to  invest  and 
reinvest  such  funds  in  such  securities  as  may  by  the 
fiscal  authorities  of  Princeton  University  be  deemed 
to  he  in  the  best  interests  of  the  tiiist,  and  from  the 
income  to  establish  a  scholarship  or  scholarships  to 
be  applied  toward  the  defraying  of  the  expenses  of 
tuition  and  maintenance  while  in  attendance  at 
Princeton  University  of  such  student  or  students 
from  the  State  of  Oregon  as  may  be  selected  by 
Princeton  University  in  accordance  with  such  gen- 
eral principles  and  imder  such  rules  and  regulations 
as  may  from  time  to  time  be  fixed  and  established 
by  Princeton  University. 

3.  If  after  the  death  of  my  wife  the  trustees  deem 
it  appropriate  and  desirable  in  the  exercise  of  their 
sole  discretion  to  terminate  the  interests  of  my  step- 
daughter in  this  tnist  and  the  interests  of  her  chil- 
dren, as  provided  in  subparagraphs  (b),  (d)  and  (e) 
of  paragraph  1  prior  to  the  death  of  my  step- 
daughter and  prior  to  the  time  of  completion  of 
payment  of  amounts  which  would  be  payable  to  her 
children  under  the  terms  of  subparagraph  (e)  of 
paragraph  1,  the  trustees  shall  have  the  power  (a) 
to  provide  for  payments  of  $500.00  per  month  for 
life  to  my  stepdaughter  by  the  purchase  of  an  annu- 
ity contract  from  a  responsible  insurance  company, 
and  (]>)  to  provide  for  payments  tO'  the  then  living 
children  of  my  stepdaughter  of  annual  amounts  to 
which  they  would  otherwise  be  entitled  under  the 
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temis  of  subparagraph  (e)  of  paragTaph  1,  by  the 
purchase  of  appropriate  contracts  from  a  responsi- 
])le  insurance  company.  In  purchasing  any  such 
contracts  the  annual  payments  which  shall  be  pro- 
vided for  any  child  of  my  stepdaughter  shall  be 
eleven  (11)  minus  the  number  of  years  that  any 
such  child  shall  have  attended  a  high  school  or  prep- 
aratory school  and  institution  of  higher  education 
prior  to  the  date  of  the  purchase  of  such  contracts. 
The  trustees  in  purchasing  any  such  contract  or 
contracts  shall  not  ])e  required  to  make  any  provi- 
sion for  children  of  my  stepdaughter  who  may  be 
born  thereafter.  Payments  by  the  trustees  for  aimu- 
ities  or  other  contracts  under  the  terms  of  this  par- 
agraph shall  be  made  from  the  principal  of  the  trust. 

4.  The  trustees  may  accept  contributions  to  the 
principal  of  this  trust  from  any  source  l^y  gift, 
derise,  legacy  or  in  any  other  form  or  hy  transfer 
to  this  tmst  of  assets  of  any  trust  created  by  me  by 
any  written  agreement  executed  by  me.  Properiy  so 
received  by  the  trustees  shall  be  held  and  adminis- 
tered as  a  part  of  the  principal  of  this  trust  in  the 
manner  hereinbefore  set  forth  in  tliis  article-. 

5.  The  duration  of  this  trust  shall  be  perpetual, 
provided,  however,  that  the  provisions  for  my  wife 
and  for  my  stepdaughter  and  her  children  con- 
tained in  this  article  shall  in  no  event  continue  for 
a  period  longer  than  the  lives  of  my  wife,  my  step- 
daughter and  any  children  of  my  stepdaughter  who 
are  living  at  the  time  of  my  death,  and  the  sur\dvor 
thereof  and  21  years  thereafter,  at  the  end  of  which 
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time  all  provisions  of  this,  article  for  my  wife,  my 
stepdaughter  and  any  of  her  children  shall  termi- 
nate. 

6.  jMy  mother,  Maria  C.  Jackson,  has  told  me 
that  in  a  will  executed  hj  her  she  has  provided  for 
the  estahlishment  of  a  trust  to'  be-  laiown  as  "The 
Jackson  Foundation"  and  that  the  provisions  of  the 
t]'ust  SO'  pro\dded  for,  in  so  far  as  the  beneficiaries 
of  said  trust  come  within  the;  description  of  the  ben- 
eficiaries lof  this  trust,  other  than  my  wife,  my 
stepdaughter  and  her  children,  are  the  same  as  the 
provisions  in  this  article.  My  trustees  shall  be 
authorized,  if  it  may  be  done  conveniently,  at  any 
time  to  consolidate  the>  trust  established  by  this  arti- 
cle with  such  trust  established  or  to^  be  established 
and  to  be  known  as  "The  Jackson  Foundation" 
under  the  will  of  my  mother. 

Article  VII. 

The  provisions  of  this  article  shall  apply  to^  the 
administration  of  both  of  the  trusts  created  by  Arti- 
cles V  and  VI  hereof. 

1.  If  my  present  home  in  Riverwood  shall  become 
a  part  of  the  corpus  of  either  of  the  trusts  created 
by  Articles  V  and  VI  hereof,  I  direct  that  as  soon 
as  it  can  be  done  without  sacrifice  of  the  value  of 
said  property  and  without  imdue  inconvenience;  to 
my  wife,  the  trustees  shall  sell  and  dispose  of  said 
real  property,  and  in  the  event  of  such  sale  the 
trustees  shall  retain  the  proceeds  of  said  sale  as  a 
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part  of  the  principal  of  the  trust,  of  which  said  real 
estate  is  then  a  x^art. 

2.  The  trustees  shall  invest  and  reinvest  all  prin- 
cipal cash  in  the  trust  funds  in  any  fonn  of  prop- 
erty which  the  tiiistees  shall  deem  to  be  for  the  best 
interests  of  the  tnists ;  and  in  exercising:  such  pow- 
ers of  investment  the  trustees  shall  not  l>e  restricted 
or  limited  by  any  statute  oi'  law  relating  to  the 
character  of  investments  which  may  hQ  made  by  a 
fiduciary. 

3.  The  trustees  shall  hold  and  manage  the  prop- 
erty as  tnist  funds  with  power  to  sell,  exchange, 
mortgage  or  otherwise  dispose  of  any  of  the  prop- 
erty as  they  may  deem  proper.  The  trustees  shall 
have  the  right  to  exchange  any  securities  in  the 
trusts  for  an}^  other  securities  tliat  may  be  offered 
in  any  reorganization,  refinancing,  merger,  consoli- 
dation or  dissolution  or  any  change  of  corporate 
capital  structure  if  in  the  judgment  of  the  trust eeis 
such  exchange  is  advisable.  Without  in  any  way 
limiting  the  broad  powers  herein  granted  to  the 
trustees  to  sell  and  dispose  of  the  assets  of  the 
trusts,  I  express  the  wish,  which  shall  not;  be  con- 
strued to  be  mandatory  oa'  binding  upon  the  trus- 
tees, that  if  any  stock  of  Journal  Publishing  Com- 
pany, an  Oregon  corporation,  shall  be  included  in 
the  assets  of  the  trusts,  the  trustees  shall  in  any  dis- 
position of  such  stock  endeavor  to  do  so  in  a  man- 
ner such  as  to  perpetuate  the  Oregon  Journal,  the 
newspaper  published  hj  Journal  Publishing  Com- 
pany as  a  newspaper  which  conforms  generally  to 
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the  standards  of  that  newspaper  since  the  founding 
thereof  hy  my  late  father,  Charles  Samuel  Jackson. 
If  it  may  be  done  without  jeopardy  to  the  standing 
of  said  newspaper  the  trustees  shall  endeavor  to 
favor  and  give  iiref erence  to  persons  actually  in  the 
employ  of  Journal  Publishing  Company  engaged  in 
the  publishing  and  operation  of  the  newspaper. 
I  appreciate  that  at  this  time  I  cannot  adequately 
define  the  processes  to  be  adopted  by  tlie  trustees  in 
carrying  out  the  policies  of  administration  with  re- 
spect to  the  stock  of  the  Journal  Publishing  Com- 
pany expressed  in  this  paragraph  and  for  that  rea- 
son I  ,give  to  the  trustees  broad  powers  to  be  exer- 
cised in  their  discretion  in  accomplishing  the  pur- 
poses and  policies  expressed  in  this  article. 

4.  I  have  appointed  William  W.  Knight  as  one  of 
the  trustees  of  the  trusts  hereby  created  in  anticipa- 
tion of  the  fact  that  he  will  be  at  the  time  of  my 
death  an  executive  in  the  employ  of  Journal  Pub- 
lishing Company.  If  he  shall  not  be  employed  in 
that  capacity  or  if  during  the  terms  of  the  tnists 
he  shall  cease  to  be  such  employee,  he  shall  be  dis- 
qualified to  act  as  trustee.  If  he  shaU  be  disqualified 
to  act  as  trustee  or  shall  for  any  reason  cease  to  be 
a  tinistee,  his  successor  as  trustee  shall  be  appointed 
by  the  other  tmistees  herein  named  and  shall  be  an 
individual  who  is  employed  as  an  executivei  of  Jour- 
nal Pu]}lishing  Company,  and  the  successor  trustee 
so  appointed  shall  continue  to  act  as  trustee  as  long 
as  he  is  so  employed.  The  foregoing  provisions  re- 
lating to  the  terms  of  "William  W.  Knight  and  his 
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successors  as  trustees  are  subject  toi  tlie  provision 
that  if  while  William  W.  Knight  is  acting  as  trustee 
the  trustees  dispose  of  all  of  the  stock  held  by  both 
trusts  of  Journal  Publishing  Ooimpany,  AVilliani  W. 
Knight  may  continue  as  tnistee  even  thoaigh  he 
ceased  to  be  an  employee  of  Journal  Publishing 
Company,  and  if  neither  of  the  trasts  contain  any 
stock  of  Journal  Publishing  Company  a  successor 
to  William  W.  Kuight  as  tmstee  need  not  be  an 
employee  of  Journal  Publishing  Company.  If  David 
L.  Davies  shall  for  any  reason  fail  to  qualify  or 
cease  to  be;  a  tnistee,  his  successor  shall  bei  an  indi- 
vidual who  shall  be  appointed  by  the  remaining 
trustees.  If  for  any  reason  The  United  States  Na- 
tional Bank  of  Portland  (Oregon)  shall  fail  to  qual- 
ify or  cease  to  be  a  trustee,  its  successor  shall  be 
appointed  by  the  then  remiaining  trustees,  but  its 
successor  shall  be  a  national  bank  or  coiTDoration 
engaged  in  the  City  of  Portland  in  business  as  a 
fiduciary.  If  in  any  circumstances  there  shall  be  a 
vacancy  in  the  office  of  trustee  for  which  no  provi- 
sion for  succession  is  contained  herein,  the  successor 
trustee  shall  be  appointed  by  the  remaining  trus- 
tees, to  the  end  that  there  shall  at  all  times  be  twO' 
individual  tmstees  and  one  corporate  trustee. 

Article  VIII. 
If  it  is  necessary  for  my  executors  to  sell  or  liqui- 
date any  of  the  assets  of  my  estate  for  the  purposes 
of  obtaining  money  to  pay  debts,  expenses  of  ad- 
ministration or  other  cliarges  against  my  estate,  I 
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direct  that  if  it  is  practicable  for  the  executors  so 
to  do  such  sales  shall  be  made;  and  in  the  order  and 
by  classes  as  follows: 

1.  My  home  in  Riverwood; 

2.  All  assets  otlier  than  those  described  ui  the  fol- 
lowing 3,  4,  5  and  6 ; 

3.  My  stock  of  Journal  Building  Company; 

4.  My  common  stock  of  Jouiiial  Publisliing  Com- 
pany ; 

5.  My   preferred   stock    of    Journal    Publishing 
Company ; 

6.  My  personal  property  bequeathed  by  Articles 
II  and  III  hereof; 

and  if  it  is  practicable  the  property  in  each  class 
shall  be  completely  liquidated  before  the  sale'  of  any 
of  the  property  in  the  next  higher  nmnbered  class. 

Article  IX. 
I  nominate  and  appoint  David  L.  Davies  and  The 
United  States  National  Bank  of  Portland  (Oregon) 
as  executors  of  this  my  last  will  and  testament  and 
I  direct  that  David  L.  Davies  shall  be  permitted  to 
serv^e  in  that  capacity  "without  bond  or  other  luider- 
taking.  My  executors  shall  have  full  power  to  sell, 
convey,  lease,  pledge,  mortgage  or  oth.ei'^vise  dispose 
of  any  and  all  real  or  personal  property  that  I  may 
own  at  the  time  of  my  death  or  which  may  be  ac- 
quired by  my  estate,  and  ia  exercising  the  powers 
hereby  granted  my  executors  shall  not  be  required 
to  comply  in  any  way  with  any  statute  or  law  relat- 
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Exhibit  ''B"— OContinued) 
ing  to  tlie  sale  or  other  disposition  of  property  by 
the  personal  representative  of  an  estate,  and  in  par- 
ticular they  shall  not  be  required  to  obtain  from 
any  court  any  order  authorizing  or  confirining  any 
such  sale  or  other  disposition. 

In  Witness  Whereof,  I  have  hereunto  set  my 
hand  to  this  my  last  will  and  testament  this,  11th 
day  of  June,  1951. 

/&/  PHILIP  LUDWELL  JACKSON. 

This  instnunent,  consisting  of  nine  (9)  typewrit- 
ten pages,  each  bearing  the  signature  of  the  above 
named  Philip  Ludwell  Jackson,  was  by  him  on  the 
date  hereof  signed,  published  and  declared  to  be  his 
last  will  and  testament  in  our  presence,  who  at  his 
request  and  in  his  presence  and  in  the  presence  of 
each  other,  we  believing  him  tO'  be  of  soimd  mind 
and  memory,  have  hereim^tio  subscribed  our  names 
as  witnesses. 

/s/  THOMAS  B.  STOEL, 

Residing  at  Portland,  Oregon, 

/s/  FREDERICK  H.  TORP, 

Residing  at  Portland,  Oregon. 

Affidavit  of  Service  by  Mail  Attached. 
[Endorsed] :  Filed  January  2,  1958. 
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[Title  of  District  Court  and  Cause.] 

MOTION  TO  DISMISS 

The  defendants  move  the  coui-t  to  dismiss  this 
action  on  the  groimd  that  the  court  lacks  jurisdic- 
tion over  the  subject  matter  because  the  action  is 
essentially  a  proceeding  to  contest  a  will  and  there- 
fore one  within  the  exclusive  jurisdiction  of  the 
state  probate  courts. 

Dated  this  7th  day  of  January,  1958. 

/s/  ROY  F.  SHIELDS, 
/s/  JAMES  O.  SMITH, 

MAGUIRE,  SHIELDS,  MORRISON 
&  BAILEY, 
Attorney  for  Defendants. 

Acknowledgment  of  Ser^dce  Attached. 

[Endorsed] :  Filed  January  7,  1958. 


[Title  of  District  Court  and  Cause.] 

ORDER  ON  DEFENDANTS'  MOTION  TO  DIS- 
MISS FIRST  AMENDED  COMPLAINT 

This  cause  having  come  before  the  Court  for 
hearing  on  defendants'  motion  to  dismiss  for  lack 
of  jurisdiction;  and  the  motion  having  been  argued 
and  submitted  for  decision;  and  it  appearing  to  the 
Court  that  the  first  amended  complaint  presents  in 
substance  nothing  more  than  a  rearrangement  of 
the  claims  asserted  in  the  original  complaint  [cf. 
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Stark  V.  Starr,  94  U.S.  477,  485  (1876)],  and  that 
the  motion  to  disiniss  should  he  granted  upon  the 
grounds  and  for  the  reasons  stated  upon  the  dis- 
missal of  the  original  complaint  [see  Jackson  y. 
United  States  National  Bank,  Portland,  Oregon, 
153  F.  Supp.  104  (D.  Ore.  1957)] ; 

It  Is  Ordered  that  defendants'  motion  to  dismiss 
is  hereby  granted  for  want  of  federal  equity  juris- 
diction over  the  sul^ject  matter;  and  the  attorneys 
for  defendants  may  lodge  with  the  Clerk  within 
twenty  days  a  judgment  of  dismissal  accordingly,  to 
be  settled  according  to  rule. 

It  Is  Further  Ordered  that  the  judgment  of  dis- 
missal shall  not  operate  "as  an  adjudication  upon 
the  merits"  [Fed.R.Civ.P.  41(b)],  and  the  judgment 
to  be  entered  shall  so  provide. 

It  Is  Further  Ordered  that  the  Clerk  this  day 
serve  copies  of  this  order  by  United  States  mail 
upon  the  attorneys  for  the  parties  appearing  in 
this  cause. 

June  30,  1958. 

/s/  WM.  C.  MATHES, 

United   States  District  Judge. 

[Endorsed] :     Filed  June  30,  1958. 
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In  The  United  States  District  Court, 
District  of  Oregon 

No.  8752 

PETER  CROCKETT  JACKSON,  a  minor  by 
JOHN  E.  WALKER,  his  Guardian  ad  litem, 

Plaintiff, 

vs. 

THE  UNITED  STATES  NATIONAL  BANK, 
PORTLAND,  OREGON,  a  national  j^anking 
association ;  DAVID  LLOYD  DAVIES ;  THE 
UNITED  STATES  NATIONAL  BANK, 
PORTLAND,  OREGON,  a  national  banking 
association,  and  DAVID  LLOYD  DAVIES,  as 
Executors  under  the  purpor-ted  Will  and  testa- 
ment of  Maria  C.  Jackson,  deceased;  THE 
UNITED  STATES  NATIONAL  BANK, 
PORTLAND,  OREGON,  a  national  baulking 
association,  and  DAVID  LLOYD  DAVIES  and 
WILLIAM  W.  KNIGHT,  as  purported  Ti^is- 
tees  appointed  by  said  i)urported  last  will  and 
testament ;  and  Black  White  Foundation,  a  cor- 
poration, Defendants. 

JUDGMENT  OF  DISMISSAL 

The  Court  having  heard  and  considered  defend- 
ants' motion  to  dismiss  this  action  for  lack  of 
jurisdiction  over  the  subject  matter,  and  having 
found  that  such  motion  should  be  granted,  it  is 

Ordered  and  Adjudged  that  this  action  is  dis- 
missed  for   lack   of   jurisdiction   over  the  subject 
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matter,  l^iit  witliout  any  adjudication  upon  the  mer- 
its of  any  of  plaintiff's  claims  and  witliout  costs  to 
or  against  any  of  the  parties. 

Dated  this  22nd  day  of  July,  1958. 

/s/  WM.  C.  MATITES, 
District  Judge. 

[Endorsed]:     Filed  July  23,   1958. 


[Title  of  District  Court  and  Cause.] 

NOTICE  OF  APPEAL 

Notice  Is  ITere1)y  Given  that  Peter  Crockett  Jack- 
son, a  minor,  plaintiff  above  named,  by  John  E. 
Walker,  his  Guardian  ad  Litem,  hereby  appeals  to 
the  United  States  Court  of  Appeals  for  the  Ninth 
Circuit  from  that  part  of  the  Order  of  Dismissal 
made  and  entered  in  this  action  on  June  30,  1958, 
dismissing  said  action  for  want  of  jurisdiction  over 
the  subject  matter,  and  appeals  from  that  paii:  of 
the  Judgment  of  Dismissal  made  in  said  action  on 
July  22nd,  1958,  and  entered  on  July  23rd,  1958, 
dismissing  said  action  for  lack  of  jurisdiction  of 
the  subject  matter. 

Dated:     July  24,  1958. 

LIVINGSTON  &  BORREGARD, 
/s/  LAWRENCE  LIVINGSTON, 
/s/  RICARDO  J.  HECHT, 
/s/  JOHN  E.  WALKER, 
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JACK,  GOODWIN  &  SANTOS, 
/s/  OLENN  R.  JACK, 

Attorneys  for  Plaintiff  and 
Appellant. 

[Endorsed]:     Filed  July  24,   1958. 


[Title  of  District  Court  and  Cause.] 

COST  BOND  ON  APPEAL 

'AVliereas,  Peter  Crockett  Jackson,  a  minor,  by 
John  E.  Walker,  his  Guardian  ad  Litem,  Plaintiff 
herein,  has  prosecuted  or  is  about  to  prosecute  an 
appeal  to  the  United  States  Circuit  Court  of  Ap- 
peals for  the  Ninth  Circuit  from  a  part  of  an 
Order  of  Dismissal  dated  and  entered  June  30, 
1958,  and  a  part  of  a  Judgment  of  Dismissal  dated 
and  entered  July  23,  1958,  by  the  District  Court 
of  the  United  States  for  the  District  of  Oregon. 

Now,  Therefore,  in  consideration  of  the  prem- 
ises, the  imdersigned  Fidelity  and  Deposit  Company 
of  Maryland,  a  coi^ooration  duly  organized  and 
existing  under  the  laws  of  the  State  of  Maryland 
and  duly  authorized  and  licensed  by  the  laws  of 
the  State  of  Oregon  to  do  a  general  surety  business 
in  the  State  of  Oregon,  does  hereby  imdertake,  in  a 
sum  not  exceeding  Two  Ilimdred  Fifty  Dollars 
($250.00)  to  which  amomit  said  Fidelity  and  Deposit 
Company  of  Maryland  acknowledges  itself  justly 
bound,  to  pay  the  costs  of  defendants  and  respond- 
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ents  herein  on  said  appeal  if  the  appeal  is  dismissed 
or  the  judgment  affimied,  or  such  costs  as  the  Ap- 
pellate Court  may  award  if  the  judgment  is  modi- 
fied. 

And  further,  it  is  expressly  understood  and  agreed 
that  in  case  of  a  breach  of  any  condition  of  the 
above  obligation,  the  Court  in  the  above-entitled 
matter  may,  upon  notice  to  the  Fidelity  and  De- 
posit Company  of  Maryland,  of  not  less  than  ten 
(10)  days,  proceed  summarily  in  the  action  or  suit 
in  which  the  same  was  given  to  ascertain  the 
amount  which  said  surety  is  bound  to  pay  on  ac- 
coimt  of  such  breach,  and  render  judgment  tliere- 
for  against  it  and  award  execution  tlierefor. 

Signed,  sealed  and  dated  this  24th  day  of  July, 
1958. 

[Seal]         FIDELITY   AND   DEPOSIT   COM- 
PANY OF  MARYLAND, 

/s/  By   ROBERT  B.  CUMMING, 

Attorney-in-Fact  and  Resident 
Agent. 

[Endorsed] :    Filed  July  24,  1958. 
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DOCKET  ENTRIES 

1956 

Aug.     3 — Filed  com]:)laint. 

Aug.     3 — Issued  summons — to  marshal. 

Aug.  3— Filed  petition  for  appointment  of  guar- 
dian ad  litem. 

Aug.  3 — Filed  &  entered  order  appointing  guar- 
dian ad  litem. — S. 

Aug.  15 — Filed  summons  with  marshal's  return. 

Aug.  16 — Filed  motion  of  John  Walker  for  special 
aj)pearance  of  Lawrence  Livingston. 

Aug.  16 — Entered  order  for  special  ai^pearance  for 
Lawrence  Livingston. — Mc-C. 

Aug.  22 — ^Filed  amendment  to  complaint. 

Aug.  22 — Filed  praecipe  for  summons. 

Aug.  22^ — Issued  summons  on  amended  complaint — 
to  marshal. 

Aug.  23 — Filed  motion  to  dismiss. 

Aug.  23 — Filed  summons  with  marshal's  return. 

Sept.  1 — Entered  order  postponing  hearing  on  mo- 
tion to  dismiss. — ^McC. 

Sept.  25 — Entered  order  assigning  case  to  Judge 
William  C.  Mathes.— McC. 

Oct.  22 — Entered  order  setting  hearing  on  defend- 
ants' motion  to  dismiss  for  Nov.  8,  1956. 
—McC. 

Nov.  7 — Filed  pltf's  points  &  authorities  in  op- 
position to  motion  to  dismiss. — McC. 
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1956 

Nov.  8 — Record  of  hearing  on  motion  of  defend- 
ants to  dismiss — argued  &  order  for  simul- 
taneous submission  of  further  l)riefs 
mthin  30  days. — Mathes. 

Nov.  8 — Filed  defts'  brief  in  support  of  motion 
to  dismiss. 

Dec.  4 — Copy  of  transcript  forwarded  to  J. 
Mathes. 

Dec.  10 — Filed  stipulation  re  time  to  file  simultane- 
ous briefs. 

Dec.  10 — Filed  &  entered  order  (dated  12/6/56)  ex- 
tending time  to  file  briefs. — Mathes. 

Dec.  31 — Filed  defs'  reply  brief. 

1957 

Jan.  2 — Filed  pis  answer  to  defs  opening  brief  on 
motion  to  dismiss. 

Jan.  7 — Filed  ptff's  motion  to  strike  portion  of 
oral  argmnent  &  affidavit. 

Jan.  16 — Filed  defts  response  to  plf's  motion  to 
strike  portion  of  oral  argument. 

Jan.  21 — Hearing  had  &  motion  to  strike  taken 
under  advisement.  Pltf  given  10  days  to 
submit  memo  in  support  of  his  motion. — 
Mathes. 

Jan.  31 — Filed  memo  in  support  of  plaintiff's  mo- 
tion to  strike  portion  of  oral  argument. 

June  28 — Filed  meraorandmn  of  decision. — Mathes. 

July  8 — Filed  pltf's  objection  to  form  of  Order 
of  Dismissal. 
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1957 

July  8 — Filed  pltf  s  motion  to  file  an  amended 
complaint. 

July  8 — Filed  stipulation  re  time  for  hearing  on 
objections  to  form  of  Order  of  Dismissal 
and  motion  to  file  amended  complaint. 

July  22 — Filed  &  entered  order  approving  stipu- 
lation.— Mathes. 

Sept.  12 — Entered  order  setting  for  hearing  on  pend- 
ing matters  on  Oct.  22,  1957. — Mathes. 

Nov.  19 — Entered  order  setting  for  hearing  on 
pending  matters  on  Jan.  7,  1958. — ^Mathes. 

1958 

Jan.  2 — Filed  1st  amended  complaint. 

Jan.  7 — Filed  motion  to  file  amended  complaint. 

Jan.  7 — Filed  affidavit. 

Jan.  7 — Record  of  hearing  before  court  on  motion 
to  dismiss  &  motion  to  file  1st  amended 
complaint. — Mathes. 

Jan.  7 — Filed  &  entered  order  of  dismissal  dated 
Dec.  31st,  1957.— Mathes. 

Jan.  7 — Entered  order  allowing  ptffs  to  file  1st 
amend,  complaint  which  has  the  file  mark 
of  Jan.  2,  1958.— Mathes. 

Jan.  7 — Entered  order  setting  for  hearing  motion 
to  dismiss  1st  amend,  complaint  on  Wed., 
Jan.  8th  at  10:00  a.m.— Mathes. 

Jan.     7 — Filed  defts'  motion  to  dismiss. 
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1958 

Jan.     8 — Record  of  hearing  on  motion  to  dismiss — 

motion  to  dismiss  submitted  pending  filing 

of  briefs  30  days  for  ptff;  30  days  defts. 

to    answer;    10    days    for   reply   brief. — 

Mathes. 
Feb.  10 — Filed  pltfs  brief  in  opposition  to  motion 

to  dismiss  1st  amended  complaint. 
Mar.     6 — Filed  stipulation  extending  time  for  defts 

to  file  brief  in  answer  to  ptffs  brief  in 

opposition    to     motion    to     dismiss     Ist 

Amended  Complaint  &  ptff  have  to  Apr. 

18  to  reply. 
Mar.  10 — Filed   &   Entered   order   extending   time 

for    defts    to    file    brief    to    dismiss    1st 

amended  complaint  to  Mar.  28  &  ptff  time 

to  reply  extended  to  April  18. — Mathes. 
Apr.     2 — Filed  defts  ans.  to  plif  brief  in  opposition 

to   motion   to    dismiss   the    1st   Amended 

Complaint. 
Apr.  28 — Filed  reply  to^  defts  answer  to  plfs  brief 

in  opposition  to  motion  to  dismiss  the  1st 

Amended  comp. 
June  30 — Filed  &  entered  order  on  defts  motion  to 

dismiss  1st  amend,  complaint. — Mathes. 
July  22 — Entered  Judgment  of  Dismissal. — Mathes. 
July  23 — Filed  Judgment  of  Dismissal. 
July  2^1 — Filed  notice  of  appeal  by  plaintiff. 
July  24 — Filed  Cost  Bond  on  Appeal. 
Sept.    2 — Filed   stipulation   as  to   the   contents   of 

record  on  appeal. 
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[Title  of  District  Court  and  Cause.] 

CERTIFICATE  OF  CLERK 

United  States  of  iVmerica, 
District  of  Oregon — ss. 

I,  R.  l)e:&Iott,  Clerk  of  the  United  States  District 
Court  for  the  District  of  Oregon,  do  hereby  certify 
that  the  foregoing  documents  consisting  of  Petition 
for  appointment  of  Guardian  ad  Litem;  Order  ap- 
pointing Guardian  ad  Litem;  Complaint;  Amend- 
ment to  complaint;  Motion  to  dismiss;  Order  of 
dismissal ;  Memorandmn  of  decision ;  First  amended 
complamt;  Motion  to  dismiss;  Order  on  defendants^ 
motion  to  dismiss  first  amended  complaint;  Judg- 
ment of  dismissal;  Notice  of  appeal;  Cost  bond  on 
appeal;  Stipulation  as  to  contents  of  record  on  ap- 
peal and  Transcript  of  docket  entries  constitute  the- 
record  on  appeal  from  a  judgment  of  said  court  in 
a  cause  therein  numbered  Civil  8752,  in  which  Peter 
Crockett  Jackson,  a  minor,  by  John  E.  Walker,  his 
Guardian  ad  Litem  is  the  plaintiif  and  appellant 
and  The  United  States  National  Bank,  Portland, 
Oregon,  a  national  banking  association,  et  al,  are 
the  defendants  and  appellees;  that  the  said  record 
has  been  prepared  by  me  in  accordance  with  the 
stipulation  as  to  contents  of  record  on  appeal  filed 
by  the  appellant  and  appellees,  and  in  accordance 
with  the  rules  of  this  court. 

I  further  certify  that  the  cost  of  filing  the  notice 
of  appeal,  $5.00,  has  been  paid  by  the  appellant. 
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In  Testimony  Whereof  I  have  hereunto  set  my 
hand  and  affixed  the  seal  of  said  court  in  Portland, 
in  said  District,  this  2nd  day  of  September,  1958. 

[Seal]  R.  DeMOTT, 

Clerk, 

/s/  By    THORA  LUND, 
Deputy. 


[Endorsed] :  No.  16173.  United  States  Court  of 
x\ppeals  for  the  Ninth  Circuit.  Peter  Crockett 
Jackson,  a  Minor,  by  John  E.  Walker,  His  Guar- 
dian ad  Litem,  x\x)pellant,  vs.  The  United  States 
National  Bank,  Portland,  Oregon,  a  National  Bank- 
ing Association,  et  al..  Appellees.  Transcript  of 
Record.  Appeal  from  the  United  States  District 
Court  for  the  District  of  Oregon. 

Filed:     September  4,  1958. 

Docketed:    September  8,  1958, 

/s/  PAUL  P.  O'BRIEN, 
Clerk  of  the  United  States  Court  of  Appeals  for 
the  Ninth  Circuit. 
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In  The  United  States  Court  of  Appeals 
For  The  Ninth  Circuit 

No.  16173 

PETER  CROCKETT  JACKSON,  a  minor  by  John 

E.  Walker,  his  Guardian  ad  Litem, 

Appellant, 

vs. 

THE  UNITED  STATES  NATIONAL  BANK, 
PORTLAND,  OREGON,  a  national  banking 
association;  DAVID  LLOYD  DAVIES;  THE 
UNITED  STATES  NATIONAL  BANK, 
PORTLAND,  OREGON,  a  national  banldng 
association,  and  DAVID  LLOYD  DAVIES,  as 
Executors  imder  the  purported  mil  and  testa- 
ment of  Maria  C.  Jackson,  deceased;  THE 
UNITED  STATES  NATIONAL  BANK, 
PORTLAND,  OREGON,  a  national  banking 
association,  and  DAVID  LLOYD  DAVIES 
and  WILIJAM  W.  KNIGHT,  as  purported 
Trustees  appointed  by  said  purported  last  will 
and  testament,  and  BLACK  WHITE  FOUN- 
DATION, a  corporation,  Appellees. 

STATEMENT  OF  POINTS  UPON  WHICH  AP- 
PELLANT RELIES  ON  APPEAL  AND 
DESIGNATION  OF  RECORD  FOR  PRINT- 
ING 

Points  Upon  Which  Appellant  Relies  on  Appeal. 

The  District  Judge  erred  in  dismissing  the  com- 
plaint for  lack  of  juiisdiction  for  the  following 
reasons : 
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1.  The  amended  complaint  shows  that  the  ap- 
pellant is  a  resident  and  citizen  of  the  State  of 
California  and  that  all  of  tlie  appellees  are  resi- 
dents and  citizens  of  the  State  of  Oregon. 

2.  The  amended  complaint  shows  that  this  is  an 
action  of  a  civil  nature. 

3.  The  amended  complaint  shows  that  the  amomit 
in  controversy  is  a  smn  in  excess  of  $2,400,000.00. 

4.  The  amended  complaint  seeks  the  following 
relief : 

(a)  An  adjudication  that  a  purported  charitable 
trust  created  in  a  will  executed  with  the  formali- 
ties required  by  law  by  a  testatrix  who  was  of 
somid  mind  is  invalid  because  the  discretion  ac- 
corded to  the  trustees  of  the  trust  is  so  wide  and  so 
indefinite  that  there  is  no  basis  for  the  supei^vision 
of  a  court  of  equity  over  the  administration  of  the 
trust. 

(b)  An  adjudication  that  said  purported  chari- 
table trust  is  invalid  and  not  a  true  charitable  trust 
because  under  the  terms  thereof  the  trust  property 
may  be  used  in  the  untrammeled  discretion  of  the 
trustees  for  their  own  financial  profit  and  gain  and 
provides  for  other  advantages  to  a  limited  class  of 
persons. 

(c)  An  adjudication  that  said  trust  creates  a 
perpetuity  in  violation  of  the  laws  and  public  pol- 
icy of  the  State  of  Oregon. 

(d)  An  adjudication  that  any  money  and  prop- 
erty which  may  be  received  by  the  trustees  under 
the  trust  provisions  of  said  will  resulting  in  said 
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fund  being  impressed  with  a  trust  for  the  benefit 
of  appellant,  the  sole  heir  of  the  testatrix. 

(e)  An  adjudication  that  the  testatrix  arranged 
in  proper  form  prior  to  her  death  to  the  end  that 
appellant  would  receive  out  of  said  estate  an  amount 
far  in  excess  of  a  bequest  of  $150,000.00  made  to 
him  in  said  will  and  that  by  reason  thereof  all  or 
part  of  the  residue  of  said  estate  is  impressed  with 
a  trust  in  favor  of  appellant. 

(f)  An  adjudication  that  the  trust  provisions 
of  said  will  are  invalid  because  they  were  the  re- 
sult of  fraud  practiced  on  the  testatrix. 

(g)  An  adjudication  that  the  trust  provisions 
of  said  will  are  invalid  because  they  are  the  result 
of  undue  influence  practiced  upon  the  testatrix. 

(h)  An  adjudication  that  as  to  any  property 
involved  in  said  trust  provisions,  the  testatrix  died 
intestate  and  that  distribution  should  be  made 
through  the  Oregon  Probate  Court  to  appellant,  the 
sole  heir  at  law  of  the  testatrix. 

Prior  to  the  filing  of  a  responsive  pleading  in  this 
action  and  on  motion  to  dismiss  for  lack  of  juris- 
diction, the  District  Judge  dismissed  this  action 
upon  said  ground.  Said  order  was  erroneous  in 
that  it  failed  correctly  to  construe  and  to  admin- 
ister the  applicable  laws  of  the  United  States  and 
of  the  State  of  Oregon. 

Designation  of  Record  for  Printing. 

Appellant  hereby  designates  for  printing  the  en- 
tire certified  transcript  of  record. 
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Following  this  page  is  an  affidavit  of  mailing  of 
a  copy  of  the  within  and  foregoing  Statement  of 
Points  Upon  Which  Appellant  Relies  on  Appeal 
and  Designation  of  Record  for  Printing  to  the 
attorneys  for  appellees. 

Dated  September  24,  1958. 

/s/  GLENN  R.  JACK, 

/s/  JOHN  E.  WALKER, 

LIVINGSTON  &  BORREGARD, 
/s/  By   LAWRENCE  LIVINGSTON, 

/s/  LAWRENCE  LIVINGSTON, 

/s/  RICARDO  J.  HECHT, 

Attorneys  for  Appellant. 

Certificate  of  Service  by  Mail  Attached. 

[Endorsed] :  Filed  September  24,  1958.  Paul 
P.  O'Brien,  Clerk. 


